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Overview


Eliminating the Presumption of Irreparable
Harm



State of the Law–Various Circuits



Proving Irreparable Harm



Survey Evidence—Do you need it?



Questions

6

Historic Preliminary Injunction Standard


Irreparable injury
 Evidence

of confusion would result in a
presumption of irreparable harm



Damages are inadequate



Balance of hardships favors injunctive relief



Public interest is not disserved by injunction

7

Elimination of the Presumption
eBay v. MercExchange, LLC, 547 U.S. 388 (2006)
 Although the holding in

eBay dealt with whether
a permanent injunction
should issue, courts have
applied eBay at the
preliminary injunction
stage
 No longer is validity and

infringement enough to
satisfy the irreparable
harm requirement
 “Traditional principles of

equity” govern
8

Standards Post eBay--Is Likelihood of
Confusion Still Enough?


Irreparable Injury
 Evidence

of confusion would result in a
presumption of irreparable harm



Damages are inadequate



Balance of hardships favors injunctive relief



Public interest is not disserved by injunction

9

Application of eBay –Circuit Split

10

Circuits Applying eBay
Ninth Circuit
Third Circuit

11

Evidence of actual confusion—
past harm “simply underscores
customer confusion, not
irreparable harm”
Herb Reed Enters. v. Florida Entertainment Mgmt.,
736 F.3d 1239 (9th Cir. 2013).

12

“
a party bringing a claim under the
Lanham Act is not entitled to a
presumption of irreparable harm
when seeking a preliminary
injunction and must demonstrate
that irreparable harm is likely

”

Ferring Pharmaceuticals, Inc. v. Watson Pharmaceuticals, Inc.,
765 F.3d 205 (3rd Cir. 2014)
•

See also Groupe SEB USA, Inc. v. Euro-Pro Operating, L.L.C.,
774 F.3d 192 (3d Cir. 2014).

13

Undecided Circuits—Which Way Are
They Leaning?
Adopting
First
Rejecting
Fourth, Sixth, Seventh, Eighth
Split
Second, Fifth, Tenth, Eleventh

14

Leaning Toward Adopting eBay
First Circuit

15

Voice of the Arab World, Inc. v. MDTV Med. News Now,
Inc.,
645 F.3d 26, 33 (1st Cir. 2011)

 “In

the context of a request for permanent
injunctive relief, we see no principled reason why
[eBay] should not apply in the present case.”

 Declining

to decide the question because plaintiff
unreasonably
delayed.
Swarovski
Aktiengesellschaft
v.
Building No. 19, Inc.,
704 F.3d 44, 54-55 (1st Cir. 2013)
 Citing

Voice of the Arab World with approval

 Declining

to decide the question because plaintiff did
not establish actual confusion, and “it is difficult to see
how irreparable harm could be established without a
finding of confusion.”

16

Leaning Toward Rejecting eBay
Fourth
Sixth
Seventh
Eighth

17

Rebel Debutante LLC v. Forsythe Cosmetic Grp., Ltd., 799
F. Supp. 2d 558, 580 (M.D.N.C. 2011)



Declined to apply eBay
unless specifically directed
by the Fourth Circuit



That court found no reason
to “discard the commonly
applied presumption of
irreparable harm in
preliminary injunction
proceedings involving a
trademark infringement
claim.”
18

PBM Prods., LLC v. Mead
Johnson & Co.,
639 F.3d 111, 126-27 (4th Cir.
2011)



“We readily conclude in the

case before us, mindful of the
principles set forth in eBay,
that injunctive relief was
proper.”




Irreparable harm based on:


Advertising that misled
customers



Harm to reputation

“[N]ot only did the jury
conclude that Mead Johnson
misled consumers, the evidence
at trial demonstrated that
PBM’s reputation was, and
potentially continues to be,
damaged.”

19

Lucky’s Detroit, LLC v.
Double L, Inc.,
533 F.App’x. 553 (6th Cir. 2013)



Continued to apply the
presumption to permanent
injunction without explicitly
rejecting eBay



Applied Wynn Oil - “In
trademark infringement cases,
a likelihood of confusion or
possible risk to the requesting
party's reputation satisfies the
irreparable injury
requirement.”


Wynn Oil Co. v. Am. Way
Serv. Corp., 943 F.2d 595,
608 (6th Cir. 1991)
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Red Roof Franchising, LLC v. Riverside
Macon Group, LLC,
2018 WL 558954, at *3 (S.D. Ohio Jan. 25, 2018)


“[I]rreparable injury is
presumed as a result of finding
a likelihood of confusion for
purposes of the Lanham Act.”


Circuit City Stores, Inc. v.
CarMax, Inc., 165 F.3d 1047,
1056 (6th Cir. 1999) (“no
particular finding of
likelihood of . . . irreparable
harm is necessary for
injunctive relief in
trademark infringement or
unfair competition cases.”)

21

Kraft Foods Grp. Brands LLC v. Cracker Barrel Old
Country Store, Inc., 735 F.3d 735, 741 (7th Cir. 2013)


Irreparable harm is especially
likely in a trademark case
because of the difficulty in
quantifying the effect on the
brand



The likelihood of confusion
seems substantial and the risk
to Kraft of the loss of valuable
goodwill and control therefore
palpable."


Irreparable harm = risk that
competing products could
be inferior
22

Market Track, LLC v. Efficient Collaborative Retail
Marketing, LLC,
2015 WL 3637740, at *22-*23 (N.D. Ill. June 12, 2015)

Citing eBay and declining
“out of an abundance of
caution” to apply
“blanket presumption”
Observing that cases in
the district have
continued to apply the
presumption of
irreparable harm on “at
least nine occasions”
since eBay.
23

Bernatello’s Pizza, Inc. v. Hansen Foods, LLC,
173 F. Supp. 3d 790, 803 (W.D. Wis. 2016)

Questioning whether
eBay applies to Lanham
Act cases.
Noting “there might be
good reasons why
irreparable harm
should be presumed in
trademark cases,
though not in patent
cases.”
24

Redbox Automated Retail, LLC v. Xpress Retail LLC,
2018 WL 1240345, at *2 (N.D. Ill. Mar. 9, 2018)

Recognizing that the Seventh Circuit
“traditionally has applied a presumption of
irreparable harm in false advertising and
trademark infringement suits.”

25

Warner Bros. Entm't v. X One X Prods.,
840 F.3d 971, 982 (8th Cir. 2016)


Continues to apply the
presumption



Actual confusion is not
essential, before blessing
an injunction



"a finding that likelihood
of confusion exists results
in a presumption that a
threat of irreparable
harm exists."
26

Splits
Second Circuit
Fifth Circuit
Tenth Circuit
Eleventh Circuit
27

Salinger v. Colting,
607 F.3d 68, 78 n.7 (2d
Cir. 2010)
“[A]lthough today we are not called
upon to extend eBay beyond the
context of copyright cases, we see no
reason that eBay would not apply with
equal force to an injunction in any type
of case.”

U.S. Polo Ass’n v. PRL USA Holdings, Inc.
511 F. App’x 81, 85 (2d Cir. 2013)
We need not decide whether a presumption
of irreparable harm from trademark
infringement can apply in light of [eBay]
and [Salinger] because no such presumption
was applied here.
28

Coty Inc. v. Excell Brands LLC
277 F. Supp. 3d 425, 464 (S.D.N.Y. 2017)
A plaintiff who establishes that an infringer’s use of its
trademark creates a likelihood of consumer confusion
generally is entitled to a presumption of irreparable injury.

Bel Canto Design, Ltd. v. MSS Hifi, Inc.,
837 F. Supp. 2d 208, 233 (S.D.N.Y. 2011)
[T]he Second Circuit has held that a plaintiff who
establishes that an infringer’s use of its trademark
creates a likelihood of consumer confusion generally is
entitled to a presumption of irreparable injury.
[Plaintiff] is entitled to that presumption here, and
Defendants do nothing to rebut it.

Oneida Group Inc. v. Steelite Int’l U.S.A. Inc.,
2017 WL 1954805 (S.D.N.Y. May 10, 2017)
Under the standard for injunctions announced by the Supreme
Court in [eBay] and adopted by the Second Circuit in [Salinger] .
. . The court must not adopt a ‘categorical’ or ‘general’ rule or
presume that the plaintiff will suffer irreparable harm.

29

Abraham v. Alpha Chi Omega,
708 F.3d 614, 627 (5th Cir. 2013)
District Court did not abuse its discretion in granting injunction
based on presumption.
“All that must be proven to establish liability and the need for an
injunction against infringement is the likelihood of confusion –
injury is presumed.”

30

Lorillard Tobacco Co. v. Engida,
213 Fed. App’x 654, 657 (10th Cir. 2007)
“We need not consider how eBay may apply in this context.”

Tony’s Taps, LLC v. PS Enters., Inc.,
2012 WL 1059956, at *5 (D. Colo.
Mar. 29, 2012) Applying

ICON Health & Fitness, Inc. v. Med.
Prods., 2012 WL 3962737, at *5 (D. Utah
Sept. 11, 2012) Declining to Apply
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N. Am. Med. Corp. v. Axiom Worldwide, Inc.,
522 F.3d 1211, 1228 (11th Cir. 2008)


Early post-eBay case



“[A] strong case can be made
that eBay’s holding necessarily
extends to the grant of
preliminary injunctions under
the Lanham Act.”

Hoop Culture, Inc. v. GAP Inc.,
648 F. App’x 981, 985 (11th Cir. 2016)


Holding plaintiff could not rely “solely”
on its likelihood of success on the merits
to presume irreparable harm.



Required plaintiff to show “based on the
facts of this case that irreparable harm
was ‘likely’”



Declined to issue an express holding
about the effect of eBay.

32

Commodores Entertainment Corp. v. McClary,
648 F. App’x 771 (11th Cir. 2016)


Decided 6 months after
Hoop Culture



Evidence of consumer
confusion could support
irreparable injury



Eleventh Circuit affirmed
district court’s decision to
apply the injunction
extraterritorially – to bar
infringing uses abroad

33

Rationale for Applying eBay



Language of the Lanham Act does not create a
presumption.



Categorical rules are inconsistent with equitable
principles.



Traditional principles of equity apply when granting
injunctive relief.
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Rationale for Rejecting eBay


Different harms result from trademark infringement
and patent infringement.



Trademark harm inappropriately remedied via
monetary relief.



Once likelihood of confusion is shown, goodwill and
reputation are at risk which is irreparable harm.



Confusion in the marketplace results in harm to
consumers.

35

Proving Irreparable Harm—
What Works
Intentional Targeting of Customers
Counterfeit Goods
Loss of Goodwill

Rogue Licensees

36

Adidas America Inc. et al. v. Skechers USA Inc.
Case No. 16-35204



Heavy investment in its brand



Limited “sales” to drive
demand



Perceived inferior quality



Testimony from marketing
professionals that Skechers’
shoes would impair Adidas’
ability to control its brand.

37

Morrocanoil, Inc. v. Zotos International, Inc.,
2017 WL 319309 (C.D.Cal. Jan. 19, 2017)



Irreparable Harm – Intentional
targeting of customers.



Defendant used statements like “if
you like Morocanoil® products, you’ll
LOVE our new Luxe Majestic Oil Line.”



Expert testimony providing examples
of beauty brands whose “premium”
image was damaged once they
entered mass market retail channels.

38

Mitchell Group USA, LLC v. Nkem Udeh,
2014 U.S. LEXIS 143001 (E.D.N.Y. Oct. 7, 2014)
 Irreparable

harm found where defendant created and
sold counterfeit goods being identical or nearly
identical trademarks.

 The

court indicated that irreparable harm is likely in
instances of counterfeiting

39

Kraft Foods Group Brands LLC v.
Cracker Barrel Old Country Store, Inc.,
735 F.3d 735 (7th Cir. 2013)


No weight to the survey evidence – but PI upheld



What worked:
 Substantial

proof of likelihood of confusion

 Risk

of loss of goodwill an control over food products
associated with the mark.

 Difficulty

quantifying the effects on plaintiff’s brand
during nontrivial period of consumer confusion.

40

Renegade Licensee Cases


A franchisee’s continued unauthorized use of a mark constituted
substantial likelihood of irreparable harm.




IHOP Franchising, LLC v. Tabel, 2014 US Dist. LEXIS 60028 (D. Kan. Apr. 15,
2014)

Licensee’s sale of unauthorized products in connection with
licensor’s mark, in violation of party’s license agreement.


Benihana, Inc. v. Benihana of Tokyo LLC, 784 F.3d 887 (2d Cir. 2015)
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Proving Irreparable Harm—What
Doesn’t Work
Coexistence

Failure to Link Confusion Evidence to Reputational Harm
Evidence of Lost Users Alone
Speculation Without Factual Support
42

Arcsoft, Inc. v. Cyberlink Corp.,
153 F. Supp. 3d 1057 (N.D. Cal. 2015)



Evidence of lost users and drop in downloads since
introduction of infringing product



Lost users ≠ irreparable harm
 The

link between the plaintiff’s drop in users and the
defendant’s alleged infringement was “entirely
speculative.”

43

PUMA SE v. Forever, 21, Inc.,
2017 WL 4771003 (C.D. Cal. 2017)



Puma submitted a “mere 2 ½ pages to irreparable harm” in
addition to a Declaration.



Court troubled by “factual scarcity” with unsupported and
conclusory statements



Result urged by supplemental authority in Adidas
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A Few Words About Surveys

45

Surveys and Confusion
How Much is Enough?



Surveys showing confusion generally above 25%



Levels under 10% insufficient



Can support injunctive relief in the absence of the
presumption of irreparable harm
 Board of Regents of the University of Houston System v.
Houston College of Law, Inc. (S.D. Tex. 2014)
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Surveys as Sole Evidence of Irreparable
Harm?


Possibly outside of the Ninth Circuit



Higher percentages of likelihood of confusion can support
the need for injunctive relief



Weak, methodologically flawed surveys are
counterproductive
 Can

negate mark’s strength

 Can

erode the need for injunction
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Takeaways & Practice Pointers



Assume there is no presumption of irreparable harm



Show an appreciable percentage of likelihood of confusion



Amass evidence of actual confusion due to use of the mark



Evidence of negative association



Inferior goods
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Takeaways & Practice Pointers


Counterfeit?



Breach of License/Franchise?



Type of good that can cause harm to public?



Investment in brand



Difficult to “unring” the bell (get customers back, restore
faith)
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THANK YOU
Meredith M. Wilkes, Esq., Jones Day
mwilkes@jonesday.com
Jared I. Kagan, Esq., Debevoise & Plimpton LLP
jikagan@debevoise.com
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