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Jeremy Sparig: Stop and Frisk
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Increasing Importance Of Copyright After Alice: Its Not Just About The Trolls

Source: Wild J., “Big US tech companies face major patent losses
in the post-Alice world, IAM research reveals,” Sept. 27, 2014.
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Oracle v. Google: $6 Billion In Claimed Copyright Damages

Oracle v. Google (filed in 2010):
Dispute over nine lines of JAVA code
 Jury finds infringement (2012).
 On JMOL, District Court finds the code is not copyrightable (2012).
 Up to the Federal Circuit (code was copyrightable and fair use is an issue for trial) (2014).
 Cert. denied (2015).
 Jury trial on fair use; Jury finds fair use (2016).
 Federal Circuit reverses (not fair use; remanded for damages trial) (2018).
 Cert Granted; Despite Solicitor General advises Court not to take the case (2019).
 $6 billion in claimed damages (Supreme Court decision in 2020; Trial in 2021?; More Appeals in 2022?).
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Copyright Remedies

 Actual Damages [Lost Profits; Licensing Fees; Fair Market Value; Disgorgement of Defendant’s
Profits]

 Statutory Damages [Registration prior to infringement required; “per work”]
 Statute of Limitations? [3 Years; but there is a discovery rule – or is there?]
 Section 1202/1203 Damages [No registration required; “per violation”]
 Attorneys’ Fees and Costs [Subject to discretion; Registration prior to infringement required]
 Injunctive Relief and Impoundment
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Basic Pre-Filing Considerations For Plaintiffs



Is there an existing licensing market for the work?
–
–
–

Impact on value
Impact on other defenses such as fair use
Can I create a licensing program that increases in value over time?



How did the defendants use the work?



Are we going to be entitled to statutory damages?
–

Did the client register the work before the infringement?
•

(or, if unpublished, within three months)



How far can we go back for damages if the infringement started more than three years ago?



Venue issues after TC Heartland, BNSF Railway and Bristol-Myers



What other claims might I have besides copyright?
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Basic Post-Demand, Pre-Suit Cnsiderations for Defendants



Plaintiff’s counsel reputation



Quick fix?



Investigate plaintiff’s conduct



Verify licenses, registration, deposit copies (especially where multiple works registered together)



DJ action in response to cease & desist?
 First to file rule; maybe no longer necessary under new venue cases



Insurance



Posting on social media; willfulness



Smoking guns in our closet



Notation of risk of $150,000 in statutory damages for each violation



Intent and knowledge prongs of 1202 violations– who scrubbed the data?
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Actual Damages – Section 504(b)

 Actual damages suffered by the owner “as a result of the infringement” AND
profits of the infringer “attributable to the infringement” that are not taken into
account in computing plaintiff’s damages [i.e., no double recovery].
 Basically, the simple question is always: What difference did the copyrighted
work make?
 Importance of copyrighted and infringed features to the economic value of the
work
–

To Plaintiff’s work

–

To Defendant’s work

 What drives demand? Is there a “fair market value”?
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Owner’s Actual Damaes: Fair Market Value

– Leonard v. Stemtech (3rd Cir. 2016)
•
•
•
•
•
•

Fair market value of license fees methodology approved
Plaintiff not limited to its past license fees
Use of quotes from licensing agencies permitted but taking into account various factors and types of
uses
To account for rarity and scarcity, “premium” multiplier of 3x-5x approved
To account for exclusivity as a result of defendant’s conduct, multiplier of 3.75x-8.75x approved
But, no recovery for additional infringer’s profits because causal connection not proved

– Compare: Grant Heilman Photography v. McGraw-Hill (E.D. Pa. 2015)
•
•
•

Publisher exceeded use granted by license
Multiplier cannot be used to calculate “fair market value” of a license
Small apportionment of profits supported by evidence because photo content of textbooks had no
impact on decision to buy
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Leonard v. Stemtech: Proving Scarcity

 Only a few photographers engage in this highly
technical type of photography.
 Leonard obtains cell samples from doctors, scientists,
and researchers and pays a scientific research
institution to use an electron microscope to photograph
the cells.
 The images appear in black and white, and Leonard
uses his “artistic judgment” to enhance the photos in
color.
 Here are two of Leonard’s images reproduced in the 3rd
Circuit’s opinion:
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Leonard v. Stemtech: Proving Fair Market Value

 Leonard engaged an economic expert to testify re: fair market value of
Leonard’s images.
 Expert collected quotes from photo licensing agencies to obtain a range of
licensing fees for various uses similar to those involved in the case.
 The average was $1,277. Applied to the 92 infringing uses, this would have
yielded a “benchmark” base fee of $215,767.
 But the expert then adjusted this figure upward to account for the “scarcity
or rarity” of Leonard's images, and the “exclusivity” problem caused by
defendant’s usage, which essentially made the images non-licensable to
anyone else.
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Proving Fair Market Value

 The “scarcity” premium was 3x-5x the benchmark.
 The “exclusivity” premium was 3.75-8.75x the benchmark.
 After adding the premium adjustments, Plaintiff’s expert concluded the
appropriate damages would range from $1.4 million to $3 million.
 Defendant made a tactical decision not to cross-examine Plaintiff’s expert
or to present its own expert. Instead, it merely relied on Plaintiff’s past
licensing history, claiming the total damages were just $1,804.
 The jury returned a $1.6 million verdict in actual damages in Leonard’s
favor.
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Leonard v. Stemtech Key Takeaways

 On appeal, 3rd Circuit rejected defendant’s argument that actual damages
be calculated based on a plaintiff’s own history of licensing fees. The
benchmark is instead based on fair market value.
 The 3rd Circuit also rejected Stemtech’s arguments that the multipliers for
scarcity and exclusivity were impermissible akin to punitive damages.
 By the way, prior to the infringement, Leonard had licensed one image to
Stemtech for $950 for a “one-year usage” in two places in a magazine, but
Stemtech failed to pay Leonard a balance due of $450, causing Leonard
to investigate. He then discovered that Stemtech was using his image
across the web on various of its affiliate sites beyond the scope of the
license. It would not have occurred to him to investigate had they just paid
the $450.
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Some Courts Also Borrow “Reasonable Royalties” Factors From Patent Law

 Premise: Lost licensing fee as part of “actual damages”
• “Value of use” of the copyrighted work
• Courts have compared patent “reasonable royalty” remedy in the sense that where “actual
damages” not readily provable, the “value of use” is a form of “actual damage”
• Courts will evaluate previous licenses as a critical factor, just as in patent cases
 Some examples:
• Oracle v. SAP (9th Cir. 2014) (using “willing buyer-willing seller” test – awarding $356 million plus
$120 million in attorneys fees)
• Gaylord v. United States (Fed. Cir. 2015) (Fed. Cir. 2012) (following Georgia-Pacific type
analysis, citing patent royalty cases, and awarding 10% running royalty on stamps)
• On Davis v. Gap (2d Cir. 2001) (owner’s failure to obtain the market value of the fee the owner
was entitled to charge for the infringing use. But must show there is, in fact, a “fair market
value.”)
• Deltak v. Advanced Sys. (7th Cir. 1985) (acquisition cost saved by infringement instead of
purchasing a license)
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Consideration of Industry-Wide Licenses

 Are industry licenses based on the component or the entire
product?
 What factors do industry licenses take into account (demand,
content, risk, rarity, geographical reach, size, exclusivity, duration,
credit, rights assignment, sub-licensing).
 Types of payments (lump sum, up-front with running royalty, per
use or per unit).
 Correlating the industry norms to the defendant’s revenue model.
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Infringer’s Profits: Section 504(b)

 “The infringer is required to prove …deductible expenses and the
elements of profit attributable to factors other than the copyrighted work.”
 Burden of proof issues
– Plaintiff: Must show “Nexus”: “As a result of” / “Attributable to” the
infringement
– Defendant: Must show “Factors other than the copyrighted work”

 Types of evidence
–
–
–
–

Feature count and comparison for bundled products
Internal company documents about value
Comparable transactions
Ordinary course of business surveys; Litigation created surveys
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Infringer’s Profits: Factors

 Deduction of Costs
• Next Best Alternative
• Incremental profits (“but for”/”direct assistance”) vs. “full absorption” (GAAP)
• Role of “opportunity cost”
 Indirect profits as well as direct profits, especially where the infringement is
contained in advertising rather than on a product.
 Apportionment not susceptible to precise measurement, but, it is not just
quantitative, it is qualitative. Some factors courts consider:
•
•
•
•
•

Defendant’s marketing prowess and expenses (“brand”)
Other (artistic or functional) features of the product that drive sales
Defendant’s market position (reputation for quality or “drawing power”)
Defendant’s creativity (“talent”)
Fame of the Plaintiff
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Statutory Damages: Section 504(c)



Amount – range of $750-$30,000, but can be increased to $150,000 for willfulness or decreased to $200 where
infringer was “unaware.”



Award is “per work”; not per infringing use or sale.
–

So if the same defendant sells multiple copies of the same work, there is only one award, but the scope of use may be taken into
account in the range.

–

Where multiple component works are contained in the same copyright registration, courts consider factors such as whether the
individual works have independent economic value, whether the registration is labeled as a “compilation,” and whether plaintiff offers
the works separately for license.

–

Where there are multiple downstream defendants who are not “jointly and severally” liable, there can be an award of statutory
damages as to each defendant.

–

If separate uses of single work are “different in kind” (such as by being separated by a large gap in time), multiple awards may be
granted.



Factors to be considered (see next slide).



Timing of Election – “Any time before final judgment.”
– BUT the amount is for the jury, “in an amount you consider just.”
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Factors (from case law and jury instructions)












Nature of the infringement
Defendant’s purpose and intent
Profit the defendant reaped
Expense the defendant saved
Revenue the plaintiff lost as a result of the infringement
Value of the copyright (including scarcity)
Duration of the infringement
Defendant’s continuation of infringement after notice or knowledge
Need to deter the defendant and other potential infringers generally
Compliance with contractual obligations by the parties (where applicable)
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Examples of Statutory Damage Awards

 BMI v. Crocodile Rock Corp. (3rd Cir. 2015)


Upholding $35,000 award ($7,000 per song) and stating that the mere fact that infringement is unprofitable
does not prevent award within the statutory limit

 Warner v. Avelo (8th Cir. 2016)


Approving $10,000 per work for 257 works

 Energy Intelligence v. Kayne Anderson (5th Cir. 2020)


Remanding award of $15,000 per work for 39 works, rejecting argument that mitigation of damages is a
defense to statutory damages but stating it can be taken into account in calculating the amounts

 Corson v. Brown Harris Stevens (S.D.N.Y. 2018)


Awarding $25,000 for single photograph
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Section 1202 – DMCA Claims

 (a) False Copyright Management Information.—No person shall knowingly and
with the intent to induce, enable, facilitate, or conceal infringement—
–
–

(1) provide copyright management information that is false, or
(2) distribute or import for distribution copyright management information that is false.

 (b) Removal or Alteration of Copyright Management Information.—No person shall,
without the authority of the copyright owner or the law—
–
–
–

(1) intentionally remove or alter any copyright management information,
(2) distribute or import for distribution copyright management information knowing that
the copyright management information has been removed or altered without authority of
the copyright owner or the law, or
(3) distribute, import for distribution, or publicly perform works, copies of works, or
phonorecords, knowing that copyright management information has been removed
or altered without authority of the copyright owner or the law, knowing, or, with
respect to civil remedies under section 1203, having reasonable grounds to know, that it
will induce, enable, facilitate, or conceal an infringement of any right under this title.
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Sparig v. Family Law Channel

26

Sparig v. Family Law Channel: Defendant Stripped The Metadata
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DMCA Damages -- Section 1203(c)

 Plaintiff is entitled to the actual damages and any additional profits of the
violator.
 Or, at any time before final judgment is entered, a complaining party may
elect to recover an award of statutory damages for each violation of section
1202 in the sum of not less than $2,500 or more than $25,000.
 Trebling permitted for repeat violators (within 3 years of a judgment).
 The court in its discretion may reduce or remit the total award of damages in
any case in which the violator sustains the burden of proving, and the court
finds, that the violator was not aware and had no reason to believe that its
acts constituted a violation.
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Section 1203: Number of Violations and Open Issues

 Number of copies distributed by the defendant.
 E.g., number of copies printed and sold to retailers; number of emails sent with infringing content.
 So far, courts have held that it is only one violation where there a single instance of uploading to a
server by the defendant, even if there are a number of users who view or download it from the server.
No appellate decisions as of yet on this issue; even the courts deciding it have questioned their own
rationale as allowing defendants to take advantage of a digital distribution model. Also, what about the
contributory or induced infringement that encourages further infringement by the end-users?
 Number of sub-prongs of the statute violated?
 Separate award for different defendants, or joint & several liability?
 Courts have held the number of violations is for the jury. But there is an open question as to whether
amount is also for jury or not; why would it be different than statutory damages under Section 504(c)? In
any event, courts look to same factors as Section 504(c) in selecting a point in the range.
 As there can be a huge number of violations, is there any constitutional limitation on the amount that can be
awarded?
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Brammer v. Violent Hues (E.D. Va. 2018; 4th Cir. 2019)
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Use On Website for Violent Hues’ Film Festival: Transformative Use?
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A Few Words On Willfulness

 4th Circuit: Violent Hues’ purported belief that the photo
was free to use was not reasonable given that “all
contemporary photographs are presumptively under
copyright.”
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CASE Act -- Copyright Alternative in Small-Claims Enforcement Act

 Pending legislation would establish a small claims court within the U.S. Copyright Office to adjudicate
small claims.
 Participation would be voluntary, requiring consent from both sides.
 Actual damages claimed could not exceed $15,000 per work or $30,000 per claim.
 Statutory damages would be limited to $15,000 per work and $30,000 per claim; pre-infringement
registration not required.
 Attorneys’ fees and costs not available, except where there is bad faith in the conduct of the proceedings,
capped at $5,000, unless conduct is egregious.
 Copyright office may regulate how many claims a single claimant could bring.
 Passed in the House with bi-partisan support; passed Senate Judiciary unanimously but has stalled in the
Senate due to one senator holding it up; President believed to be supportive
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Statute of Limitations Issues/ Laches



A civil action under the Copyright Act must be commenced within three years after the claim
accrued. 17 U.S.C. § 507(b); a new claim accrues each time there is an infringement.



But can a plaintiff can recover damages for infringements that took place more than three years
before the suit if plaintiff was unaware of those infringements and plaintiff’s lack of knowledge
was reasonable under the circumstances? Yes. (E.g., Psihoyos v. John Wiley (2d Cir. 2014)).



This is referred to as the “discovery” rule, and stands for the proposition that the statute only
begins to run when plaintiff discovers or should have reasonably discovered the infringement.



In Petrella v. Metro-Goldwyn-Mayer (2014), the Supreme Court rejected a laches defense, but
stated in dicta that under the Act's three-year provision, an infringement is actionable within
three years, and only three years, of its occurrence.



Since Petrella, appellate courts have not reconsidered the “discovery rule. In particular, district
courts in the S.D.N.Y. have continued to follow Psihoyos.
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Attorneys’ Fees: Kirtsaeng v. John Wiley (2016)



Copyright must be registered pre-infringement (or within three months of first publication) to be eligible for
attorneys’ fees under Sections 412 and 505.



Attorneys’ fees can only be awarded to prevailing party, which includes defendants.



In Kirtsaeng, the defendant won on merits in a 6-3 Supreme Court decision after losing in district court and
Second Circuit. On remand, district court and Second Circuit denied attorneys’ fees primarily on basis that
Wiley’s case was not objectively unreasonable, since it had prevailed in the eyes of seven of the thirteen
judges who heard the case and the divided Supreme Court decision made new law.



Kirtsaeng appealed to Supreme Court; arguing that if the winning party advances the purposes of the
Copyright Act by winning on a close or new issue, that should factor into the analysis.



Supreme Court rejected Kirtsaeng’s approach, affirmed importance of objective reasonableness of the
losing party, but remanded for “tweaks” to the multi-factor nonexclusive factors that should inform a
court’s decision: “frivolousness, motivation, objective unreasonableness, and the need in particular
circumstances to advance considerations of compensation and deterrence.
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Award of Costs: Rimini v. Oracle (2019)

 Under Section 505, an award of costs can be made to the prevailing party; pre-infringement registration no
required under Section 412.
 After successful trial, Oracle awarded $12.8 million in costs, including expert fees, e-discovery costs and
jury consultant costs. The 9th Circuit affirmed.
 The Supreme Court determined that “costs” has same meaning under the general federal rules, and thus
did not include those categories.
 Costs limited to the six categories enumerated in 28 U.S.C. Sections 1821 and 1920: fees of the clerk; fees
for transcripts used at trial; fees for printing and witness appearance fees for statutory per diem and mileage
fees; “exemplification” copying costs; docket fees; and costs of court appointed experts or interpreters.
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THANK YOU

David Leichtman

228 East 45th Street, Suite 605
New York, New York 10017
212-419-5210; 917-597-4417
dleichtman@leichtmanlaw.com
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Actual Damages
The same principles that apply to proving damages in tort cases apply to proving
damages in trademark cases. A plaintiff must generally show:
1. It suffered actual harm;
2. The harm was caused by the defendant’s wrongful act; and
3. The harm is not remote or speculative.
The plaintiff must prove that it has been injured with reasonable certainty. The mere
possibility of an injury is insufficient to obtain a damages award.
A false advertising claim is an exception to these principles.
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Equity in Damage Awards
• Monetary awards are not automatic. If injunctive relief is
adequate, a court may deny all monetary relief.
• Courts exercise equitable discretion when assessing all forms
of monetary relief, equity in a damage award is generally clear
because:
1. Plaintiff must prove harm to obtain damages; and
2. Compensation for an injured plaintiff is sufficient
equitable justification for a monetary award.
• Some Courts will consider a defendant’s conduct when
assessing a damage award.
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Measures of Actual Damages
• Plaintiff can recover any damages it sustains.
• Most common monetary awards include:
– Lost profits
– Lost royalties
– Loss of goodwill
– Corrective advertising
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Damage Awards – Lost Profits
• Proving lost sales is critical – the specific amount is not necessarily fatal.
• Lost sales is generally proven:
– Directly from customers that did not buy the plaintiff’s goods or services because of the
defendant; or
– Indirectly by:
• A decline in sales during the period of the defendant’s actions
• A showing that the plaintiff and defendant are competitors
• An increase in the defendant’s sales
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Damage Awards – Lost Profits (continued)
• Some Courts allow recovery of defendant’s profits as a
measure of plaintiff’s lost profits.
• Parties must be direct competitors for defendant’s profits to
be a proxy for the plaintiff’s profits.
• Some Courts require plaintiff to prove actual harm before
defendant’s profits can be used as a proxy.
• This type of damage award is different than an equitable
disgorgement of defendant’s profits.
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Damage Awards – Lost Royalties
• Only if plaintiff could have licensed its mark to defendant
• Pre-existing business relationship establishing the royalty
generally required to avoid being speculative.
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Damage Awards – Loss of Goodwill
• Rarely awarded because difficult to prove actual injury to
reputation
• When awarded, evidence consisted of:
– Value of goodwill and testimony from angry customers
– Testimony regarding importance of company’s reputation as a
market leader
– Inference of jury based on evidence of actual confusion and inferior
quality of defendant’s good.
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Actual Confusion Requirement?
• Judicial Circuits requiring evidence of
actual confusion

• Judicial Circuits that do not require
evidence of actual confusion

• Proven by testimony or survey
• Intentional infringement creates rebuttable
presumption of actual confusion.

• One district court concluded that actual
confusion is required

– Second Circuit

– Third Circuit
– Sixth Circuit
– Seventh Circuit

• Proven by actual diversion of sales or
survey.

– Eighth Circuit

• Stated in dicta that actual confusion is
required
• District courts have followed this dicta
• Proven by survey evidence

– First Circuit

– Fourth Circuit
– Fifth Circuit

• One district court concluded that actual
confusion is an important consideration

– Ninth Circuit
– D.C. Circuit

• Proof of actual loss is required

– Tenth Circuit

• Proven by actual diversion of sales or survey

– Eleventh Circuit

• Not addressed by Court, but District Courts
require it
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Statutory Damages
• Statutory Damages are available only in the cases of
– Counterfeiting; and
– Cybersquatting

• A plaintiff in a counterfeiting case may be awarded for each
type of good or service sold, offered for sale, or distributed:
– $1,000 - $200,000; up to $2,000,000 if willful.

• A plaintiff in a cybersquatting case may be awarded for each
domain name:
– $1,000 - $100,000
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Counterfeiting – Assessing the Statutory Limits
• Courts may consider:
– Defendant’s profits
– Plaintiff’s lost profits
– Size of Defendant’s operation
– Defendant’s culpability
– Defendant’s effort to mislead and conceal
– Defendant’s conduct in the litigation
– Need to deter the Defendant and other potential infringers
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Cybersquatting – Assessing the Statutory Limits
• Courts may consider:
– Willfulness of Defendant’s conduct
– The use of false contact information
– Defendant’s status as a serial cybersquatter
– Defendant’s conduct during the proceeding
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Disgorgement of Profits
• Most common monetary award sought by plaintiffs
• Disgorgement is an equitable not legal remedy
• No right to a jury trial when seeking disgorgement without
seeking actual damages.
• In awarding disgorgement, courts weigh the equitable
interests of:
– Compensation;
– Deterrence; and
– Preventing unjust enrichment.
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Willfulness and Actual Confusion Requirement?
Judicial Circuit

Willfulness

Actual Confusion

First Circuit

Yes, but only one Court has address the effect of
the 1999 Amendments

Courts have not addressed this

Second Circuit

Majority of Courts within the Circuit following
the 1999 Amendments say Yes

Yes if premised on unjust enrichment; No if
premised on deterrence

Third Circuit

No

No

Fourth Circuit

No

No

Fifth Circuit

No

No

Sixth Circuit

1999 Amendments not addressed, but answer
from unpublished decision appears to be “no.”

No

Seventh Circuit

No

No

Eighth Circuit

1999 Amendments not addressed. District
courts have inconsistently ruled on the issue

No

Ninth Circuit

Yes, held 1999 Amendments did not remove
willfulness requirement

No

Tenth Circuit

Yes, not addressed the 1999 Amendments

No

Eleventh Circuit

No

Yes if premised on unjust enrichment.
Otherwise, no

D.C. Circuit

Yes

No
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Romag Fasteners, Inc. v. Fossil, Inc. –
Argued January 14, 2020
• Supreme Court will decide whether willfulness is required for equitable award of profits
• Romag sued Fossil in the District of Connecticut for trademark infringement. Romag obtained
a jury verdict that Fossil infringed its trademark and was awarded $6.7 million in profits from
Fossil. The jury did not find Fossil willfully infringed Romag’s trademarks. The Court reduced
the award to eliminate disgorgement of Fossil’s profits because Romag did not prove willful
infringement. On appeal, the Federal Circuit, applying Second Circuit law, upheld the
requirement that willfulness is a requirement for a disgorgement of profits award.
• American Bar Association argued no willfulness requirement.
• International Trademark Association, American Intellectual Property Association, and
Intellectual Property Law Association of Chicago agreed with the ABA, but argued that
willfulness can be a factor when weighting the equity of the award.
• Intellectual Property Owners Association and Intellectual Property Law Professors argued that
willfulness is required.
• Position by INTA, AILPA, and IPLAC seems the most reasonable. 1999 Amendments removed
the willfulness requirement, but allowing willfulness to be a factor should prevent a free-forall on a defendant’s profits.
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Calculating Defendant’s Profits
• Plaintiff’s burden – prove Defendant’s gross sales
– Split on whose burden it is prove apportionment

• Defendant’s burden – prove any deductions
• Generally, Courts are lenient on the profit calculation resolving
doubts in favor of the Plaintiff.
• But proof of sales attributable to the infringement must be
based on evidence in the record of sales of the infringing good
or service. Court may not speculate on general data (e.g., an
arbitrary fraction of defendant’s industry wide sales).
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Defendant’s Deductible Expenses
Allowed
•
•
•
•
•

Cost of goods
Shipping costs
Advertising expenses
Retailer discounts
Overhead attributable to the
infringement

Disallowed
• Fixed costs

General rule: Variable costs are deductible; Fixed costs are not deductible; Semi-variable
Costs may be deductible if incurred because of the infringing good or service.
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Using Experts
Plaintiff

Defendant

• Survey expert

• Accountant

– Prove actual confusion
– Seeking actual damages

• Marketing
– Show market penetration

• Accountant
– Prove loss of goodwill

– Prove deductions from gross sales

• Rebuttal
– Survey expert
– Marketing
– Accountant
• Goodwill impairment test
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Burden Shifting
Plaintiff
•
•
•
•
•

Actual harm
Harm was caused by Defendant
Damage is not speculative
Actual confusion
Defendant’s sales

Defendant
• Any and all deductions
– Maybe apportionment

– Maybe apportionment

Both parties should argue the equitable principles in favor of their clients from
the beginning
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Best Practices
• Use the ® Symbol

– Unless plaintiff can prove defendant had actual notice, failure to use the
registration symbol can bar monetary recovery this includes claims plead under
Section 43(a) if a claim under Section 32(1) is also plead.

• Reserve the right to pursue all monetary remedies in the prayer for relief
even though double recovery is impermissible – never know where the
evidence will take you.
• Request evidence of defendant’s gross sales and include sales and profits
as topics in 30(b)(6) deposition.
• If pursuing lost profits, talk with your client about what it will need to show
to prove with reasonable certainty that it lost profits (e.g., decline in sales
during the period of defendant’s infringement, parties are competitors, an
increase in defendant’s sales during defendant’s infringement).
• Always be thinking about admissibility, track the source of your evidence
not only for liability but also damages routinely throughout the case.
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THANK YOU!
Bradley J. Walz
bwalz@btlaw.com
(612) 367-8756
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