Presenting a live 90-minute webinar with interactive Q&A

Patent Practice in the Western District of Texas,
Waco Division: From Filing to Final Judgment
THURSDAY, JUNE 10, 2021

1pm Eastern

|

12pm Central | 11am Mountain

|

10am Pacific

Today’s faculty features:
Nathan C. Brunette, Partner, Stoel Rives LLP, Portland, OR
J. Stephen Ravel, Partner, Kelly Hart & Hallman, Austin, TX

The audio portion of the conference may be accessed via the telephone or by using your computer's
speakers. Please refer to the instructions emailed to registrants for additional information. If you
have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

Patent Litigation in the Western District of Texas, Waco Division
Exhibits
Exhibit 1

Standing Order Regarding Venue and Jurisdictional Discovery Limits for Patent
Cases - 11.19.2020

Exhibit 2

Standing Order Regarding Notice of Readiness for Scheduling Conference in
Patent Cases - 11.19.2020

Exhibit 3

Standing Order Regarding Filing Documents Under Seal in Patent Cases and
Redacted Pleadings - 02.12.2021

Exhibit 4

Order Governing Proceedings - Patent Cases Version 3.3 - 02.23.2021

Exhibit 5

Standing Order Regarding Motion for Inter-District Transfer - 03.23.2021

Exhibit 6

Order Denying Defendant’s Motion to Transfer - 03.17.2020
CloudofChange v. NCR Corporation

Exhibit 7

Order Granting Defendant TikTok’s Motion to Transfer Venue Under 28 U.S.C. §
1404 - 05.21.2021; 10Tales, Inc. v. TikTok Inc.

Exhibit 8

Guidance (or not) from the Federal Circuit

Exhibit 1

Exhibit 2

FILED

November 19, 2020
IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

Mark Borchardt

BY: ________________________________
DEPUTY

STANDING ORDER REGARDING
NOTICE OF READINESS FOR SCHEDULING CONFERENCE IN PATENT CASES
In all patent cases pending before the undersigned, after all Defendants have responded to
the initial pleadings (whether by Answer or Motion), the Parties are directed to meet-and-confer
within seven (7) days of the last1 Answer or Motion in response to the Original Complaint to
discuss any pre-Markman issues and the Parties shall jointly file the Case Readiness Status
Report (“CRSR”) in the format attached as Exhibit A promptly thereafter. Plaintiff shall be
responsible for ensuring the prompt filing of the CRSR. Plaintiff shall also email the Court
(TXWDml_LawClerks_JudgeAlbright@txwd.uscourts.gov) a courtesy copy of the CRSR and
shall also copy the Defendants.

SIGNED this 19th day of November, 2020.

ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE

1

By “last,” the Court is only referring to the (1) last defendant in a single case with multiple defendants or the (2)
last defendant in a set of related cases to answer or otherwise respond.
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Exhibit A

VERSION 2.0

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

[Plaintiff],
Plaintiff

Case No. 6:20-cv-00000-ADA

v.

JURY TRIAL DEMANDED

[Defendant],
Defendant

CASE READINESS STATUS REPORT
Plaintiff [name] and Defendant [name(s)], hereby provide the following status report in
advance of the initial Case Management Conference (CMC).
FILING AND EXTENSIONS
Plaintiff’s Complaint was filed on [filing date]. There have been [one/two] extension[s]
for a total of __ days.
RESPONSE TO THE COMPLAINT
[Indicate if/when the defendant(s) responded to the Complaint, whether it was an Answer or
Motion, and whether any counterclaims were filed other than counterclaims for non-infringement
or invalidity]
PENDING MOTIONS
[Identify all pending motions]
RELATED CASES IN THIS JUDICIAL DISTRICT
[Identify all related cases in this Judicial District, including any other cases where a
common patent is asserted]

VERSION 2.0

IPR, CBM, AND OTHER PGR FILINGS
[There are no known IPR, CBM, or other PGR filings.] [Or]
ALT: IPR2020-00000 was filed on ____ and docketed on ____. A Final Written decision
is expected on or before _____.]
NUMBER OF ASSERTED PATENTS AND CLAIMS
Plaintiff has asserted [Num Patents] patent[s] and a total of [Num Claims] claims.
[If a Plaintiff has already served Preliminary Infringement Contentions (“PICs”), note the date of
service. Note: Per the Court’s Order Governing Proceeding, Plaintiff must serve PICs no later
than 7 days before the CMC]
APPOINTMENT OF TECHNICAL ADVISER
[Indicate whether the parties request a technical adviser to be appointed to the case to assist the
Court with claim construction or other technical issues]
MEET AND CONFER STATUS
Plaintiff and Defendant met and conferred. [The parties have no pre-Markman issues to
raise at the CMC.] or [The parties identified the following pre-Markman issues to raise at the
CMC [list].

Dated: ___________

Respectfully Submitted
/s/

VERSION 2.0

Exhibit 3

FILED

February 12, 2021
CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

Reuben Amaro

BY: ________________________________
DEPUTY

STANDING ORDER REGARDING
FILING DOCUMENTS UNDER SEAL IN PATENT CASES AND REDACTED
PLEADINGS
As a public forum, the Court has a policy of providing to the public full access to
documents filed with the Court. Nevertheless, parties in patent cases routinely produce and rely
on information that is confidential. Therefore, in all patent cases pending before the undersigned,
the Court hereby grants leave for any party to file materials containing confidential information
under seal without filing a separate motion seeking leave of the Court to do so. The filing party
shall file a publicly available, redacted version of any motion or pleading filed under seal within
seven days. The parties need not file redacted versions of exhibits to such documents. Exhibits
that are nonconfidential in their entirety should not be filed under seal at all. The parties shall
coordinate to make sure that the public version filing redacts information that any party deems
confidential. Redactions should be targeted to redact only that information. The publicly
available version shall be labeled “PUBLIC VERSION.” Cooperating to file the public version
shall not be deemed as agreeing that the redacted information is actually confidential.
This Order shall apply in all patent cases, but shall not require parties to file public
versions of pleadings filed before the date of this Order.

SIGNED this 12th
___ day of February, 2021.

_________________________________________

ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE

Exhibit 4

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

FILED

February 23, 2021
CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

Mark Borchardt

[Plaintiff],

§
§
§
§
§
§
§
§
§
§

v.
[Defendant].

BY: ________________________________
DEPUTY

CIVIL ACTION NO.
JUDGE ALBRIGHT

ORDER GOVERNING PROCEEDINGS – PATENT CASE
This Order shall govern proceedings in this case. The following deadlines are hereby set:
1. This case is SET for a telephonic Rule 16 Case Management Conference on
______________ at ____. Participants shall dial into the following number 5 minutes
before the scheduled time: 866.434.5269; access code 967-8090. Lead counsel for each
party, and all unrepresented parties, shall be present. Client representatives are welcome
to attend, but such attendance is not required. The Court expects the parties to be
prepared to discuss any pre-Markman issues raised in the parties’ joint Case Readiness
Status Report.
2. (Not later than 7 days before the CMC). Plaintiff shall serve preliminary infringement
contentions in the form of a chart setting forth where in the accused product(s) each
element of the asserted claim(s) are found. Plaintiff shall also identify the priority date
(i.e. the earliest date of invention) for each asserted claim and produce: (1) all documents
evidencing conception and reduction to practice for each claimed invention, and (2) a
copy of the file history for each patent in suit.
3. (Two weeks after the CMC). The Parties shall submit an agreed Scheduling Order. If the
parties cannot agree, the parties shall submit a separate Joint Motion for entry of each
Order briefly setting forth their respective positions on items where they cannot agree.
Absent agreement of the parties, the Plaintiff shall be responsible for the timely
submission of this and other Joint filings.
4. (Seven weeks after the CMC). Defendant shall serve preliminary invalidity contentions
in the form of (1) a chart setting forth where in the prior art references each element of
the asserted claim(s) are found, (2) an identification of any limitations the Defendant
contends are indefinite or lack written description under section 112, and (3) an
identification of any claims the Defendant contends are directed to ineligible subject
matter under section 101. Defendant shall also produce (1) all prior art referenced in the
invalidity contentions, (2) technical documents, including software where applicable,
1
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sufficient to show the operation of the accused product(s), and (3) summary, annual sales
information for the accused product(s) for the two years preceding the filing of the
Complaint, 1 unless the parties agree to some other timeframe.
DISCOVERY
Except with regard to venue, jurisdictional, and claim construction-related discovery, all other
discovery is stayed until after the Markman hearing. Notwithstanding this general stay of
discovery, the Court will permit limited discovery by agreement of the parties, or upon request,
where exceptional circumstances warrant. For example, if discovery outside the United States is
contemplated, the Court will be inclined to allow such discovery to commence before the
Markman hearing.
Following the Markman hearing, the following discovery limits will apply to this case. The
Court will consider reasonable requests to adjust these limits should circumstances warrant.
1.
2.
3.
4.
5.

Interrogatories: 30 per side 2
Requests for Admission: 45 per side
Requests for Production: 75 per side
Fact Depositions: 70 hours per side (for both party and non-party witnesses combined)
Expert Depositions: 7 hours per report 3

Electronically Stored Information. As a preliminary matter, the Court will not require general
search and production of email or other electronically stored information (ESI), absent a showing
of good cause. If a party believes targeted email/ESI discovery is necessary, it shall propose a
procedure identifying custodians and search terms it believes the opposing party should search.
The opposing party can oppose, or propose an alternate plan. If the parties cannot agree, they
shall contact chambers to schedule a call with the Court to discuss their respective positions.
DISCOVERY DISPUTES
A party may not file a Motion to Compel discovery unless: (1) lead counsel have met and
conferred in good faith to try to resolve the dispute, and (2) the party has contacted the Court’s
law clerk (with opposing counsel) to arrange a telephone conference with the Court to
summarize the dispute and the parties respective positions. Summaries shall be neutral and nonargumentative. After hearing from the parties, the Court will determine if further briefing is
required.
1

With regard to expired patents, the sales information shall be provided for the two years preceding expiration.
A “side” shall mean the plaintiff (or related plaintiffs suing together) on the one hand, and the defendant (or related
defendants sued together) on the other hand. In the event that the Court consolidates related cases for pretrial
purposes, with regard to calculating limits imposed by this Order, a “side” shall be interpreted as if the cases were
proceeding individually. For example, in consolidated cases the plaintiff may serve up to 30 interrogatories on each
defendant, and each defendant may serve up to 30 interrogatories on the plaintiff.
3
For example, if a single technical expert submits reports on both infringement and invalidity, he or she may be
deposed for up to 14 hours in total.
2

2
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PROTECTIVE ORDER
Pending entry of the final Protective Order, the Court issues the following interim Protective
Order to govern the disclosure of confidential information in this matter:
If any document or information produced in this matter is deemed confidential by the
producing party and if the Court has not entered a protective order, until a protective
order is issued by the Court, the document shall be marked “confidential” or with some
other confidential designation (such as “Confidential – Outside Attorneys Eyes Only”) by
the disclosing party and disclosure of the confidential document or information shall be
limited to each party’s outside attorney(s) of record and the employees of such outside
attorney(s).
If a party is not represented by an outside attorney, disclosure of the confidential
document or information shall be limited to one designated “in house” attorney, whose
identity and job functions shall be disclosed to the producing party 5 days prior to any
such disclosure, in order to permit any motion for protective order or other relief
regarding such disclosure. The person(s) to whom disclosure of a confidential document
or information is made under this local rule shall keep it confidential and use it only for
purposes of litigating the case.
CLAIM CONSTRUCTION ISSUES
Terms for Construction. Based on the Court’s experience, the Court believes that it should
have presumed limits on the number of claim terms to be construed. The “presumed limit” is the
maximum number of terms that each side may request the Court to construe without further
leave of Court. If the Court grants leave for the additional terms to be construed, depending on
the complexity and number of terms, the Court may split the Markman hearing into multiple
hearings.
The presumed limits based on the number of patents-in-suit are as follows:
Limits for Number of Claim Terms to be Construed
1-2 Patents
8 terms

3-5 Patents
10 terms

More than 5 Patents
12 terms

When the parties submit their joint claim construction statement, in addition to the term and the
parties’ proposed constructions, the parties should indicate which party or side proposed that
term, or if that was a joint proposal.
Claim Construction Briefing. The Court will require non-simultaneous claim construction
briefing with the following default page limits; however, where exceptional circumstances
warrant, the Court will consider reasonable requests to adjust these limits. These page limits
shall also apply collectively for consolidated cases; however, the Court will consider reasonable
3
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requests to adjust page limits in consolidated cases where circumstances warrant. In addition,
the Court is very familiar with the law of claim construction and encourages the parties to forego
lengthy recitations of the underlying legal authorities and instead focus on the substantive issues
unique to each case.
Unless otherwise agreed to by the parties, the default order of terms in the parties’ briefs shall be
based on 1) the patent number (lowest to highest), the claim number (lowest to highest), and
order of appearance within the lowest number patent and claim. An example order may be as
follows:
1. 10,000,000 Patent, Claim 1, Term 1
2. 10,000,000 Patent, Claim 1, Term 2 (where Term 2 appears later in the claim than does
Term 1)
3. 10,000,000 Patent, Claim 2, Term 3 (where Term 3 appears later in the claim than does
Terms 2 and 3)
4. 10,000,001 Patent, Claim 1, Term 4
5. 10,000,001 Patent, Claim 3, Term 5
6. 10,000,002 Patent, Claim 2, Term 6
To the extent that the same or similar terms appear in multiple claims, those same or similar
terms should be ordered according to the lowest patent number, lowest claim number, and order
of appearance within the patent and claim.
Page Limits for Markman Briefs
Brief
Opening
(Plaintiff)

1-2 Patents
20 pages

3-5 Patents
30 pages

Response
(Defendant)

20 pages

30 pages

Reply
(Plaintiff)

10 pages

15 pages

Sur-Reply
(Defendant)

10 pages

15 pages

4
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More than 5 Patents
30 pages, plus 5
additional pages for
each patent over 5 up
to a maximum of 45
pages
30 pages, plus 5
additional pages for
each patent over 5 up
to a maximum of 45
pages
15 pages, plus 2
additional pages for
each patent over 5 up
to a maximum of 21
pages
15 pages, plus 2
additional pages for
each patent over 5 up
to a maximum of 21
pages

Technology Tutorials and Conduct of the Markman Hearing
Technology tutorials are optional. If the parties would like to submit one, the tutorial should be
in electronic form, with voiceovers, and submitted at least 10 days before the Markman hearing.
If a party believes a live tutorial would be of particular benefit to the Court, the parties should
contact the Court to request a Zoom or telephonic tutorial so that the tutorial can be scheduled to
occur at least a week before the Markman hearing. In general, tutorials should be: (1) directed to
the underlying technology (rather than argument related to infringement or validity), and (2)
limited to 15 minutes per side. For the Court’s convenience, the tutorial may be recorded, but
will not be part of the record. Parties may not rely on or cite to the tutorial in other aspects of the
litigation.
The Court generally sets aside one half day for the Markman hearing; however, the Court is open
to reserving more or less time, depending on the complexity of the case and input from the
parties. As a general rule, the party opposing the Court’s preliminary construction shall go first.
If both parties are unwilling to accept the Court’s preliminary construction, the Plaintiff shall
typically go first.
GENERAL ISSUES
1. The Court will entertain reasonable requests to streamline the case schedule and discovery
and encourages the parties to contact the Court’s law clerk (with opposing counsel) to
arrange a call with the Court when such interaction might help streamline the case.
2. To the extent the parties need to email the Court, the parties should use the following email
address: TXWDml_LawClerks_JudgeAlbright@txwd.uscourts.gov.
3. The Court is generally willing to extend the response to the Complaint up to 45 days if
agreed by the parties. However, longer extensions are disfavored and will require good
cause.
4. Plaintiff must file a notice informing the Court when an IPR is filed, the expected time for an
institution decision, and the expected time for a final written decision, within two weeks of
the filing of the IPR.
5. With regard to any Motion to Transfer, the following page limits and briefing schedule shall
apply:
a. Opening – 15 pages
b. Response – 15 pages, due 14 days after the Opening brief
c. Reply – 5 pages, due 7 days after the Response brief
6. After the trial date is set, the Court will not move the trial date except in extreme situations.
To the extent a party believes that the circumstances warrant continuing the trial date, the
parties are directed to contact the Court to request a telephonic hearing.

5
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7. The Court does not have a limit on the number of motions for summary judgment (MSJs);
however, absent leave of Court, the cumulative page limit for Opening Briefs for all MSJs is
40 pages per side.
8. There may be instances where the submission of substantive briefs via audio file will be of
help to the Court. If a party is contemplating submitting a brief via audio file it should
contact the Court for guidance on whether it would be helpful to the Court. However, the
Court has determined that audio recordings of Markman briefs are of limited value and those
need not be submitted. The recordings shall be made in a neutral fashion, shall be verbatim
transcriptions without additional colloquy (except that citations and legal authority sections
need not be included), and each such file shall be served on opposing counsel. The Court
does not have a preference for the manner of recording and has found automated software
recordings, as well as attorney recordings, to be more than satisfactory. Audio files shall be
submitted via USB drive, Box (not another cloud storage) 4, or email to the law clerk (with a
cc to opposing counsel) and should be submitted in mp3 format.
9. For Markman briefs, 5 summary judgment motions, and Daubert motions, each party shall
deliver to Chambers one (1) paper copy of its Opening, Response, and Reply briefs, omitting
attachments, at least 10 days before the hearing. Each party shall also provide an electronic
copy of the briefs, exhibits, and the optional technology tutorial via cloud storage 6 or USB
drive. For Markman briefs, the parties should also include a (1) paper copy of all patents-insuit and the Joint Claim Construction Statement. To the extent the Court appoints a technical
adviser, each party shall deliver the same to the technical adviser, also 10 days before the
hearing.

4

The parties should contact the law clerk to request a Box link so that the party can directly upload the files to the
Court’s Box account.
5
But if the Court appoints a technical adviser for claim construction, the parties do not need to provide a copy of the
Markman briefs to the Court.
6
The parties should contact the law clerk to request a Box link so that the party can directly upload the files to the
Court’s Box account. The filenames for any exhibits should be a description of the exhibit, e.g., “U.S. Patent No.
10,000,000” or “Prosecution history for 10,000,000 (January 20, 2020, Office Action).”

6
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APPENDIX A – DEFAULT SCHEDULE
Deadline

Item

7 days before CMC

Plaintiff serves preliminary 7 infringement contentions in the
form of a chart setting forth where in the accused product(s)
each element of the asserted claim(s) are found. Plaintiff shall
also identify the earliest priority date (i.e. the earliest date of
invention) for each asserted claim and produce: (1) all
documents evidencing conception and reduction to practice
for each claimed invention, and (2) a copy of the file history
for each patent in suit.

2 weeks after CMC

The Parties shall submit an agreed Scheduling Order. If the
parties cannot agree, the parties shall submit a separate Joint
Motion for entry of each Order briefly setting forth their
respective positions on items where they cannot agree.
Absent agreement of the parties, the Plaintiff shall be
responsible for the timely submission of this and other Joint
filings.

7 weeks after CMC

Defendant serves preliminary invalidity contentions in the
form of (1) a chart setting forth where in the prior art
references each element of the asserted claim(s) are found, (2)
an identification of any limitations the Defendant contends are
indefinite or lack written description under section 112, and
(3) an identification of any claims the Defendant contends are
directed to ineligible subject matter under section 101.
Defendant shall also produce (1) all prior art referenced in the
invalidity contentions, (2) technical documents, including
software where applicable, sufficient to show the operation of
the accused product(s), and (3) summary, annual sales
information for the accused product(s) for the two years
preceding the filing of the Complaint, unless the parties agree
to some other timeframe.

9 weeks after CMC

Parties exchange claim terms for construction.

11 weeks after CMC

Parties exchange proposed claim constructions.

7
The parties may amend preliminary infringement contentions and preliminary invalidity contentions without leave
of court so long as counsel certifies that it undertook reasonable efforts to prepare its preliminary contentions and
the amendment is based on material identified after those preliminary contentions were served, and should do so
seasonably upon identifying any such material. Any amendment to add patent claims requires leave of court so that
the Court can address any scheduling issues.

7
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12 weeks after CMC

Parties disclose extrinsic evidence. The parties shall disclose
any extrinsic evidence, including the identity of any expert
witness they may rely upon with respect to claim construction
or indefiniteness. With respect to any expert identified, the
parties shall identify the scope of the topics for the witness’s
expected testimony. 8 With respect to items of extrinsic
evidence, the parties shall identify each such item by
production number or produce a copy of any such item if not
previously produced.

13 weeks after CMC

Deadline to meet and confer to narrow terms in dispute and
exchange revised list of terms/constructions.

14 weeks after CMC

Plaintiff files Opening claim construction brief, including any
arguments that any claim terms are not indefinite.

17 weeks after CMC

Defendant files Responsive claim construction brief.

19 weeks after CMC

Plaintiff files Reply claim construction brief.

21 weeks after CMC

Defendant files a Sur-Reply claim construction brief.

3 business days after
submission of sur-reply

Parties submit Joint Claim Construction Statement.
See General Issues Note #9 regarding providing copies of the
briefing to the Court and the technical adviser (if appointed).

22 weeks after CMC (but
at least 10 days before
Markman hearing)

Parties submit optional technical tutorials to the Court and
technical adviser (if appointed). 9

23 weeks after CMC (or as
soon as practicable)

Markman Hearing at [9:00 a.m. or 1:30 p.m.]

1 business day after
Markman hearing

Fact Discovery opens; deadline to serve Initial Disclosures per
Rule 26(a).

6 weeks after Markman
hearing

Deadline to add parties.

8 weeks after Markman
hearing

Deadline to serve Final Infringement and Invalidity
Contentions. After this date, leave of Court is required for
any amendment to Infringement or Invalidity contentions.

8

Any party may utilize a rebuttal expert in response to a brief where expert testimony is relied upon by the other
party.
9
The parties should contact the law clerk to request a Box link so that the party can directly upload the file to the
Court’s Box account.

8
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This deadline does not relieve the Parties of their obligation to
seasonably amend if new information is identified after initial
contentions.
16 weeks after Markman
hearing

Deadline to amend pleadings. A motion is not required unless
the amendment adds patents or patent claims. (Note: This
includes amendments in response to a 12(c) motion.)

26 weeks after Markman

Deadline for the first of two meet and confers to discuss
significantly narrowing the number of claims asserted and
prior art references at issue. Unless the parties agree to the
narrowing, they are ordered to contact the Court’s Law Clerk
to arrange a teleconference with the Court to resolve the
disputed issues.

30 weeks after Markman
hearing

Close of Fact Discovery.

31 weeks after Markman
hearing

Opening Expert Reports.

35 weeks after Markman
hearing

Rebuttal Expert Reports.

38 weeks after Markman
hearing

Close of Expert Discovery.

39 weeks after Markman
hearing

Deadline for the second of two meet and confer to discuss
narrowing the number of claims asserted and prior art
references at issue to triable limits. To the extent it helps the
parties determine these limits, the parties are encouraged to
contact the Court’s Law Clerk for an estimate of the amount
of trial time anticipated per side. The parties shall file a Joint
Report within 5 business days regarding the results of the
meet and confer.

40 weeks after Markman
hearing

Dispositive motion deadline and Daubert motion deadline.
See General Issues Note #9 regarding providing copies of the
briefing to the Court and the technical adviser (if appointed).

42 weeks after Markman
hearing

Serve Pretrial Disclosures (jury instructions, exhibits lists,
witness lists, discovery and deposition designations).

44 weeks after Markman
hearing

Serve objections to pretrial disclosures/rebuttal disclosures.

9
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45 weeks after Markman
hearing

Serve objections to rebuttal disclosures and File Motions in
limine.

46 weeks after Markman
hearing

File Joint Pretrial Order and Pretrial Submissions (jury
instructions, exhibits lists, witness lists, discovery and
deposition designations); file oppositions to motions in limine

47 weeks after Markman
hearing

File Notice of Request for Daily Transcript or Real Time
Reporting. If a daily transcript or real time reporting of court
proceedings is requested for trial, the party or parties making
said request shall file a notice with the Court and e-mail the
Court Reporter, Kristie Davis at kmdaviscsr@yahoo.com
Deadline to meet and confer regarding remaining objections
and disputes on motions in limine.

3 business days before
Final Pretrial Conference.

File joint notice identifying remaining objections to pretrial
disclosures and disputes on motions in limine.

49 weeks after Markman
hearing (or as soon as
practicable)

Final Pretrial Conference. The Court expects to set this date
at the conclusion of the Markman Hearing.

52 weeks after Markman
hearing (or as soon as
practicable) 10

Jury Selection/Trial. The Court expects to set these dates at
the conclusion of the Markman Hearing.

10

If the actual trial date materially differs from the Court’s default schedule, the Court will consider reasonable
amendments to the case schedule post-Markman that are consistent with the Court’s default deadlines in light of the
actual trial date.

10
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Exhibit 5

FILED

March 23, 2021
CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

Mark Borchardt

BY: ________________________________
DEPUTY

STANDING ORDER REGARDING MOTION FOR INTER-DISTRICT TRANSFER
Henceforth, all parties who have filed motion(s) for inter-district transfer are required to
provide the Court with a status report with respect to whether the motion(s) has been fully briefed
and ready for resolution no later than six weeks prior to the date of the Markman hearing 1 that
is scheduled in that case.
With respect to any parties who have such motion(s) pending at the time of the entry of
this Standing Order and a Markman hearing scheduled for a date that is less than 6 weeks from
the date of the entry of this Order, the Court ORDERS the party who has filed the motion to
provide the same status report as quickly as is reasonable, but in no case more than five business
days after the entry of this Order.
When there is a pending inter-district transfer, the Court will either promptly enter an
order resolving the pending motion(s) prior to the Markman hearing or it will postpone the Markman hearing until it has had the opportunity to do so. The Court will not conduct a Markman
hearing until it has resolved the pending motion to transfer.
A motion for inter-district transfer may be filed within eight weeks of the scheduled date
for the Markman hearing only with a showing of good cause for any delay and leave of court.
SIGNED March 23, 2021.
____________________________________
ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE
1

To the extent there are multiple Markman hearings, the status report is due six weeks before the first scheduled
Markman hearing.
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Case 6:19-cv-00513-ADA Document 28 Filed 03/17/20 Page 1 of 13

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION
CLOUDofCHANGE, LLC,
Plaintiffs,
v.
NCR CORPORATION,
Defendant.

§
§
§
§
§
§
§

CAUSE NO. 6:19-CV-00513

ORDER DENYING DEFENDANT’S MOTION TO TRANSFER
Before the Court is Defendant NCR Corporation’s (“NCR” or “Defendant”) Opposed
Motion to Transfer (ECF No. 9), Plaintiff CloudofChange, LLC’s (“CloudofChange” or
“Plaintiff”) Response (ECF No. 11), and Defendant’s Reply (ECF No. 13). After having reviewed
the parties’ briefs, case file, and applicable law, the Court DENIES the motion.
I. Background
CloudofChange filed this action on August 30, 2019 alleging infringement of U.S. Patents
Nos. 9,400,640 and 10,083,012 (“the ’640 Patent” and “the ’012 Patent” respectively). . ECF No.
1 at 1.
On October 25, 2019, NCR filed an opposed Motion to Transfer pursuant to 28 U.S.C.
§ 1404(a). Def.’s Mot. to Transfer Venue to the Northern District of Georgia pursuant to 28 U.S.C.
§ 1404(a) (hereinafter “Mot. to Transfer”), ECF No. 9. On November 1, 2019, CloudofChange
filed a response to NCR’s Motion. Pl.’s Resp. in Opp’n to Def.’s Mot. to Transfer Venue and Pl.’s
Request for Hearing (hereinafter “Resp.”), ECF No. 11. On November 8, 2019, NCR filed a reply.
Def.’s Reply in Support of Its Mot. to Transfer Venue to the Northern District of Georgia
(hereinafter “Reply”), ECF No. 13.

Case 6:19-cv-00513-ADA Document 28 Filed 03/17/20 Page 2 of 13

II. Legal Standard
Title 28 U.S.C. § 1404(a) provides that, for the convenience of parties and witnesses, a
district court may transfer any civil action to any other district or division where it might have been
brought or to any district or division to which all parties have consented. “Section 1404(a) is
intended to place discretion in the district court to adjudicate motions for transfer according to an
‘individualized, case-by-case consideration of convenience and fairness.’” Stewart Org., Inc. v.
Ricoh Corp., 487 U.S. 22, 29 (1988) (quoting Van Dusen v. Barrack, 376 U.S. 612, 622 (1964)).
The party moving for transfer carries the burden of showing good cause. In re Volkswagen of Am.,
Inc., 545 F.3d 304, 314 (5th Cir. 2008) (hereinafter “Volkswagen II”) (“When viewed in the context
of § 1404(a), to show good cause means that a moving party, in order to support its claim for a
transfer, must . . . clearly demonstrate that a transfer is ‘[f]or the convenience of parties and
witnesses, in the interest of justice.’”) (quoting 28 U.S.C. § 1404(a)).
“The preliminary question under § 1404(a) is whether a civil action ‘might have been
brought’ in the destination venue.” Volkswagen II, 545 F.3d at 312. If so, in the Fifth Circuit, the
“[t]he determination of ‘convenience’ turns on a number of public and private interest factors,
none of which can be said to be of dispositive weight.” Action Indus., Inc. v. U.S. Fid. & Guar.
Co., 358 F.3d 337, 340 (5th Cir. 2004). The private factors include: “(1) the relative ease of access
to sources of proof; (2) the availability of compulsory process to secure the attendance of
witnesses; (3) the cost of attendance for willing witnesses; and (4) all other practical problems that
make trial of a case easy, expeditious and inexpensive.” In re Volkswagen AG, 371 F.3d 201, 203
(5th Cir. 2004) (hereinafter “Volkswagen I”) (citing to Piper Aircraft Co. v. Reyno, 454 U.S. 235,
241 n.6 (1982)). The public factors include: “(1) the administrative difficulties flowing from court
congestion; (2) the local interest in having localized interests decided at home; (3) the familiarity
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of the forum with the law that will govern the case; and (4) the avoidance of unnecessary problems
of conflict of laws of the application of foreign law.” Id. Courts evaluate these factors based on
“the situation which existed when suit was instituted.” Hoffman v. Blaski, 363 U.S. 335, 343
(1960).
A court may “consider undisputed facts outside the pleadings, but it must draw all
reasonable inferences and resolve all factual conflicts in favor of the non-moving party.”
Weatherford Tech. Holdings, LLC v. Tesco Corp., No. 2:17-CV-00456-JRG, 2018 WL 4620636,
at *2 (E.D. Tex. May 22, 2018).
A plaintiff’s choice of venue is not an independent factor in the venue transfer analysis,
and courts must not give inordinate weight to a plaintiff’s choice of venue. Volkswagen II, 545
F.3d at 314 n.10, 313 (“[W]hile a plaintiff has the privilege of filing his claims in any judicial
division appropriate under the general venue statute, § 1404(a) tempers the effects of the exercise
of this privilege.”). However, “when the transferee venue is not clearly more convenient than the
venue chosen by the plaintiff, the plaintiff’s choice should be respected.” Id. at 315; see also QR
Spex, Inc. v. Motorola, Inc., 507 F.Supp.2d 650, 664 (E.D. Tex. 2007) (characterizing movant’s
burden under § 1404(a) as “heavy”).
III. Discussion
The Court now turns to examine Defendant NCR’s § 1404(a) arguments. NCR argues the
Northern District of Georgia is both a proper and more convenient venue for this action. Mot. to
Transfer at 7–13. NCR must show that the balance between the private interests and public interests
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clearly establishes the Northern District of Georgia as a more convenient venue than the present
one.1 See Volkswagen II, 545 F.3d at 315.
A.

Private Interest Factors Establish the Northern District of Georgia is a More
Convenient Venue
The relevant private-interest factors favor transfer. As previously noted, these factors

include: (1) the relative ease of access to sources of proof; (2) the availability of compulsory
process to secure the attendance of witnesses; (3) the cost of attendance for willing witnesses; and
(4) all other practical problems that make trial of a case easy, expeditious and inexpensive.
Volkswagen I, 371 F.3d at 203.
1. The Relative Ease of Access to Sources of Proof
A court looks to where documentary evidence, such as documents and physical evidence,
is stored when considering the first private interest factor. Volkswagen II, 545 F.3d at 316.
NCR claims the ease of access to sources of proof compared across venues weighs heavily
in favor of transfer, stating that “the bulk of the relevant documents in this action will most likely
come from NCR.” Mot. to Transfer at 8. Specifically, NCR argues that the vast majority of its
documents and potential evidence relating to the accused product are located at its headquarters in
the proposed transferee venue. Id. at 11. These alleged sources of proof include documents related
to the development, sales, and marketing and advertising efforts of the accused product. Id.
Additionally, NCR states that documents related to customer support and finances are located
within the proposed venue. Id. NCR further alleges that, because CloudofChange seemingly does
not maintain any operations or employees within this district, CloudofChange would not have any
documents or evidence relevant to this action in this district. Id.

1

The Court notes the threshold issue in a § 1404 motion to transfer is whether the plaintiff could have filed its claim
in the judicial district to which transfer is sought. Volkswagen I, 371 F.3d at 203. Because neither party argues NCR
cannot satisfy this issue, the Court will simply state the threshold issue has been satisfied.
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CloudofChange responds to NCR’s contentions by advancing two arguments. First,
CloudofChange argues this factor at least weighs neutral because it has no sources of proof located
in the proposed transferee venue, and NCR could access sources of proof located there in this
district through computer access. Resp. at 6. Additionally, CloudofChange challenges NCR’s
assertions that no sources of proof exist within this district by claiming NCR has multiple offices
in this district, and NCR customers in this district will have relevant documents possibly protected
from unauthorized access pursuant to NCR Silver Merchant Agreement. Id.
In its reply, NCR advances a number of counterarguments. First, NCR argues that
CloudofChange’s references to NCR’s Texas-based offices incorrectly conflates the accused
product’s relevance to the current venue with separate NCR operations that are not related to the
accused product. Reply at 2–3. Rather, NCR maintains that no Texas-based locations support the
accused products functionality, and its Texas activity should not weigh against transfer. Id. at 2–
4. NCR also argues that the alleged sources of proof within this district identified by
CloudofChange are not particularized or unique to this district. Id. at 4–5. According to NCR, if
any NCR customers of this district could provide sources of proof, so too could NCR customers
of the proposed transferee district of equivalent weight and import. Id. Finally, NCR emphasizes
the decisions of this Court that CloudofChange relies on for its assertions are distinguishable from
the present action. Id. at 5.
The Court determines the ease of access to sources of proof factor weighs in NCR’s favor.
Despite CloudofChange’s contention that sources of proof exist within this district, NCR will
likely have the bulk of the documents that are relevant in this case because it is the accused
infringer. See, e.g., In re Genentech, Inc., 566 F.3d 1338, 1345 (Fed. Cir. 2009) (“In patent
infringement cases, the bulk of the relevant evidence usually comes from the accused infringer.
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Consequently, the place where the defendant's documents are kept weighs in favor of transfer to
that location.”). Therefore, the Court finds that the location of the sources of proof relevant in this
case weighs in favor of transfer.2
2. The Availability of Compulsory Process to Secure the Attendance of Witnesses
When balancing this factor, the Court considers the availability of compulsory process to
secure the attendance of witnesses whose attendance may require a court order. Volkswagen II,
545 F.3d at 316.
In its initial brief, NCR asserts this factor weighs in favor of transfer because the only
known potential non-party witnesses are Messrs. Samuel J Wagner and Gary R. Young, who are
the named inventors of a prior art patent (U.S. Patent No. 5,920,312). Mot. to Transfer at 9.
CloudofChange responds to NCR’s arguments by stating NCR has failed to consider
potential non-party witnesses for CloudofChange. Resp. at 6–7. CloudofChange identifies multiple
NCR Silver customers that either are or may be within the subpoena power of this District. Id. at
7. It goes on to state that because NCR undisputedly marketed and sold NCR Silver in this District,
other potential customer witnesses are likely located within the District. Id. CloudofChange further
argues that NCR has failed to show beyond mere speculation that its named non-party witnesses
are subject to the proposed transferee venue’s subpoena power. Id. Additionally, CloudofChange

Additionally, the Court cannot endorse CloudofChange’s contention that because none of its identified sources of
proof are located in the proposed transferee venue, “there is no basis to shift the expense and inconvenience from
NCR to Plaintiff.” Resp. at 6. A court determines a § 1404 motion based on the convenience of the parties, not
simply the convenience of the plaintiff. Contrary to CloudofChange’s apparent assertion, this Court has never held
that when a transferor has computer access at an office within this district, there is no difference in the relative ease
of access to sources of proof between proposed venues. See id. Indeed, while the Court has specifically stated that it
is of the view that ease of access to sources of proof are equally accessible in both transferee and transferor districts
due to technological advances, it has also recognized current precedent dictates the Court consider where sources of
proof are physically located. See Fintiv, Inc. v. Apple Inc., 6:18-cv-00372-ADA, 2019 WL 4743678, at *4 (W.D.
Tex. Sept. 13, 2019); Volkswagen II, 545 F.3d at 316. Moreover, the Court finds it interesting for CloudofChange, a
company incorporated and maintaining a principal place of business in Poughkeepsie, New York, to cry undue
inconvenience and expense if this case were transferred to the Northern District of Georgia given that, according to
Google Maps, the distance between Poughkeepsie, New York and Waco, Texas is 1,708 miles, while the distance
between Poughkeepsie and Atlanta, Georgia is approximately half of that, at 946 miles.
2
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questions whether NCR would even rely on these non-party witnesses’ knowledge of building and
testing POS systems when the ’312 Patent does not reference “www,” “web,” or “world wide
web.” Id.
In response, NCR asserts that CloudofChange has not alleged any potential non-party
witnesses within this District have unique information or insight that other customers could not
offer. Reply at 4. In fact, NCR points out that when CloudofChange identified one potential nonparty witness who may reside within this District, it also identified a potential non-party customer
witness within Atlanta, Georgia. Id.; see also Resp. Ex. B.
After considering the parties’ arguments, the Court finds that this factor weighs neutrally.
First, the Court cannot determine whether these witnesses would fall under the proposed transferee
venue’s subpoena power. Additionally, in the event NCR intends to use these witnesses as a means
of invalidating CloudofChange’s patents on the basis of prior art, the Court notes that prior art
witnesses are generally unlikely to testify at trial, and the weight afforded their presence in this
transfer analysis is minimal. Fintiv, Inc., 2019 WL 4743678, at *5; East Tex. Boot Co., LLC v.
Nike, Inc., No. 2:16-cv-0290-JRG-RSP, 2017 WL 28559065 at *4 (E.D. Tex. Feb. 15, 2017).
Second, CloudofChange’s identified potential non-party witnesses do not tip the balance
of this factor in its favor either. As noted above, CloudofChange has not shown any of these
potential witnesses are more essential than other NCR Silver customers, and NCR has already
identified one such customer within the proposed transferee venue. Resp. Ex. B. CloudofChange
cannot simply “cherry-pick” witnesses in order to present on venue as more convenient than
another. Consequently, these witnesses should carry little weight. See Fintiv, Inc., 2019 WL
4743678, at *5 (holding that witnesses who were potential prior art witnesses and potentially
cherry-picked by Apple would receive little weight). Perhaps most importantly, CloudofChange
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and NCR have not shown any potential witness is unwilling to testify. When no party has alleged
or shown any witness’s unwillingness, a court should not attach much weight to the compulsory
process factor. Duha v. Agrium, Inc., 448 F.3d 867, 877 (6th Cir. 2006). Consequently, the Court
finds this factor weighs neutrally.
3. The Cost of Attendance for Willing Witnesses
The convenience of witnesses is the most important factor in a § 1404(a) analysis. In re
Genentech, Inc., 566 F.3d 1338, 1342 (Fed. Cir. 2009). While a court should not consider the
significance of identified witnesses’ testimonies, it should consider whether the witnesses may
provide materially relevant evidence. Id. at 1343.
To assist in analyzing this factor, the Fifth Circuit adopted a “100-mile rule.” In re
Volkswagen AG, 371 F.3d 201, 204–205 (5th Cir. 2004) (“Volkswagen I”); see also Volkswagen
II, 545 F.3d at 317. “When the distance between an existing venue for trial of a matter and a
proposed venue under § 1404(a) is more than 100 miles, the factor of inconvenience to witnesses
increases in direct relationship to the additional distance to be traveled.” Volkswagen I, 371 F.3d
at 204–205. Consequently, the threshold question is whether the movant’s proposed venue and a
plaintiff’s chosen venue are more than 100 miles apart. See Volkswagen II, 545 F.3d at 317. If the
distance is greater, then a court will consider the distances between the witnesses and the two
proposed venues. See id. Importantly, the venue need not be convenient for all witnesses.
Genentech, 566 F.3d at 1345. Indeed, if a substantial number of witnesses reside in one venue and
no witnesses reside in another, the factor will weigh in favor of the venue where witnesses reside.
See id.
As previously stated by this Court, “given typical time limits at trial, the Court does not
assume that all of the party and third-party witnesses listed in 1404(a) briefing will testify at trial.”
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Fintiv, Inc., 2019 WL 4743678, at *6. Indeed, the Court assumes only a few party witnesses and
even fewer non-party witnesses (if any) will testify at trial. Id. Consequently, long lists of potential
party and non-party witnesses do not affect the Court's analysis for this factor. Id.
The Court finds that this factor is neutral because of the following. The convenience of
party witnesses is typically given little weight because the witnesses’ employer could compel their
testimony at trial. Turner v. Cincinnati Ins. Co., 6:19-CV-642-ADA-JCM, 2020 WL 210809, at
*4 (W.D. Tex. Jan. 14, 2020); Freehold Licensing, Inc. v. Aequitatem Capital Partners, LLC, A18-CV-413 LY, 2018 WL 5539929, at *7 (W.D. Tex. Oct. 29, 2018). In addition, both parties have
identified potential non-party witnesses in both districts. Thus, the cost of attendance for non-party
witnesses weighs neutral. Because the majority of the identified potential witnesses are party
witnesses, and each party has identified potential non-party witnesses in both districts, the Court
finds that this private interest factor is neutral.
4. Other Factors That Make Trial Easy, Expeditious, and Inexpensive
Both parties agree that this factor is neutral. Mot. to Transfer at 11; Resp. at 8. The Court
also agrees.
B.

Public Interest Factors Do Not Establish the Northern District of Georgia is a More
Convenient Venue
The relevant public-interest factors do not favor transfer. As previously noted, these factors

include: (1) the administrative difficulties flowing from court congestion; (2) the local interest in
having localized interests decided at home; (3) the familiarity of the forum with the law governing
the case; and (4) the avoidance of unnecessary problems of conflict of laws or the application of
foreign law. Volkswagen I, 371 F.3d at 203. The Court will also consider each of these factors in
turn.
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1. Administrative Difficulties
Administrative difficulties manifest when litigation accumulates in congested centers
instead of being handled at its origin. Gulf Oil, 330 U.S. at 508. The relevant inquiry under this
factor is the speed with which a case comes to trial and is resolved. Genentech, Inc., 566 F.3d at
1347.
Both parties agree this factor weighs against transfer. Mot. to Transfer at 11–12; Resp. at
8–9. It appears the only question is the degree of this weight. NCR cites United States District
Court statistics over a 12-month period ending June 30, 2019, which show the median time to trial
in civil cases is 27.4 months in the Western District of Texas versus 29.4 months in the Northern
District of Georgia. Mot. to Transfer at 11–12. CloudofChange cites similar statistics over a period
of five years, pointing out cases generally are resolved much faster in this District. Resp. at 9 n.2.
The scheduling order in this case provides that the trial in this case will occur before June
2021. ECF No. 24. Therefore, even if the trial in this case occurs in the last week of June 2021,
the time from filing to trial in this case will be approximately 22.0 months, which is significantly
less than the median time to trial in the Western District of Texas as a whole and the Northern
District of Georgia.3 Therefore, the Court finds this factor weighs against transfer.
2. Local Interests
Finally, NCR argues that the Northern District of Georgia has a stronger local interest in
this litigation than the Western District of Texas because any interest in this action the Western
District of Texas might have, so too could almost any other district or division in the United States.

3

Given the overhead associated with interdistrict transfers, e.g., time waiting for a status conference and the entry of
a new scheduling order, the time to trial for this case in the Northern District of Georgia may be even greater than
difference of the seven months (29.4 months on average in the Northern District of Georgia versus 22.0 months
under the current scheduling order for this case) than the statistics indicate. But because the amount of time for that
“overhead” is speculative and because the Court already concludes that this factor weighs against transfer, the Court
ignores any potential interdistrict transfer “overhead” in its analysis of this factor.
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Mot. to Transfer at 12. In support of this proposition, NCR states it has no offices or employees
within this District that are relevant to the Accused Product. Id. It also claims CloudofChange does
not have any offices or employees with relevant knowledge within this District upon NCR’s
information and belief. Id. The Northern District of Georgia on the other hand, according to NCR,
has a strong interest in this action because support, development efforts, sales and marketing,
customer support, documents and information, and “substantially all of NCR’s employees in the
United States that support the Accused Product” originate or are located in or around Atlanta,
Georgia. Id.
In response, CloudofChange argues the Western District of Texas has a localized interest
because NCR has a significant presence in Texas and this District through sales of the Accused
Product, marketing and advertisement in this District, NCR’s business acquisition strategy in
Texas, and a “program partner” located within the District. Resp. at 9.
NCR responds to CloudofChange’s arguments with two points. First, NCR argues
CloudofChange conflates the Accused Product with other products offered by NCR to argue
NCR’s Texas offices and operations weigh against Transfer. Reply at 2–4. NCR continues to
maintain that none of its Texas offices have any employees or operations that support the Accused
Product. See id. (listing the operations for each Texas office). Second, NCR argues marketing and
sales activities within this District do not create a particularized local interest causing this factor
to weigh against transfer. Id. at 4. Instead, NCR believes design and development activity could
give rise to a local interest because such allegations can call into question the reputations of
individuals who work and conduct business in a particular community. Id. at 4–5. According to
NCR, CloudofChange’s allegations call into question the reputations of the NCR employees who
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developed the Accused Product in Atlanta. Id. at 5. Thus, NCR believes this factor weighs in favor
of transfer.
The Court finds this factor weighs in favor of transfer for the reasons that follow. First,
with respect to sales of the accused products in either district, because the sale of an accused
product offered nationwide does not allow for any venue to claim a substantial interest, this
particular fact does not favor either district. In re Hoffmann-La Roche Inc., 587 F.3d 1333, 1338
(Fed. Cir. 2009). Second, the Court finds that the Northern District of Georgia has more of a
localized interest because there are “significant connections between [the Northern District of
Georgia] and the events that gave rise to a suit,” namely the design and development of the accused
product. Hoffmann-La Roche Inc., 587 F.3d at 1338. The Court is not persuaded by
CloudofChange’s argument that venue is more convenient in this District because there are NCR
employees in San Antonio, because NCR acquired Texas P.O.S., and because NCR prominently
features Texas in its marketing materials for the Accused Product. Resp. at 9-10. While these
particular facts support the proposition that the Western District of Texas has a localized interest
in this case, the Court finds that these particular facts are not as “significant” a connection as is the
design and development of the accused product in the Northern District of Georgia. Id. Even if
those particular facts were as significant (which the Court admits they could be), it would not
change the outcome as it only changes this factor from weighs in favor of transfer to neutral.
For these reasons, the Court finds that the local interest in having localized interests decided
at home weighs in favor of transfer.
3. Familiarity of the Forum with the Law That Will Govern the Case
Both parties agree that this factor is neutral. Mot. to Transfer at 13; Resp. at 10. The Court
also agrees.
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4. Avoiding Conflict of Laws and the Application of Foreign Laws Factors
Both parties agree that this factor is neutral. Mot. to Transfer at 13; Resp. at 10. The Court
also agrees.
IV. Conclusion
Having found that the access to proof and localized interests factors weigh in favor of
transfer while court congestion weighs against transfer with the other factors being neutral, the
Court finds that NCR the Northern District of Georgia is not clearly more convenient than the
Western District of Texas. To be clear, the Court finds that the Northern District of Georgia is
more convenient—but it is not clearly more convenient—than the Western District of Texas.
Accordingly NCR has not met its “heavy burden” to demonstrate that the Northern District of
Georgia is “clearly more convenient.” Volkswagen II, 545 F.3d at 314 n.10, 315.
It is therefore ORDERED that Defendant NCR’s Motion to Transfer (ECF No. 9) is
DENIED.

SIGNED this 17th day of March, 2020.

ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION
10TALES, INC.,
Plaintiff,
v.
TIKTOK INC.,
Defendant.

§
§
§
§
§
§
§

6:20-CV-00810-ADA

ORDER GRANTING DEFENDANT TIKTOK’S MOTION TO
TRANSFER VENUE UNDER 28 U.S.C. § 1404
Before the Court is the defendant’s Motion to Transfer to the Northern District of
California (“NDCA”) pursuant to 28 U.S.C. § 1404(a). After considering all related pleadings and
the relevant law, the Court is of the opinion that this motion should be GRANTED.
I. Factual Background
Plaintiff 10Tales, Inc. (“10Tales”) filed this lawsuit against TikTok Inc. on September 2,
2020 alleging infringement of U.S. Patent No. 8,856,030. ECF No. 1. TikTok Inc. filed a Motion
to Transfer venue to the NDCA under 28 U.S.C. § 1404(a) on November 30, 2020. ECF No. 24.
On December 10, 2020, 10Tales amended its complaint against TikTok Inc. to include TikTok
Pte. Ltd., ByteDance Ltd., and ByteDance Inc. (collectively, “TikTok”) in this lawsuit. ECF No.
28. The newly added defendants joined the Motion to Transfer on January 28, 2021. ECF No. 46.
10Tales responded in opposition to the Motion to Transfer on April 20, 2021, and TikTok replied
in support of transfer on April 28, 2021. ECF No. 71; ECF No. 83. On May 6, 2021, the Court
heard arguments from both parties regarding TikTok’s Motion to Transfer. ECF No. 77.
10Tales, a video-technology developer, is incorporated in the state of Delaware with its
principal place of business in Middleport, Pennsylvania. ECF No. 28. ByteDance Ltd. is a Cayman
Islands corporation and is the parent company to the other three defendants in this case. ECF No.
1
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28; ECF No. 50. Tik Tok Pte. Ltd. is a Singapore corporation, while TikTok Inc. and ByteDance
Inc. are California corporations with principal places of business there as well. Id.
II. Standard of Review
Title 28 U.S.C. § 1404(a) provides that, for the convenience of parties, witnesses and in
the interests of justice, a district court may transfer any civil action to any other district or division
where it might have been brought or to any district or division to which all parties have consented.
“Section 1404(a) is intended to place discretion in the district court to adjudicate motions for
transfer according to an ‘individualized, case-by-case consideration of convenience and fairness.’”
Stewart Org., Inc. v. Ricoh Corp., 487 U.S. 22, 29 (1988) (quoting VanDusen v. Barrack, 376 U.S.
612, 622 (1964)).
In patent cases, motions to transfer under 28 U.S.C. § 1404(a) are governed by the law of
the regional circuit. In re TS Tech USA Corp., 551 F.3d 1315, 1319 (Fed. Cir. 2008). “The
preliminary question under § 1404(a) is whether a civil action ‘might have been brought’ in the
destination venue.” In re Volkswagen of Am., Inc., 545 F.3d 304, 312 (5th Cir. 2008 (hereinafter
“Volkswagen II”). If the destination venue would have been proper, then “[t]he determination of
‘convenience’ turns on a number of public and private interest factors, none of which can be said
to be of dispositive weight.” Action Indus., Inc. v. US. Fid & Guar. Co., 358 F.3d 337, 340 (5th
Cir. 2004). The private factors include: “(1) the relative ease of access to sources of proof; (2) the
availability of compulsory process to secure the attendance of witnesses; (3) the cost of attendance
for willing witnesses; and (4) all other practical problems that make trial of a case easy, expeditious
and inexpensive.” In re Volkswagen AG, 371 F.3d 201, 203 (5th Cir. 2004) (hereinafter
“Volkswagen I”) (citing to Piper Aircraft Co. v. Reyno, 454 U.S. 235, 241 n.6 (1982)). The public
factors include: “(1) the administrative difficulties flowing from court congestion; (2) the local

2
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interest in having localized interests decided at home; (3) the familiarity of the forum with the law
that will govern the case; and (4) the avoidance of unnecessary problems of conflict of laws of the
application of foreign law.” Id.
The burden to prove that a case should be transferred for convenience falls squarely on the
moving party. In re Vistaprint Ltd., 628 F.3d 1342, 1346 (Fed. Cir. 2010). This burden requires
the movant to show not that the alternative venue is more convenient, but that it is clearly more
convenient. Volkswagen II, 545 F.3d at 314, n.10. Although the plaintiff’s choice of forum is not
a separate factor entitled to special weight, respect for the plaintiff’s choice of forum is
encompassed in the movant’s elevated burden to “clearly demonstrate” that the proposed
transferee forum is “clearly more convenient” than the forum in which the case was filed. In re
Vistaprint Ltd., 628 F.3d at 1314-315; Volkswagen II, 545 F.3d at 315 (“when the transferee venue
is not clearly more convenient than the venue chosen by the plaintiff, the plaintiff’s choice should
be respected.”). Courts may “consider undisputed facts outside the pleadings, but must draw all
reasonable inferences and resolve all factual conflicts in favor of the non-moving party.”
Weatherford Tech. Holdings, LLC v. Tesco Corp., No. 2:17-CV-000456-JRG, 2018 WL 4620636,
at *2 (E.D. Tex. May 16, 2019).
III. Discussion
The threshold determination in this transfer analysis is whether this case could have been
brought in the destination venue—the Northern District of California. Neither party contests that
venue is proper in the NDCA and this case could have originally could have been brought there.
Thus, the Court proceeds with its analysis of the private and public interest factors.

3
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A. The Private Interest Factors
1. The Relative Ease of Access to Sources of Proof
In considering the relative ease of access to sources of proof, a court looks to where
documentary evidence, such as documents and physical evidence, is stored. Volkswagen II, 545
F.3d at 316. “In patent infringement cases, the bulk of the relevant evidence usually comes from
the accused infringer. Consequently, the place where the defendant’s documents are kept weighs
in favor of transfer to that location.” In re Apple Inc., 979 F.3d 1332, 1340 (Fed. Cir. 2020) (citing
In re Genentech, Inc., 566 F.3d 1338, 1345 (Fed. Cir. 2009)). In this case, such location is the
Northern District of California. If TikTok were to possess any physical documentation valuable to
the adjudication of this dispute, 10Tales’ amended complaint implies that such information will
likely come from the NDCA or somewhere else in California. The complaint focuses on the
TikTok application, its databases, and its “recommendation system.” While TikTok may generate
or store physical documentation at locations in other districts, the physical documentation relating
to the substantive focus of the complaint is likely to come from TikTok’s operations in California.
The mere presence of TikTok operations or any note-taking employees in this District alone does
not warrant any consideration here as this fact is exclusive to a different private interest factor.
EcoFactor, Inc. v. Google LLC, No. 6:20-CV-00075-ADA, 2021 WL 1535413, at *1 (E.D. Tex.
April 16, 2021) (“witnesses are not sources of proof to be analyzed under this factor”).
Thus, to avoid burdening the defendant with unnecessary transportation costs of physical
evidence and documentation, the prudent conclusion is that this factor weighs in favor of transfer.
10Tales also asserts that this factor carries little weight as much of the relevant documentation can
be accessed through an online server. While the relevant evidence may be equally accessible in
both Districts electronically, considering such realities would be thwarting this Court’s duty to

4

Case 6:20-cv-00810-ADA Document 88 Filed 05/21/21 Page 5 of 11

adhere to 5th Circuit precedent. 1 Thwarting this duty would be particularly egregious given that
10Tales failed to identify a single source of physical proof located in this District. Consequently,
this Court finds that the relative ease of access to sources of proof favors transfer.
2. Availability of a Compulsory Process Necessary to Secure the Attendance of Witnesses
In this factor, the Court considers the availability of compulsory process to secure the
attendance of witnesses, particularly non-party witnesses whose attendance my need to be secured
by a court order. Fintiv, Inc. v. Apple, Inc., No. 6:18-CV-00372-ADA, 2019 WL 4743678, at *5
(W.D. Tex. Sept. 10, 2019) (citing Volkswagen II, 545 F.3d at 316). Determining convenience
requires considering “the availability of compulsory process to secure the attendance of witnesses,
particularly non-party witnesses whose attendance may need to be secured by a court order.” Id.
This factor “weigh[s] heavily in favor of transfer when more third-party witnesses reside within
the transferee venue than reside in the transferor venue.” In re Apple, Inc., 581 F.App’x. 886, 889
(Fed. Cir. 2014). Under the Federal Rules of Civil Procedure, a court may subpoena a witness to
attend trial only (a) within 100 miles of where the person resides, is employed, or regularly
transacts business in person,”; or (b) “within the state where the person resides, is employed, or
regularly transacts business in person, if the person … is commanded to attend a trial and would
not incur substantial expense.” (Fed. R. Civ. P. 45(c)(1)(A), (B)(ii); Gemalto S.A. v. CPI Card
Grp. Inc., No. 15-CA-0910, 2015 WL 10818740, at *4 (W.D. Tex. Dec. 16, 2015). Moreover, the
ability to compel live trial testimony is crucial for evaluating a witnesses’ testimony. AguilarAyala v. Ruiz, 973 F.2d 411, 419 (5th Cir. 1992). For the reasons discussed below, the Court finds
that this factor favors transfer.

1

“In modern patent litigation, all (or nearly all) produced documents exist as electronic documents on a party’s
server. Then, with a click of a mouse or a few keystrokes, the party produces these documents.” Fintiv, Inc. v. Apple,
Inc., No. 6:18-CV-00372-ADA, 2019 WL 4743678, at *4 (W.D. Tex. Sept. 10, 2019).
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“This factor will weigh heavily in favor of transfer when more third-party witnesses reside
within the transferee venue than reside in the transferor venue.” In re Apple, Inc., 581 F.App’x
886, 889 (Fed. Cir. 2014). The allegations set forth in 10Tales’ complaint implicates third-party
entities such as Google, Apple, and various social media companies all of which are well-known
to have strongest presence in California. ECF No. 28. 10Tales specifically alleges that TikTok
collects user information from Google, and this Court has previously recognized Google’s strong
presence in the NDCA. See Parus Holdings Inc. v. LG Elecs. Inc., No. 6:19-CV-00432-ADA, 2020
WL 4905809 (W.D. Tex. Aug. 20, 2020). 10Tales also argues that its infringement allegations
relates to distribution technology of the TikTok application and that because of this, this court can
exercise subpoena power over relevant witnesses from TikTok’s Austin offices. Even if 10Tales’
infringement allegations were related to the application’s distribution technology, the conclusion
under this factor would not change. The TikTok application runs on Apple iOS and Google
Android operating systems and users download through each company’s respective app stores. As
a result, any allegations regarding distribution technology in this case could potentially require
cooperation from Google, Apple and other companies listed that are similarly based in California.
As the “master of his complaint,” 10Tales should not be able to back away from his from
his factual allegations for mere purposes of venue. Even if 10Tales were to engage in such
jurisdictional gamesmanship, this effort would be of little use as neither party has successfully
identified a single non-party witness in this District for which this Court’s subpoena power would
be necessary. Consequently, this factor initially weighs heavily in favor of transfer. The degree to
which this factor impacts the overall transfer analysis, however, is tempered by the fact that TikTok
has not meaningfully shown that any prospective witnesses residing in California are unwilling to
testify. Turner v. Cincinnati Ins. Co., No. 6:19-CV-642-ADA-JCM, 2020 WL 210809, at *3 (W.D.
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Tex. Jan. 14, 2020) (“This private interest factor carries far less weight when the movant has not
alleged or shown that any witnesses are unwilling to testify.”). But for the disproportionate
difference in access to prospectively relevant witnesses between this District and the NDCA, this
consideration may alter the conclusion more significantly. 10Tales’ failure to identify even a single
relevant witness that this Court could exercise its subpoena power over, however, ultimately
compels the conclusion that this factor favors transfer.
3. Inconvenience to Willing Witnesses
The convenience of witnesses is the single most important factor in the transfer analysis.
SynKloud Techs., LLC v. Dropbox, Inc., No. 6:19-CV-00525-ADA, 2020 WL 2494574, at *4
(W.D. Tex. May 14, 2020); In re Genentech, Inc., 566 F.3d 1338, 1342 (Fed. Cir. 2009). “When
the distance between an existing venue for trial of a matter and a proposed venue under § 1404(a)
is more than 100 miles, the factor or inconvenience to witnesses increases in direct relationship to
the additional distance to be travelled.” Volkswagen II, 545 F.3d at 317 (quoting Volkswagen I,
371 F.3d at 203). Under this factor, courts should consider all potential material and relevant
witnesses.” Alacritech Inc. v. CenturyLink, Inc., No. 2:16-CV-00693, 2017 WL 4155236, at *5
(E.D. Tex. Sept. 19, 2017). However, “the convenience of party witnesses is given little weight.”
Moskowitz Family LLC v. Globus Med., Inc., No. 6:19-CV-00672-ADA, 2020 WL 4577710, at *4
(W.D. Tex. Jul. 2, 2020). When witnesses will be required to travel significant distances regardless
of whether the case is transferred, “the ‘100-mile rule’ should not be rigidly applied.” In re
Genentech, Inc., 566 F.3d 1338, 1344 (Fed. Cir. 2009); See In re TracFone Wireless, Inc., No.
2021-136, 2021 WL 1546036 (Fed. Cir. Apr. 20, 2021). For the reasons discussed below, this
Court finds that this factor favors transfer.
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Most witnesses relevant to this case have been identified by TikTok, and these witnesses
reside in either the NDCA or somewhere else in California. Rather than time-consuming and costly
travel being inevitable regardless of venue, most witnesses here are faced with either extreme—
the NDCA as arguably the most convenient federal forum for such witnesses, or this District
located over 1,300 miles further. Additionally, little consideration should be given to the few
witnesses 10Tales identified from TikTok’s Austin office and the east coast. First, the witnesses
from TikTok’s Austin location have not been established as necessary to this case, as the parties
still dispute which witnesses can best speak on TikTok’s operational costs, revenues and profits.
Second, the east coast witnesses will be inconvenienced by extensive travel regardless of the forum
and thus “the ‘100-mile’ rule should not be rigidly applied.” In re Genentech, Inc., 566 F.3d at
1344. Of the east coast witnesses, the most relevant is the ‘030 patent inventor, who is located in
Pennsylvania. Not only will this witness be forced to travel long distances regardless of venue, but
this witness is also a party to this suit and thus his convenience should be given “little weight.”
Moskowitz Family LLC v. Globus Med., Inc., No. 6:19-CV-00672-ADA, 2020 WL 4577710, at *4
(W.D. Tex. Jul. 2, 2020). Even if the witnesses identified by 10Tales were relevant, the conclusion
under this factor would nevertheless remain unchanged as the NDCA is still more convenient for
a greater number of witnesses identified in this case. Thus, this Court finds that this factor weighs
in favor of transfer.
4. All Other Practical Problems
To conclude analysis of the private interest factors, the Court should consider “all other
practical problems that make trial of a case easy, expeditious, and inexpensive.” Volkswagen II,
545 F.3d at 314. This factor carries greater weight in cases for which “there is co-pending litigation
before the trial court involving the same patent and underlying technology” and cases where the
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trial court is familiar with the underlying patent from prior litigation. In re Vistaprint Ltd., 628
F.3d 1342, 1346 (Fed. Cir. 2010). No such scenario exists in this case; and even if it did, this
factor’s impact would marginal because considerations of judicial economy and the existence of
co-pending litigation should not be dispositive in cases like this one. In re Google Inc., No. 2017107, 2017 WL 977038, at *2 (Fed. Cir. Feb. 23, 2017) (holding that this factor cannot “dominate
the court’s transfer analysis” when the defendant has a strong presence in the transferee district);
SynKloud Techs., LLC v. Dropbox, Inc., No. 6:19-CV-00525-ADA, 2020 WL 2494574, at *5
(W.D. Tex. May 14, 2020). Thus, the Court finds that this factor is neutral.
B. The Public Interest Factors
1. Court Congestion
This factor concerns “whether there is an appreciable difference in docket congestion
between the two forums.” Parsons v. Chesapeake & Ohio Ry. Co., 375 U.S. 71, 73 (1963);
Parkervision, Inc. v. Intel Corp., No. 6:20-CV-00108, 2021 WL 401989, at *6 (W.D. Tex. Jan. 26,
2021). The relevant inquiry under this factor is actually the “[t]he speed with which a case can
come to trial and be resolved[.]” In re Genentech, Inc., 566 F.3d at 1347 (Fed. Cir. 2009).
Additionally, court congestion is considered “the most speculative” factor, and when “relevant
factors weigh in favor of transfer and others are neutral, then the speed of the transferee district
court should not alone outweigh all those other factors.” Id. The Court finds this factor to be
neutral.
Both parties identified various courts weighing in on the comparative average time to trial
between this District and NDCA, and these courts have reached different conclusions. Thus far,
neither discovery nor a Markman hearing have occurred in this case. ECF No. 28; ECF No. 41.
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Consequently, transfer at this stage of litigation would not likely create any meaningful delays.
The Court finds that this factor favors is neutral.
2. Local Interest
Under this factor, the Court must consider whether there is a local interest in deciding local
issues at home. Volkswagen II, 545 F.3d at 317. Additionally, “this factor most notably regards
not merely the parties’ significant connections to each forum writ large, but rather the ‘significant
connections between a particular venue and the events that gave rose to a suit.’” In re Apple Inc.,
979 F.3d at 1345.
This Court finds that this factor favors transfer. First, neither party have any “significant
connections” to this forum. 10Tales has no presence in this District nor any connections to it.
TikTok, conversely, has a greater presence in this District as compared to 10Tales; but this sort of
“general presence” should not be given much consideration. Id. This is especially true given that
the TikTok’s strongest presence is in California.
More importantly, “the events that gave rise to a suit” in this case have “significant
connections” with NDCA but not this District. First, the presence of TikTok users within this
District does not constitute a “significant connection” under this analysis. While the presence of
infringing users may be an “event” giving rise to this lawsuit, it nevertheless creates no local
interest because such a connection equally exists in virtually all other districts, including the
NDCA. In re Hoffman-La Roche Inc., 587 F.3d 1333, 1338 (Fed. Cir. 2009) (“an accused product
offered nationwide does not give rise to a substantial interest in any single venue”). Unlike this
District, however, such “significant connections” exists between the NDCA and the events giving
rise to this suit. One event particularly relevant to this analysis is the location of where “the accused
products were designed, developed, and tested.” In re Apple Inc., 979 F.3d at 1345. Here, these
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events occurred in the NDCA. As a result, the Court finds that this factor weighs in favor of
transfer.
3. Forum Familiarity with the Law
Both parties agree that this factor is neutral. The Court also agrees.
4. Avoidance of Unnecessary Conflicts of Laws
Both parties agree that this factor is neutral. The Court also agrees.
IV. Conclusion
Having applied the Volkswagen factors to the facts of this case, the Court finds that the
Northern District of California is a “clearly more convenient” forum than this District. Half of
the factors under this analysis favor transfer, while the remaining factors are neutral. No factor
favors keeping this case in this District. Therefore, the Court GRANTS the TikTok’s Motion to
Transfer under 28 U.S.C. § 1404.

SIGNED this 21st day of May, 2021.

_____________________________________
ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE
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Guidance (or not) from
the Federal Circuit
Steve Ravel
Kelly Hart & Hallman LLP

In re Apple, Inc., 818 Fed. App’x 1001 (Fed. Cir. 2020)
•

Panel: Circuit Judges O’Malley, Wallach, and Stoll

•

Background: District court granted motion to transfer within same district but denied transfer
to NDCA

•

Appellate Outcome: Mandamus denied

•

Reasoning:
• Initially, the Panel questioned but did not resolve the district court’s belief that it must “draw
all reasonable inferences and resolve all factual conflicts in favor of the non-moving party
when assessing” a 1404(a) transfer motion.
• Convenience of the witnesses:
• Panel holds it is “probably the single most important factor.” (citation omitted)
• District court likely erred in holding that the convenience of party witnesses is given “little
weight,” but “[n]evertheless” court’s balancing was not clearly erroneous.
• Court otherwise held that district court’s findings were factual determinations entitled to
“substantial deference.”
• Note that the district court relied on time-to-trial and relied on Apple’s and associated
entity’s general presence in Austin as factors supporting retention.

In re Adobe Inc., 823 Fed. App’x 929 (Fed. Cir. 2020)
•

Panel: Chief Judge Prost and Circuit Judges Moore and Hughes

•

Background: District court denied transfer to NDCA

•

Appellate Outcome: Mandamus granted

•

Reasoning:
• With all other factors favoring the transferee forum, the district court erred in giving
“dispositive weight” to “its perceived ability to more quickly schedule a trial.”
• Court congestion factor is focused on “docket congestion,” and a court’s “general ability to
set a schedule” does not speak to that issue.

In re Dropbox, Inc., 814 Fed. App’x 598 (Fed. Cir. 2020)
•

Panel: Chief Judge Prost and Circuit Judges Moore and Hughes

•

Background: District court denied transfer to the NDCA

•

Appellate Outcome: Mandamus denied but Petitioner should seek reconsideration from the
district court

•

Reasoning:
• The Panel cited another panel’s recent decision in In re Adobe, 823 F. App’x 929 (Fed. Cir.
2020), in which the Federal Circuit granted mandamus to direct transfer where Judge Albright
“erred by giving the court congestion factor essentially dispositive weight, particularly given
that the scheduling order the district court relied upon (which is the same one cited … in [In re
Dropbox]) did not speak to court congestion.”
• In light of Adobe, the panel directed Dropbox to seek reconsideration from the district court

In re Nitro Fluids L.L.C., 978 F.3d 1308 (Fed. Cir.
2020)
•

Panel: Circuit Judges Reyna, Wallach, and Chen

•

Background: District court denied transfer to the SDTX, where “first-filed” case was pending

•

Appellate Outcome: Mandamus granted; case transferred

•

Reasoning:
• District court erred in holding that “the first-to-file rule is only applicable when the balance of
[1404(a)] factors favors the first-filed court.”
• The test is the opposite: “Unless the balance of transfer factors favors keeping the case in the
second-filed court, there are no compelling circumstances to justify such an exception.”
• Burden of showing compelling circumstances is on the non-movant (in contrast to regular 1404(a)
context, where movant bears the burden of persuasion)

In re Nitro Fluids L.L.C., 978 F.3d 1308 (Fed. Cir.
2020) (cont.)
•

Reasoning (cont.)
•

District court erred in assessing Court congestion factor:
•

Court Congestion: District court erred in considering SDTX’s historical average of time to
“issue claim construction” and the actual progress in the SDTX case, as these considerations do
not focus on whether there is an “appreciable difference in docket congestion.”

In re Apple, 979 F.3d 1332 (Fed. Cir. 2020)
•

Panel: Chief Judge Prost and Circuit Judges Moore and Hughes

•

Background: District court waited 6 months to rule on transfer motion; denied motion to stay
pending a ruling on transfer; conducted a Markman hearing and ruled on other discovery
matters. “In response to these advances in the case,” Apple sought mandamus. One week later,
the district court denied transfer to the NDCA

•

Appellate Outcome: Mandamus granted over dissenting opinion; Case transferred

•

Majority Reasoning on Delay:
• While district courts have discretion as to how to handle their dockets, disposing of a transfer
motion “should unquestionably take top priority.”
• But the district court instead “barreled ahead on the merits” and reached “two of the most
important … substantive tasks … in a patent case.”
• The Majority cautioned that it was not “condoning pre-order mandamus petitions” and only
that the “particular circumstances of this case” justified the petition.

In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (Cont.)
Majority Merits Reasoning:
•

Sources of Proof:
• District court erred in considering “witnesses” as “sources of proof” under the first private interest factor
because that factor address only “non-witness evidence”
• District court erred in failing to credit “Apple’s sources of proof in NDCA,” especially given that the “bulk
of the relevant evidence usually comes from the accused infringer.” (citation omitted).
• That “some relevant documents are located in the WDTX” does not weigh in favor of transfer or even
render the factor “neutral.”

•

Convenience of the witnesses:
• District court “too rigidly” applied the 100-mile rule. That a flight from NY to TX may be slightly shorter
than a flight from NY to CA is irrelevant – either way, similar inconveniences exist.

•

All other practical problems:
• District court’s reliance on the fact that “significant steps” had already been taken in the case was error
because those “steps” were taken after Apple moved for transfer and for stay.
• District court erred in finding that the NDCA’s increased caseload was relevant because the relevant
concern is not caseload, but “the speed with which a case can come to trial.”
• Fact that NDCA has cases with “overlapping issues” slightly favors transfer.

In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (Cont.)
Majority Merits Reasoning:
•

Administrative Difficulties:
• District court erred by relying on scheduled trial date and not historical time-to-trial.

•

Local Interest
• District court too heavily weighed “Apple’s general contacts with the forum that are
untethered to the lawsuit,” because it is the dispute-specific contacts that are most relevant.
• Contacts relevant to venue under 28 U.S.C. 1400(b) are not the same contacts that govern
transfer under 1404(a).

In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (Cont.)
Dissent: Circuit Judge Moore
•

Majority effectively applied “de novo” review
• But even under “de novo,” dissent adds that it “agree[s] with the district court and … would
have denied transfer de novo.”

•

Majority rewarded Apple’s “ad hominem attacks” on the district court judge

•

Factors:
• Majority improperly disregarded the 100-mile rule
• Majority properly held that the “district court erred in considering” post-transfer events to
conclude that the case’s progression weighed against transfer
• Majority improperly disregarded district court’s weighing of the scheduled trial date and
overall court congestion.
• Prior opinion In re Adobe, 823 F. App’x 929 (Fed. Cir. 2020) merely hold that scheduled trial
date could not be a dispositive consideration
• Majority improperly disregarded Apple’s “significant presence” in the WDTX (i.e. non-case
specific contacts are relevant).

In re SK hynix Inc., 835 Fed. App’x 600 (Fed. Cir.
2020) (“SK hynix I”)
•

Panel: Circuit Judges Newman, Moore, and Stoll

•

Background: SK hynix moved to transfer venue CDCA. The district court did not rule on that
motion for 8 months but, in the interim “ordered the parties to engage in extensive discovery”
and set a “Markman hearing.” District court then denied a motion to stay proceedings pending
its transfer ruling. Without a ruling or a stay, SK hynix sought mandamus. Thereafter, district
court set a hearing on the motion for transfer.

•

Appellate Outcome: Mandamus granted to require stay pending ruling.

•

Reasoning:
• District court’s delayed ruling amounts to “egregious delay and blatant disregard for
precedent.” (citing In re Apple).
• Because the district court “has now scheduled a hearing on the motion and is presumably
proceeding toward a resolution of the transfer hearing,” the Panel declined to order the
district court to act, but did order that all proceedings be stayed pending a ruling.

In re SK hynix Inc., 2021 WL 733390 (Fed. Cir. Feb.
25, 2021) (“SK hynix II”)
•

Panel: Circuit Judges Dyk, Bryson, and Taranto

•

Background: District court denied transfer to CDCA

•

Appellate Outcome: Mandamus denied

•

Reasoning:
• District court correctly held that SK hynix failed to satisfy 1404(a)’s threshold requirement that
suit “might have been brought” in the transferee forum or all parties consent to transfer (thus,
no need for factor-based analysis)

In re TracFone Wireless, Inc., 2021 WL 865353 (Fed.
Cir. Mar. 8, 2021) (“TracFone I”)
•

Panel: Circuit Judges Reyna, Chen, and Hughes

•

Background: TracFone moved to transfer case to SDFL and to stay proceedings pending ruling
on transfer. District court did not rule on either motion for nine months and instead set a
Markman hearing.

•

Appellate Outcome: Mandamus granted ordering district court to rule within 30 days and
staying all proceedings pending a ruling.
•

•

Panel also “remind[ed] the lower court that any familiarity that is has gained with the
underlying litigation due to the progress of the case since the filing of the complaint is
irrelevant when considering the transfer motion and should not be considered.”

Reasoning:
• Courts must give transfer motions “top priority” (citing SK hynix).

In re Adtran, Inc., 840 Fed. App’x 516 (Fed. Cir. 2021)
•

Panel: Circuit Judges Reyna, Chen, and Hughes

•

Background: On September 14, 2020, Adtran moved to dismiss case for improper venue or
alternatively to transfer to NDAL and to stay proceedings pending a ruling. In October 2020,
court issued a discovery and scheduling order and set a Markman hearing. In December 2020,
Adtran filed a motion to stay, and in February 2021, district court ruled that it would address the
stay motion “in due time” but would “not be staying deadlines at this time.”

•

Appellate Outcome: Denied

•

Reasoning:
•

Adtran “identified no authority establishing a clear legal right to a stay of all non-venue-related
deadlines,” particularly where “venue-related motion is still in briefing and the Markman hearing is
months away.”

•

But the Panel notes, “the district court’s failure to promptly act on the stay motion or its delay in ruling
on the venue issues once fully briefed might tip the balance in favor of mandamus relief … in the future.”

In re Apple Inc., 844 Fed. App’x 364 (Fed. Cir. 2021)
•

Panel: Chief Judge Prost and Circuit Judges Dyk and Wallach

•

Background: Apple moved to transfer to NDCA and filed a motion for stay. Eleven days after
briefing completed on the motion for transfer, Apple filed a petition for mandamus seeking a
ruling on the motions for transfer and stay. The next day, district court entered “a standing order
that it will rule on pending inter-district transfer motions before conducting a claim construction
hearing.”

•

Appellate Outcome: Mandamus denied

•

Reasoning:
• In light of the district court’s standing order, Apple’s primary concern that court may “proceed
to the Markman hearing before resolving the transfer motion is no longer an issue.”
• While court did not agree to delay other matters, Apple has not identified any other deadlines
or shown a clear right to be free from those other matters

In re TracFone Wireless, Inc., 2021 WL 1546036 (Apr.
20, 2021) (“TracFone II”)
•

Panel: Chief Judge Prost and Circuit Judges O’Malley and Wallach

•

Background: District court denied transfer to SDFL

•

Appellate Outcome: Mandamus granted; case transferred

•

Reasoning:
• District court rested its denial mostly on the “willing witness” factor, and that analysis was
flawed.
• Several witness-employees reside in SDFL; no witness resides in WDTX; non-party
witnesses lived outside both districts
• Court applied “100-mile” rule too rigidly with respect to important non-party witnesses
• Because witnesses will have to travel a significant distance to either district, district court
gave the factor “too much significance.”
• Cited In re Apple, 979 F.3d 1332 (Fed. Cir. 2020)

In re W. Digital Techs., Inc., No. 2021 WL 1853373
(Fed. Cir. May 10, 2021)
•

Panel: Chief Judge Prost and Circuit Judges O’Malley and Wallach

•

Background: District court denied transfer to NDCA

•

Appellate Outcome: Mandamus denied

•

Reasoning:
• District court “incorrectly overstated the burden on [movant] as ‘heavy’ and ‘significant,” as
1404(a) requires a “lesser showing of inconvenience than the ‘heavy burden’ traditionally
required under the forum non conveniens doctrine.”
• But, district court’s “ultimate conclusion that the transferee venue was not clearly more
convenient” did not “amount[] to a clear abuse of discretion.”

•

Side Note: District court relied on time-to-trial differences under the “court congestion” factor,
and Federal Circuit did not take issue with that consideration

KEY HOLDINGS and UNSETTLED ISSUES:


A district court must resolve a transfer motion before holding a Markman hearing, and it cannot
rely on case progression after the transfer or stay motion has been filed. See In re Apple Inc., 844
Fed. App’x 364 (Fed. Cir. 2021); In re TracFone Wireless, Inc., 2021 WL 865353 (Fed. Cir.
Mar. 8, 2021); In re Apple, 979 F.3d 1332 (Fed. Cir. 2020)


But:




how quickly a court must rule on a transfer motion—and how quickly a party may seek
mandamus for delay--is otherwise unknown;


In re Adtran, Inc., 840 Fed. App’x 516 (Fed. Cir. 2021) (warning about delays
following completion of briefing)



In re TracFone Wireless, Inc., 2021 WL 865353 (Fed. Cir. Mar. 8, 2021)
(“TracFone I”) (8 month delay was too long); In re SK hynix Inc., 835 Fed.
App’x 600 (Fed. Cir. 2020) (“SK hynix I”) (same)

a court need not necessarily stay all discovery or other matters before ruling on a
transfer motion, and the Federal Circuit has not decided what matters—save for a
Markman hearing—should not be heard or performed prior to a ruling;


In re Apple Inc., 844 Fed. App’x 364 (Fed. Cir. 2021);



In re Adtran, Inc., 840 Fed. App’x 516 (Fed. Cir. 2021)

KEY HOLDINGS and UNSETTLED ISSUES


Court congestion is an important factor in the transfer analysis, but what “court
congestion” is remains unsettled.


In some cases, the Federal Circuit has ruled that the focus is on docket congestion,
i.e., sheer caseload – which may be indicative of time-to-trial;






In re Adobe, 823 F. App’x 929 (Fed. Cir. 2020);

In others, the Federal Circuit approves – explicitly or implicitly – “time-to-trial,”
scheduled trial date, or average time to claim construction considerations.


In re W. Digital Techs., Inc., No. 2021 WL 1853373 (Fed. Cir. May 10, 2021)



In re Nitro Fluids L.L.C., 978 F.3d 1308 (Fed. Cir. 2020)



In re Adobe, 823 F. App’x 929 (Fed. Cir. 2020) (even if scheduled trial date is
relevant, it cannot be dispositive factor)



In re Apple, Inc., 818 Fed. App’x 1001 (Fed. Cir. 2020)

At a minimum, it is clear that time-to-trial cannot be the dispositive holding.


In re Adobe, 823 F. App’x 929 (Fed. Cir. 2020)



See In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (dissent)

KEY HOLDINGS AND UNSETTLED ISSUES


The Federal Circuit is inconsistent on whether a party’s “general presence” in a
district—not tied to the litigation dispute—is relevant.


Compare In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (general presence insufficient), with id.
(dissent), and In re Apple, Inc., 818 Fed. App’x 1001 (Fed. Cir. 2020) (crediting Apple’s and
other entity’s general presence in WDTX)

KEY HOLDINGS and UNSETTLED ISSUES


The 100-mile rule has little application in the Federal Circuit today, at least when
“significant” travel is required to either relevant district.


In re Apple, 979 F.3d 1332 (Fed. Cir. 2020)



In re TracFone Wireless, Inc., 2021 WL 1546036 (Apr. 20, 2021) (“TracFone II”)

KEY HOLDINGS and UNSETTLED ISSUES


Different panels apply the “clear abuse of discretion” standard of review
differently.




Compare In re Apple, 979 F.3d 1332 (Fed. Cir. 2020) (applying a searching
review), with In re W. Digital Techs., Inc., No. 2021 WL 1853373 (Fed. Cir. May
10, 2021) (applying light review and denying relief even where district court
misstated overarching standard); In re Apple, Inc., 818 Fed. App’x 1001 (Fed.
Cir. 2020) (applying light review and denying relief even where district court
misstated legal standard relevant to witness convenience)

Relatedly, the Federal Circuit hinted that a district court should not accept as true
the non-movant’s evidence or take all inferences in its favor, but it has not
resolved the issue:


In re Apple, Inc., 818 Fed. App’x 1001 (Fed. Cir. 2020)
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FILED

June 08, 2021
CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS
WACO DIVISION

J. Galindo-Beaver

BY: ________________________________
DEPUTY

AMENDED STANDING ORDER REGARDING
VENUE AND JURISDICTIONAL DISCOVERY LIMITS FOR PATENT CASES
The Court hereby establishes presumptive limits on discovery related to venue and
jurisdiction in patent cases. More specifically, each party is limited to 5 interrogatories, 10
Requests for Production, and 10 hours of deposition testimony. The time to respond to such
discovery requests is reduced to twenty (20) days. To the extent a party believes these limits
should be expanded in a particular case, the party is directed to meet and confer with opposing
counsel and if an impasse is reached, the requesting party is directed to contact the Court for a
telephonic hearing.
The Court ORDERS that any venue or jurisdictional discovery shall be completed no
later than three months after the filing of the initial motion. The deadline for Plaintiffs response
is two weeks after the completion of venue or jurisdictional discovery. The deadline for
Defendant’s reply is two weeks after the filing of the response. This Order replaces the Standing
Order Regarding Venue and Jurisdictional Discovery Limits for Patent Cases entered
November 19, 2020.
SIGNED this 8th day of June, 2021.

__________________________________
ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE

Exhibit 10

FILED

June 08, 2021
CLERK, U.S. DISTRICT COURT
WESTERN DISTRICT OF TEXAS

IN THE UNITED STATES DISTRICT
COURT FOR THE WESTERN DISTRICT
OF TEXAS WACO DIVISION

J. Galindo-Beaver

BY: ________________________________
DEPUTY

AMENDED STANDING ORDER REGARDING MOTION FOR INTER-DISTRICT
TRANSFER
Henceforth, all parties who have filed motion(s) for inter-district transfer are required to
provide the Court with a status report with respect to whether the motion(s) has been fully briefed and
ready for resolution no later than six weeks prior to the date of the Markman hearing 1 that is
scheduled in that case.
With respect to any parties who have such motion(s) pending at the time of the entry of this
Standing Order and a Markman hearing scheduled for a date that is less than 6 weeks from the date
of the entry of this Order, the Court ORDERS the party who has filed the motion to provide the
same status report as quickly as is reasonable, but in no case more than five business days after the
entry of this Order.
When there is a pending inter-district transfer, the Court will either promptly enter an order
resolving the pending motion(s) prior to the Markman hearing or it will postpone the Markman
hearing until it has had the opportunity to do so. The Court will not conduct a Markman hearing
until it has resolved the pending motion to transfer. Whenever a Markman hearing is postponed
pursuant to this Order, Fact Discovery will begin one day after the originally scheduled Markman
Hearing date.
A motion for inter-district transfer may be filed within eight weeks of the scheduled date for
the Markman hearing only with a showing of good cause for any delay and leave of court.

1

To the extent there are multiple Markman hearings, the status report is due six weeks before the first scheduled
Markman hearing.

SIGNED this 8th day of June, 2021.

__________________________________
ALAN D ALBRIGHT
UNITED STATES DISTRICT JUDGE

