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of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-877-447-0294 and enter your Conference ID and PIN when prompted.
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately
so we can address the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom
right of the slides. To exit full screen, press the Esc button.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about continuing education, call us at 1-800-926-7926
ext. 2.

Program Materials

FOR LIVE EVENT ONLY

If you have not printed the conference materials for this program, please
complete the following steps:
•

Click on the link to the PDF of the slides for today’s program, which is located
to the right of the slides, just above the Q&A box.

•

The PDF will open a separate tab/window. Print the slides by clicking on the
printer icon.

Recording our programs is not permitted. However, today's participants can
order a recorded version of this event at a special attendee price. Please call
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Disclaimer
These materials have been prepared solely for educational and entertainment
purposes to contribute to the understanding of U.S. intellectual property law.
These materials reflect only the personal views of the authors and are not
individualized legal advice. It is understood that each case is fact specific, and
that the appropriate solution in any case will vary. Therefore, these materials
may or may not be relevant to any particular situation. Thus, the authors and
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe
LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either
philosophically or as representatives of their various present and future clients to
the comments expressed in these materials. The presentation of these materials
does not establish any form of attorney-client relationship with these authors.
While every attempt was made to ensure that these materials are accurate,
errors or omissions may be contained therein, for which any liability is
disclaimed.
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Inventive Breakthroughs Often Result From
Collaborative Efforts Between Individuals

This collaboration between individuals and entities can lead to various
inventorship and patent ownership pitfalls in enforcing patents and
defending against infringement suits.
6

What Else Can Happen?
• Inventors may move between companies and
industries;
• Inventors may change employers in the same
field;
• Joint ventures and collaborations start and end.
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Why Does Inventorship Matter for
Ownership?
In the U.S., inventorship determines initial ownership.
35 U.S.C. 262: In the absence of any agreement to the
contrary, each of the joint owners of a patent may make, use,
offer to sell, or sell the patented invention within the United
States, or import the patented invention into the United
States, without the consent of and without accounting to the
other owners.
•

May license without accounting to others

•

May grant immunity from suit by others

•

Need not share license royalties

Each inventor has equal rights as a co-owner even if he/she
contributed to only one claim of a multi-claim patent.
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Effect of Incorrect Inventorship
•

Litigation challenge re validity or enforceability (higher potential with inventions from
collaborative research)
•

See, e.g., currently pending case Janssen Pharmaceuticals Inc. v. Teva
Pharmaceuticals USA Inc., 2:18-cv-00734, where Teva has argued that Janssen's
patent is invalid because the company named the wrong inventors.

•

Intentional failure to name collaborating joint inventors may result in a finding of
unenforceability due to inequitable conduct against the named inventors.
― PerSeptive Biosystems, Inc. v. Pharmacia Biotech, Inc., 225 F.3d 1315 (Fed. Cir. 2000)
― Frank's Casing Crew & Rental Tools v. Pmr Techs., 292 F.3d 1363 (Fed. Cir. 2002)
― Bd. of Educ. v. American Bioscience, Inc., 333 F.3d 1330, 1344 (Fed. Cir. 2003)

•

Potential avenue of defense to infringement.
•

•
9

e.g., license from unnamed inventor.

Ownership implications.
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Incorrect Inventorship
Egenera, Inc. v. Cisco Sys., Inc., 972 F.3d 1367 (Fed. Cir. 2020)
District court and IPR proceedings.
•

Egenera sued Cisco for infringement and Cisco filed an IPR petition.

•

Egenera realized that all claim limitations had been conceived before one of the listed
inventor, Schulter, started working there.

― Responded to IPR petition and then separately petitioned PTO to remove Schulter as listed
inventor.
― Would allow Egenera to antedate asserted reference.

•
•

IPR petition denied.
USPTO granted petition to remove Schulter’s name.

•

Cisco: moved for summary judgment of invalidity under § 102(f) based on failure to
name Schulter as inventor of the structure corresponding to the claimed function.

•

DC: patent invalid.
•
•
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Removal of inventor by petition was “a considered act that is unlikely to qualify as an omission
‘through error.’”
Judicial estoppel precluded patentee from adding the inventor back onto patent under 35 U.S.C. §
256(b).
10

Incorrect Inventorship
•

Egenera (con’t)
•

FC: Vacated and remanded.
― “Our precedent recognizes that a patent cannot be invalidated if inventorship can be
corrected instead.”
― 35 U.S.C. § 256(b): “The error of omitting inventors or naming persons who are not inventors
shall not invalidate the patent in which such error occurred if it can be corrected as
provided in this section.” (emphasis in opinion)

― “‘Error’ is simply the incorrect listing of inventors.”
― Egenera’s assertion in its inventorship petition was incorrect: Mr. Schulter was an inventor. Accordingly,
we conclude that Mr. Schulter’s omission was “error.”

― Criteria for judicial estoppel not met:
― (1) whether a party’s earlier and later positions are “clearly inconsistent”—that is, “mutually
exclusive”;
― “[D]istrict court’s claim construction and inventorship determination justify any seeming inconsistency.”

― (2) whether the party “succeeded in persuading a court to accept” the earlier position;
― “…we disagree that a § 256 petition, without more, counts as ‘persuasion’ of a “court” for judicialestoppel purposes.”

― (3) whether the party would “derive an unfair advantage or impose an unfair detriment” on the
other side if not estopped.
― “no unfair advantage or unfair prejudice in refusing to estop Egenera.”
11
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Who Qualifies as an Inventor?
It’s All About Conception
A person, to be entitled to
the character of an inventor,
within the meaning of the Act
of Congress, must himself
have conceived the idea
embodied in his
improvement. It must be the
product of his own mind and
genius, and not of another’s.
•

Pitts v. Hall, 2 Blatch. 229, 231
(1851)

The conception of the invention consists
in the complete performance of the
mental part of the inventive act. All
that remains to be accomplished in
order to perfect the act or instrument
belongs to the department of
construction, not invention. It is,
therefore, the formation in the mind of
the inventor of a definite and
permanent idea of the complete and
operative invention as it is thereafter to
be applied in practice that constitutes
an available conception within the
meaning of the patent law.
•
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Mergenthaler v. Scudder (1897)

What is Conception?
• Conception is the mental part of the inventive activity.
• Conception must be complete.

― Recognize the ultimate result desired and develop the means to
accomplish it.
― Communicate a sufficiently completed thought that one of skill in
the art can make the invention.

• Only inventors conceive, others can reduce to practice.
•

“Conception is complete only when the idea is so clearly defined in the inventor’s mind
that only ordinary skill would be necessary to reduce the invention to practice, without
extensive research or experimentation.”
― Sewall v. Walters, 21 F.3d 411, 415 (Fed. Cir. 1994)

• No requirement for a “reasonable expectation” that invention will
work.
― Burroughs Welcome Co. v. Barr Labs., 40 F.3rd 1223 (Fed. Cir. 1994)
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To Determine Inventorship, Focus On Claims
Evaluate inventorship claim-by-claim.
Claims construed first:

― “. . . inventorship analysis, like an
infringement or invalidity analysis, first
requires the construction of each disputed
claim to determine the subject matter
encompassed thereby. The second step is a
comparison of the alleged contributions of
each asserted co-inventor with the subject
matter of the correctly construed claim to
determine whether the correct inventors
were named.”

― Gemstar-TV Guide Intl., Inc. v. ITC, 383 F.3d
1352, 1381-82 (Fed. Cir. 2004)
― Univ. of Pittsburgh v. Hedrick, 573 F.3d 1290
(Fed. Cir. 2009)
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Application Drafting Considerations
• Who are the inventors or
is the sole inventor?
- Claims may evolve during
the application drafting process.
- After claims are finalized, review each of the
claims to determine who conceived of the subject
matter, i.e., the complete invention.
- Include anyone who conceived of the subject
matter in any claim, i.e., even dependent claims.
15

Application Drafting Considerations
• Inventorship vs. Authorship
- Inventorship is legally defined.
Contributed to the conception of the invention, solely or jointly.

- Authorship is subjectively decided.
Acknowledge contribution to the research, i.e., recognize everyone
that contributed to the project such as the principal investigator,
graduate students, postdoctoral fellows, technicians, collaborators,
staff contributing to the experiments.
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Prosecution Considerations
• Pre – AIA: “First to Invent”
• AIA: “First Inventor to File”

REMINDER:
During prosecution, claim amendments may dictate a
change in inventorship.
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Prosecution Considerations
Pending Patent Application:
Correction of inventorship in an application is permitted by
amendment under 35 USC § 116, which is implemented by 37 CFR
§ 1.48.

Granted Patent:
35 USC § 256: consent from all inventors & assignees (“on application of
all the parties and assignees”)
37 CFR § 1.324: adding missing inventor, remover improperly included
inventor
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Joint Inventorship
Required: some sort of collaboration, even if the
inventors are not technically working together.
•

Working under a common direction;

•

Building on another’s work;

•

Must at least be aware of each other.

Not required:
•
•
•
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Physically working together or at the same time;
Same type or amount of contribution; or
Contribution to the subject matter of every claim.

Joint Inventorship
“Inventorship is sometimes easy to determine. But
sometimes it is complicated, as with complex projects
involving many contributors at various times.”
•

Egenera, 972 F.3d at 1377

“Inventorship of a complex invention may depend on
partial contributions to conception over time ….”
•

20

Dana-Farber, 964 F.3d at 1372

Joint Inventors Need to At Least Be Aware of
Each Other
• Kimberly-Clark v. P&G (Fed. Cir. 1992)
•

K-C inventor conceived of improvement to disposable diaper in 1982; patent
issued November 1987.

•

P&G employee, Lawson, conceived similar invention 1985; patent issued
September 1987.

•

Lawson unaware that other P&G employees made invention as early as 1979.

•

Other P&G employees unaware of Lawson’s work.

•

P&G moved to correct Lawson patent to add other P&G employees as inventors
and gain earlier date of invention.

•

FC: for joint inventorship under § 116, there must be some element of joint
behavior. Individuals cannot be joint inventors if they are completely ignorant of
what each other has done.
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Collaborators File Separate Patents:
May Be An Issue re Proper Inventorship on Each
•

22

Dana-Farber Cancer Institute, Inc. v. Ono Pharm. Co., 964 F.3d 1365 (Fed. Cir. 2020),
cert. denied, 2021 U.S. LEXIS 2668 (U.S., May 24, 2021)
•

Honjo worked at Kyoto University in 1990s and discovered the PD-1 receptor; published work
in August 1999.

•

1998: Honjo met with Wood, a researcher at Genetics Institute who believed PD-1 receptor
could be candidate for antibody therapy development. Began collaboration to identify PD-1
ligand, and Honjo shared PD-1 reagants and confidential draft of article with Wood.
Meanwhile, earlier in 1998, Freeman, researcher at Dana-Farber, identified “292” sequence
as potential PD-1 ligand. The three scientists began sharing info.

•

1999: Freeman and Wood filed provisional application but did not list Honjo as an inventor.

•

2000: The three scientists worked together on journal article about PD-1 ligand (PD-L1).
Iwai, a named co-inventor on the patents at issue, generated data in knockout mice; this was
when Ono identified the named inventors jointly conceived of the claimed inventions.

•

Then Honjo stopped sharing results with Freeman and Wood. The three met one final time in
April 2001.

•

2002: Honjo filed patent application in Japan and did not include Freeman and Wood as coinventors. All patents-at-issue in this case claim priority to this Japanese application.
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Collaborators File Separate Patents:
May Be An Issue re Proper Inventorship on Each
• Ono’s patents claim methods of treating cancer by administering antibodies that target either
the PD-1 receptor or its PD-L1 ligand and block the receptor-ligand interaction. Issued with 4 coinventors, including Honjo, but not Freeman and Wood.
• Issue: Whether Drs. Freeman and Wood should be deemed inventors of the subject matter of the
patents at issue, alongside with Dr. Tasuku Honjo

―Dr. Freeman is an employee of Dana-Farber
―Dr. Wood is an employee of Genetics Institute (purchased by Pfizer); Pfizer transferred its potential interest in the patents
to Ono.

• DC: ordered that Freeman and Wood be added as co-inventors to the patents at issue.
•Fed. Cir.: Affirmed.
―“[i]nventors may apply for patent jointly even though (1) they did not physically work together or at the same time, (2) each did
not make the same type or amount of contribution, or (3) each did not make a contribution to the subject matter of every claim of
the patent.”
―PD-L1’s potential utility in treating human cancers was developed jointly with Freeman before Iwai’s work.
―“joint inventorship does not depend on whether a claimed invention is novel or nonobvious over a particular researcher’s
contribution.”
―“there is no principled reason to discount genuine contributions made by collaborators because portions of that work were
published prior to conception for the benefit of the public.”
―“discovery of PD-1 in a vacuum was insufficient for conception” and “Freeman and Wood’s work linking PD-1 to its ligand and
expression in tumors was a significant contribution to each of these patents’ conception.”
23
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Use Of Public Info:
May Be An Issue re Proper Inventorship
•

24

Univ. of Utah v. Max-Planck, 851 F.3d 1317 (Fed. Cir. 2017)
•

Dr. Tuschl published article describing discoveries in field of RNAi.

•

Dr. Bass of U. of Utah published mini-review summarizing state of RNAi research, including
Tuschl article and Bass’s own hypotheses.

•

Research leading to Tuschl II patents, including testing Bass hypothesis.

•

Patent application filed, cited Bass mini-review as prior art.

•

U. of Utah sued for correction of ownership, with Bass named as sole or joint inventor
because of mini-review and conversations at academic conferences.

•

Dist. Ct.: granted SJ denying U. of Utah’s joint inventorship claim (sole inventorship claim
was withdrawn).

•

Fed. Cir.: Affirmed.
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Collaborator Uses Secret Art of Partner:
May Be An Issue re Proper Inventorship
•

CardiAQ Valve Technologies, Inc. v. Neovasc, Inc., 708 Fed.Appx. 654 (Fed. Cir. 2017)(nonprecedential
•

CardiAQ hired Neovasc to help with aspect of device.

•

Neovasc secretly started own project and obtained ’964 patent, not naming anyone from
CardiAQ as co-inventor.

•

Neovasc argued it alone conceived of the only novel aspect of the device and the CardiAQ
contributions were present in the prior art, though this prior art was secret at the time.

•

Dist. Ct.: Clear and convincing evidence CardiAQ employees entitled to be named and jury
found misappropriation of CardiAQ’s trade secrets by Neovasc.

•

Fed. Cir.: Affirmed.

―
―

―
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’964 patent describes and claims a device with many of the same features as CardiAQ’s design.
“Neovasc has cited no case in which we have barred co-inventorship, as a matter of law, just because the
contribution later appeared in the public domain, where the ideas contributed were not
contemporaneously available to an ordinary skilled artisan and were otherwise significant in producing
the inventive conception at the time it was completed.”
“Here, the presence of the CardiAQ-contributed features in then-secret prior art does not, as a matter of
law, automatically disqualify the CardiAQ employees as inventors.”
25

Contribute To At Least One Claim
Ethicon Inc. v. US Surgical Corp., 45 U.S.P.Q.2d 1545 (Fed. Cir.
1998)
― Surgical device with electronic sensor.

― Doctor named on patent asked for help of electronics technician.
― Technician added to patent based on contribution to one limitation of 2 claims.
― Accused infringer obtained license to patent from the technician.
― Holding: Technician was a joint inventor.
― Doctor’s lack of expertise in electronics.
― Technician was skilled in electronics.
― Technician’s sketches of embodiment found in discovery and deemed
reliable.
― Sketches similar to figures in the patent.
― Sophistication of the sketches.
― Named inventor’s documents had altered dates, thus unreliable.
― Business relationship between doctor and technician.
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Collaborators File Separate Patents:
May Be An Issue re Proper Inventorship on Each
Inst. for Regenerative Medicine v. Imstem Biotechnology, Inc., 2021 WL
406449 (D. Mass Feb. 5, 2021)

• Astellas

• 1999: Lanza joined Advanced Cell
Technology (ACT, now Astellas).

•Before worked in academia and industry.

•2005: Xu worked at UCONN.

•2007: Lanza published paper and filed
patent application, named as inventor with
fellow ACT employee Lu.
•2009: Kimbrel joined Lanza at SCRMI, a
joint venture between ACT and another
company.

•2006: Xu obtained patent.

•2008: Wang joined UCONN.

•Before worked at Dana Farber Cancer Inst.
•Developed new method based on Lanza’s
2007 method but with significant changes.
•Froze cells to wait for company to have
testing facilities.

•2010: arranged testing at UoF and
collaborations with UCLA and UCONN.

27

No NDA

•2010: Xu and Wang write chapter for
textbook; agree to collaborate with
ACT using Kimbrel’s method to make
cells.
•2011: Xu and Wang form ImStem.
27

Collaborators File Separate Patents:
May Be An Issue re Proper Inventorship on Each

public
disclosure

•

2011: Communication indicating understanding by all parties that information
shared by ACT/Astellas was confidential and discussing authorship of planned
articles. But Xu and Wang did not tell ACT/Astellas about ImStem.

•

Jan. 2012: draft MTA including section requiring any inventions derived be
disclosed and licensed to ACT, but it was never finalized/signed.

•

Mar. 2012: draft ImStem business plan sent to investor and included data from
ACT/Astellas collaboration.

•

June 2012: Wang and Xu filed invention disclosure form with UCONN with March 1,
2012 conception date and no mention of ACT materials.

•

July 2012: Wang and Xu filed patent application.
•

28

Included description of and data on ACT’s protocol.

•

Jan. 2013: ImStem submitted grant proposal to state describing method as its own;
included Kimbrel figures.

•

July 2014: joint paper published and collaboration ended.

•

Astellas patents issued Feb. 24, 2015, and names Kimbrel, Lanza, Chu, and Kouris
as inventors. (claim priority to provisional application filed Nov. 30, 2011).

•

ImStem patent issued Aug. 29, 2017, and names Wang and Xu as inventors.
28

Collaborators File Separate Patents:
May Be An Issue re Proper Inventorship on Each
•

Wang and Xu made modifications to Kimbrel’s protocol – inventive?
obvious? already known?

•

DC: Modifications known prior to collaboration.
• Cites Dana-Farber for principle that just informing another about the
state of prior art insufficient for inventorship.
• No clear and convincing evidence of significant contributions.
― Wang and Xu should not be added as joint inventor on Astellas
patents.
― Wang and Xu should be removed as inventors on ImStem patent.
― Kimbrel and Lanza should be named on ImStem patent.
• Court noted that collaborators from UCLA and UoF not listed as
inventors on Astellas patents.
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Joint Inventorship Implications for Prior Art
•

•

35 U.S.C. § 102 (AIA)
•

(b) EXCEPTIONS.–

•

(1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE FILING DATE OF THE CLAIMED INVENTION.—A
disclosure made 1 year or less before the effective filing date of a claimed invention shall not be prior art to
the claimed invention under subsection (a)(1) if—
―

(A) the disclosure was made by the inventor or joint inventor or by another who obtained the subject
matter disclosed directly or indirectly from the inventor or a joint inventor; or

―

(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the inventor or a
joint inventor or another who obtained the subject matter disclosed directly or indirectly from the
inventor or joint inventor.

Avoid prior art by:
•

“Joint Inventor” status
― Statute permits avoidance of prior art under 35 U.S.C. § 102(a)(1) if the inventor of
related subject matter is named as a “joint inventor”

― Possible strategy: After initial filing without “joint inventor” continuation-in-part can be filed to
combine full disclosures of both applications and claims of both applications and with inventor
nomination of both.

•

30

“Common Ownership” status
― § 102(b)(2)(C) Exception

― Eliminates patents and applications as prior art, for purposes of novelty and obviousness, where
the disclosed subject matter and claimed inventions were commonly owned or subjected to
common assignment by the time of the effective filing date.
30

“Of Another”
• Trans Ova Genetics, LC v. XY, LLC, No. 2019-2312 (Fed. Cir. Sept. 8, 2020) Rule
36 affirmance of IPR2018-00250

Patent
• Named
inventors: Lu,
Cran, Seidel,
Suh
• Green data
table
(uncited)
• Incorporates
Lu article by
reference
31

Reference
• Lu, Cran,
Seidel with
Green data
table

•

PTAB FWD: Claims not
unpatentable; Lu not
established as available prior
art.


Green’s contribution to the
reference was insufficient
for authorship;
characterized as a COGENT
lab technician.



“The decision not to name
Mr. Green as an inventor
strongly suggests that Mr.
Green did not make an
inventive contribution to
Lu’s Table 3.”



Lu was not “of another,”
which it needed to be to be
available as prior art.

From Oral Hearing
•

Judge Clevenger:


“Can I tell you something? In my mind, neither one of you wanted to know the answer to that
question. It's one of those classic questions in litigation where there’s a question you ask and if
you get the wrong answer you lose.”



So, both companies decided “not to ask the question and instead to live with the consequences
of the circumstantial evidence that sort of grows around the subject.”



Counsel for Trans Ova argued that the parties didn't know Green's involvement would weigh so
heavily on the outcome of the case until later on, to which Judge Clevenger responded, “That’s
where one party might call Cogent and find out what's going on.” “Cogent is very available,” the
judge said of the company that Green worked for. “Cogent obviously knows what Green did or
didn't do, and either one of you could have gone to them if you couldn't find Green. Neither side
really wanted to know what Green did.”

•

As reported in 'You Lose,' Fed. Circ. Judge Says In Cattle Breeding IP Fight - Law360
https://www.law360.com/articles/1307822/print?section=ip

•

Result: TransOva, the petitioner, lost, had the burden to prove that Lu article was the work
of another and, by hiding head in sand, failed to meet that burden.
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Another Way to Avoid Prior Art
•

“Collaborative” status
•

§ 102(c) COMMON OWNERSHIP UNDER JOINT RESEARCH AGREEMENTS.—
― Subject matter disclosed and a claimed invention shall be deemed to have
been owned by the same person or subject to an obligation of assignment to
the same person in applying the provisions of subsection (b)(2)(C) if—
― (1) the subject matter disclosed was developed and the claimed invention
was made by, or on behalf of, 1 or more parties to a joint research
agreement that was in effect on or before the effective filing date of the
claimed invention;
― (2) the claimed invention was made as a result of activities undertaken
within the scope of the joint research agreement; and
― (3) the application for patent for the claimed invention discloses or is
amended to disclose the names of the parties to the joint research
agreement.

33
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Caution

34

•

Collaboration or joint research agreement may allocate ownership by
inventorship:
• to one of the parties;
• to both of the parties; or
• to a new entity created and owned by the parties.

•

May complicate prosecution/enforcement rights.

•

Collaboration or joint research agreement may allocate ownership by
subject matter:
• to one of the parties;
• to both of the parties; or
• to a new entity created and owned by the parties.

•

May complicate assignments and patent application filings.

34

Other Issues Implicated by Ownership
• Double patenting.
•

Commonly owned patents (see 37 CFR 1.321(c))

•

Patents not commonly owned but subject to joint research agreements (see 37
CFR 1.321(d))

•

Exclusive licensee with all substantial rights (e.g., Immunex v. Sandoz (Fed. Cir.
2020))

• Standing to sue for infringement (e.g., Abraxis v. Navinta (Fed. Cir.
2010)).
• Preexisting obligations to assign to third parties.

35
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Common Inventors But Not Common Ownership
After Inventor Changes Employers
In re Hubbell, 709 F.3d 1140 (Fed. Cir. 2013)

36

•

Inventors Hubbell and Schense at CalTech.

•

Hubbell and Schense left CalTech to join ETHZ.

― Research resulted in ‘509 application (earliest priority April 3, 1997), patent
assigned to CalTech.
― Research resulted in ’685 patent (earliest priority August 27, 1998), patent
assigned to ETHZ and Universitat Zurich, and issued first.

•

Examiner rejected ’509 application (genus claims) based on ODP over
’685 patent (later-filed, earlier-issued species claims) and Board
affirmed.

•

FC: Affirmed.

― No common ownership or JRA, so terminal disclaimer not available.
― No two-way obviousness analysis: Hubbell partially responsible for
delay that caused ’685 patent to issue first.

Exclusive Licensee With All Substantial Rights
• Immunex v. Sandoz (Fed. Cir. July 1, 2020)
•

Patent owner Hoffmann-La Roche, its exclusive licensee Immunex, and exclusive
sublicensee Amgen Manufacturing, initiated an infringement action against Sandoz
pursuant to the BPCIA
― Sandoz had filed a Biologics License Application seeking approval to market a biosimilar
version of Immnex’s biologic drug, Enbrel®

•

•

37

Sandoz argued that the patents were invalid, inter alia, for obviousness-type
double patenting (OTDP) over several patents filed by Immunex in the years
leading up to and shortly after the approval of Enbrel®.

Issue: Was an agreement entered into by Roche and Immunex a licensing
agreement or an effective assignment of all substantial rights?

37

Exclusive Licensee With All Substantial Rights
•

38

Content of agreement:
•

Immunex received a paid-up, irrevocable, exclusive license to the patents, as well as
the sole right to grant sublicenses and to make, have made, use, sell, offer for sale, and
import products covered by the patents; granted the sole right to prosecute patent
applications, the first right to rectify infringement of the licensed patents by instituting
suit or sublicense, and the right to retain the entirety of any damages award result from
such an infringement suit; received an option to purchase an assignment of the patentsin-suit upon request for $50,000 (very small portion of the value of the license);
Immunex, however, may not assign its rights in the patents to a third party without
Roche’s consent.

•

Roche retained the right to practice the patents only for internal, non-clinical research,
as well as a secondary right to sue for infringement should Immunex fail to rectify
infringement within the 180 days following written notification from Roche—at that
time, Roche would have the sole right to rectify infringement, exclusive of Immunex,
and to retain the entirety of any damages award resulting from such an infringement
suit.
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Exclusive Licensee With All Substantial Rights
•

39

FC: No double-patenting because Immunex and Roche did not “commonly
own” the patents-in-suit.
•

“We conclude only that where one of the rights transferred is the right to prosecute the patent
at issue, identification of the effective ‘patentee’ is informative in evaluating whether the
patents are ‘commonly owned for purposes of [OTDP].”

•

“All substantial rights” test: look to the totality of the agreement and consider factors such as
the scope of the licensee’s right to sublicense, the nature of the license provisions regarding
reversion of rights, the duration of the license grant, and the nature of any limits on the
licensee’s right to assign its interests in the patent, but the focus is on enforcement and
alienation (see, e.g., Alfred E. Mann Found. for Sci. Research v. Cochear Corp., 604 F.3d 1354
(Fed. Cir. 2010).

•

Although the right to prosecution was transferred to Immunex, the secondary right to sue,
which when vested, triggers Roche’s exclusive right to rectify infringement, made clear that
Roche did not transfer all substantial rights in the patents-in-suit to Immunex.

•

Roche’s secondary right was not illusory because Immunex was divested of its right to sue or
sublicense following expiration of the 180-day notice period.

•

“Immunex also may not assign its rights in the patents-in-suit to a third party without Roche’s
written consent. This restriction on alienation of rights is a further indication that Roche
transferred less than all substantial rights in the patents-in-suit.”
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Inventorship

Ownership

Standing

Lone Star Silicon Innovations LLC v. Nanya Tech. Corp., 925 F.3d 1225 (Fed. Cir.
2019)
― Advanced Micro Devices Inc. (AMD) was originally assigned the asserted patents.
― AMD executed an agreement that purported to transfer “all right, title and interest” in the patents to
Lone Star.
― (i) Lone Star could only assert the patents against “Unlicensed Third Party Entities” listed in the
agreement;
― (ii) new entities could only be added if both Lone Star and AMD agreed to them;
― (iii) if Lone Star sought to sue an unlisted entity, AMD reserved the right to offer that entity a
sublicense;
― (iv) AMD could prevent Lone Star from assigning the patents or allowing them to enter the public
domain;
― (v) AMD and its customers could practice the patents; and
― (vi) AMD shared revenue Lone Star generated through its monetization efforts.
― DC: plaintiff lacked “all substantial rights” and therefore could not assert the patent on its own, but it
vacated and remanded for the district court to consider whether joinder of the original patentee was
feasible.
― FC: Affirmed that the limitations in the agreement prevented the transfer of “all substantial rights” in
the patents, and that Lone Star accordingly lacked the ability to assert the patents on its own, but
vacated and remanded, finding Rule 19 required the district court to consider whether joinder of AMD
was feasible.

Note: Patent knocked out in IPRs, aff’d by CAFC.
40

Inventors Move to New Employer
•

Bio-Rad Labs., Inc. v. ITC, 2021 996 F.3d 1032 (Fed. Cir. 2021)
• 2010: Two named inventors, Hindson and Saxonov, worked for QuantaLife.

•

2011: Bio-Rad acquired QuantaLife, and Hindson and Saxonov became Bio-Rad employees.

•
•

April 2012: Hindson and Saxonov left Bio-Rad and formed 10X Genomics.
August 2012: 10X Genomics filed patent applications directed to gene sequencing technology
using “capsule-in-capsule” and “capsule-in-droplets” architecture.
January 2013: Inventors of the asserted patents, including Hindson and Saxonov, conceived of a
different architecture—“gel bead in emulsion” (GEM)—used in the claimed inventions.

•

41

― Each signed an agreement to “ disclose promptly to the Company the full details of any and all ideas …
that Employee conceives, develops or creates alone or with the aid of others during the term of
Employee’s employment with the Company” and “(b) Employee shall assign to the Company, without
further considerations, Employee’s entire right to any IP described in the preceding subsection, which
shall be the sole and exclusive property of the Company whether or not patentable.”
― Each signed another assignment agreement stating, “[a]ll inventions (including new contributions,
improvements, designs, developments, ideas, discoveries, copyrightable material, or trade secrets)
which I may solely or jointly conceive, develop or reduce to practice during the period of my
employment by Bio-Rad shall be assigned to Bio-Rad.”

•

10X sued Bio-Rad for infringement and filed complaint in the ITC.

•

Bio-Rad: if Hindson and Saxonov had ideas while at Bio-Rad or QuantaLife contributing to the
post-employment inventions at issue, those contributions make them co-inventors and the
assignment provisions required assignment of their co-ownership interest to Bio-Rad.
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No Claim to Post-Employment Inventions
•

Bio-Rad v. ITC (con’t)
• ITC: Bio-Rad infringed 10X Genomics’ patents.

― Rejected Bio-Rad’s co-ownership affirmative defense.
― Inventors had not conceived of the inventive concept of the asserted patents before
leaving Bio-Rad.
― The applicable contracts did not “‘govern[] future inventions’ merely because the future
inventions ‘are based on or developed from work done during employment.’”
― The “ideas” Bio-Rad identified that Hindson and Saxonov worked on while employed were
too “generic” in that they did not include the specifics required by the asserted patent
claims.
― Many of the identified ideas were disclosed in another patent, naming Saxonov as an
inventor, assigned to Bio-Rad.

•

FC: Affirmed.
― Rejected Bio-Rad’s co-ownership defense.

― Agreements limited by their terms to IP created during the employee’s employment
term.
― CA state laws governing the assignment provisions supported its decision.
― No joint inventorship where the inventors merely worked on the “overall, known
problem … that was the subject of widespread work in the art.”
― Relevant ideas were in the published art by January 2013 or by then were readily
available to the co-inventors of the asserted patents.
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Assignment of Post-Employment Inventions
•

Whitewater West Indus., Ltd. v. Alleshouse, 981 F.3d 1045 (Fed. Cir. 2020)
• 2007-Aug. 2012: Alleshouse worked for Wave Loch, now Whitewater.
• Sept. 2012: Alleshouse and Yeh formed Pacific Surf Designs.
• Oct. 2012: Alleshouse and Yeh filed patent applications with themselves
as named inventors
• 2015-2017: patent issue and are assigned to Pacific Surf Designs.
• DC: Alleshouse breached the assignment provision of his employment
agreement and Whitewater was therefore entitled to assignment of the
patents and Yeh was improperly joined as an inventor.
• FC: Reversed.
― Inventions at issue conceived after Alleshouse left Wave Loch.
― Alleshouse did not use any trade secret or confidential information
belonging to Wave Loch.
― The assignment provision applies to post-employment inventions.
― The assignment provision is void under CA state law; too broad.
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Inventorship Initially Determines Ownership
in the U.S., But It Can Be Contracted Away
•

SiOnyx LLC v. Hamamatsu Photonics K.K., 981 F.3d 1339 (Fed. Cir.
2020), reh’g denied (Feb. 24, 2021)





NDA clause, “[t]he Receiving Party acknowledges that the Disclosing Party . . . claims ownership of
the Confidential Information disclosed by the Disclosing Party and all patent, copyright, trademark,
trade secret, and other intellectual property rights in, or arising from, such Confidential
Information.”

DC: Carey is a co-inventor of the Disputed U.S. Patents, and since Hamamatsu
breached its Non-Disclosure Agreement (“NDA”) with SiOnyx, SiOnyx is entitled to
sole ownership of the Disputed U.S. Patents.
FC: Sole ownership proper even though co-inventors came from both parties.
― Ownership is determined by the NDA and Hamamatsu failed to show that any
Hamamatsu confidential information undergirded the patents at issue.
― Also, the district court erred in failing to grant SiOnyx sole ownership of the
Disputed Foreign Patents.


•

“[B]ecause the Disputed U.S. Patents claim priority from Hamamatsu’s Japanese patent
applications, the Japanese applications must be for the same inventions as the Disputed U.S.
Patents.”

So, even though both parties ended up with co-inventors on the disputed US and foreign patents,
SiOnyx ended up as the sole owner of all those patents. The proofs established that confidential
information relating to the patents came solely from SiOnyx. Hence, the terms of the NDA led to SiOnyx
being the sole owner of all disputed patents.
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Error in Assignment Did Not Prevent Transfer from
Employer Back to Inventor
•

Schwendimann v. Arkwright Advanced Coating, Inc., 959 F.3d 1065 (Fed.
Cir. 2020)
 1992-2001: Schwendimann worked at American Coating Technologies (ACT).
 1998-2000: Schwendimann and Nasser filed two patent applications with
both named as inventors.
 1999: Schwendimann filed a third patent application naming only herself.
 1998-2000: Schwendimann and Nasser assigned all 3 applications to ACT.
 2001: ACT transferred assignment of its patent applications to
Schwendimann to satisfy its outstanding debt to her ("2001 Security
Agreement").
 Jan. 2003: Attorney prepared assignment of one of the joint inventor
applications, and Nasser signed on behalf of ACT. Filed with USPTO.
― Assignments for other two applications drafted but never signed.

 Dec. 2003: Documents filed with USPTO instructing to record assignment of
the other joint inventor application, but WRONG assignment filed; USPTO
records show assignment to Schwendimann.
 2011: Schwendimann aware of mistake, and ACT assigned all 3 applications
to Schwendimann (“2011 Assignment”), recorded with USPTO.
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Error in Assignment Did Not Prevent Transfer from
Employer Back to Inventor
•

Schwendimann (con’t)
 2011: Schwendimann sued Arkwright for infringement.
 Arkwright: Schwendimann lacked standing because did not own patents.
 Jury trial: Willful infringement.
 FC: Affirmed.
― Original patent owner’s transfer to the plaintiff was valid despite an
error in filing the assignment of ownership at the USPTO because the
parties intended to make the deal and under MN state law, contracts are
construed consistent with the parties’ intent.
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Inventor Signs Multiple Assignments?
Bd. of Trs. of the Leland Stanford Junior Univ. v. Roche Molecular Sys., 583 F.3d
832 (Fed. Cir. 2009), aff’d, 563 U.S. 776 (U.S. 2011)

Facts:

•
•

― 1988: Dr. Holodniy joins Stanford lab and signs patent agreement in
which he “agrees to assign” patent rights.
― 1989: Dr. Holodniy signs Cetus Visitor Confidentiality Agreement that
“hereby assigns” patents developed as consequence of visit.
― 1991: Stanford researchers invent diagnostic use of PCR assay.
― 1991: Roche acquires Cetus PCR assets.
― 1992: Stanford applies for patent on diagnostic use of PCR assay.
― 1995: Dr. Holodniy executes assignment to Stanford.
― 2000: Stanford offers Roche exclusive license, but none executed.
― 2005: Stanford files claim against Roche for patent infringement.

DC: Upholds Stanford’s ownership of patents.
FC: reversed.
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Stanford v. Roche (cont’d)
Dr. Holodniy’s agreements:
―1988: Copyright & Patent Agreement with
Stanford.
― “agree to assign” rights to future inventions

―1989: Visitor Confidentiality Agreement with
Cetus.
― “do hereby assign” inventions devised “as a
consequence of” work at Cetus

―1995: executes assignment to Stanford.
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Federal Circuit
“Agree to assign” is not immediate transfer of expectant interests,
so Stanford only received equitable rights against Dr. Holodniy.
“Do hereby assign” effects a present assignment, so Cetus
immediately gained equitable title to Dr. Holodniy’s inventions as
soon as made.
At latest, once patent application filed, legal title vests based on
“hereby assigns.”
Therefore, Cetus’s equitable title converted to legal title upon 1992
parent application.
Dr. Holodniy had nothing to assign in 1995.
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Best Practices To Avoid Pitfalls In Defending
Against Infringement and Enforcing Patents
•

Joint inventorship
•

•

The more robust the record-keeping, the better it will be for arguing your client should have been
named a co-inventor or that a third party does not have a claim to inventorship.

Common ownership
•

•

Language of the assignments/contracts will determine

Former Employee Inventors
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•

Language of the assignments

•

State law may be factor

Take-away: Watch For An Overlapping Inventorship –
Trigger ODP But Preclude Filing TD
How to avoid:
•

When inventors leave company, expeditiously prosecute all their
pending patent applications and present and prosecution any unfiled
subject matter they invented.

•

Use of Non-Compete Agreements or Assignments to retain ownership
of follow-on inventions.

How to use:
•
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When inventors join company, expeditiously prosecute species and
improvement patents to bar the inventor’s former employer’s genus
claims.

Lessons from Recent Decisions Addressing Issues
Related to Collaboration in Invention
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•

Figure out who contributed to the complete concept of the invention as defined by the
claims? Who contributed to reducing the invention to practice? Were there any special
technical skills required to reduce to practice?

•

Consider each claim of the application; an inventor needs to contribute only to one claim.

•

Differences in timing or place or amount of contribution do not matter for purposes of
determining inventorship.

•

Collaborators even before the alleged “date of conception” can be named as inventors.

•

Carefully evaluate the contribution of each researcher to the claimed invention, including
whether there was any contribution from earlier research that led to later verification of
the conception and the nature of the researchers’ collaboration.

•

A co-inventor’s prior public disclosure of certain aspects of the invention does not
necessarily negate his/her contributions to the claimed invention.

Lessons from Recent Decisions Addressing Issues
Related to Collaboration in Invention
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•

Patents resulting from collaborations among various researchers in different institutions
may have joint inventorship issues.

•

Impacts ownership, who has the right to make, use, offer to sell, and sell the claimed
invention, as well as who is needed to enforce the patent.

•

An exclusive license can trigger OTDP if the exclusive license is a de facto assignment,
transferring all substantial rights

•

Must be careful with what rights are transferred, particularly prosecution, enforcement
and alienation rights of the licensed patent

Steps For Counsel In Prosecution To Reduce The
Likelihood Of Ownership Pitfalls In Enforcement
 Review copies of all employment contracts of inventors.
 Review any evidence that listed inventors were hired to invent.
 Review copies of any assignments not available through USPTO.
 Did inventor(s) assign their rights to later-filed improvements,
divisional, continuation, continuation-in-part, and reissue
applications?
 Did inventor(s) agree to assist in prosecution of pending
applications?
 Is there any documentation pertaining to potential obligations
the inventors may have had to third parties?
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Thank You!

Contact Information:
Pier DeRoo
pier.deroo@finnegan.com
Adriana Burgy
adriana.burgy@finnegan.com
Andrew Renison
andrew.renison@finnegan.com
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