Presenting a live 90-minute webinar with interactive Q&A

Patent Infringement After Duncan Parking
Technologies: Doctrine of Equivalents, Claim
Construction
TUESDAY, SEPTEMBER 1, 2020
1pm Eastern

|

12pm Central | 11am Mountain

|

10am Pacific

Today’s faculty features:
Adriana L. Burgy, Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.
Mark J. Feldstein, Ph.D., Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.
Doris Johnson Hines, Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.
Tom Irving, Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.

The audio portion of the conference may be accessed via the telephone or by using your computer's
speakers. Please refer to the instructions emailed to registrants for additional information. If you
have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

Tips for Optimal Quality

FOR LIVE EVENT ONLY

Sound Quality
If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-877-447-0294 and enter your Conference ID and PIN when prompted.
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately
so we can address the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom
right of the slides. To exit full screen, press the Esc button.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about continuing education, call us at 1-800-926-7926
ext. 2.

Program Materials

FOR LIVE EVENT ONLY

If you have not printed the conference materials for this program, please
complete the following steps:
•

Click on the link to the PDF of the slides for today’s program, which is located
to the right of the slides, just above the Q&A box.

•

The PDF will open a separate tab/window. Print the slides by clicking on the
printer icon.

Disclaimer
These materials have been prepared solely for educational and entertainment
purposes to contribute to the understanding of U.S. intellectual property law. These
materials reflect only the personal views of the authors and are not individualized
legal advice. It is understood that each case is fact specific, and that the appropriate
solution in any case will vary. Therefore, these materials may or may not be relevant
to any particular situation. Thus, the authors and Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP (including Finnegan Europe LLP, and Fei Han Foreign Legal
Affairs Law Firm) cannot be bound either philosophically or as representatives of their
various present and future clients to the comments expressed in these materials. The
presentation of these materials does not establish any form of attorney-client
relationship with these authors. While every attempt was made to ensure that these
materials are accurate, errors or omissions may be contained therein, for which any
liability is disclaimed. The authors are indebted to Stacy D. Lewis, Law Clerk at
Finnegan, for invaluable help in preparing these slides.

Duncan Parking Technologies, Inc. v. IPS Group, Inc.,
914 F.3d 1347 (Fed. Cir. 2019)

Appeals from summary judgment grants of non-infringement
IPS’ U.S. Patent Nos. 8,595,054 and 7,854,310.
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U.S. Patent No. 8,595,054
U.S. Pat. 8,595,054
•
Claim 1. A parking meter device that is
receivable within a housing base of a single
space parking meter, the parking meter
device including:
•
a timer;
•
a payment facilitating arrangement …;
•
a display …;
•
a power management facility …;
•
a wireless communications subsystem …;
•
a keypad sensor …;
•
a coin slot …; and
•
a lower portion and an upper portion;
•
wherein … the lower portion of the parking
meter device is configured to have a shape
and dimensions such that the lower portion
is receivable within the housing base of
the single space parking meter; and ….

•

District court construed “receivable
within”
• as “capable of being contained
inside,” and
• applied construction to require
that the “entire lower portion" be
“receivable within the housing
base.”
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District Court: Summary Judgment of Noninfringement
of the ‘054 Patent
•
•

The entire lower portion not “receivable within” housing base;
the keypad extends through an opening in the lower portion of the housing.

Patent Embodiment

Accused Meter

base
housing
base

lower
portion
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Appeal Arguments re the ‘054 Patent
• IPS: district court construed “receivable within,” too narrowly,
requiring that the entire lower portion of the parking meter device
be contained inside the parking meter housing.
• Construction renders the preferred embodiment outside the scope
of claim 1. The card slot and the coin slot are accessible through
openings in the housing. “Thus, either the coin slot and card slot
comprise a ‘middle portion’ not defined by the claims or the
specification, or the district court's construction of ‘receivable
within’ is too narrow.”

• Duncan: the “plain meaning of ‘within’ is ‘inside,’ and IPS did not
choose to modify the term with the words ‘generally’ or
‘substantially.’” The coin slot is still inside the housing base. Also,
prosecution history estoppel bars IPS from asserting that claim 1
includes parking meter devices that are not entirely contained
within a housing.
9

The ‘054 Patent
Federal Circuit
•

Reversed regarding the ’054 patent and remanded to the district court for further
proceedings consistent with the Federal Circuit’s construction of the ’054 patent claim.

•

DC erred in construing claims too narrowly and excluded the preferred embodiment.
•

•

“The district court construed the term ‘receivable within’ as ‘capable of being contained inside,’ …
but upon applying the claim construction in its infringement analysis added a requirement that the
‘entire’ lower portion of the device must be contained within the housing, …effectively altering the
construction to ‘capable of being contained entirely inside.’ Thus, we read the district
court’s claim construction as meaning ‘capable of being contained [entirely] inside,’ but through
operation of the word ‘entirely,’ this construction is much narrower than the plain meaning of the
claim limitation and is unsupported by either the specification or the prosecution history of the '054
patent.”

No prosecution history estoppel.
•

“IPS's statements fall far short of the disavowal DPT urges. IPS distinguished the cited prior art—an
actual parking meter, not an insertable device—on the basis that it discloses a ‘self-contained unit,’
as opposed to the claimed device, which is ‘a retro-fit upgrade to existing parking meters.’ … IPS's
statements certainly do not amount to clear disavowal of parking meter devices not ‘completely’ or
‘entirely’ contained by a housing nor do we think the prosecution history sheds any light on the
proper interpretation of the claim.”
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The ‘054 Patent (con’t)
Federal Circuit
•

“we therefore hold that the term ‘receivable within’ should be
construed as ‘capable of being contained substantially inside’ the
housing base.”

•

“This construction is consistent with the plain meaning of the terms,
as well as the evidence from the intrinsic record that the inventors
aimed to design a parking meter device that could practically retrofit
an existing parking meter, not to create a device completely sealed
from the elements.”
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U.S. Patent No. 7,854,310
Claim 9. A parking meter comprising:
•

a housing comprising an intermediate panel set
and a cover panel, the cover panel being
movably attached to the intermediate panel
set, …, the first surface of the cover panel
having a first window and a plurality of
buttons that operate the parking meter upon
manipulation by a user, …; a module …
comprising …, and

•

(c) an electronic device electrically connected
to the sensor and the reader so as to receive
information electronically therefrom, the
electronic device comprising …,

•

(iii) a rechargeable battery electrically coupled
to provide power to the reader, the sensor, and
the electronic device, and

•

(iv) a solar cell operatively coupled with the
rechargeable battery to charge the
rechargeable batter[y], ….

•

District court construed “cover panel”
• as the “upper structural
component of the exterior
casing.”
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District Court: Summary Judgment of Noninfringement
of the ‘310 Patent
•
•

The accused device cover panel did not include a “plurality of buttons.”
The accused device “has a keypad that is part of the parking meter device
itself,” not “cover panel.”
Patent Embodiment

Accused Meter
cover panel

buttons
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Appeal Arguments re the ‘310 Patent
• IPS: district court “applied its construction of the term ‘cover panel’ as
‘the upper structural component of the exterior casing’ too narrowly,
relying on the preferred embodiment and the figures to limit the scope of
the claimed invention to a cover panel that swings open, as in Figure 4.”
• “the Liberty Meter's keypad, a part of the device itself that extends through
an opening in the housing base, meets the limitation of a ‘cover panel
movably attached to the intermediate panel set . . . [with] a plurality of
buttons’ because it is ‘slidably attached’ to the housing, which the '310
patent specification discloses as an alternative cover panel mechanism..”

• Duncan: the '310 patent discloses the cover panel as a singular
component, not as a collection of components, and as a part of the
housing, not the internal device as in the accused device. Also the keypad
is not "attached" to the intermediate panel set but is just in contact with
its outside surface.
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No Literal Infringement of the ‘310 Patent
Federal Circuit
• Affirmed grant of summary judgment of no infringement of the ‘310
patent.
• “The Liberty Meter's keypad is an extension of its device, and construing
part of the device as the cover panel is inconsistent with the claims of the
'310 patent.”
• “Nor is the Liberty Meter's keypad "attached" to an intermediate panel set,
as required by the '310 patent claims, simply by virtue of making contact
with its housing.”
• Reviewed only independent claims 1 and 9 and agreed with the district
court’s claim construction.

― “See Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 1546, 1552 n.9 (Fed. Cir. 1989)
(“One who does not infringe an independent claim cannot infringe a claim dependent
on (and thus containing all the limitations of) that claim.”)
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No DOE Infringement of the ‘310 Patent
• IPS: changing the location of the buttons from the cover panel to the
device itself is an insubstantial change, and thus the case should not
have been resolved on summary judgment.
• FC: Affirmed grant of summary judgment of no DOE infringement of the
‘310 patent.
•

The allegedly infringing device did not work in the same way as the claimed
invention.
― Application of the DOE would “essentially read out” and “essentially void” at least
one claim limitation, incorrectly “vitiating a claim limitation.”
― “the claim limitation requiring buttons to be located on the cover panel,

which is a part of the housing, not the device.”
― “Allowing IPS to greatly expand the scope of the ’310 patent claims, to cover

a parking meter with buttons located nearly anywhere on the outside of the
meter, would disserve members of the public who seek to avoid infringing
those claims.”
16

Take-Aways
•

Draft and prosecute with eye towards desired claim construction.
• Meaning of seemingly simply terms can have dispositive
consequences.
― Does “within” mean “entirely within” or “substantially
within”?
― Lack of definition in specification led to different
constructions at District Court and Federal Circuit.

•

Literal infringement undermined by limitations not necessary to
distinguish over prior art.
• Define claim based on inventive concept, distinct from prior art,
without over-defining based on preferred embodiments.
• Cover potential competitors and commercially viable options

•

DOE is a limited backup.
• Prosecute to leave room for DOE without vitiating a claim
limitation.
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How To Avoid The Fate of the Patent Owner In
Duncan Parking
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Be Own Lexicographer:
Control the Claim Construction
• “The specification is always highly relevant to claim construction and is the single best
guide to the meaning of a claim term in dispute.”

• Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)(en banc)
• PTAB relying on dictionary definitions when cannot find guidance in spec.

Who do you want to decide?
You?
Or a district court judge or PTAB panel influenced by
opposing counsel?
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Disclose and Claim Broadly To Avoid Having
Preferred Embodiment Read Into Claim
•

Principles in tension
― “[A] court may not read into a claim a limitation from a preferred
embodiment, if that limitation is not present in the claim itself.” Bayer AG
v. Biovail Corp., 279 F.3d 1340, 1348 (Fed. Cir. 2002)
― "When the preferred embodiment is described in the specification as the
invention itself, the claims are not necessarily entitled to a scope broader
than that embodiment." SciMed Life Sys. v. Advanced Cardiovascular Sys.,
242 F.3d 1337 (Fed. Cir. 2001), quoting Modine Mfg. Co. v. United States
Int'l Trade Comm'n, 75 F.3d 1545, 1551 (Fed. Cir. 1996).
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Describing In Only One Way May Mean
Enforcement Limited To One Embodiment
•

Honeywell Int’l, Inc. v. ITT Industrials, Inc., 452 F.3d 1312 (Fed.
Cir. 2006)
― Limitation: “fuel system component.”
― DC: SJ of noninfringement
― Claim scope limited to a fuel filter only because the written description expressly
refers to the filter as “this invention.”

― FC: Affirmed
― Cited Phillips.
― Construction based on language in specification: “the written description uses
language that leads us to the conclusion that a fuel filter is the only ‘fuel
injection system component’ that the claims cover, and that a fuel filter was not
merely discussed as a preferred embodiment. On at least four occasions, the
written description refers to the fuel filter as ‘this invention’ or ‘the present
invention’”
― “No other fuel injection system component with the claimed limitations is
disclosed or suggested.”
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“Clear Disavowal”
•

As a general rule, the ordinary and customary meaning
controls unless “a patentee sets out a definition and acts as
his own lexicographer, or ... the patentee disavows the full
scope of a claim term either in the specification or during
prosecution.” Thorner v. Sony Comput. Entm’t Am. LLC, 669
F.3d 1362, 1365 (Fed. Cir. 2012).
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Don’t Disavow Claim Scope
•

Poly-America, L.P. v. API Industries, Inc., 839 F.3d 1131 (Fed. Cir. 2016)
― Claim 10. An elastic drawstring trash bag comprising:
― a polymeric bag comprised of a first panel and a second panel, the first panel and the second panel joined at
a first side, a second side, and a bottom, a first hem …, a second hem …, the first panel, the first elastic
drawstring, the second panel, and the second elastic drawstring inseparably joined together at a first short
seal and at a second short seal, and a first access cutout along the upper edge of the first panel and a second
access cutout along the upper edge of the second panel, ….
― FC: Affirmed construction of “short seals” as required to extend inwardly; no infringement because API's accused
bags are conventional drawstring trash bags with short seals that are substantially aligned with the side seal.
― Based on statements in abstract, background, summary, and description of invention.

― “clear and unequivocal statements that the inventor intended to limit the claimed invention to a trash bag with
‘short seals’ at its upper corners that extend inwardly to narrow the bag’s upper opening.”

― Also during prosecution, argued patentability based on narrower upper opening.
― “Disavowal can be effectuated by language in the specification or the prosecution history. …In either case, the
standard for disavowal is exacting, requiring clear and unequivocal evidence that the claimed invention
includes or does not include a particular feature.”
― “an inventor may disavow claims lacking a particular feature when the specification describes ‘the present
invention’ as having that feature. … Every embodiment described in the specification has inwardly extended
short seals and every section of the specification indicates the importance of inwardly extended short seals.
These two facts provide together a proper reason to limit the claims in this way.”
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Clear Disavowal From Statements
In IPR
•

Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353 (Fed. Cir. 2017)

― After PTAB denied IPR on claims 2, 4, 21, and 23 of ‘412 patent, Aylus filed notice of voluntary
dismissal in district court as to all asserted claims except 2 and 21.
― DC: Granted summary judgment of no infringement.

― Claim limitation “wherein the CPP logic is invoked to negotiate media content delivery between the MS and
the MR” not present in accused method.
― Construed to “require that only the CPP logic is invoked …” (not both the CP and CPP).
― “relied on statements made by Aylus in its preliminary responses to Apple’s petitions for IPR of the
’412 patent, finding the statements ‘akin to prosecution disclaimer.’”
• “Aylus’s repeated statements that claims 2 and 21 ‘require that . . . only the control point
proxy logic[] be invoked,’”

― FC: Affirmed.

― “statements made by a patent owner during an IPR proceeding can be relied on to support a
finding of prosecution disclaimer during claim construction.”
― “Extending the prosecution disclaimer doctrine to IPR proceedings will ensure that claims are
not argued one way in order to maintain their patentability and in a different way against
accused infringers.
― “Aylus’s statements in the IPR proceeding are a clear and unmistakable surrender of methods
invoking the CP logic in claims 2 and 21, and based on these disclaiming statements, we see
no error in the district court’s claim construction or its grant of summary judgment of
noninfringement.”
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Patent Profanity: What Is It?
– Chief, Majority
– Vital
– Critical, Essential, Necessary
– Fundamental
– Solely, Only, Is
– Important
– Main

–
–
–
–
–
–
–
–

Principal
Significant
Surprising
Unexpected (?)
All (?)
Only (?)
Each (?)
“The invention is…” or “This
invention…”
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Case Examples Where Profanity
Hurt Patent Owner
• “Very important”

– Inpro II Licensing, S.A.R.L. v. T-Mobile USA, Inc., 450 F.3d 1350 (Fed. Cir. 2006)

• “Critical,” “Special,” “Peculiar,” “Superior”

– Bayer AG v. Elan Pharmaceuticals Research Corp., 212 F.3d 1241 (Fed. Cir. 2000)

• “Critical,” “Essential,” “Key”

– Pharmacia & Upjohn Co. v. Mylan Pharmaceuticals, Inc., 170 F.3d 1373 (Fed. Cir. 1999)

• “Necessary”

– Atofina v. Great Lakes Chemical Corp., 441 F.3d 991 (Fed. Cir. 2006)
• “it is necessary to have a catalyst containing solely chromium.”
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Best Of Both Worlds
No profanity for some embodiments

Profanity for some embodiments

- broad (fully supported) claim scope

- narrow claim scope

e.g., to catch design-arounds

e.g., to shore up § 112 support

Patent
application
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Narrow Construction Of Claim Based On
Specification: Killed By A Profanity And A Comma
•

Cultor Corp. v. A.E. Staley Mfg. Co., 224 F.3d 1328 (Fed. Cir. 2000)
― Claim: "polydextrose composition substantially free of bitter-tasting residual
compounds made by the process consisting essentially of" 3 steps, but did not
specify in the claims a citric acid catalyst.”
― Specifications read: the expression "water-soluble polydextrose" (also
known as polyglucose or poly-D-glucose) specifically refers to the watersoluble polydextrose prepared by melting and heating dextrose (also known
as glucose or D-glucose), preferably with about 5-15% by weight of sorbitol
present, in the presence of a catalytic amount (about 0.5 to 3.0 mol %) of
citric acid.
― Yikes: compare with no comma: preferably with about 5-15% by weight of
sorbitol present in the presence of a catalytic amount (about 0.5 to 3.0
mol %) of citric acid.
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Narrow Construction Of Claim Based On
Specification
•

Cultor (con’t)
― Cultor: "polydextrose" in its ordinary meaning, to persons of skill in
the art, is not encumbered by the nature of the catalyst, and thus is
not limited to the specific acid catalyst actually used in its
production.
― FC: Construed "water-soluble polydextrose" as limited to polydextrose
produced with citric acid as a catalyst, both for literal infringement
and for infringement under the doctrine of equivalents. Clearly, that
was based on the unfortunate “comma”: noted on the previous
slide.
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Prosecute Carefully (Or Else)
•

Viskase Corp. v. American National Can Co., 261 F.3d 1316 (Fed. Cir.
2001)
•

Claim term = “density below about 0.91 g/cm3”

•

Accused films either 0.912 g/cm3 or 0.908 g/cm3

•

•

DC: means densities between 0.905 and 0.914, based on the convention that numbers in this
range would be rounded to 0.91.
FC: means "below about 0.910 g/cm3” because once during prosecution, Viskase used 0.91
with a zero in the third decimal place to distinguish a prior art copolymer “having a density
range of "0.910 to 0.940 g/cm3.“
―

―

Interpreted such use as indicating Viskase treated 0.91 as if it were 0.910
“clear that the prosecution argument to distinguish Shibata was presented as
necessary to draw a line in this crowded field of technology, and that Viskase drew the
line between ‘very low density’ and other polyethylenes at 0.910 g/cm3”
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Choose Claim Terms Carefully
•

Test by analyzing “design around” possibilities from viewpoint of infringer.

•

Determine necessity of each term.
― Make sure that each independent claim recites clearly ONLY that which is required.

•

Identify where each term is defined in specification.

•

Identify ambiguity and eliminate it!
― Ascertain whether an infringer could “misconstrue” the applicant’s intended
meaning of any term.

•

Is every term used consistently?

•

The mantra: Necessary, clearly defined, and consistently used
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§112 Claim Drafting Considerations
•

More than one type of claim may be used in an application

•

No matter what type, the claim should be supported in the
specification, self-contained in the body of the claim, and, most
importantly, complete

•

Allen Engineering Corp. v. Bartell Indus., 299 F.3d 1336 (Fed. Cir.
2002)
― FC: claim ending in the middle of a limitation (“coupled to said
gearbox means by rigid…”) is indefinite because it is impossible to
discern the scope of such a truncated limitation.

•

Note: Smart Wearable v. Microsoft, 2017 WL448616 (W.D. Va Jan. 1, 2017) – it still happens!
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§112 Claim Drafting Considerations
• Allen (con’t)
― Claims read: "its gear box only in a plane perpendicular to said
biaxial plane.“
― However specification described structure as "gearbox … cannot
pivot in a plane perpendicular to the biaxial plane."
― Allen argued that one of skill in the art would understand that the
term "perpendicular" in the claim should be read to mean "parallel."
― FC: “Allen stretches the law too far.”
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Drafting for Literal Infringement
•

Focus on objective of literal infringement (by single actor).
― Specification acts as a dictionary for the claim terminology.
― If broad meaning for a term intended, set forth a broad definition in the specification.
― Alternatively, consider embodiments with narrower definitions.
― Consider crafting definitions to address concerns about related prior art.
― Use specification to eliminate uncertainty.
―

Athletic Alternatives, Inc. v. Prince Manufacturing, Inc., 73 F.3d 1573, 1581 (Fed. Cir. 1996): when there is an equal choice between a broad and a narrow meaning of a claim, the public notice function is better served by interpreting the claim more narrowly.

― Use specification to describe how claims will be infringed.
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35 U.S.C. §271
•

(a) Except as otherwise provided in this title, whoever without authority
makes, uses, offers to sell, or sells any patented invention, within the
United States, or imports into the United States any patented invention
during the term of the patent therefor, infringes the patent.

•

(b) Whoever actively induces infringement of a patent shall be liable as
an infringer.

•

(c) Whoever offers to sell or sells within the United States or imports into
the United States a component of a patented machine, manufacture,
combination, or composition, or a material or apparatus for use in
practicing a patented process, constituting a material part of the
invention, knowing the same to be especially made or especially adapted
for use in an infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial noninfringing use, shall
be liable as a contributory infringer.

Direct infringement

Induced infringement

Contributory
infringement
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Infringement
•

Direct infringement generally requires a single actor to practice every
element of a patent claim.

― When more than one actor practices every element, direct infringement is
still possible if all steps are attributable to one person.

•

Indirect infringement requires a showing of underlying direct
infringement.
― Induced infringement – one actor induces another to practice
the claimed invention.
― Contributory infringement – one actor contributes a material
part of the claimed invention to be used by another.

• Divided infringement is a form of direct infringement: Combined
actions of multiple parties (as compared to a single party satisfying all
elements of the claim).
― Does not require proof of knowledge or intent.
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Akamai: Setting the Stage for
Expanded Direct Infringement Liability
•
•

Akamai Technologies, Inc. v. Limelight Networks, Inc., 797 F.3d 1020 (Fed. Cir.
2015)(en banc)
On remand to Federal Circuit

― “Where more than one actor is involved in practicing the steps, a court must determine
whether the acts of one are attributable to the other such that a single entity is
responsible for the infringement.”
― “We will hold an entity responsible for others' performance of method steps in two sets
of circumstances:
― (1) where that entity directs or controls others' performance, and
― (2) where the actors form a joint enterprise.”

•

Federal Circuit reversed district court’s grant of JMOL of non-infringement.
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Akamai: Setting the Stage for
Expanded Direct Infringement Liability
•

Joint enterprise requires proof four elements:

― (1) an agreement, express or implied, among members of the group;
― (2) a common purpose to be carried out by the group;
― (3) a community of pecuniary interest in that purpose, among the members;
and
― (4) an equal right to a voice in the direction of the enterprise, which gives an
equal right of control.

•

Direction and control is satisfied when the single actor
― (1) “conditions participate in an activity or receipt of a benefit upon
performance of a step,” and
― (2) “establishes the manner or timing of that performance.”
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Travel Sentry, Inc. v. Tropp,
877 F.3d 1370 (Fed. Cir. 2017)
• Travel Sentry and its licensees sought summary judgment
of no direct infringement of Tropp’s patents.
• FC: Vacate and remand.

• Where divided infringement exists, the court must determine
whether the acts of one are attributable to the other such that a
single entity is responsible for the infringement.
• “[A] reasonable jury could conclude that TSA's performance of the
final two claim steps is attributable to Travel Sentry such that
Travel Sentry is liable for direct infringement under § 271(a).”
• Akamai “broaden[ed] the circumstances in which others” acts may
be attributed to an accused infringer to support directinfringement liability for divided infringement.
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Implications of Travel Sentry
•

Establish the manner/timing of another’s performance of
the claimed steps.

•

Instructions;

•

No obligation required;

•

Control.
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Inducement:
Basic Requirements
•

To prove induced infringement, the patent owner must show
that:
(i) there is direct infringement;
(ii) the accused infringer induced the infringement; and
(iii) the accused infringer knew or should have known that its actions
would induce actual infringement.

•

The required knowledge/scienter can be satisfied by either (i) actual knowledge of a
patent or (ii) willful blindness to the existence of a patent.

•

Requires knowledge that the induced acts constitute patent infringement and intent
to cause that infringement
41
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Intent In
Hatch-Waxman Act Cases
• Knowledge of the patent.

• Easily shown by the patents listed in the Orange Book and
the generic manufacturer’s paragraph IV certification.

• Knowledge that accused infringer intended its actions
to cause direct infringement.

• May be established by the instructions and information in a
drug label.
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§271(f)
•

Life Tech v. Promega, 137 S.Ct. 734 (U.S. Feb. 22, 2017)
― Patented kit includes five components, including a polymerase enzyme.
― Life Tech manufactured the polymerase enzyme in the U.S., shipped it to the UK,
assembled kit, and sold worldwide.
― Federal Circuit, 773 F.3d 1338 (2014): Infringement, the polymerase enzyme was
“a substantial component.”
― USSC: Reversed.
― Liability under § 271(f)(1) requires more than one component part of a
multicomponent patented invention to be shipped abroad for assembly, no matter
how important or critical that one component may be.”
― “substantial” is best understood in a purely quantitative sense.
― “substantial” must be more than one; a single component can never trigger
liability under § 271 (f)(1).
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271(f) Post-Promega
•

Claim 1. Element A including ingredients a, b and c; and element B including
ingredients m and n.
― Does the patented invention include 2 components (A+B)? or 5
(A+a+b+c+B+m+n)? or 4 (A+m+n or a+b+c+B)?
― Under Promega’s quantitative approach, § 271(f)(1) liability would
differ.
― What if Claim 1 further includes Element C which forms an aggregate
with element A for an added function - should element A together
with element C be considered the single component?

•

Claim 2. Element E including a, b, c and d.
― Is this a single component? Or is any combination of a, b, c and d a
single component?
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35 U.S.C. §271(g)
•

[w]hoever without authority imports into the United
States or offers to sell, sells or uses within the United
States a product which is made by a process patented in
the United States shall be liable as an infringer, if the
importation, offer to sell, sale, or use of the product
occurs during the term of such process patent. . . . A
product which is made by a patented process will, for
purposes of this title, not be considered to be so made
after—

1.
2.

it is materially changed by subsequent processes; or
it becomes a trivial and nonessential component of another
product.
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Single Entity Requirement Under 35 U.S.C. § 271(a-b)
Does Not Carry Over To § 271(g)
•

Syngenta Crop Prot., LLC v. Willowood, LLC, 944 F.3d 1344 (Fed. Cir. 2019)
― Willowood China purchases azoxystrobin from its Chinese supplier, Yang-cheng Tai He Chemicals
Corp. (“Tai He”), and sells it to Willowood USA, which then imports the azoxystrobin into the United
States.
― The azoxystrobin was manufactured in China by performing both steps of the claimed
process.
― DC: Neither Willowood USA nor Willowood China infringed Syngenta’s patent under § 271(g).
― § 271(g) requires every step of a claimed process to be performed by or attributable to a
single entity.
― FC: Reversed for Willowood USA, affirmed for Willowood China.

― § 271(g) does not require a single entity to perform all of the steps of a patented process for infringement
liability to arise.
― In contrast to § 271(a), infringement liability under § 271(g) is not predicated on direct infringement of the
patented process.

― “Section 271(a) covers all patented processes, whether or not they result in a product. Infringement under §
271(g) instead requires importation, sale, offer for sale, or use within the United States of a product made by a
patented process.”
― Willowood USA imported into the United States an azoxystrobin compound that was manufactured abroad
using the patented process.
― Willowood China did not import into the United States or sell or offer for sale in the United States the
azoxystrobin compound at issue.
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Patent Claim Drafting Considerations
•

Consider where infringement will occur to avoid extraterritoriality.

•

Try to draft claims that will be directly and literally infringed in
the U.S. by competitors.

•

Try to draft claims that will be directly and literally infringed in
the U.S. by one actor.
― Avoid divided infringement issue.

•

A method step performed outside the U.S. may mean no direct
infringement.
47

Example
• A method comprising reacting A with B to form C
and then reacting C with D to form E.
• What if A with B to form C is performed outside of
the U.S.?
• Does 35 USC §271(g) apply?
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Consider
•

A method for reacting D with C to form E, with
production of C being enabled in the specification.

•

A method for reacting A with B to form C, with
subsequent production of E being enabled in the
specification.

•

A method of forming E or C, with appropriate
enablement in the specification.
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Example Of Claim Drafted
To Avoid Extraterritoriality
Uniloc v. Microsoft,
632 F.3d 1292 (Fed. Cir. 2010)
• Uniloc’s ’216 patent is directed to a
software registration system to deter
“casual copying” of software.
• Uniloc’s system allows full use of the
software (in “use mode”) only if the
software installation is legitimate;
otherwise, the software runs in a
demonstration mode.
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Example Of Claim Drafted
To Avoid Extraterritoriality
• Claim 19:

•
A remote registration station incorporating remote
licensee unique ID generating means,
•
said station forming part of a registration system for
licensing execution of digital data in a use mode, said
digital data executable on a platform, said system
including local licensee unique ID generating means, said
system further including mode switching means operable
on said platform which permits use of said digital data in
said use mode on said platform only if a licensee unique ID
generated by said local licensee unique ID generating
means has matched a licensee unique ID generated by said
remote licensee unique ID generating means; and wherein
said remote licensee unique ID generating means comprises
software executed on a platform which includes the
algorithm utilized by said local licensee unique ID
generating means to produce said licensee unique ID.

Accused
registration
station located
in U.S.

No joint infringement
defense for claim 19.

Uniloc drafted claim to
capture infringement by a
single party - focuses
exclusively on the ‘remote
registration station,’ and
defines the environment in
which that registration
station must function.
51

Doctrine Of Equivalents
Literal scope of claim

Equivalents given
to patentee
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Graver Tank & Mfg. Co. v. Linde Air Products Co.,
339 U.S. 605 (1950)
•

Claim: a welding flux containing essentially a combination of alkaline earth
metal silicate and calcium fluoride.

•

Accused product substituted silicates of manganese, not an alkaline earth
metal, for silicates of magnesium, an alkaline earth metal used in the
patentee's product.

•

USSC: infringement can be found when the accused product “performs
substantially the same function in substantially the same way to obtain the
same result.”
• The accused flux containing manganese silicates infringed under the
doctrine of equivalents; the manganese silicates performed substantially
the same function as the magnesium silicates in substantially the same
way to obtain substantially the same result.
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Warner-Jenkinson Co. v. Hilton-Davis Chem. Co.,
520 U.S. 17 (1997)
•

Claim limitation: “at a pH from approximately 6.0 to 9.0”
•

Upper limitation included to avoid prior art.

•

Parties disagreed why lower limitation added.

•

Accused process had pH of 5.0.

•

Jury and CAFC found infringement under DOE.

•

USSC: Reversed and remanded.
•

“The determination of equivalence should be applied as an objective inquiry on an
element-by-element basis. Prosecution history estoppel continues to be available as a
defense to infringement, but if the patent holder demonstrates that an amendment
required during prosecution had a purpose unrelated to patentability, a court must consider
that purpose in order to decide whether an estoppel is precluded. Where the patent holder
is unable to establish such a purpose, a court should presume that the purpose behind the
required amendment is such that prosecution history estoppel would apply.”
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Judicial Limitations on DOE
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Narrow Claiming
•

[F]or a patentee who has claimed an invention narrowly,
there may not be infringement under the doctrine of
equivalents in many cases, even though the patentee
might have been able to claim more broadly.”

•

“[A]s between the patentee who had a clear opportunity
to negotiate broader claims but did not do so, and the
public at large, it is the patentee who must bear the cost
of its failure to seek protection for [a] foreseeable
alteration of its claim structure.”

•

Sage Products, Inc. v. Devon Industries, Inc., 126 F.3d
1420 (Fed. Cir. 1997)
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All Elements
• “If a theory of equivalence would vitiate a
claim limitation, however, then there can
be no infringement under the doctrine of
equivalents as a matter of law.”
― Tronzo v. Biomet, Inc., 156 F.3d 1154, 1160 (Fed. Cir. 1998)
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Dedication Disclosure
• “[W]hen a patent drafter discloses but declines to claim
subject matter, as in this case, this action dedicates that
unclaimed subject matter to the public. Application of the
doctrine of equivalents to recapture subject matter
deliberately left unclaimed would ‘conflict with the primacy
of the claims in defining the scope of the patentee's
exclusive right.’”
• Johnson & Johnston Assocs. Inc. v. R.E. Serv. Co., 285 F.3d
1046 (Fed. Cir. 2002)
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Eagle v. Slayback (Fed. Cir. May 8, 2020)
•

ANDA litigation regarding Slayback’s proposed generic to Eagle’s BALRAPZO® (bendamustine).

•

Claim 1 of ’796 patent: A non-aqueous liquid composition comprising:
•
•
•

bendamustine, or a pharmaceutically acceptable salt thereof;
a pharmaceutically acceptable fluid comprising a mixture of polyethylene glycol and propylene glycol, wherein the ratio of
polyethylene glycol to propylene glycol in the pharmaceutically acceptable fluid is from about 95:5 to about 50:50; and
a stabilizing amount of an antioxidant . . . .

•

Slayback’s proposed ANDA product includes polyethylene glycol and a second solvent instead of propylene glycol.

•

The second solvent in Slayback’s ANDA product was identified in the specification as an alternative to propylene glycol.

•

DC: Granted Slayback’s motion for judgment on the pleadings because disclosure-dedication doctrine barred any
assertion of DOE infringement.

•

Eagle argued that disclosure-dedication doctrine applies only when the entire embodiment as claimed is disclosed
•

•

“the specification does not specifically disclose the formulation proposed by Slayback, bendamustine, polyethylene glycol, Slayback’s
second solvent, and an antioxidant”

CAFC: Affirmed
•
•

“The specification repeatedly identifies—without qualification—[second solvent] as an alternative pharmaceutically acceptable fluid.”
“The disclosure-dedication doctrine does not require the specification to disclose the allegedly dedicated subject matter in an
embodiment that exactly matches the claimed embodiment.”
―

“Instead, we have held that the disclosure dedication doctrine requires only that the specification disclose the unclaimed matter “as an
alternative to the relevant claim limitation.”
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Narrowing Statements in Specification
•

“[I]f a patent states that the claimed device must be ‘non-metallic,’
the patentee cannot assert the patent against a metallic device on
the ground that a metallic device is equivalent to a non-metallic
device.”

•

“The unavailability of the doctrine of equivalents could be
explained… as the product of a clear and binding statement to the
public that metallic structures are excluded from the protection of
the patent.”

•

“[T]he foreclosure of reliance on the doctrine of equivalents in such
a case depends on whether the patent clearly excludes the asserted
equivalent structure, either implicitly or explicitly.”
― SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d
1337 (Fed. Cir. 200
1)
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Prosecution History Estoppel
•

“When the patentee has chosen to narrow a claim, courts may
presume… that the territory surrendered is not an equivalent of the
territory claimed.”
― Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535
U.S. 722 (2002) (emphasis added)

•

‘[A]mendment is not essential [to find estoppel] when argument is
made, and relied on, to distinguish the claimed subject matter from
the prior art”
― Canton Bio Medical, Inc. v. Integrated Liner Technologies, Inc.,
216 F.3d 1367 (Fed. Cir. 2000)
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Prosecution History Estoppel BONUS
•

Representations to foreign patent offices
―Tanabe Seiyaku Co., Ltd. v. USITC, 109 F.3d 726 (Fed.
Cir. 1997)
―Caterpillar Tractor Co. v. Berco, S.p.A., 714 F.2d 1110
(Fed. Cir. 1983)

•

Compliance with restriction requirement
―Merck & Co. v. Mylan Pharmaceuticals, Inc., 190
F.3d 1335 (Fed. Cir. 1999)
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Ensnarement
• Wilson Sporting Goods Co. v. David Geoffrey & Assocs., 904 F.2d
677, 683 (Fed. Cir. 1990).
• “A patentee may not assert ‘a scope of equivalency that would
encompass, or ensnare, the prior art.’”
• First step: Construct a hypothetical claim that literally covers the accused
product
• Second step: Determine whether the patentee has carried its burden of
persuading the court that the hypothetical claim is patentable over the
prior art
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Prosecution Tips To Avoid Limitations On
DOE
•Claim drafting: aim for “Goldilocks” claims from the start
•

Too board: narrowing amendments limit DOE (Festo).

•

Too narrow: construed as limited to narrow scope (Duncan Parking).

•

Claim all disclosed alternatives (Johnson & Johnston).

•Specification drafting
•

Avoid narrowing characterizations of the “invention.”

•

Focus on “embodiments” and include lots of them.

• Prosecution
•

Attack prima facie case without characterizing claims.

•

Avoid “kitchen sink” approach to arguments.

•

Coordinate consistent approach US and OUS.
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Summary:
Keep Enforcement In Mind When Drafting Claims
•

Consider who will infringe the claims and how infringement will be
proven.

• Amgen, Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313 (Fed. Cir.
2003)

•

Goal: claims that will be directly and literally infringed by competitors.

•

Avoid difficulties of proving infringement under doctrine of equivalents.

•

Deny your competitor the additional defenses to induced and
contributory infringement (knowledge, intent, etc.).

•

Avoid having to take extensive third party discovery, especially of your
own customers or prospective customers.
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