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Fraud in Trademark Applications and
Registrations: History, Background, and
Pleading Basics

Lesley McCall Grossberg
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Background
Fraud in Trademark Registrations
• Section 14(3), 15 USC § 1064(3), of the
Lanham Act permits cancellation of a
trademark registration at any time if the
registration “was obtained fraudulently”
•

“Obtained” =
– Procurement of initial registration
– Maintenance of a registration (Section 8)
– Renewal of a registration (Section 9)
– Claim of incontestability (Section 15)
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Background
Fraud in Trademark Applications
• No applicable statute or rule
• Authority in case law
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Definition
Fraud occurs when an applicant or registrant
knowingly makes a false, material representation
of fact with the intent of obtaining or maintaining a
trademark registration to which it is otherwise not
entitled.
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When to Plead Fraud

TTAB
•
•
•
•

Court

Notice of Opposition
•
Petition to Cancel
•
Counterclaim
Affirmative defense to •
opposition – unclean
hands based on fraud of
opposer in maintaining •
asserted registration
•
(Duffy-Mott defense)

Declaratory Judgment Action
Claim for cancellation of
registration (15 USC 1119)
Claim for damages due to
fraudulently procured registration
(15 USC 1120)
Counterclaim
Affirmative defense to
infringement (unclean hands)
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Remedies
Does a finding of fraud void . . .
• Entire registration or application?
• Entire class?
• Specific goods or services?
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Remedies
•
•

Fraud operates on a class-by-class basis
Compare to non-use or lack of bona fide intent
attacks, which knock out only particular goods
or services

Note: even if registration is cancelled or
unenforceable due to fraud, owner may still rely
on common-law rights to assert infringement
under Section 43(a); fraud on USPTO “has no
impact on whether [a plaintiff] owns common-law
trademark rights” independent of the registration.
- Commodores Ent’mt Corp. v. McClary, 879 F.3d 1114, 1140 (11th Cir. 2019)
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Elements of a Fraud Claim
•
•
•
•
•
•

False representation
Of a material fact
Made knowingly
With the intent to deceive
Reliance on the misrepresentation
Resulting harm

“Knew or should have known” is not sufficient.
Materiality – registration would not have issued.
Standard of proof: clear and convincing evidence.
Fraud must be proven “to the hilt.” Bose.
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Material, False Representations:
Where to Look for Fraud
Applications
• Ownership
• Exclusive right to use
• Use in commerce
• Bona fide intent to use in commerce
• Specimens
• Inherent distinctiveness
• Acquired distinctiveness (2(f) declaration re
“continuous,” “substantially exclusive” use)
• Non-functionality (existence of utility patents)
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Material, False Representations:
Where to Look for Fraud
Sections 8 and 9

Section 15

•
•
•
•
•

•
•
•
•

Ownership
Exclusive right to use
Current use in commerce
Excusable nonuse
Specimens

•
•
•

Ownership
Exclusive right to use
Current use in commerce
Filed within one year of any
five-year period of
continuous and consecutive
use in commerce
No pending proceedings
No final adverse decision
Non genericism
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Material, False Representations:
Where Not to Look for Fraud
•

First use dates in use-based applications.
Hiraga v. Arena, 90 U.S.P.Q.2d 1102, 1107 (TTAB 2009)
(claimed first use date, “even if false, does not
constitute fraud because [it] is not material to the Office’s
decision to approve a mark for publication.”)

•

Inconsistent statements made during
prosecution vs. made in opposition or
cancellation proceeding.
Kastle Sys. Int’l LLC v. Lee Strategy Grp. LLC, 2017 WL
6553653 (TTAB Dec. 21, 2017) (granting motion for judgment
on the pleadings)

•

Honest but incorrect statements.
In re Bose (no fraud where declaration of continued use was
based on honest misunderstanding that repair and shipment
of product was a valid continuing use of the mark in
commerce)
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Knowledge and Intent:
Knowledge = Intent?
•

Medinol Era, 2003-2009
–

•

“A trademark applicant commits fraud in
procuring a registration when it makes
material representations of fact in its
declaration which it knows or should
know to be false or misleading.”

Post-Bose Era, 2009-?
–

–

“By equating ‘should have known’ of the
falsity with a subjective intent, the Board
erroneously lowered the fraud standard
to a simple negligence standard.”
“Subjective intent to deceive, however
difficult it may be to prove, is an
indispensable element in the analysis.”
16

Knowledge and Intent:
Pleading Standards
Federal Rule of Civil Procedure 9(b):
• “In alleging fraud or mistake, a party must
state with particularity the circumstances
constituting fraud or mistake.”
• “Malice, intent, knowledge, and other
conditions of a person’s mind may be alleged
generally.”
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Pleading Intent
“[W]here a pleading asserts that a known
misrepresentation, on a material matter, is made
to procure a registration, the element of intent . . .
has been sufficiently pled.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94
U.S.P.Q.2d 1086, 1089 (TTAB 2010) (emphasis added)
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Pleading Intent
o So, it is sufficient to plead “Respondent
knowingly made material
misrepresentations to the PTO to procure
Registration No. [X].”
o Preferred practice is “to specifically allege
the adverse party’s intent to deceive the
USPTO, so that there is no question that
this indispensable element has been
plead.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94
U.S.P.Q.2d 1086 (TTAB 2010)
19

Pleading Knowledge
•
•
•
•
•

Honest mistake is insufficient
Inadvertent error is insufficient
Mere negligence is insufficient
Gross negligence is insufficient
Is “reckless disregard” sufficient?
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Pleading Knowledge:
Reckless Disregard?
•

In denying motion for summary judgment
based on alleged fraud, the Board noted that
movant offered neither direct evidence on
intent nor “any indirect or circumstantial
evidence which would lead us to the inevitable
conclusion... that respondent had the intent to
deceive the office, or at least had a reckless
disregard for the truth.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94
U.S.P.Q.2d 1086 (TTAB 2010) (emphasis added)
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Pleading Knowledge:
Reckless Disregard?
o Petitioner alleged that Respondent’s
false statement “was made knowingly
with the intent to deceive the U.S.P.T.O.
or in reckless disregard for the truth in
order to procure registration that
Registrant was otherwise not entitled to.”
o Board sua sponte struck the reference to
“reckless disregard,” noting that it is
“[s]till open . . .whether a submission to
the PTO with previous reckless disregard
of its truth or falsity would satisfy the
intent to deceive requirement.”
Beasley v. Howard, 2018 WL 529919, at *2 n.3 (TTAB
Jan. 19, 2018)
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Common Pleading Errors
•
•

“Should have known”
“Information and belief” without allegations of
specific facts on which the belief is based
Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312
(Fed. Cir. 2009) (“Pleading on ‘information and belief’ is
permitted under Rule 9(b) when essential information
lies uniquely within another party’s control, but only if
the pleading sets forth the specific facts upon which the
belief is reasonably based”).
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Common Pleading Errors
•

•

Pleading: “erroneous, false and/or fraudulent
declaration” and the declaration “was
erroneous and should not have been filed
and/or was a false and knowingly fraudulent
statement”
Holding: “In setting forth the proposed fraud
claim, petitioner makes extensive use of the
conjunctions ‘or’ and ‘and/or.’ Because
petitioner has pleaded such claim as possible
alternatives, not all of which would
constitute fraud, the proposed fraud claim is
insufficient.”
Red Bull GmbH v. Anhing Corp., 2011 WL 13054931
(TTAB Sept. 11, 2011) (granting motion to dismiss)
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Common Pleading Errors
•

•

Pleading: “On information and belief, [Registrant] had not used the
[registered] mark on or prior to the claimed date of first use . . . with all
of the goods claimed by the registration, namely, shirts, t-shirts,
sweatshirts, sweaters, pants, shorts, jackets, shells, vests, coats, hats,
gloves, scarves, socks and belts.”
Holding:
– Pleading “could reasonably be construed as allegations that
[Registrant] had not used the mark. . . on only one good or certain
particular identified goods, or could be construed as allegations
that [Registrant] had not so used the mark on any of the identified
goods.
– Due to this ambiguity, “alleged factual misrepresentation(s)
underlying the fraud claim” were “not set forth with sufficient
specificity” and therefor fail to provide adequate notice.
Wolverine Outdoors, Inc. v. Marker Volkl (Int’l) GmbH, 2010 WL 9597362 (TTAB
June 21, 2010) (granting motion to dismiss)
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Common Pleading Errors
•

•

Pleading:
46. [Registrant submitted a webpage claiming it to show
Registrant’s use of the mark when in fact it showed
Petitioner’s use.]
47. Upon information and belief, such statements and
submissions were knowing and willful.
Holding: Fraud claim insufficient because Petitioner
alleged that false assertion of ownership was “knowing
and willful” only “upon information and belief” without
alleging specific facts from which to infer the requisite
intent to deceive.
Canal Holdings, LLC v. Canal Capital Inc., 2017 WL 3718291
(TTAB May 30, 2017) (granting motion to dismiss)
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Common Pleading Errors
•

•

Pleading: “Upon information and belief, and
based upon the results of an investigation,
[Registrant’s] claims of use in commerce [at the
time the application was filed] are false . . . .”
Holding: Fraud claim insufficient because
Petitioner’s allegations of falsity were based on
“only a vague allegation” concerning “the results
of an investigation” without providing “factual
allegations” concerning the investigation
Alxigna Inc. v. Armstrong Laboratories De Mexico S.A. de C.V.,
2019 WL 2387405 (TTAB May 31, 2019) (granting motion to
dismiss)
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Sufficiently pleaded claim
•

•
•

Pleading: Registrant’s Section 2(f) claim was false
and misleading because registrant had abandoned
and ceased using the mark on which the 2(f) claim
was based; use of mark was not “continuous … for
at least the five years immediately before” the
statement.
False 2(f) claim was material to USPTO’s issuance
of registration.
Holding: fraud claim may be based on alleged false
2(f) claim, even if 2(f) claim was not submitted in
response to a refusal to register.

DrDisabilityQuotes.com, LLC v. Krugh, 2021 WL 877775 (TTAB Mar.
5, 2021) (denying motion to dismiss)
28

Thank you.
Questions? Write me at lgrossberg@bakerlaw.com
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Deeper Dive
Proving or Defeating Allegations Based
on Fraud or Misrepresentation

Jacqueline M. Lesser
jlesser@bakerlaw.com
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Proofs At Trial
•

The party alleging fraud must demonstrate the
alleged fraud by clear and convincing
evidence.

•

The alleged fraud must not be the product of
“mere error or inadvertence but must indicate
a “deliberate attempt to mislead the USPTO.

•

The false statement must be made knowingly
and have been material to the USPTO’s
decision to grant the trademark application
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When Did The Allegedly
Fraudulent Activity Occur?
• Procurement -- bona fide use and
intent to use/ownership/priority
• Maintenance –
genericness/functionality/ownership
• Renewal
genericness/functionality/ownership
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Issue of Intent Generally
Precludes Summary Judgment
• "Ordinarily, the issue of fraudulent
intent cannot be resolved on a
motion for summary judgment,
being a factual question involving
the parties' state of mind." Golden
Budha Corp. v. Canadian Land
Co. of America, N.V., 931 F.2d
196, 201-02 (2d Cir. 1991).
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Possible Bases of Allegations:

•

Fraudulent Claim of Ownership. See, e.g., Country
Fare LLC v. Lucerne Farms, 102 U.S.P.Q.2d 1311 (D.
Conn. 2011)(application filed by outside counsel based on
facts told him by President)

•

Fraudulent Claims of Exclusivity. See, e.g., E. W., LLC
v. Rahman, 896 F. Supp. 2d 488 (E.D. Va. 2012)

•

Fraudulent Claim of Use in Commerce allegedly
fraudulent averments of use in commerce, see, e.g.,
Patsy’s Italian Rest., Inc. v. Banas, 658 F.3d 254 (2d Cir.
2011)

•

Fraudulent Claim of Substantive Rights Based on the
Nature of the Mark Did the applicant commit fraud falsely
characterizing the mark as registrable?
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Allegations Based on Fraudulent Claims
of Ownership
The [application] shall be verified by the applicant
and specify that ... the person making the
verification believes that he or she, or the juristic
person in whose behalf he or she makes the
verification, to be the owner of the mark sought to
be registered ....
Sections 1(a)(3)(A) and 1(b)(3)(A) of the Lanham Act,
15 U.S.C. §§ 1051(a)(3)(A), 1051(b)(3)(A) (2012).
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Fraudulent Claims of Ownership
or Exclusivity
• Correct Owner
• Multiple Owners
• No Owners
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Fraudulent Claims of Ownership
For [the defendants] to show that [the plaintiff]
committed fraud by asserting ownership of the [appliedfor] mark[] ... to the USPTO, [the defendants] must
prove, by clear and convincing evidence, that [the
plaintiff] deliberately and deceitfully misrepresented
itself to be the owner of the mark[]. Thus, if [the plaintiff]
had “at least ‘color of title’ to the mark,” it did not commit
fraud by asserting ownership.
Haggar Int’l Corp. v. United Co. for Food Indus., 906 F. Supp. 2d 96,
112 (E.D.N.Y. 2012) (quoting Yocum v. Covington, 216 U.S.P.Q. 210,
216-17 (T.T.A.B. 1982)).
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Establishing Fraudulent Claims of
Ownership

Country Fare LLC v. Lucerne Farms, 102 U.S.P.Q.2d
1311 (D. Conn. 2011)
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Establishing Fraud: Ownership
Although a high burden applies to the Plaintiff’s
claim that Defendant committed fraud on the
Trademark Office, the Court finds that the
Plaintiff has clearly met its burden of persuasion
[by] presenting clear and convincing evidence
that ... the Plaintiff had clear rightful ownership to
the [disputed] trademark and that the Defendant
made material misrepresentations in its
application ... despite its knowledge of the
Plaintiff[’]s rightful ownership of the mark.
Country Fare, 102 U.S.P.Q.2d at 1317-18.
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Establishing Fraud: Exclusivity
[W]hen an applicant avers that it has the exclusive
right to use the [applied-for] mark, a fraud claim
against the applicant will not lie unless the applicant
knew that another person “possess[ed] a superior or
clearly established right to use the same or
substantially identical mark” for the same or
substantially the same goods or services.
ZAO Odessky Konjatschnyi Zawod v. SIA “Baltmark
Invest,” 109 U.S.P.Q.2d 1680, 1686 (E.D. Va. 2013)
(third alteration in original) (quoting Intellimedia
Sports, Inc. v. Intellimedia Corp., 43 U.S.P.Q.2d 1203,
1208 (T.T.A.B. 1997)).
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Establishing Fraud: Exclusivity
The [application] shall be verified by the applicant
and specify that ... to the best of the verifier’s
knowledge and belief, no other person has the
right to use such mark in commerce either in the
identical form thereof or in such near resemblance
thereto as to be likely ... to cause confusion, or to
cause mistake, or to deceive.
Sections 1(a)(3)(D) and 1(b)(3)(D) of the Lanham Act,
15 U.S.C. §§ 1051(a)(3)(D), 1051(b)(3)(D) (2012).
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Fraudulent Statements of the Exclusivity
[The signatory] had no awareness that any other
organization was using the marks for which [the
applicant] sought federal protection. This fact alone
compels reversal of the fraud finding, as [the signatory]
could not have intended to deceive the PTO in attesting
to an oath that he believed was entirely accurate.

Sovereign Military Hospitaller Order of Saint John of Jerusalem of
Rhodes & of Malta v. Fla. Priory of the Knights Hospitallers of the
Sovereign Order of Saint John of Jerusalem, Knights of Malta, the
Ecumenical Order, 702 F.3d 1279, 1291 (11th Cir. 2012).
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Establishing Fraud: Exclusivity

MPC Franchise, LLC v. Tarntino, 19 F. Supp. 3d 456
(W.D.N.Y. 2014), aff’d, 826 F.3d 653 (2d Cir. 2016)
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Allegedly Fraudulent Statements of Exclusivity
[E]ven assuming arguendo that [the
defendant] individually had the right to use the
mark, he has not produced evidence tending
to show how he could have honestly believed
that [his cousins], or even his siblings, did not
have a right to use the mark that was at least
equal to his.
MPC Franchise, 19 F. Supp. 3d at 481.
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Fraudulent Claims of Use
• Bona fide use in commerce
• Bona fide intent to use in
commerce
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Allegedly Fraudulent Statements of Bona
Fide Intent To Use
Prima facie case of no bona fide intent to use is
established by complete absence of documentation
reflecting that intent at time of application.
Burden then shifts to applicant to show other evidence
showing its bona fide intent.
Saul Zaentz Co. v. Bumb., 95 USPQ 1723, 1727 (TTAB
2010).
“[T]he lack of a good faith intent to use a mark does not
equate to bad faith.”
SmithKline Beecham Crop. V. Omnisource DDS, LLC,
97 USPQ 2s 1300, 1305 (TTAB 2010).
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Allegedly Fraudulent Statements of Bona
Fide Intent To Use
•
•
•
•
•
•

Applicant files ITU for WOULD YOU RATHER on July
31, 1997 for books and board games.
At time they had general idea for game but no way to
bring it to market.
From 11/97 to 9/99 they take no action to develop
product.
Commence work in September 1999 using Defendant’s
game with similar name to further refine board game.
NO FRAUD.
Spin Master Ltd, v. Zobmondo Ent, 778 F. Supp.2d 1052
(C.D. Calif. 2011).
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Allegedly Fraudulent Statements of a
Bona Fide Intent to Use

Hokto Kinoko Co. v.
Concord Farms, Inc., 738
F.3d 1085 (9th Cir. 2013)
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Allegedly Fraudulent Statements of a
Bona Fide Intent to Use
Here, there is no dispute that there was a material false
representation in [the registrant’s predecessor’s] applications to
register the marks....
[The registrant’s predecessor] asserts that the false
representation was the result of its misunderstanding about the
differences between U.S. and Japanese trademark registration
requirements....
[The defendant] has put forth no evidence suggesting that the
false statement here was anything other than the result of a simple
mistake.

Hokto Kinoko, 738 F.3d at 1097-98.
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Allegedly Fraudulent Statements of Use in Commerce
“Although MCI was using the CABO PRIMO and design mark only
in connection with burritos, it wanted to obtain as broad a scope of
protection as possible in its application and sought the advice of
counsel by providing a list of the goods it wanted to include in the
application. That list of goods was discussed with counsel.
Because MCI filed application to register the CABO PRIMO and
design mark with the advice of counsel, the overly expansive
description of goods, while a false statement, falls short of
constituting a fraudulent statement which carries with it an actual
or implied intent to deceive the USPTO.”

M.C.I. Foods, Inc. v. Brady Bunte Brady Bunte, Inc. 96 USPQ
2d 1544 (TTAB 2010)
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Allegedly Fraudulent Statements – Date of First Use
in Commerce

Federal courts and the TTAB consistently have
held that the date of first use is immaterial to a
registration application so long as the actual date
of initial use predated the application.... Thus, even
if [the challenger] is correct that [the registrant]
claimed the wrong date of first use in its
applications—a question on which the Court need
not take a position—it fails to demonstrate how
such an error was material.
Paleteria La Michoacana, Inc. v. Productos Lacteos
Tocumbo S.A. De C.V., 69 F. Supp. 3d 175, 226 (D.D.C.
2014), reconsideration denied, 79 F. Supp. 3d 60
(D.D.C. 2015).
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Allegedly Fraudulent Statements –
Dates of First Use in Commerce
“Spiral Direct's theory of fraud is that Basic did not use the
Basic Mark in commerce before applying for registration…
The Court concludes that that there is clear and convincing
evidence that Basic obtained its trademark through fraud on
the USPTO. Accordingly, Basic's registration for the Basic
Mark is due to be cancelled. Spiral Direct prevails on its
claim of invalidity based on fraud.”

Spiral Direct, Inc. v. Basic Sports Apparel, Inc., 293 F. Supp.
3d 1334 (M.D. Fla. 2017), appeal dismissed, No. 18-10189AA, 2018 WL 1957605-AA (11th Cir. Mar. 13, 2018).
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Allegedly Fraudulent Statements –
Dates of First Use in Commerce

[The signatory on the application’s] ... statement
that [the registrant] first used the mark in 2006 is
clearly false [because the actual date was earlier].
The Court refuses to lend credence to [the
registrant’s] suggestion that the incorrect year
merely constituted a “typo.”
Covertech Fabricating, Inc. v. TVM Bldg. Prods., Inc.,
124 F. Supp. 3d 489, 542 (W.D. Pa. 2015), aff’d on
other grounds 855 F.3d 163 (3d Cir. 2017) (fraud in not
disclosing other entities using the mark under color of
right)
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Establishing Fraud: Allegedly Fraudulent Statements
of Use in Commerce

Nationstar Mortg. LLC
v. Ahmad, 112
U.S.P.Q.2d 1361
(T.T.A.B. 2014)
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Allegedly Fraudulent Statements of Use in Commerce

The surrounding facts and circumstances
provide clear and convincing evidence that
applicant did not have a good faith reasonable
basis for believing that he was using [his] mark in
commerce for all the services identified in the
application.
Nationstar Mortg., 112 U.S.P.Q.2d at 1375.
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Allegedly Fraudulent Statements of Use in Commerce

Applicant was obligated to read and understand
what he was signing and investigate the accuracy
of his statements in the application to confirm they
had evidentiary support prior to signature and
submission to the USPTO. Even if counsel had
been retained to file the involved application,
applicant would have shared the duty to ensure
the accuracy of the application and the truth of its
statements.
Nationstar Mortg., 112 U.S.P.Q.2d at 1376 (citation
omitted).
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Allegations of Fraud Based on
Substantive Claims
• Distinctiveness
• Functionality
• Descriptiveness
• Genericism
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Fraud Allegations on Substantive Claims
They include:
• inherent distinctiveness of applied-for marks, see,
e.g., Fair Isaac Corp. v. Experian Info. Sys., 650
F.3d 1139 (8th Cir. 2011);
• acquired distinctiveness of applied-for marks, see,
e.g., Southco, Inc. v. Penn Eng’g & Mfg. Corp., 768
F. Supp. 2d 715 (D. Del. 2011);
• nonfunctionality of applied-for marks, see, e.g.,
Modern Fence Techs., Inc. v. Qualipac, 726 F.
Supp. 2d 975 (E.D. Wis. 2010);
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Fraud Allegations on Substantive Claims
They include:
• the submission of allegedly fraudulent standards
governing the use of applied-for certification marks,
see, e.g., Swiss Watch Int’l Inc. v. Fed. of Swiss
Watch Indus., 101 U.S.P.Q.2d 1731 (T.T.A.B. 2012);
and
• the alleged failure to disclose the historical
significance of applied-for marks, see, e.g., Bauer
Bros. v. Nike Inc., 98 U.S.P.Q.2d 1160 (S.D. Cal.
2011).
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Fraud Allegations on Substantive Claims
They include:
• allegedly fraudulent representations applied-for
marks are unlikely to be confused with priorregistered marks, see, e.g., Noveshen v. Bridgewater
Assocs., 47 F. Supp. 3d 1367 (S.D. Fla. 2014);
•

allegedly fraudulent declarations of incontestability,
see, e.g., Willis v. Can’t Stop Prods., Inc., No.
92051212, 2011 WL 4871875 (T.T.A.B. Sept. 21,
2011) (nonprecedential);
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Allegedly Fraudulent Statements of
Inherent Distinctiveness
[P]laintiffs] also assert that
that FICO’s outside counsel –
who had a duty to ‘make a
reasonable inquiry in support
of any factual allegations”
knew that FICO was not using
300-850 as a trademark when
she responded to the the
PTO’s initial rejection of the
registration.” This was
sufficient for jury to conclude
FICO had intent to deceive
the PTO.

Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d
1139, 1149 (8th Cir. 2011)
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Establishing Fraud: Supporting Evidence
[The defendants] presented a PTO expert, who
testified that a reasonable examiner would
consider it important in deciding whether to allow
the registration to know whether others were
using [the claimed mark] as a score range for
credit scoring services. Furthermore, the PTO
had initially rejected [the registrant’s] trademark
application because it was merely descriptive ....
Thus, there was sufficient evidence for a
reasonable jury to determine that the PTO relied
on a false representation in deciding whether to
issue the registration.

Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d
1139, 1149 (8th Cir. 2011)
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Allegedly Fraudulent Statements –
Geographic Descriptiveness

Caymus Vineyards v. Caymus Med. Inc.,
107 U.S.P.Q.2d 1519 (T.T.A.B. 2013)
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Allegedly Fraudulent Statements
If ... [the mark] has geographic significance
and had such significance when the
examiner’s amendment was entered, [the
applicant] was obliged to be truthful about
that fact during the conversation with the
examining attorney and, if necessary, seek
correction of the examiner’s amendment
after it was entered. Deliberately omitting
relevant information ... may be treated as
the equivalent of a false statement in its
effect and also, under certain
circumstances, show the necessary
element of intent.

Caymus Vineyards, 107 U.S.P.Q.2d at 1524.
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Allegedly Fraudulent Statements—
Acquired Distinctiveness
The Director may accept as prima facie evidence
that the mark has become distinctive, as used on or
in connection with the applicant’s goods in
commerce, proof of substantially exclusive and
continuous use thereof as a mark by the applicant in
commerce for the five years before the date on
which the claim of distinctiveness is made.
Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f)
(2012).
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Establishing Fraud: Allegedly Fraudulent
Statements of Acquired Distinctiveness
In evaluating a [claim of acquired
distinctiveness], the PTO considers
whether the mark has become
distinctive through ... “substantially
exclusive and continuous use in
commerce.” Therefore, the existence of
other bars bearing the name “Blue
Martini” does not militate against the
granting of a [registration], so long as
the party seeking a [registration] can
demonstrate substantial exclusivity

Quality Serv. Grp. v. LJMJR Corp.,
831 F. Supp. 2d 705 (S.D.N.Y. 2011)
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Allegedly Fraudulent Statements—
Acquired Distinctiveness

Alcatraz Media Inc. v. Chesapeake Marine
Tours, Inc., 107 U.S.P.Q.2d 1750, 1769-70
(T.T.A.B. 2013), aff’d, 565 F. App’x 900 (Fed.
Cir. 2014).

[E]ven if [the principal’s]
statements in the Section 2(f)
declaration were false, [her]
testimony demonstrates that the
statements were not made with the
requisite intent to deceive the
USPTO.... [S]he testified that she
“believed” that the statements
regarding continuous use
contained in the Section 2(f)
declaration were true based on her
personal observations ..., and that
she did not merely rely on the
advice of counsel to sign the
declaration but undertook “some
due diligence” to verify that the
statements were true.
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Allegedly Fraudulent Statements—
Acquired Distinctiveness

[T]he Examiner ... expressed the
view that the assertions in the
application and affidavit were
insufficient standing alone to
establish acquired distinctiveness....
That the Examiner sought additional
evidence on the issue of
distinctiveness does not, in the
Court’s view, establish that she did
not rely on the initial evidence
submitted.

Southco, Inc. v. Penn Eng’g & Mfg. Corp.,
768 F. Supp. 2d 715, 726 (D. Del. 2011).
Southco, Inc. v.
Penn Eng’g &
Mfg. Corp., 768 F.
Supp. 2d 715,
726 (D. Del.
2011).
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Thank you.
Questions? Write me at jlesser@bakerlaw.com
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USPTO’s Efforts to Combat
Fraud and Protect the
Integrity of the Register

Nancy Rubner Frandsen, Partner
nfrandsen@bakerlaw.com

Trademarks and Fraud
• USPTO only has limited resources
– USPTO relies on numerous statements without
requiring supporting evidence
•
•
•
•
•
•
•
•

Ownership
Exclusivity
Authorized signatory
Dates of use (first use, use at time of filing)
Actual use or bona fide intent to use for all
goods/services
U.S. commerce
Good cause for not having commenced use
Continuous use in commerce
72

Is Fraud on the Rise?
• Trademark applications are increasing in
the U.S.
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Trademark Applications Filed by U.S. Residents
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Foreign Applications Are On the Rise
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U.S. Trademark Filings By Chinese Applicants
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Fake or Fraudulent Filings
• Why the recent increase in fraudulent filings?
• Incentives paid to applicants by local Chinese provinces
– China has reportedly adopted more than 70 trademark subsidy measures, including measures for domestic and
foreign applications and registrations.
– Shenzhen – Subsidies issued (approximately $750); USPTO fee lowered to $250 in 2015. From 2013-2017, US
trademark filings from China increased 1,254%, with applications from Shenzhen accounting for more than 42%
of all Chinese filings in 2017.
– Academic study in 2017 found that two-thirds of use-based class 25 applications from China included fraudulent
specimens
– January 6, 2020, CNIPA announced plan to eliminate large subsidies for trademarks, but then announced March
11, 2020, China directed its state-owned enterprises to increase by 50% their trademark flings under the Madrid
System.

• Least expensive path to registration is based on use (if there is no home-country
registration)
• Potential misunderstanding of the value of a US registration without use of the mark
• Nefarious uses: license or sell mark to legitimate owner; initiate Amazon (or similar)
takedown of legitimate goods
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Fake or Fraudulent Filings
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Fake or Fraudulent Filings
•

How to spot fraudulent filings?
–

Name of the attorney, or common address-there are some very prolific filers

–

Not just China—Gleissner is a major issue as well
•

Filed over 6800 trademarks and 6900 domain names worldwide

•

Set up over 1000 entities to hold the rights

•

WTR built an extensive data set to try to identify the scope of the Gleissner
portfolio

•

Over 1100 U.S. filings
• Correspondent: Jonathan Grant Morton
• 440 active filings – vast majority filed under 44(d)
• All within last 5 years

•

Many applications/registrations for common words
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Gleissner Filings

Gleissner Word Cloud
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Fake or Fraudulent Filings
• How to spot fraudulent filings
– Does the image look altered/edited
– Google images search can locate the
legitimate image that has been stolen and
altered.
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Example

U.S. Trademark Application No. 90027670 for the mark ATLAS GO
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Fraud can Show Up Throughout the
Registration Cycle
•
•
•
•
•
•
•
•
•
•

Initial Filing of Application
Specimen
Statements Made During Prosecution
Amendments to Allege Use
Extensions of Time to File Statements of Use
Statements of Use
Affidavits of Continued Use
Declarations of Incontestability
Renewal Applications
Amendments
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How Trademark Owners Can Avoid Fraud
• Verify facts
• Obtain/submit use specimens for each
good/service
• Obtain/retain documentary evidence to support
use/bona fide intent to use for each
good/service
• Narrow the identification of goods/services
• Avoid multi-class applications?
• Consider signatory as potential witness
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Consider What Might Raise Suspicion
•
•
•
•
•
•
•

Long identification of goods/services
Goods/services that tend to apply in completely different
industries/contexts
Applicant known for completely different industry
U.S. correspondent not attorney, but not pro se
Reputation of correspondent
Use specimen appears digitally altered
Refile?
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Counsel’s Duties
•
•
•
•
•
•
•
•

Advise of need to be truthful
Inform clients of risks and need to retain certain
information/documentation
Collect facts and evidence
Never alter or modify provided use specimen
Have client describe the specimen
Do not sign allegations of fact not known to be true
Warn about fraud claim in context of other similar risks
that do not require the same intent
Duty to report others?
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USPTO’s Efforts to Combat Fraud and to
Protect The Integrity of the Register
• Bad faith behavior before the USPTO
– Submitting false claims of use in US commerce
•

Proof of use audit program

– Submitting fake or altered specimens
•

How to challenge

– Using unauthorized practitioners
•

–
–
–
–

US counsel rule

Trying to circumvent US counsel rule
Making unauthorized address changes
Misleading solicitations
Trademark Modernization Act
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In the Wake of Bose
• USPTO lost one means of eliminating
“dead wood” from the register
• Considered administrative means to
prune and pare the register without overly
taxing resources
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Register Protection
• Why does accuracy matter?
– Trademark register is meant to be a reliable
reflection of marks in use in commerce
– Inaccurate or improper use claims:
•
•
•

Could result in loss of registration
Contribute to a cluttered trademark register
Diminish the register’s utility to business and
public
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Register Protection
• Why does register integrity matter
– Obtaining registration by improper means
gives bad actors an unfair advantage over
legitimate competitors
– Challenging improperly granted registrations
is costly for businesses
– Scams of USPTO customers erode trust
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Register Protection
• Deter Bad Behavior
– Special task force
– Database login
– Publicizing scams

• Improve Accuracy
–
–
–
–

Post-registration audit
U.S. counsel rule
Specimen refusals
TMA
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USPTO Efforts to Declutter
• Proof of use audit program
– The USPTO began a pilot program in 2012
and made it permanent on November 1,
2017
– Gives the USPTO the authority to cancel
audited registrations with unsubstantiated
use claims or to delete unsupported goods
and services
– uspto.gov/trademarks-maintainingtrademark-registration/post-registrationaudit-program
92

Proof of Use Audit Program
•

USPTO randomly audits registration maintenance filings to help
preserve the trademark register as a reliable reflection of marks in
use in commerce

•

Inaccurate or improper use claims in registration maintenance
–
–
–

•

Jeopardize the validity of a registration
May unnecessarily block future applications
May diminish the utility of the trademark register to provide notice of trademark
rights to businesses and the public

Registration may be audited if it meets these requirements:
–

A timely filed Section 8 or 71 declaration of use is filed; and
•
•

(a) registration includes at least one class with four or more goods or services; or
(b) registration includes at least two classes with two or more goods or services
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Proof of Use Audit Program
•

If audited, the USPTO will require registrant to prove use of mark
for additional goods and services in the registration

•

Failure to respond to audit will result in cancellation of
registration

•

USPTO Fees
–

If goods or services are removed from registration, registrant must pay
$250 deletion fee per class each time goods or services are removed
(and possibly a $100 deficient surcharge)
•
Failure to pay fees will result in entire registration being cancelled
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Proof of Use Audit Program
• Registrants are notified of audit via Office Action
– Office Action will identify two additional goods or
services for each audited class
– Proof of use must be submitted for each identified
good or service
– Office Action will also identify any issues with the
declaration
– All issues raised in Office Action must be responded
to
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Proof of Use Audit Program
• Examples for Goods:
–
–

–
–
–

Photographs that show the mark on a tag or label affixed to the
goods
Hangtags or labels with the mark and the generic name of the
actual goods on the tag or label and informational matter that
typically appears on a tag or label in use in commerce for these
types of goods
Screenshots of webpages with the URL and access or print
date that show the mark being used in connection with the
goods at their point of sale
Photographs of the mark on packaging where the goods are
visible through the packaging
Photographs of the mark on packaging where the packaging
identifies the generic name of the goods included in the
package.
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Proof of Use Audit Program
• Examples for Services:
– Copies of brochures or flyers where the mark is
used in advertising the services
– Photographs of the mark on retail store or restaurant
signage
– Photographs of the mark on service vehicles
– Screenshots of webpages with the URL and access
or print date where the mark is used in the actual
sale or advertising of the services.
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Proof of Use Audit Program
•

If response meets all requirements, including proof of
use, USPTO issues a notice of acceptance

•

If response does not include acceptable proof of use, or
if goods are merely deleted, a second Office Action
issues
–

•

Second Office Action requires proof of use for all remaining
goods or services in that class for which no proof of use
provided

If unable to provide proof of use, must delete all goods
or services for which proof of use cannot be provided
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Proof of Use Audit Program
Statistics - November 2017 – June 28, 2019
•4661 first actions issued by examiners on project
•2708 responses received
•50.1 percent of registrations with response deleted at least some
goods or services
•79% of respondents represented by an attorney
•21% of respondents pro se

Going Forward - USPTO anticipates auditing
approximately 5000 registrations per year
•

5133 registrations were audited in fiscal year 2020

•

46% of registrants either deleted at least one good or service or the
registration has been cancelled
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Specimen Issues
•
•
•

Mocked-up or fake specimens are increasing and
becoming more sophisticated
Applicants are pasting their marks on products or services
of others to show use in commerce
USPTO is doing its best to refuse fraudulent specimens
–

Using digital forensic tools that allows it to:
•

Build a database of specimens that can be used to compare
against newly submitted specimens
–
–

•
•

Utilizes a combination of rapid image matching, AI-assisted filtering, and other
methodologies to compare and contrast incoming specimens against other
specimens
By 2021, the database is expected to include 10 full years of specimens

Detect if a specimen has been digitally altered
Compare specimen to images on the Internet or in other
databases to determine if the same or similar image appears
elsewhere
100

Fake Specimens
• TMEP § 904.03(a) (since Apr 2017)
–

“…an inquiry may be appropriate when the specimen consists
of a photograph of the mark reproduced on a plain white label
adhered to the goods or printed packaging or a piece of paper
bearing the mark placed on top of the goods or packaging.”

• TMEP § 904.04(a) (since Oct 2014)
–

“…the specimen may not be … an image of the goods or its
packaging or advertising matter for services that has been
digitally created or altered to include the mark.”
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Fake or Fraudulent Specimens

•

Anyhow, all we did for our “specimen” was we took a photo of our t-shirt on a hanger. The
t-shirt had our design/logo on the front. Then we had our logo printed up on a piece of
cardstock. Cut it out to make it look like a legit hang tag. Then we just go some thread,
punched a hole through the cardstock and ran the thread up in the shirt. So the hang tag
was hanging from the armpit of the shirt. It looked legit and everything and it was
accepted by USPTO. They also said you could get a blank t-shirt, put your name/logo on
a piece of paper and place the paper on the shirt with like a saftey [sic] pin, etc. But we
wanted to be more legit and professional looking. Your company is only as legit as you
make it look.
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Discontinued Specimen Protest Pilot Program
•
•

Created in March 2018 to allow for third parties to report
improper specimens
Specimen Protest Pilot Program was discontinued on
February 16, 2021
–

Why Discontinued?
•
•

USPTO is implementing additional tools, resources and training for identifying
suspicious specimens
The Trademark Modernization Act of 2020 provides statutory authority for the
longstanding USPTO Letter of Protest (LOP) Practice
–

•

–

LOP allows third parties to submit evidence to the USPTO prior to registration regarding a
trademark’s registrability, including evidence regarding digitally altered specimens

The email inbox TMSpecimenProtest@uspto.gov is no longer available.

What is Replacing the Program
•

The Letter of Protest
–
–

See Letter of Protest Practice Tip webpage at uspto.gov
TMEP §1715
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Letter of Protest Practice Tip
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Fraudulent Specimen Examples

TM Appl. 88247930

Reg. No. 4517109
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Examples
Examples of different marks applied (digitally)
to the same goods

Ser. No. 87/355,439
Ser. No. 87/386,209
Ser. No. 87/362,495
Detailed explanation in 5/9/17 Office Action issued on Ser. No. 87/362,495.
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Examples
More examples of different marks applied
(digitally) to the same goods

Ser. No. 87/259,898
Ser. No. 87/293,287
Ser. No. 87/282,485
Detailed explanation in 11/20/17 Office Action issued on Ser. No. 87/293,287.
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Examples
More examples of different marks applied
(digitally) to the same goods

Ser. No. 87/342,935

Ser. No. 87/303,636*

Ser. No. 87/299,991

Detailed explanation in 5/9/17 Office Action issued on Ser. No. 87/342,935.
(* Achieved registration)
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Foreign Applicants/Registrants Required
to have US Licensed Attorney
•

Foreign-domiciled trademark applicants, registrants and
parties to TTAB proceedings, including Canadian
trademark filers, must be represented by a US licensed
attorney

• Rule effective as of August 3, 2019
•

Goals of the new rule
–
–
–

Increase USPTO customer compliance with US trademark law
and USPTO regulations
Improve the accuracy of trademark submissions to the USPTO
Safeguard the integrity of the US trademark register
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U.S. Licensed Attorney
• U.S. licensed attorneys must provide all of the
following:
–
–

–

•

Name, postal address, and email address
A statement attesting to their active membership in good
standing of a bar of the highest court of a US state,
commonwealth or territory
Information concerning their bar membership (state, number if
applicable, and year of admission)

BEWARE
–

Beware of foreign solicitations – persons located internationally
offering to pay to use your bar information to circumvent the
rule
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U.S. Licensed Attorney
• Success
– For applications filed just prior to the rule, more
than 40% of all first office actions for foreign
domiciled applicants included examining
attorney instructions related to U.S. counsel
deficiencies
•

After the rule, only 3% referenced these deficiencies

– Prior to the rule, first action instructions related
to digitally altered or mockup specimens
•

After the rule, suspicious filings decreased from 26%
to less than 5%)
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U.S. Licensed Attorney
• Show Cause Orders
– Since December 2019, the Commissioner for
Trademarks has regularly issued Show Cause
Orders to those believed to be circumventing the
U.S. Counsel rule, requesting information as to
why applicants should not be sanctioned.
•
•

Issued 341 Show Cause orders concerning false
attorney designations and false signatures.
Sanctions include striking offending paper, reducing
weight given, precluding applicant from submitting
additional documents or terminating the proceedings
in connection with the application.
112

Unauthorized Changes to File
•

Unauthorized parties have filed
forms through TEAS making
changes to trademark records
–

•

As of October 2018, once a form
is submitted, it is not automatically
uploaded by USPTO; instead,
form is delayed so that USPTO
can complete manual review
–

•

Scam affected the Amazon Brand
Registry

Suspicious filings are blocked with notice sent to bad
actor that form not processed. Prior correspondent also
notified that attempt was made

USPTO created a webpage where
customers can get information on
steps to take, if impacted by an
unauthorized change (search
“unauthorized changes” on
uspto.gov)
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Misleading Solicitations
What the USPTO is doing about misleading solicitations:
•Collaboration: USPTO is collaborating with stakeholders to find solutions
–
–

Informal interagency working group on combatting fraudulent solicitations
Roundtables with numerous bar groups and government agencies

•Education: USPTO is warning applicants and registrants at key stages
–
–
–

Warnings on application filing receipts, office action cover emails, and paper notices
mailed with each trademark registrations
Examples of notices and video explanation on USPTO webpage “Caution: misleading
notices”
Dedicated mailbox to report solicitations to the USPTO – TMScams@uspto.gov

•Prosecution: USPTO is working with DOJ on criminal prosecutions
–
–
–

2017: Two men pled guilty to stealing $1.66 million from U.S. trademark applicants and
registrants; third man was convicted.
2018: USPTO sent two attorneys to DOJ to work on criminal prosecutions.
2019: USPTO extended the attorneys work with DOJ USPTO on criminal prosecutions.
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Misleading Solicitations
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Trademark Modernization Act
• TMA provides
– Letters of Protest
•
•
•

Third parties may submit evidence relevant to
ground for refusal
Two-month deadline for USPTO to respond
$50 Filing Fee

– Flexible response period
•
•

Authority to shorten six-month response period,
but not less than 60 days
Extensions available up to 6 months for fee
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Trademark Modernization Act
• New nonuse cancellation mechanisms
– Expungement
•
•
•

Targets trademarks that have never been used in
commerce
Also available as a new claim at the TTAB
Filed between 3-10 years after registration

– Reexamination
•
•

Targets trademarks that were not in use on or before the
relevant date
Filed between 0-5 years

– Remedies
•

Cancellation in whole or in part

– Appeal Process
•

From Director to TTAB to Federal Circuit
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Trademark Modernization Act
• Notice of Proposed Rulemaking
– Spring 2021

• Deadline for implementation
– December 27, 2021
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Thank you.
Questions? Write me at nfrandsen@bakerlaw.com
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