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STEELE v. BULOVA WATCH CO.
344 U.S. 280, 73 S. Ct. 252, 97 L. Ed. 319 (1952)
• Petitioner procured registration of BULOVA mark in Mexico and then
built and sold watches made from parts imported from the US and
Switzerland and sold them as ”Bulova” watches

• Bulova’s Texas sales rep received complaints about Petitioner’s
watches when customers brought them into authorized BULOVA
dealers for repairs

• After the Court granted cert, but before the case was decided, the
Mexican courts nullified the Petitioner’s Mexican trademark
registration
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STEELE v. BULOVA
• “The United States is not debarred by any rule of international law
from governing the conduct of its own citizens…in foreign countries
when the rights of other nations or their nationals are not
infringed.”

• “In the light of the broad jurisdictional grant in the Lanham Act, we
deep its scope to encompass petitioner’s activities here. His operations
and their effects were not confined within the territorial limits of a
foreign nation. He bought component parts of his wares in the United
State.”

• “We do not deem material that petitioner affixed the mark “Bulova” in
Mexico City rather than here, or that his purchases in the United States
when viewed in isolation do not violate any of our laws. The were
essential steps in the course of business consummated abroad; acts in
themselves legal lose that character when they become part of an illegal
scheme.”
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STEEL v. BULOVA
“Mexico’s courts have nullified the Mexican registration of “Bulova”;
there is thus no conflict which might afford petitioner a pretext that such
relief would impugn foreign law. The question, therefore, whether a
valid foreign registration would affect either the power to enjoin or the
propriety of its exercise is not before us. Where, as here, there can be no
interference with the sovereignty of another nation, the District Court in
exercising its equity powers may command persons properly before it to
cease or perform acts outside its territorial jurisdiction.”
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Vanity Fair Mills, Inc. v. T. Eaton Co.
234 F.2d 633 (2d. Cir. 1956)
• 3 Factor Test:
» 1. Whether the Defendant’s actions had a substantial effect on
US commerce
» 2. Whether the Defendant was a U.S. citizen
» 3. Whether any conflict there exists any conflict with rights or
registrations in a foreign jurisdiction
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9th Cir—Reebok Int’l Ltd. v. Marnatech Enters.
970 F.2d 552 (9th Cir. 1992)
• Affirms the issuance of an injunction against defendants located in the
US who manufactured and sold counterfeit REEBOK shoes in Mexican
border towns

• 9th Circuit follows a modified version of the Bulova/Vanity Fair test
that is derived from Timberlane Lumber Co. v. Bank of America
National Trust & Savings Ass’n., 549 F.2d 597 (9th Cir. 1976)
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REEBOK Continued
• 1. There must be some effect on American foreign commerce;
• 2. The effect must be sufficiently great to present a cognizable injury to
plaintiffs under the federal statute; and

• 3. The interests of and links to American foreign commerce must be
sufficiently strong in relation to those of other nations to justify an
assertion of extraterritorial authority.

• THE THIRD TEST IS APPLIED BY BALANCING SEVEN
ADDITIONAL FACTORS AND SOMEWHAT PARALLELS THE
ANTITRUST LAW
“RULE OF REASON”
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REEBOK Continued
• 1. The degree of conflict with foreign law or policy;
• 2. The nationality and allegiance of the parties and the locations and
principal places of business of corporations;

• 3. The extent to which enforcement by either state can be expected to
achieve compliance;

• 4. The relative significance of effects on the United States as compared
with those elsewhere

• 5. The extent to which there is explicit purpose to harm or affect American
commerce;

• 6. The foreseeability of such affect; and
• 7. the relative importance to the violations charged of conduct within the
United States as compared with conduct abroad.
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5TH CIR—Am. Rice, Inc. v. Ark. Rice Growers Coop Ass’n
701 F.2d 408 (5th Cir. 1983)

• Case involved export to, and sale of, rice in Saudi Arabia. No goods
made it back to the United States and court find no requirement that
they do in order to establish jurisdiction

• Defendants’ manufacture, marking, and export took place in US
• Court rejects the Vanity Fair “substantial effects” test, siding with the
9th Circuit and finding no such requirement in Bulova and instead
applying a “some” effects test
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4th Cir-Nintendo of Am. Inc. v. Aeropower Co.
34 F.3d 246 (4th Cir. 1994)
• Essentially follows the three-step test from Bulova and Vanity Fair
• Substitutes a “significant effects” test for the “substantial effects” test
• Remanded because the district court failed to consider the citizenship
of the defendant and the existence of any foreign law conflicts that
would make in injunction inappropriate in light of international comity
concerns
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1ST Cir—McBee v. Delica Co.
417 F.3d 107 (1st Cir. 2005)
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MCBEE Continued
• Case involves application of Lanham Act to the exclusively foreign
activities of a foreign national

• “We choose not to adopt the formulations used by various other
circuits”

• Instead, we first ask if the defendant is an American citizen “because a
separate basis for jurisdiction exists for control of activities, even
foreign activities, of an American citizen.”

• Court rejects ”comity” analysis as a basis for finding jurisdiction,
instead looking at it as a key consideration in determining whether or
not to exercise it
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MCBEE—THE SUBSTANTIAL EFFECTS TEST
“We hold that the Lanham Act grants subject matter jurisdiction over
extraterritorial conduct by foreign defendants only where the conduct
has a substantial effect on United States commerce.”
“The substantial effects test requires that there be evidence of impacts
within the United States, and these impacts must be of a sufficient
character and magnitude to give the United States a reasonably strong
interest in the litigation.”
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Non-U.S. Activities and the Lanham Act
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Belmora LLC v. Bayer Consumer Care AG
819 F.3d 697 (4th Cir. 2016)
Issue: Could Bayer:
1.) sue under Section 43(a) of the Lanham Act, and
2.) petition to cancel Belmora’s registration for FLANAX

when Bayer used and registered the mark in Mexico, but not in the
United States?
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Belmora LLC v. Bayer Consumer Care AG
819 F.3d 697 (4th Cir. 2016)
Reasoning:

• This is an unfair competition case, not a trademark infringement case.
• The plain language of § 43(a) does not require that a plaintiff possess or have
used the trademark in U.S. commerce.

• Under § 43(a), it is the defendant’s use in commerce — whether of an offending
‘word, term, name, symbol or device’ or of a ‘false or misleading description [or
representation] of fact’ — that creates the injury under the terms of the statute.

• Under Lexmark, Bayer has standing because it alleged an injury to a
commercial interest in reputation or sales via cross-border sales.
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Trader Joe’s Company v. Hallatt
835 F.3d 960 (9th Cir. 2016)
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Trader Joe’s Company v. Hallatt
835 F.3d 960 (9th Cir. 2016)
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Trader Joe’s Company v. Hallatt, 835 F.3d 960 (9th Cir. 2016)
Issues:
Does the extraterritorial application of the Lanham Act an issue that
implicates federal courts’ subject-matter jurisdiction; and
Were Trader Joe’s allegations that Defendant’s conduct had an impact on
American commerce sufficient to invoke the Lanham Act’s protections?
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Trader Joe’s Company v. Hallatt, 835 F.3d 960 (9th Cir. 2016)
•

The Lanham Act’s “use in commerce” language and broad definition of
“commerce” give the statute its extraterritorial reach.

•

Because “use in commerce” is not connected to the jurisdictional grant in 15
U.S.C. § 1121(a), it is not a jurisdictional requirement; it’s a merits question.

•

The Lanham Act can apply extraterritorially if: (1) the alleged violations create
some effect on American foreign commerce; (2) the effect is sufficiently great to
present a cognizable injury under the Lanham Act; and (3) the interests of and
links to American foreign commerce are sufficiently strong in relation to those of
the foreign jurisdiction to justify the assertion of extraterritorial authority.

•

Trader Joe’s satisfied the first two elements because it sufficiently alleged a
nexus between Hallatt’s foreign conduct and American commerce (crossborder reputational harm from high pricing and poor quality).

•

Key part of infringing scheme occurs in the US (sourcing his inventory).
25
25
25
25

What Happens Now?
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Cases after Trader Joe’s and Belmora
• Industria De Alimentos v. Latinfood U.S. Corp., 2017 WL 6940696 (D.
New Jersey Dec. 29, 2017)
– Follows Belmora – a Plaintiff need not have used a trademark in
United States commerce in order to survive a motion to dismiss
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Cases after Trader Joe’s and Belmora
• Paleteria La Michoacana, Inc. v. Productos Lacteos Tocumbo, S.A. DE
C.V., 11-01623 188 F. Supp.3d 22 (D.D.C. May 26, 2016)
– Distinguishes facts from those in Belmora
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Cases after Trader Joe’s and Belmora
• Sound N Light Animatronics Co., Ltd. v. Cloud B, Inc., 16-05271 2017
WL 3081685 (C.D. Cal. Apr. 7, 2017)
– Cited Trader Joe’s for proposition that extraterritoriality is a
merits question
https://www.youtube.com/watch?v=uaO
McaiGt8U
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Cases after Trader Joe’s and Belmora
• Wal-Mart Stores, Inc. v. Case-Mate, Inc., 5:16-CV-05215 2017 WL 382243
(W.D. Ark. Jan. 25, 2017)
– Extraterritorial application of Lanham Act is not necessarily limited to
the factual circumstances of Trader Joe’s

– Courts should consider context
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Cases after Trader Joe’s and Belmora
• Updateme, Inc. v. Axel Springer SE, et al., 17cv-05054-SI 2017 WL 5665669 (N.D. Cal.
Nov. 27, 2017)
– N.D. Cal interprets Trader Joe’s as
requiring satisfaction of all three of the
following prongs of the Timberlane
Test, in order to justify extraterritorial
application of the Lanham Act:
» 1. The alleged violations create some
effect on American foreign commerce
» 2. The effect is sufficiently great to
present a cognizable injury to the
plaintiffs under the Lanham Act
» 3. The interests of an links to American
foreign commerce are sufficiently strong
in relation to those of other nations to
justify an assertion of extraterritorial
authority
 The court sets a high bar for prong 3
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Cases after Trader Joe’s and Belmora
• International Diamond Importers, Inc. d/b/a I.D.I Design, Inc. v.
Med Art, Inc., et al., 2017 WL 3271706 (S.D.N.Y. June 29, 2017)
– The Court applied the Vanity Fair test
– Plaintiff must plead more than a conclusory statement that
Defendant’s conduct has had a “substantial effect” on United
States Commerce
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