Presenting a live 90‐minute webinar with interactive Q&A

Evolving PTAB Trial Practice: Navigating
Complex Procedural Rules
Strategically Using Routine and Additional Discovery, Requests for Joinder, and
Motions to Amend
WEDNESDAY, SEPTEMBER 12, 2018

1pm Eastern

|

12pm Central | 11am Mountain

|

10am Pacific

Today’s faculty features:
Kevin B. Laurence, Partner, Laurence & Phillips, Alexandria, Va.
Scott A. McKeown, Partner, Ropes & Gray, Alexandria, Va.

The audio portion of the conference may be accessed via the telephone or by using your computer's
speakers. Please refer to the instructions emailed to registrants for additional information. If you
have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

Tips for Optimal Quality

FOR LIVE EVENT ONLY

Sound Quality
If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-866-961-8499 and enter your PIN when prompted. Otherwise, please
send us a chat or e-mail sound@straffordpub.com immediately so we can address
the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the F11 key on your keyboard. To exit full screen,
press the F11 key again.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about continuing education, call us at 1-800-926-7926
ext. 2.

Program Materials

FOR LIVE EVENT ONLY

If you have not printed the conference materials for this program, please
complete the following steps:
•

Click on the ^ symbol next to “Conference Materials” in the middle of the lefthand column on your screen.

•

Click on the tab labeled “Handouts” that appears, and there you will see a
PDF of the slides for today's program.

•

Double click on the PDF and a separate page will open.

•

Print the slides by clicking on the printer icon.

September 12, 2018

Evolving PTAB
Trial Practice
Navigating Complex Procedural Rules
Scott McKeown & Kevin Laurence

Laurence &
Phillips IP Law
5

EVOLVING PTAB TRIAL PRACTICE

 PTAB’s discretion to institute
 Real parties-in-interest
 New claim construction practice
 Public accessibility standards
 One-year time bar
 Trial Practice Guide changes
 Motions to amend
 Expected changes in the horizon
6

PTAB’s Discretion to Institute – §§ 314(a) & 325(d)
 PTAB has checklists of factors to be evaluated in
determining whether to deny institution . . .
– Based on prior art or arguments that were previously
presented to the Office during prosecution under §
325(d)
• Becton, Dickinson v. B. Braun Melsungen, IPR201701586, Paper 8 (Dec. 15, 2017) (designated informative
Mar. 21, 2018).

– Or a “follow-on” petition under 35 U.S.C. § 314(a) or §
325(d)
• General Plastic v. Canon Kabushiki Kaisha, IPR201601357, Paper 19 (Sept. 6, 2017) (precedential); NVIDIA
v. Samsung, IPR2016-00134, Paper 9 (May 4, 2016);
Nautilus Hyosung v. Diebold, IPR2017-00426, Paper 17
(June 22, 2017)
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Becton, Dickinson Factors
1. Similarities and material differences between the asserted art
and the prior art involved during examination.
2. The cumulative nature of the asserted art and the prior art
evaluated during examination.
3. Extent to which the asserted art was evaluated during
examination, including whether the prior art was a basis for
rejection.
4. Extent of the overlap between the arguments made during
examination and the manner in which Petitioner relies on the
prior art or Patent Owner distinguishes the prior art.
5. Whether Petitioner has pointed out sufficiently how the
Examiner erred in its consideration of the asserted prior art.
6. Extent to which additional evidence and facts presented in the
Petition warrant reconsideration of the prior art or arguments.
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General Plastic Factors
1. Whether the same petitioner previously filed a petition directed
to the same claims of the same patent.
2. Whether at the time of filing of the first petition the petitioner
knew of the prior art asserted in the second petition or should
have known of it.
3. Whether at the time of filing the second petition the petitioner
already received the patent owner's preliminary response to the
first petition or the Board's decision on whether to institute
review in the first petition.
4. Length of time that elapsed between the time the petitioner
learned of the prior art asserted in the second petition and filing
of the second petition.
5. Whether the petitioner provides adequate explanation for the
time elapsed between the filings of multiple petitions directed to
the same claims of the same patent.
6. The finite resources of the Board.
7. Requirement of 35 U.S.C.§316(a)(11) to issue a FWD within 1
year from institution decision.
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Other Informative Opinions
 Denying institution due to examination
– Kayak Software v. IBM, CBM2016-00075, Paper 16 (Dec. 15, 2016).
– Cultec v. Stormtech, IPR2017-00777, Paper 7 (Aug. 22, 2017).
– Hospira v. Genentech, IPR2017-00739, Paper 16 (July 27, 2017).
– Unified Patents v. Berman, IPR2016-01571, Paper 10 (Dec. 14, 2016).
– Prism Pharma v. Choongwae Pharma, IPR2014-00315, Paper 14
(July 8, 2014).
 Denying institution due to prior petition
– Medtronic v. NuVasive, IPR2014-00487, Paper 8 (Sept. 11, 2014).
– Unified Patents v. PersonalWeb Techs., IPR2014-00702, Paper 13
(July 24, 2014).
– Intelligent Bio-Sys. v. Illumina Cambridge, IPR2013-00324, Paper 19
at 5-7 (Nov. 21, 2013).
– ZTE v. ContentGuard Holdings, IPR2013-00454, Paper 12 (Aug. 25,
2013).
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PTAB’s Criticisms in Decisions
Not to Institute Follow-on Petitions
 Claim construction could have been offered in 1st petition
and same art asserted (with respect to different claims).
Jiawei. v. Richmond, IPR2015-00580, Paper 22 (May 1,
2015).
 Additional justification is needed when teachings based on
different ground are essentially the same as those in
earlier ground. Intelligent Bio-Systems v. Illumina,
IPR2013-00324, Paper 19 (Nov. 21, 2013)
 Petitioner’s comment in 1st petition that § 103 references
individually render claims unpatentable doomed § 102
ground in 2nd petition based on one of the same
references. Similarly, assertion of indefiniteness was
blocked by comment in 1st petition criticizing sufficiency of
disclosure of claim term. Travelocity v. Cronos,
CBM2015-00047, Paper 7 (June 15, 2015).
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To Avoid Denial of Follow-On Petition
 Proactively address each factor.
 Do not characterize second petition as correcting a deficiency
in first petition, to avoid assertions of harassment. Butamax v.
Gevo, IPR2014-00581, Paper 8 (Oct. 14, 2014).
 Consider providing search strategy/results used in first petition
and explaining why art available at the time of the original
petition was omitted. Butamax v. Gevo; but see Square v.
Unwired Planet, CBM2015-00148, Paper 14 (Dec. 28, 2015)
(three search firms overlooked reference).
 Overcome the “[r]easonable inference that new prior art
references raised in second petition . . . were known to
[petitioner] when it filed first petition.” Conopco v. Unilever,
IPR2014-00628, Paper 23 (Mar. 20, 2015).
 Beware of estoppel if first petition is granted and results in
FWD. Dell v. ETRI, IPR2015-00549, Paper 10 (Mar. 26, 2015).

12

PTAB’s Multiple Petition Study
NUMBER OF PETITIONERS
PER PATENT

Multiple Petition Study
Petitioners Per Patent
No. of Petitioners
per Patent

No. of
Patents

%
Patents

1

3711

84.8%

2

424

9.7%

3

132

3.0%

4

59

1.3%

5

28

0.6%

6

17

0.4%

7

2

<0.1%

8

3

<0.1%

Total

4376

100%

Data Through 6/30/17
Percentages may not add to 100% due to rounding

1

2

3

4

5

6

7

3.0%
9.7%

84.8% of
Patents are
Challenged by a Single
Petitioner

Source: PTO
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PTAB’s Multiple Petition Study
NUMBER OF PETITIONS PER
PATENT

Multiple Petition Study
Petitions Per Patent
No. of Petitions
per Patent

No. of
Patents

%
Patents

1

2932

67.0%

2

885

20.2%

3

256

5.9%

4

142

3.2%

5

54

1.2%

6

52

1.2%

7 or more

55

1.3%

Total

4376

100%

Data Through 6/30/17
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7 or more
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67.0%
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84.8% of
Patents are
Challenged by a Single
87.2% of Patents Challenged
at PTAB Petitioner
by 1 or 2 Petitions

Source: PTO
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Highlights of PTAB’s Multiple Petition Study
Scope

7168 petitions addressing 4376 patents

Who

84.8% of patents are challenged by a single petitioner

What

87% of patents are challenged by 1 or 2 petitions

Where

85% of IPRs have a co-pending district court case
•

When
•

Why

79% of petitions are filed before any Patent Owner Response or a Decision on
Institution (5% after POPR and 16% after DI)
95% of petitions are filed in a given petitioner’s first round

Often a petitioner could not have filed a petition earlier or may be prompted to file
later because of the litigation circumstances
•

How
•

Institution rate by patent (FY17: 70%) is only slightly higher than by petition
(FY17: 64%)
58% of patents challenged at the PTAB are unchanged
Source: PTO
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RPI: Applications in Internet Time, LLC v.
RPX Corporation (Fed. Cir. July 9, 2018)
 AIT filed a complaint against Salesforce, asserting infringement
of two patents (11/2013)
– Salesforce filed CBMs against AIT patents (8/2014) (denied
2/2015)
 RPX filed IPRs against the same AIT patents (8/2015)
– Identified itself as sole RPI
– Certified it was not barred or estopped from IPR
– Acknowledged effect on Salesforce litigation
 AIT argued the IPRs should have named Salesforce as RPI
 Board instituted the IPRs
– AIT failed to demonstrate Salesforce control over the RPX
filings
17

RPI: Applications in Internet Time, LLC v.
RPX Corporation (Fed. Cir. July 9, 2018)
 Federal Circuit vacated and remanded
– RPI analysis must be flexible, take into account
equitable and practical considerations
 Determine whether non-party is a clear beneficiary
with a preexisting, established relationship with
petitioner
– Trial Practice Guide suggests a fact-dependent inquiry
 Does non-party desire review of the patent?
 Is petition filed as non-party’s behest?
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RPI: Applications in Internet Time, LLC v.
RPX Corporation (Fed. Cir. July 9, 2018)
 Factors between RPX and Salesforce
– Salesforce had an interest in the IPRs
– RPX’s business involves buying and licensing patents;
providing insurance against NPEs
– Salesforce and RPX had overlapping board members
 RPI “control” is not required
– No express or implied agreement to file an IPR
 If patent owner reasonably brings RPI accuracy into
question, burden of persuasion is on petitioner to establish
compliance
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RPI: Worlds Inc. v. Bungie, Inc.
(Fed. Cir. September 7, 2018)
 In 2012, Worlds asserted patents against Activision
 Bungie was not a party to the litigation, but developed
Destiny products distributed by Activision
 In 2014, Worlds notified Activision it intended to add
Destiny as an accused product
 Six months later, Bungie filed IPRs against World’s
patents (more than one year after service on Activation)
 Board instituted IPRs
– Worlds failed to demonstrate that Activision was an RPI
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RPI: Worlds Inc. v. Bungie, Inc.
(Fed. Cir. September 7, 2018)
 Federal Circuit vacated and remanded
– Established burdens of petitioner and patent owner
 Petitioner’s identification in the petition is generally
accepted
– But this is not a “presumption”
 Patent owner may produce rebuttal evidence about a
third party
 Burden of persuasion remains with petitioner
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RPI: Worlds Inc. v. Bungie, Inc.
(Fed. Cir. September 7, 2018)
 In this case, Worlds presented sufficient evidence to put
Bungie’s RPI identification into dispute:
 Agreement between Bungie and Activision;
 Worlds’ letter indicating intent to add Destiny to
litigation;
 Same five patents in litigation and in IPR
– Board made no statement about the burden of
persuasion
 Board’s statements imply that the burden was placed
on the patent owner
– Board may have relied on attorney argument as
evidence to outweigh Worlds’ evidence
22
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New Claim Construction Practice
 For IPR, PGR, and CBM
 Moving from BRI standard to Phillips
– “construed using the same claim construction
standard that would be used to construe such a claim
in a civil action to invalidate a patent under 35 U.S.C.
282(b), including . . . the ordinary and customary
meaning of such claim as understood by one of
ordinary skill in the art and the prosecution history
pertaining to the patent.”

24

New Claim Construction Practice
 Prior claim construction determinations will be considered
– “Any prior claim construction determination
concerning a term of the claim in a civil action, or a
proceeding before the [ITC], that is timely made of
record in the . . . proceeding will be considered.”
– Will it matter?
 Is it worse for Patent Owners?
 Appeal benefits?

25
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Public Accessibility Standards
 Medtronic, Inc. v. Barry (Fed. Cir. June 11, 2018)
– “Video and Slides” distributed at industry meeting and
conferences
 Board determined to be not publicly accessible
– CAFC vacated and remanded for failure to consider all
factors
 Size and nature of meeting
– Small members-only group? Open to public?
 Expectation of confidentiality or sharing
– Legal obligations? Group policies?
 Expertise of target audience is not dispositive
27

Public Accessibility Standards
 Jazz Pharms., Inc. v. Amneal Pharms., LLC (Fed. Cir. July
13, 2018)
– ACA background materials, minutes, transcript, and
slides
 Board determined to be publicly accessible on FDA
website through hyperlink in Federal Register
– CAFC affirmed
 Neither indexing nor searchability is required
 Federal Register disseminated the ACA materials to
POSAs
 Available online for a substantial time (2+ months)
 Disclosed via public domain—no expectation of
confidentiality
28

Public Accessibility Standards
 GoPro, Inc. v. Contour IP Holding LLC (Fed. Cir. July 27, 2018)
– GoPro Catalog distributed at trade show for action sports
vehicles
 Board determined to be not publicly accessible
– POSA would not have been interested in trade show
– CAFC vacated and remanded for failure to consider all
factors
 Trade show was not open to public but was open to
dealers
 Trade show focused on extreme sports vehicles, “an
obvious forum” for action sports camera
 Actual dissemination is not required, only that a POSA
could have located the publication with reasonable
diligence
29
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No Exception to One-year Time Bar
 35 U.S.C. § 315(b): IPR “may not be instituted if the
petition requesting the proceeding is filed more than 1
year after the date on which the petitioner, real party in
interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent…”
– As previously implemented by the PTAB:
 Voluntarily dismissal without prejudice nullified
service of the complaint
 One-year time bar was not triggered

31

No Exception to One-year Time Bar
 Click-to-Call Technologies, LP v. Ingenio, Inc. (Fed. Cir.
August 16, 2018) (en banc)
– CAFC reversed the longstanding practice
– § 315(b) time bar applies even when infringement
action is voluntarily dismissed without prejudice
 § 315(b) text is unambiguous; no listed exceptions
 Legislative history shows a focus on the service date
 Service is seminal notice-conferring event in litigation

32
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Expert Testimony (New)
 When expert testimony can be filed
– Petition
– Preliminary response
– At other stages as ordered or allowed
 Who can testify
– Expert by knowledge, skill, experience, training, or
education
– Need not be a person of ordinary skill in the art

34

Expert Testimony (New)
 Exemplary purposes of expert testimony:
– Explain the technology
– Establish the level of skill in the art
– Discuss the prior art
– Discuss reasons to combine prior art
– Discuss expectations of success
– Weigh indicia of nonobviousness

35

Expert Testimony (New)
 Caution
– Cannot take the place of disclosure in the prior art
 Cannot supply disclosure of an element not
expressly or inherently present in the reference
 Cannot supply a limitation not evidently and
indisputably within the common knowledge, without
supporting evidence
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Word Count and Page Limits (Update)
 Word count limits
– 14,000 for IPR and derivation proceedings
– 18,700 for PGR and CBM
 Page limits
– 25 for motions to amend
– 15 for other motions
 Same word/page limits for patent owner’s corresponding responses
and oppositions
 Replies and sur-replies
– 5,600 for replies to patent owner responses
– 12 pages for motions to amend; 5 pages for other motions

37

Word Count and Page Limits (Update)
 Word count compliance
– Certify word count
 Word processor’s word count function is sufficient
– Don’t abuse the process
 Deleting spaces
 Excessive acronyms and abbreviations
 Board will consider violations on a case-by-case
basis
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Considerations in Instituting a Review (Update)
 35 U.S.C. §§ 314(a), 324(a)
– Director’s discretion to deny based on efficiency and fairness
– General Plastic factors (IPR2016-01357)
 Same petitioner/patent/claims
 Prior art—known or should have known
 Timing—second petition after POPR or institution decision
 Timing—between filing multiple petitions
 Finite resources of the Board
– Other factors (e.g., ongoing proceedings in other courts)
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Replies and Sur-Replies (Update)
 Replies to patent owner response
– May address the institution decision
– No new evidence or argument that could have been
presented earlier, generally
 New evidence allowed for directly responsive rebuttal
– New expert testimony is subject to cross-examination,
motions to exclude, and comments in future sur-replies
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Replies and Sur-Replies (Update)
 Sur-replies to motions generally not permitted
 Sur-replies to principal briefs authorized by scheduling
order
– May address the institution decision to respond to
petitioner’s reply
– No new evidence other than deposition transcripts
– Respond to reply briefs, comment on reply testimony,
point to cross-examination testimony
 Replaces filing of observations on cross-examination
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Challenging Admissibility (Update)
 Motions to exclude
– Not for addressing the weight to give to evidence
– Not for addressing arguments or evidence believed to
exceed the proper scope of reply or sur-reply
– Generally decided after oral hearing
 But, if evidence is central to the dispute, early
resolution may be warranted
– Request resolution in pre-hearing conference
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Challenging Admissibility (Update)
 Motions to strike
– For briefs that raise new issues, include belatedly
presented evidence, or otherwise exceed the proper
scope of reply
 Alternatively, may request further merits briefing
– Rarely granted, such as:
 Where motion to strike is clearly warranted
 Prejudice may be too great (e.g., new issues allowed
to be heard at oral hearing)
– Request within one week of alleged improper
submission
43

Oral Hearing (Update)
 Pre-hearing conference call
– Held at either party’s request
– Held within three days prior to oral hearing
– Limited set of issues
– Uses:
 Preview issues to be discussed at oral hearing
 Seek guidance on particular issues Board would like
addressed
 Discuss pending motions to strike, motions to
exclude
 Discuss demonstrative exhibits
44

Oral Hearing (Update)
 Oral hearing
– Petitioner argues first, then patent owner
 Petitioner rebuttal limited to half of total time
– Patent owner may be permitted brief sur-rebuttal
– May be held in regional offices if panel and resources
are available

45

Oral Hearing (Update)
 Demonstrative exhibits
– Not evidence, and they should be marked as such
 Example footer:
“DEMONSTRATIVE EXHIBIT – NOT EVIDENCE”
– Parties encouraged to exchange exhibits and resolve
any objections before submission
 Objections not usually helpful
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Oral Hearing (Update)
 Live testimony
– Permitted as new evidence and becomes part of the
record
 May not exceed scope of underlying declaration or
address new theories or arguments not previously
presented
– A request is more likely to be granted:
 If demeanor of witness is critical to credibility
– E.g., establishing a prior reduction to practice
 For case-dispositive issues

47
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MTA – Responsive to Grounds in Trial
 Patent owner must show that the amendments “respond
to a ground of unpatentability involved in the trial.” 37
C.F.R.§§42.121(a)(2)(i), 42.221(a)(2)(i).
 Thus, the narrowing must be “responsive to the ground of
unpatentability involved in the trial.” W. Digital v. SPEX
Techs., IPR2018-00082, Paper 13 at 6 (Apr. 25, 2018)
(informative).
 Additional narrowing amendments can also be made. Id.
(“[O]nce a proposed claim includes amendments to
address a prior art ground in the trial, a patent owner also
may include additional limitations to address potential §
101 or § 112 issues, if necessary.”).
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MTA – Board’s Pre-Aqua View on
Patentable Distinctions
 Patent Owner must make/provide:
– Representation identifying closest known prior art
– Technical facts and reasoning supported by declaration
to show patentability
– Identify level of ordinary skill in art
– Why OOSITA would not have adapted basic knowledge
or techniques taught in textbooks to reach the invention
– Significance of added limitation(s)?
 Closest other context in which it was known
 Why that other context is too remote from invention
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MTA – Patentable Distinctions
 Prior to Aqua Products, burden to show patentability of
substitute claims was on Patent Owner.
 Aqua Prods. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017) (en
banc) overruled that plus Microsoft v. Proxyconn, 789 F.3d
1292 (Fed. Cir. 2015); Prolitec v. ScentAir, 807 F.3d 1353
(Fed. Cir. 2015); Synopsys v. Mentor Graphics, 814 F.3d
1309 (Fed. Cir. 2016); and Nike v. Adidas, 812 F.3d 1326
(Fed. Cir. 2016).
 But maybe Board could put that burden back on patent
owners via rulemaking.
 In a petition for rehearing of Bosch Auto. Serv. Sol’ns v.
Matal, 878 F.3d 1027 (Fed. Cir. 2017), PTO asked for
clarification of the panel’s characterization of Aqua
Products as requiring petitioner to bear burden of proof.
51

MTA – Patentable Distinctions
 For now, burden to show unpatentability is “ordinarily” on
Petitioner. W. Digital v. SPEX Techs., IPR2018-00082,
Paper 13 at 4.
 But “Board itself also may justify any finding of
unpatentability by reference to evidence of record in the
proceeding, as it must do when a petitioner ceases to
participate . . .” Id.
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PTAB’s Amendment Study
 First published by PTAB April 2016
 Updated several times, most recently April 2018
 Considered all trials in which a motion to amend had been
filed.
 Not include motions to cancel
 Focused on cases in which a decision on the motion was
made.
 Motion granted in whole or in part only a few times.
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PTAB’s Amendment Study (updated through March 2018)

Source: PTO
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PTAB’s Amendment Study (updated through March 2018)

Source: PTO
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PTAB’s Amendment Study (updated through March 2018)

Source: PTO
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PTAB’s Amendment Study (updated through March 2018)

Source: PTO
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Granted Motions to Amend
 Int’l Flavors & Fragrances v. U.S., IPR2013-00124, Paper 12 (May 12,
2014) (no response; motion unopposed; granted-in-part)
 Riverbed v. Silver Peak, IPR2013-00402, Paper 35 (Dec. 30, 2014) (no
response; very narrowing; no supporting declaration; granted-in-part);
see also IPR2016-00403, Paper 33 (same for similarly amended child
pat.)
 Chicago Mercantile v. 5th Market, CBM2013-00027 (Mar. 23, 2015)
(opposed; granted-in-part after request for rehearing)
 REG Synth. Fuels v. Neste Oil, IPR2014-00192, Paper 48 (June 5, 2015)
(all substitute claims found patentable – focused on prior art of record)
 Shinn Fu v. Tire Hanger, IPR2015-00208, Paper 24 (Apr. 24, 2016) (no
response; no declaration; opposed; vacated on appeal).
 Google v. ContentGuard, CBM2015-00040, Paper 8 (June 21, 2016)
(opposed; amendment explicitly stated district court’s construction).
 Global Tel*Link v. Securus, IPR2015-01225, Paper 45 (Dec. 14, 2016)
(opposed , contingent, granted in part).
 Veeam Software v. Veritas, IPR2014-00090, Paper 48 (July 17, 2017)
(granted in part on remand).
58
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LEGISLATION? RULES?

 Amendment changes
 New Chief / Solicitor
 New Rules
• Markman?
 Stronger Patents Act
 Hatch-Waxman Integrity Act
 SAS statutes corrected?
• Estoppel fixes?
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Thank You!

Scott.McKeown@ropesgray.com
Klaurence@lpiplaw.com
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