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Copyright Overview

What is Copyright?
• A grant of “exclusive rights” to “Authors” over their “Writings.”
• A limited monopoly

over original expression
fixed in a tangible medium.

“Authors” and “Writings”
U.S. Constitution, Art. I, s. 8, cl. 8:
• “To promote the Progress of … useful Arts, by securing for limited Times to
Authors … the exclusive Right to their respective Writings …”
− Author “has been construed to mean an ‘originator,’ he to whom anything
owes its origin.”
− Writings “may be interpreted to include any physical rendering of the
fruits of creative intellectual or aesthetic labor.”
Goldstein v. California, 412 U.S. 546, 561 (1973)

Originality and Fixation

To be eligible for federal copyright protection, a work must be both
original and fixed in a tangible medium.

Originality
• “Original, as the term is used in copyright, means only that the work was
independently created by the author (as opposed to copied from other
works), and that it possesses at least some minimal degree of creativity.”
− Independently created:
“Originality does not signify novelty; a work may be original even though it closely
resembles other works so long as the similarity is fortuitous, not the result of
copying.”
− Minimal degree of creativity:
“To be sure, the requisite level of creativity is extremely low; even a slight amount
will suffice. The vast majority of works make the grade quite easily, as they possess
some creative spark, no matter how crude, humble or obvious.”

Feist Publications, Inc., v. Rural Telephone Service Co., 499 U.S. 340, 345-46 (1991)

Fixation
• “A work is ‘fixed’ in a tangible medium of expression when its embodiment in a
copy or phonorecord, by or under the authority of the author, is sufficiently
permanent or stable to permit it to be perceived, reproduced, or otherwise
communicated for a period of more than transitory duration.” 17 U.S.C. § 101
• Protection extends to “original works of authorship fixed in any tangible
medium of expression, now known or later developed, from which they can be
perceived, reproduced, or otherwise communicated, either directly or with the
aid of a machine or device.” 17 U.S.C. § 102.
• Put simply, “fixed” means recorded.

Review: What is Copyright?

Copyright is:
1. a limited monopoly;
2. over original expression;
3. fixed in a tangible medium.

Ownership and Registration
• Copyright vests upon creation.
− “A work is “created” when it is fixed in a copy or phonorecord for the first time.”
17 U.S.C. § 101.

• Registration is essentially a receipt.
− Benefits of registration:
1.
2.
3.
4.

Presumption of validity;
Access to federal court for enforcement;
Eligibility for statutory damages;
Eligibility for attorneys’ fees.

• Even without registration, owner may enjoy benefits of limited monopoly.

Limited Monopoly
Limited with respect to:
• Bundle of rights
• Duration
• Protected content

Limited Monopoly: Bundle of rights
The bundle of exclusive rights:
1. The right to copy;
2. The right to distribute;
3. The right to publicly perform;
4. The right to publicly display;
5. The right to create derivative works.
See 17 U.S.C. § 106.

Limited Monopoly: Duration
• Term of the monopoly

− Standard: Life of Author plus 70 years
− Work for hire:
• 95 years from creation; or
• 120 years from publication.

Limited Monopoly: Content
• The monopoly only extends to independently created and
sufficiently creative elements of the copyrighted work or
copyrightable contribution.
• The monopoly does not extend to:
•
•
•
•
•

facts
functional elements
scènes à faire
discoveries
pre-existing works.
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Derivative Works in General
“A ‘derivative work’ is a work based upon one or more
preexisting works, such as a translation, musical
arrangement, dramatization, fictionalization, motion
picture version, sound recording, art reproduction,
abridgment, condensation, or any other form in which a
work may be recast, transformed, or adapted. A
work consisting of editorial revisions, annotations,
elaborations, or other modifications, which, as a whole,
represent an original work of authorship, is a
‘derivative work.’” 17 U.S.C. § 101

Derivative Works in General
“The copyright in a … derivative work extends only to the
material contributed by the author of such work, as
distinguished from the preexisting material employed in the
work, and does not imply any exclusive right in the
preexisting material. The copyright in such work is
independent of, and does not affect or enlarge the scope,
duration, ownership, or subsistence of, any copyright
protection in the preexisting material” 17 U.S.C. § 103(b)

Derivative Works in General
 The added material must have “some substantial, not
merely trivial, originality” to be copyrightable. Eden
Toys, Inc. v. Florelee Underground Co., 697 F.2d 27 (2d
Cir. 1982); L. Batlin & Son, Inc. v. Snyder, 536 F.2d 486
(2d Cir.1976)

Derivative Works in General
“[P]rotection for a work employing preexisting material in
which copyright subsists does not extend to any part of
the work in which such material has been used
unlawfully.” 17 U.S.C. § 103(a)

Derivative Works in General
Keeling v. Hars, 809 F.3d 43 (2d Cir. 2015)

Derivative Works in General
Keeling v. Hars, 809 F.3d 43 (2d Cir. 2015)
• Point Break Live is both a derivative work and fair use – “it involves
the dramatization of a motion picture, making it a derivative work,
and it involves a transformation of the motion picture’s character from
serious to parody, making it non-infringing fair use.”
• “[W]hen a derivative work’s unauthorized use of preexisting material
is fair use and the work contains sufficient originality, its author may
claim copyright protection under § 103 for her original creative
contributions.”
• “[Plaintiff’s] creative contribution, and thus her copyright, is in the
original way in which she has selected, coordinated and arranged the
element of her work.”

Joint Authorship and Derivative Works
Joint Authorship in General
 When two or more parties each contribute copyrightable
material to a single work intending to be joint authors, they will
be co-owners of the work.
 Co-owners each own a share of the undivided copyright.
Absent an agreement to the contrary, any co-author may
exploit the work, subject to a duty to account for any profits to
his or her co-authors.
 One co-owner cannot sue another co-owner for infringement.

Joint Authorship and Derivative Works
Jefferson v. Raisen, 2020 U.S. Dist. LEXIS 197183 (C.D. Cal. 2020)

Joint Authorship and Derivative Works
Jefferson v. Raisen, 2020 U.S. Dist. LEXIS 197183 (C.D. Cal. 2020)
 “[A] joint author of one copyrightable work does not automatically gain
ownership of a derivative work in which the joint author had no hand in
creating.”
 “[A]n author of a joint work does not acquire an authorship interest in
derivative works that utilize a part of the joint work, but that author may
be entitled to compensation for the use of the original joint work.” (citing
Ashton-Take Corp. v. Ross, 916 F.3d 516 (9th Cir. 1990))
 Because the parties finished “Healthy” as a standalone song before
Lizzo copied elements to create “Truth Hurts,” and Lizzo did not
demonstrate an intent to be a joint owner of “Truth Hurts” with the
Raisens, the court concluded they were not co-owners of that work.

Registration of Derivative Works
“The application for copyright registration … shall include
… in the case of a compilation or derivative work, an
identification of any preexisting work or works that it is
based on or incorporates, and a brief, general
statement of the additional material covered by the
copyright claim being registered ...” 17 U.S.C. § 409

Registration of Derivative Works
Unicolors, Inc. v. H&M Hennes & Mauritz, LLC (9th Cir. 2020)

Registration of Derivative Works
Unicolors, Inc. v. H&M Hennes & Mauritz, LLC (9th Cir. 2020)

 Trial court erred by not referring registration issue to Copyright
Office under Section 411(b)(2), and improperly applying an
intent to defraud standard.
 Knowledge of material inaccuracies in copyright registration is
enough to refer matter to Copyright Office and invalidate
registration if Copyright Office would have refused registration.

Registration of Derivative Works
Unicolors, Inc. v. H&M Hennes & Mauritz, LLC (9th Cir. 2020)

 Petition for certiorari granted June 2021
 Question Presented: Does Section 411(b) require referral to
Copyright Office where the there is no indicia of fraud or
material error as to the work at issue in the subject copyright
registration?

Registration of Derivative Works
Beverly Hills Teddy Bear Co. v. Best Brands Consumer Prods., 2020
U.S. Dist. LEXIS 99346 (S.D.N.Y. 2020)

Registration of Derivative Works
Beverly Hills Teddy Bear Co. v. Best Brands Consumer Prods., 2020
U.S. Dist. LEXIS 99346 (S.D.N.Y. 2020)
 Not an error to name creator of two-dimensional artwork as author of
three-dimensional sculptures, because no “new, original,
copyrightable authorship” was added.
 Not an error to omit the creator of Squeezamals’ eyes as an author,
because no evidence the eye creator intended to be a co-author.
 Not an error to omit reference to other toys used for “inspiration” as
preexisting material, because now showing they copied any
“protected expression.”
 Issue fact as to whether plaintiff failed to disclose that it copied
copyrightable material from specific third-party toys.

Registration of Derivative Works
UAB “Planner5D” v. Facebook, Inc. 202 U.S. Dist. LEXIS 133542
(N.D. Cal. July 24, 2020)

Registration of Derivative Works
UAB “Planner5D” v. Facebook, Inc. 202 U.S. Dist. LEXIS 133542
(N.D. Cal. July 24, 2020)
 5D’s copyright registrations listed a completion and publication
date in 2019, but Princeton allegedly copied the works in 2016.
 5D argued that its registration encompassed earlier created
material, pointing to its registration application, which listed 2012
creation date, though the date was changed after correspondence
with the Copyright Office.
 “5D cannot rely on the principle of derivative works to save the fact
that its registration certificates do not identify any prior versions of
the works on which the registered versions were based.”

Derivative Works Exception to Termination
 Sections 203 and 304 of the Copyright Act allow artists to
terminate decades-old copyright grants and recapture U.S.
rights in order to renegotiate agreements on more favorable
terms.
 “A derivative work prepared under authority of the grant before
its termination may continue to be utilized under the terms of
the grant after its termination, but this privilege does not
extend to the preparation after the termination of other
derivative works based upon the copyrighted work covered by
the terminated grant.” 17 U.S.C. §§ 203(b)(1), 304(c)(6)(A)

Derivative Works Exception to Termination
Mills Music, Inc. v. Snyder, 469 U.S. 153 (1985)

Derivative Works Exception to Termination
Mills Music, Inc. v. Snyder, 469 U.S. 153 (1985)

 Supreme Court held music publisher was entitled to collect
royalties, because statute provides derivative works “may
continue to be utilized under the terms of the grant after its
termination”; “the grant” refers to original grant from songwriter
to music publisher that was terminated.

Derivative Works Exception to Termination
Fred Ahlert Music. Corp. v. Warner/Chappell Music, Inc., 155 F.3d
17 (2d Cir. 1998)

Derivative Works Exception to Termination
Fred Ahlert Music. Corp. v. Warner/Chappell Music, Inc., 155 F.3d
17 (2d Cir. 1998)
 Because Warner’s pre-termination license to A&M only permitted
the creation and release of the Cocker recording on specific
record, that license did not permit the post-termination inclusion of
the Cocker recording on a movie soundtrack.
 “In sum, when Dixon’s heirs terminated Warner’s domestic
copyright interest in the Song … the right to authorize new uses of
the Song as embodied by the Cocker derivative reverted to the
heirs, because that right is not within the ‘term of the grant’
preserved by the Derivative Works Exception.”

Derivative Works and Infringement
 Elements of an infringement claim:
1) Factual copying
 Direct evidence of copying,
 Probative similarity and evidence of access, or
 Striking similarity
2) Unlawful appropriation
 Substantial similarity of protectable expression

Derivative Works and Compulsory Mechanical Licenses
 Section 115 grants a compulsory licenses to make and
distribute audio-only copies of nondramatic musical works
after they have been released to the public.
 “A compulsory license includes the privilege of making a
musical arrangement of the work to the extent necessary to
conform it to the style or manner of interpretation of the
performance involved, but the arrangement shall not change
the basic melody or fundamental character of the work and
shall not be subject to protection as a derivative work under
this title, except with the express consent of the copyright
owner.” 17 U.S.C. 115(a)(2)

Derivative Works and Compulsory Mechanical Licenses
 Courts have not construed the meaning of “shall not
change the basic melody or fundamental character of the
work…”
 “The existence of the undisputed changes in the remixes
and the varying interpretations of the significance of those
changes raises issues of fact that cannot be decided on
this motion for summary judgment.” TeeVee Toons, Inc. v.
DM Records, Inc., 2007 U.S. Dist. LEXIS 74822, at *28
(S.D.N.Y. Sep. 27, 2007)

Cowan, DeBaets,
Abrahams &
Sheppard LLP

The Fair Use Defense
• Fair Use is an exemption from liability for use of a
copyrighted work without permission.
• It is not so much a defense as it is an allowable noninfringing use.

Cowan, DeBaets,
Abrahams &
Sheppard LLP

The Copyright Act of 1976
Fair Use was recognized by federal statute in the U.S. in 1976:

“[T]he fair use of a copyrighted work, including… for purposes
such as criticism, comment, news reporting, teaching (including
multiple copies for classroom use), scholarship, or research, is
not an infringement of copyright... [T]he factors to be considered
shall include—
(1) the purpose and character of the use, including whether
such use is of a commercial nature or is for nonprofit
educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in
relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value
of the copyrighted work.”

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Fair Use Factors
The factors are guidelines, NOT rules. Not every
factor will be considered or given the same
weight in every case.
• The statute explicitly favors criticism,
commentary, news reporting, teaching,
scholarship, and research. However this list is not
exhaustive.

Cowan, DeBaets,
Abrahams &
Sheppard LLP

First Factor
“The purpose and character of the use, including
whether such use is of a commercial nature or is for
nonprofit educational purposes.”

• Look at how the party accused of infringement is
using the original work.
• Fair Use favors nonprofit educational uses,
however a commercial use is not de facto
infringement.

• “Transformative” use has become the key element.

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Second Factor
“The nature of the copyrighted work.”

• More factual original works tend to weigh in favor
of fair use, and more artistic original works tend to
weigh against fair use.
• This factor is not generally determinative.

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Third Factor
“The amount and substantiality of the portion
used in relation to the copyrighted work as a whole.”
• Courts look at both quantitative and qualitative
substantiality of the portion used:
o Quantitative substantiality: how much of the
original is used?
o Qualitative substantiality: was the “heart” of
the original work used?

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Fourth Factor
“The effect of the use upon the potential market for
or value of the copyrighted work.”
• If the subsequent work serves as a substitute for the
original or harms its value, it will weigh against fair
use.
• This factor raises substantial concerns for the
licensing market and other potential future
markets.

Fair Use or Unauthorized Derivative?

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works
Music

The Lizzo Opinions
Jefferson v. Raisen, No. CV 19-9107-DMG, 2020 WL 6440034
(C.D.Cal. Aug. 14, 2020) (“Lizzo I”)
Jefferson v. Raisen, No. CV 19-9107-DMG, Docket No. 79
(C.D.Cal. April 27, 2021) (”Lizzo II”)

FACTS
• Lizzo and the Raisen Brothers (and others) meet, write, and record the song
Healthy
− Featuring the lyric, lifted from a meme:
“I just took a DNA test, turns out I'm 100% that bitch”

• Lizzo, with others, later writes and records the hit song Truth Hurts
− Famous for same lyric

• Raisen Brothers register copyright in Healthy, as joint authors with Lizzo

The Lizzo Opinions
COMPLAINT AND COUNTERCLAIMS
• Lizzo sues for declaratory judgment that Raisen Brothers have no ownership
rights in Truth Hurts
• Raisen Brothers counterclaim:
1. for declaratory judgment;
2. for an accounting of revenues from the use of Healthy in Truth Hurts

The Lizzo Opinions
ARGUMENT
• Lizzo:
− Two works: Truth Hurts is a derivative work based on Healthy
− “As a matter of law, a joint author of one copyrightable work does not
automatically gain ownership of a derivative work in which the joint author had no
hand in creating.”

• Raisen Brothers:
− Only one work at issue:
Truth Hurts is the final version of Healthy, in which they are joint authors

The Lizzo Opinions
FINDINGS/HOLDING
• “An author of a joint work does not acquire an authorship interest in derivative
works that utilize part of the joint work, [but] that author may be entitled to
compensation for the use of the original joint work.”
− Ashton-Tate Corp. v. Ross, 916 F.2d 516, 523 (9th Cir. 1990):

• No joint authorship, because no manifestation of intent at the time of creation
− “The standard for determining whether a work is a joint work focuses on
whether the creators of the work objectively manifested an intent to be coauthors of the work, not whether unrelated third-parties assumed that the
authors created a work together.” Lizzo I, at *3

The Lizzo Opinions
L IZZO II
• Still no facts to support joint authorship
• “To establish co-ownership, a party must show that it made an independently
copyrightable contribution and qualifies as an author of the alleged joint work.”
• Three-factor test:
1. whether the putative author superintended the work by exercising control;
2. whether the putative coauthors made objective manifestations of a shared intent
to be coauthors; and
3. whether the audience appeal of the work turns on both contributions and the
share of each in its success cannot be appraised

Aalmuhammed v. Lee, 202 F.3d 1227, 1231-32 (9th Cir. 2000)

The Lizzo Opinions
L IZZO II ( CONT.)
No joint authorship
1. No exercise of control
2. No manifestation of intent
• Intent must be manifest at the time of contribution
• Intent to create previous work cannot be applied to new work

• But, counterclaim for accounting survives

The Karaoke Case
Palladium Music, Inc. v. EatSleepMusic, Inc., 398 F.3d 1193 (10th Cir. 2005)

FACTS
• Palladium creates “karaoke music tracks,” without licensing underlying
compositions
• Previously a wholesaler, Palladium starts selling direct to consumers via digital
download
• Palladium applies for registration of its recordings, and seeks licensing
agreements with manufacturers to exclude sales over the internet
• Palladium discovers ESM selling recordings on the internet and sues.

The Karaoke Case
ARGUMENT
• ESM
− Registrations are invalid because underlying work was not licensed
• “Derivative works are only protected by the Copyright Act if there is lawful
use of the preexisting material.” 398 F.3d at 1197.

• Palladium
− Karaoke music tracks are not derivative works because they are original sound
recordings.

The Karaoke Case
HOLDING
• Palladium’s sound recordings are derivative works.
• Its copyrights in the sound recordings are invalid and unenforceable because it
has failed to obtain compulsory or consensual licenses from the copyright
owners of the underlying musical compositions as required by 17 U.S.C. § 115.
398 F.3d 1200.

COMPULSORY LICENSING – SECTION 115
• “A party intending to make and distribute a sound recording of a previously
published musical work may obtain a compulsory license in that work simply
by complying with the statutory requirements, including timely and sufficient
notice to the owner of the copyright in the musical work and payment of
statutory, or otherwise negotiated, royalties.” 398 F.3d 1199.

We Shall Overcome
We Shall Overcome Found. v. The Richmond Org., Inc., No. 16CV2725(DLC),
2017 WL 3981311 (S.D.N.Y. Sept. 8, 2017)

FACTS
• Spiritual alternately titled I’ll Overcome and We Will Overcome
previously published and registered, and falls into public domain
• Plaintiff WSOF registers copyright in musical composition We Shall Overcome as
a derivative work
− Does not identify prior unregistered versions
− Claims “melody is slightly changed” and new lyrics for new verses

• Defendant asks for sync license for film. WSOF refuses.
• Defendant use the work anyway and sue for declaratory judgment.

We Shall Overcome
DIFFERENCES BETWEEN THE WORKS
• Two lyrical changes:
− “We will overcome.”  “We shall overcome.”
− “Down in my heart I do believe…”  “Deep in my heart I do believe…”

We Shall Overcome
DIFFERENCES BETWEEN THE WORKS
• Two melodic changes:

We Shall Overcome
LEGAL DISCUSSION
• Presumption of validity rebutted
− Due to evidence that WSOF registrations for “significantly flawed”
• Failed to disclose prior published unregistered versions of song
• Failed to identify new material in the famous verse at issue

We Shall Overcome
LEGAL DISCUSSION (CONT.)
• The derivative work must function, “as a whole,” as a “new work”
− “For a musical composition to qualify as a derivative work, there must be something
of substance added making the piece to some extent a new work with the old song
embedded in it but from which the new has developed. It is not merely a stylized
version of the original song where a major artist may take liberties with the lyrics or
the tempo, the listener hearing basically the original tune. It is, in short, the addition
of such new material as would entitle the creator to a copyright on the new
material.” 2017 WL 3981311.
− In determining whether the changes are sufficient, the challenged work must be
considered “as a whole.”

We Shall Overcome
FINDINGS/HOLDING
• “The melody and lyrics of Verse 1/5 of the Song are not sufficiently original
to qualify as a derivative work entitled to a copyright.
• “As a matter of law, the alterations from the PSI Version are too trivial. A
person listening to Verse 1/5 of the Song would be hearing the same old song
reflected in the published PSI Version with only minor, trivial changes of the
kind that any skilled musician would feel free to make.”

Derivative Works – Literary Works
Salinger v. Colting, 607 F.3d 68 (2d Cir. 2010)

Derivative Works – Literary Works
Salinger v. Colting, 607 F.3d 68 (2d Cir. 2010)
 Salinger demonstrated likelihood of success on the merits.
 Colting’s sequel copied protectable expression from Salinger by
using the Holden character and events from “Catcher”
 Colting’s fair use was unlikely to succeed, because “60 Years
Later” did not criticize or parody “Catcher in the Rye,” making a
sequel is not otherwise a transformative use, and it could harm
Salinger’s market for derivative works even though he never
exercised that right.
 Preliminary injunction vacated, because irreparable harm no
longer assumed based on likelihood of infringement of copyright.

Derivative Works – Literary Works
Penguin Random House LLC v. Colting, 270 F. Supp. 3d 736
(S.D.N.Y. Sept. 8, 2017)

Derivative Works – Literary Works
Penguin Random House LLC v. Colting, 270 F. Supp. 3d 736
(S.D.N.Y. Sept. 8, 2017)


“[G]iven the clearly infringing nature of defendants’ Guides, and the fact that the
Guides are unauthorized derivative works that do not primarily critique or parody
plaintiffs’ Novels but rather reproduce, albeit in a different form, plaintiffs’ ‘original work
of authorship,’ no reasonable trier of fact could find for defendants in this case.”



“Taking on [a] few pages [of analysis, quiz questions and background info] does not
provide safe harbor for an otherwise infringing work.” “[F]air use is not a jacket to be
work over an otherwise infringing outfit.”



Market exists for child adaptations, even if some authors chose not to enter that
market. “Congress did not provide a use-it-or-lose-it mechanism for copyright
protection.”

Derivative Works – Literary Works
Masterson v. The Walt Disney Co., 821 Fed. Appx. 779 (9th Cir.
2020)

Derivative Works – Literary Works
Masterson v. The Walt Disney Co., 821 Fed. Appx. 779 (9th Cir.
2020)
 Ninth Circuit affirmed dismissal of Masterson’s claim, holding there
was no substantial similarity of protectable expression.
 Shared theme of “every feeling has a reason” is “too general to be
protectable …”
 Shared use of “anthropomorphized emotion characters flows from
the premise of doing a children’s story about human emotions,
making it unprotectable scenes-a-faire.”

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works – Visual Arts
Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)

Patrick Cariou – “Yes Rasta” at pages 11 and 59

Richard Prince – “Canal Zone”

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works – Visual Arts
Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)

Patrick Cariou – “Yes Rasta” at pages 11 and 59

Richard Prince – “Graduation”

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works – Visual Arts
Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)
• Cariou published “Yes Rasta,” a book of portraits/ landscape photographs taken in Jamaica.
• Defendant Prince was a well-known appropriation artist who incorporated several of Cariou’s
photos into a series of works called “Canal Zone”.
• Canal Zone was exhibited at a gallery, and in a catalog.
• Cariou sued and the district court ruled in his favor stating Prince’s use was not fair use because
it did not comment on / critique the original photographs.

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works – Visual Arts
Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)
• Second Circuit explained that a derivative work that merely presents the same material but in a
new form, is not transformative, but in 25 of his artworks, Prince had not presented the same
material as Cariou, but instead “add[ed] something new” and presented images with a
fundamentally different aesthetic.
• Second Circuit also held the district court erred in its market harm analysis. The court’s concern
is not whether the secondary use suppresses the market for the original work or its potential
derivatives, but whether the secondary use usurps the market of the original work.
o An accused infringer has usurped the market for copyrighted works, including the derivative
market, where the infringer's target audience and the nature of the infringing content is the
same as the original.
o There was no evidence that Prince's work ever touched—much less usurped—either the
primary or derivative market for Cariou's work.

Cowan, DeBaets,
Abrahams &
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Derivative Works – Visual Arts
Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 992 F.3d 99 (2021)

Left= Goldsmith’s photo

Right= Warhol’s rendition
for Vanity Fair.
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Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 992 F.3d 99 (2021)

-

The “Prince Series”.
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Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 992 F.3d 99 (2021)
• 1981, Goldsmith took photos of Prince, and licensed them to Vanity Fair.
• In 1984, Warhol used Goldsmith’s photo of Prince for inspiration on a
Vanity Fair-commissioned piece, yet also continued to create an
additional 15 works known as the “Prince Series.”
• In 2016, when Goldsmith became aware of the Prince Series, she notified
The Andy Warhol Foundation that the Prince Series violated her
copyrighted photo from the 1981 photoshoot.
• The district court found Warhol’s derivative work was not a market
substitute for Goldsmith’s original photograph and found Warhol’s work
created a new art with new meaning, and thus fair use.
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Andy Warhol Foundation for the Visual Arts, Inc . v. Goldsmith, 992 F.3d 99 (2021)
• Second Circuit reversed finding that the Prince Series was transformative
simply because it “can reasonably be perceived to have transformed
Prince from a vulnerable, uncomfortable person to an iconic, larger-thanlife figure.”
• Further, stylistic changes Warhol applied to the photograph were not
enough to make this derivative work entirely separate from the market
for the original work; it was creating a “celebrity plagiarist privilege”
inappropriately benefitting more established artists.
• Clarification of Cariou: that case did not announce a bright line rule that
any derivate work adding a new aesthetic or new expression to its
source material is necessarily transformative.
o This expansive definition risks crowding out the statutory
protections for derivative works.
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Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992)

Art Rogers –“Puppies”

Jeff Koons – “String of Puppies”
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Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992)
• Plaintiff Rogers was a photographer who owned the copyright in a
photograph called “Puppies.”
• Jeff Koons, a sculptor, used this photograph to create a sculpture,
entitled “String of Puppies.”
• Koons claimed the purpose of the resulting sculpture was a parody
meant to comment critically both on the original photo and the
political and economic system that created it.
• Koons displayed String of Puppies at a gallery and sold copies to
collectors.
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Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992)
• The Second Circuit did not find Koons’ sculpture was a parody.
• In order to be a parody, the copied work (not just society at large)
must be an object of ridicule.
• A parody would be fair use; this was not a fair use.
• As to market harm, the court held: It is obviously not implausible that
another artist, who would be willing to purchase the rights from Rogers,
would want to produce a sculpture like Rogers' photo and, with Koons' work
extant, such market is reduced. Similarly, defendants could take and sell
photos of “String of Puppies,” which would prejudice Rogers' potential
market for the sale of the “Puppies” notecards, in addition to any other
derivative use he might plan.
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Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006)

Andrea Blanch – “Silk Sandals by Gucci

Jeff Koons – “Niagara”
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Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006)
• Plaintiff Blanch owned the copyright of the Silk Sandals by Gucci
photograph taken for the August 2000 issue of Allure magazine.
• The Solomon R. Guggenheim Foundation and Deutsche Bank
commissioned a series of works from Koons.
• One of the works, “Niagara,” included a rotated image of the legs and
feet from Silk Sandals, omitting the background of the original photo.
• Blanch filed an infringement action. The district court granted Koons’
summary judgment, motion in part based on its finding that Koons’
use of Silk Sandals was fair use.
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Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006)
• Second Circuit affirms finding of fair use.
• Koons’ collage used Blanche’s photograph to create a new work of art
with a distinct meaning, message and character.
• Unlike prior cases, Koons has offered more than a mere complete
reproduction.
• There was no evidence of usurpation of a derivative market.
o A derivative use can be complementary to, or fulfill a different
function from, the original, as Koons’ work did here.
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Lego A/S v. Zuru, 799 Fed. Appx. 823 (Fed. Cir. 2020)

Left Image= Lego’s Figurines

Right Image= Zuru’s Figurines

Cowan, DeBaets,
Abrahams &
Sheppard LLP

Derivative Works – Visual Arts
Lego A/S v. Zuru, 799 Fed. Appx. 823 (Fed. Cir. 2020)
• Zuru is a Hong-Kong based toymaker who distributed a line of action figurines and
plastic play blocks in Walmarts throughout America.
• Lego sued Zuru, alleging the figurines and blocks infringed their long-held copyrights,
trademarks, and design patents for Lego figurines/bricks/packaging.
• Zuru claimed Lego’s comparison of Zuru’s figures to Lego’s figures was inappropriate
because Lego’s copyrighted work at issue was an image of its figure.
• Zuru claimed this was a comparison to an unregistered derivative work not at issue.
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Lego A/S v. Zuru, 799 Fed. Appx. 823 (Fed. Cir. 2020)
• Federal Circuit held that there are "no material differences" between the toys and
the images in the copyright registration.
• Shift in medium from image to sculpture does not add the original copyrightable
authorship necessary to constitute a derivative work.
• Therefore, the court stated the Lego minifigures were not, as Zuru contends,
unregistered derivative works — they are physical embodiments of the copyrighted
images.
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Shepard Fairey and The A.P. Legal Dispute
Fair use or unauthorized derivative?

Photograph: Mannie Garcia (2006)

Poster: Shephard Fairey (2008)
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Niagra

Andy Warhol

Fair use or unauthorized derivative?

Banksy
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