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Demonstrating Use in Commerce of Trademarks
and Service Marks Under the Lanham Act

Robert D. Litowitz
Kelu L. Sullivan

Importance of Trademark Use in the U.S.
• Use in commerce is required for registration in the U.S.
(with a few exceptions)
• Without continued use, trademark rights may be
considered abandoned
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Demonstrating Use in Commerce and
Avoiding Abandonment – Case Law

Kelu L. Sullivan
Kelly IP, LLP
kelu.sullivan@kelly-ip.com
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Definition of "Use in Commerce" – Lanham Act
The term “use in commerce” means the bona fide use of a mark in
the ordinary course of trade, and not made merely to reserve a
right in a mark. For purposes of this chapter, a mark shall be
deemed to be in use in commerce-(1) on goods when-(A) it is placed in any manner on the goods or their containers or the displays
associated therewith or on the tags or labels affixed thereto, or if the nature of
the goods makes such placement impracticable, then on documents
associated with the goods or their sale, and
(B) the goods are sold or transported in commerce, and
(2) on services when it is used or displayed in the sale or advertising of services
and the services are rendered in commerce, or the services are rendered in more
than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the services.

15 U.S.C.A. § 1127
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Definition of "Trademark" – Lanham Act
The term “trademark” includes any word, name, symbol, or
device, or any combination thereof-(1) used by a person, or
(2) which a person has a bona fide intention to use in commerce and
applies to register on the principal register established by this
chapter,

to identify and distinguish his or her goods, including a
unique product, from those manufactured or sold by
others and to indicate the source of the goods, even if that
source is unknown

15 U.S.C.A. § 1127
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Trademark Modernization Act – Effective Dec. 27, 2021
• New ex parte cancellation actions:
– Expungement
Mark was never in use in commerce
Available between the 3rd and 10th year after the date of registration

– Reexamination
Mark was not in use in commerce on the relevant use declaration date
during prosecution (i.e. filing date of use-based application, or date for
filing Statement of Use or Amendment to Allege Use)
Available within 5 years from the date of registration
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Sufficient Use in Commerce in “Goods” Cases:
Christian Faith Fellowship v. Adidas AG, 841 F.3d 986 (Fed. Cir. 2016)
•

January 2005: A church in Illinois began selling caps and shirts with the
phrase "Add A Zero."

•

February 2005: The church made one sale
of two hats bearing the ADD A ZERO mark to
an out-of-state resident who purchased the
hats with a check bearing a Wisconsin address.

•

March 2005: The church applied for federal registration of the ADD A
ZERO mark for "Clothing, namely, shirts, pants and caps" in Class 25.
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Christian Faith Fellowship v. Adidas AG
• 2009: Adidas applied for the mark ADIZERO for clothing and is
refused by USPTO based on the church’s ADD A ZERO marks.
• 2010: Adidas filed a petition to cancel the church’s marks arguing,
among other things, that the church failed to use the marks in
commerce before registration.
• TTAB sustained Adidas’ claim, finding the church’s February 2005
sale of two hats to one out-of-state party to be de minimis and not
sufficient to satisfy the "use in commerce" standard under the
Lanham Act.
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Christian Faith Fellowship v. Adidas AG
• The Federal Circuit reversed.
 "[T]he Church’s sale of two ‘ADD A ZERO’-marked hats

to an out-of-state resident is regulable by Congress
under the Commerce Clause and, therefore, constitutes
‘use in commerce’ under the Lanham Act."
 This transaction, taken in the aggregate, would cause a
substantial effect on interstate commerce.
 There is no de minimis exception to the use in commerce
requirement.

Tao Licensing, LLC v. Bender Consulting Ltd., Cancellation No.
92057132 (TTAB Dec. 7, 2017)
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Tao Licensing, LLC v. Bender Consulting Ltd.
• 2010: Respondent’s owner, Mr. Bender, visited a TAO venue
in an unsuccessful attempt to sell KAI VODKA.
• July 11, 2011: Respondent files an intent-to-use application
for TAO VODKA for “alcoholic beverages excluding beer.”
• Mid-April 2012: Vietnamese distillery ships one case of
vodka samples bearing the TAO VODKA mark to “Mr. Marcus
Bender of Kai Vodka,” Respondent’s related entity.
• Late April 2012: Respondent provides free samples of TAO
VODKA to three different parties.

15

• April 24, 2012: Respondent files a Statement of Use, in
advance of the September 20, 2012 Statement of Use
deadline, alleging use of the TAO VODKA mark in commerce
as of April 9, 2012.
• May 2012: Respondent “proposed a business relationship”
with Petitioner that included a mid-six-figure sum for the
purchase of the TAO VODKA registration.
• April 30, 2013: Petitioner files cancellation action.
• December 2014: Respondent received first purchase order
for TAO VODKA from distributor
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Tao Licensing, LLC v. Bender Consulting Ltd.

TTAB Looked at whether the distribution of the three
samples to the parties below was “use in commerce”:
1. An out-of-state shareholder of Kai Vodka, LLC - NO
2. A restaurant in Hawaii located across the street from
Mr. Bender - NO
3. A liquor distributor in Hawaii - NO
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Tao Licensing, LLC v. Bender Consulting Ltd.
TTAB Holding – Respondent did not make bona fide
use of the mark in commerce. Petition to cancel
granted.
• “We find Mr. Bender’s sharing of these samples with
the three parties was more in the nature of a
preliminary advisory consultation than bona fide use of
the TAO VODKA mark in the ordinary course of trade.
Thus, Respondent failed to make the requisite use of
the mark in commerce prior to the Statement of Use
deadline.”
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
Doctor’s Assocs. Inc. v. Janco, LLC, Opp. No. 91217243, 2016 WL
247200 (TTAB Jan. 7, 2016) (not precedential)
 Janco sought registration of the mark FLATIZZA for pizza
relying on its sale of pizza at a single restaurant. The sales of
pizza that took place before the application filing date did not
involve shipping pizzas across state lines or taking orders from
customers in another state.
 Doctor's Assocs. opposed registration, claiming prior use of
FLATIZZA for flat sandwiches, and that Janco did not make
interstate use in commerce of the mark prior to the filing date of
its use-based application.
 Trademark application was void ab initio, because Janco's use
of FLATIZZA only made at single-location restaurant with no
interstate advertising prior to application filing date.

19
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
The Clorox Co. v. Salazar, 108 USPQ2d 1083 (TTAB 2013)
•

Salazar filed a use-based application to register CLOROTEC mark for
electrolysis equipment

•

Clorox opposed registration based on prior use of CLOROX and
diamond design marks, and Salazar's lack of bona fide use as of
application filing date.
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
The Clorox Co. v. Salazar (cont'd.)
•

Salazar's use of the CLOROTEC mark in the online promotion of
goods was not use in commerce because it was unaccompanied by
any actual sale or transport of the goods in commerce.

•

Shipment of parts rather than the actual finished product constituting
the identified goods was insufficient to establish use in commerce.

•

Transportation of goods from manufacturer to trademark owner, even
when the goods bear the trademark, was purely a delivery in
preparation for offering for sale and did not constitute bona fide use in
commerce.
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
Industry Practices
Automedx Inc. v. Artivent Corp., 95 USPQ2d 1976 (TTAB
2010)
• Taking into account industry practices, Opposer's test sales of
demonstration models of portable medical ventilators bearing Opposer's
SAVe mark to the military constituted bona fide use of mark in commerce.

NetJets Inc. v. IntelliJet Grp., LLC, 602 F. App'x 242 (6th Cir.
2015) (not precedential)
• Given the dynamics of the private-plane industry and the nature of the
INTELLIJET software product, limited market involvement where NetJet
sold software to two external customers could show a bona fide use in the
ordinary course of trade.
• The court's opinion characterizes these "sales" as "licenses" to use the
software.
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
Establishing Use in Commerce for Mobile Applications
Kelly Servs., Inc. v. Creative Harbor, LLC, 124 F. Supp. 3d
768 (E.D. Mich. 2015)
• Kelly, the developer of the "Workwire" mobile application, used to
provide job searching and job placement tools to employers and
prospective employees, did not use the trademark "in commerce"
when Kelly submitted the app to an online re-seller for review of
software developer requirements.
• Kelly's submission to the online re-seller was merely preparatory
to use in commerce because it was not sufficiently open or public
to identify or distinguish the application in the minds of
consumers.
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Sufficient Use in Commerce in “Goods” Cases (cont’d.)
Unlawful Commerce
In re Stanley Bros. Soc. Enters., LLC, 2020
USPQ2d 10658 (TTAB 2020)
• Farm Bill of 2018 legalized the growth and
cultivation of industrial hemp that contain THC
concentration below .3%, but does not permit
“distribution or sale of CBD in food when CBD is the
subject of clinical investigation.”
• Supplements infused with hemp oil extracts with
concentration of .3% is therefore per se illegal under
the Food, Drug, and Cosmetics Act (FDCA).
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Definition of "Service Mark" – Lanham Act
The term “service mark” means any word, name, symbol, or
device, or any combination thereof-(1) used by a person, or
(2) which a person has a bona fide intention to use in commerce and
applies to register on the principal register established by this
chapter,

to identify and distinguish the services of one person,
including a unique service, from the services of others and
to indicate the source of the services, even if that source
is unknown.
15 U.S.C.A. § 1127
25
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Sufficient Use in Commerce in “Services” Cases
Larry Harmon Pictures Corp. v. Williams Rest. Corp., 929
F.2d 662 (Fed. Cir. 1991)
•

Restaurant seeking to register service mark "BOZO's" satisfied the
use in commerce requirement by showing that it was located near a
major city whose metropolitan statistical area comprised portions of
three states, that it had been mentioned in publications originating in a
number of other states, and that it served interstate travelers.

•

Entirely intrastate services with sufficient interstate contact may
satisfy the Lanham Act's use in commerce requirements.
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Sufficient Use in Commerce in “Services” Cases (cont’d.)
Offering Services Without Actual Provision Insufficient
Aycock Eng’g, Inc. v. Airflite, Inc., 560 F.3d 1350 (Fed. Cir.
2009).
• Registrant did not use the mark AIRFLITE in connection with "arranging
for individual reservations for flights on airplanes." He only prepared to do
so by lining up air taxi operators and he never offered the services to
potential passengers in an open or notorious way.

Couture v. Playdom, Inc., 778 F.3d 1379 (Fed. Cir.), cert.
denied, 136 S. Ct. 88, 193 L. Ed. 2d 35 (2015).
• Holder of registered PLAYDOM mark failed to establish that he had used
the mark in commerce as of his use-based application filing date, and
thus the registration was void ab initio, even though the holder created a
website offering writing and production services, absent evidence that he
had actually provided services in connection with the mark.
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Sufficient Use in Commerce in “Services” Cases (cont’d.)
Offering Service Without Actual Provision Insufficient
In re Nostalgia Network, Inc., 78147904, 2005 WL 1463862
(TTAB 2005) (not precedential)
• Dissemination of advertising material bearing EMBASSY CHEFS
mark that "proposes a unique [television] program" available in
the future but not at time of filing of allegation of use insufficient to
show use in commerce.
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Sufficient Use in Commerce in “Services” Cases (cont’d.)
Services Promoted Online
Am. Residential Servs., L.L.C. v. Rescue Response Group
Inc., 85015118, 2016 WL 552611 (TTAB 2016) (not
precedential)
• No use of Applicant's MR. RESCUE PLUMBING & DRAIN
CLEANING mark in commerce where Applicant's services
were rendered wholly in-state, and there was no proof that
viewers had accessed Applicant's website (from out of state or
otherwise) as of filing date of its use-based application, despite
Applicant’s assertion that it advertised "over the internet,
across the US and the rest of the world."
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Definition of "Abandoned" – Lanham Act
A mark shall be deemed to be “abandoned” if either of the
following occurs:
(1) When its use has been discontinued with intent not to resume such
use. Intent not to resume may be inferred from circumstances. Nonuse
for 3 consecutive years shall be prima facie evidence of abandonment.
“Use” of a mark means the bona fide use of such mark made in the
ordinary course of trade, and not made merely to reserve a right in a
mark.
(2) When any course of conduct of the owner, including acts of omission
as well as commission, causes the mark to become the generic name for
the goods or services on or in connection with which it is used or
otherwise to lose its significance as a mark. Purchaser motivation shall
not be a test for determining abandonment under this paragraph.

15 U.S.C.A. § 1127
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“[O]ne must . . .proffer more than conclusory testimony or
affidavits. An averment of no intent to abandon is little more
than a denial in a pleading . . . The registrant must put forth
evidence with respect to what activities it engaged in during
the nonuse period or what outside events occurred from
which an intent to resume use during the nonuse period
may reasonably be inferred.”
Imperial Tobacco Ltd. v. Philip Morris, Inc., 899 F.2d 1575,
1581 (Fed. Cir. 1990)
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Establishing Sufficient Use in
Commerce to Avoid Abandonment
Crash Dummy Movie, LLC v. Mattel, Inc., 601 F.3d 1387
(Fed. Cir. 2010)
• Substantial evidence supported the Board's finding that
Mattel intended to resume use of the CRASH DUMMIES
marks for toys during its period of non-use.
– Mattel engaged in research and development efforts and entered
into discussions with KB Toys about becoming the exclusive
retailer for the product CRASH DUMMIES toys.
– That Mattel did not ultimately enter into the agreement was due to
business concerns and did not suggest that it decided to abandon
the mark.
– Intent to resume use also supported by substantial R&D efforts
during period of non-use, even though actual use of the mark did
not occur until years later.
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Establishing Sufficient Use in
Commerce to Avoid Abandonment (cont’d.)
Industry Practices
• NetJets Inc. v. IntelliJet Grp., LLC, 602 F. App'x 242 (6th
Cir. 2015) (not precedential)
– Mark owner not required to use the mark in the precise manner
that it was initially used or registered to prevent abandonment.
– Given the dynamics of the private-plane industry and the nature of
the software product, limited market involvement where NetJet
sold software to two external customers was sufficient to show a
bona fide use ... in the ordinary course of trade, and that NetJets
had therefore not abandoned the mark.
– Original use and registration = software
– New use = software to support private plane services
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Establishing Sufficient Use in
Commerce to Avoid Abandonment (cont’d.)
Software vs. Online Services
Lens.com, Inc. v. 1-800 Contacts, Inc., 686 F.3d 1376 (Fed.
Cir. 2012)
– Software associated with online contact lens retailer's LENS
website was merely a conduit through which the retailer rendered
online services, rather than goods in trade for "use in commerce."
– Cancellation of retailer's registration for LENS mark in connection
with computer software used for electronic ordering of contact
lenses was warranted on grounds of abandonment.
– Retailer's software was not sold to consumers, but rather was
used by customers to order lenses on retailer's website.
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Establishing Sufficient Use in
Commerce to Avoid Abandonment (cont’d.)
Prospective Intent to Abandon
Am. Ass'n for Justice v. The Am. Trial Lawyers Ass'n, 698 F.
Supp. 2d 1129 (D. Minn. 2010)
•

Prospective intent to abandon a mark does not establish
abandonment; rather, abandonment requires complete cessation or
discontinuance of trademark use.

•

AAJ's use of ATLA mark was bona fide where it identified itself as
"formerly known as ATLA" on its website, in advertisements, in the
e-mail signature blocks of some of its staff, and in mailings to
prospective members.

•

AAJ also continued to license the ATLA mark to at least one
licensee who had continuously used the mark.
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Establishing Sufficient Use in
Commerce to Avoid Abandonment (cont’d.)
Use of Mark Through Related Entities
Noble House Home Furnishings, LLC v. Floorco Enterprises, LLC, 118
USPQ2d 1413 (TTAB 2016)
• Use of a wholly-owned subsidiary's registered NOBLE HOUSE mark by
its parent entity did not inure to the benefit of the subsidiary when the
parent controlled the advertising, as well as the nature and quality, of the
goods (furniture).
• Accordingly, the parent was not a "related entity" of the subsidiary and so
the parent's use of the mark owned by the subsidiary was insufficient to
prevent abandonment for non-use of the mark (3 years of non-use with no
intent to resume).
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Establishing Sufficient Intent to Commence Use
§ 66(a) and § 44(e) Registrations
Wirecard AG v. Striatum Ventures B.V., 2020 USPQ2d
10086 (TTAB 2020)
• Registration was issued under § 66(a) of the Trademark
Act in 2015 for goods and services in Classes 9, 35, and
42. Petition to cancel was filed in 2018.
• Parties stipulated that no goods or services had been sold
in the U.S. under the registered mark between 2015-2019
establishing prima facie presumption of abandonment
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Wirecard AG v. Striatum Ventures B.V.
• Registrant must demonstrate intent to commence use:
– “Respondent must produce evidence showing that, under its
particular circumstances, its activities are those that a reasonable
business with a bona fide intent to use the mark in the United
States commerce would have undertaken” by considering the
following factors
 Nature and character of the goods
 Feasibility of producing the goods
 Actual or potential market for the goods
 Steps taken by the respondent that could result in movement of the
goods in commerce in within the foreseeable future
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Wirecard AG v. Striatum Ventures B.V.
• Respondent submitted declarations from several
individuals that demonstrated:
– Entered into a contract for a U.S. marketing strategy
– Revised its products in response to the strategy
– Demonstrated the products to its PR firm
– Announced launch of product for early 2019
– Reached oral agreement with a retailer’s representative to use the
products
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Best Practices for Showing Use in Commerce—Specimens
Display Must be Directly Associated with Goods Offered
for Sale
• In re Mediashare Corp., 43 USPQ2d 1304 (TTAB 1997)
 "Fact sheet" brochures or "catalog pages" submitted as specimens with
the application are unacceptable as evidence of actual trademark use
because they were not point-of-sale displays, but mere advertising of
mark in connection with software and manuals that did not provide all of
the information necessary to order goods or the terms and conditions
under which the software was available for license.

• In re Anpath Grp., Inc., 95 USPQ2d 1377 (TTAB 2010)
 Pamphlet and flyer listing the URL of applicant’s website and a telephone
number for contacting salesperson did not create the same point-of-sale
as a detailed catalogue, a detailed web page, or on any other such option
of placing an order based upon detailed information from the specimen.

40

Best Practices for Showing Use in Commerce—Specimens (cont’d.)
Coupon as a Point-of-Sale Display
• In re Johnson & Johnson, 85286071, 2015 WL 6121760
(TTAB 2015)
 Specimen consisting of coupon was point-of-sale display associated
directly with the goods offered for sale where the coupon depicted the
mark with the goods and the goods could be purchased in the same
location where the purchaser was when presented with the coupon.
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Electronic and Web-Based Displays:
• In re Sones, 590 F.3d 1282 (Fed. Cir. 2009)
 "A picture is not a mandatory requirement for a website-based specimen
of use under trademark law, and the test for an acceptable website-based
specimen, just as any other specimen, is simply that it must in some way
evince that the mark is "associated" with the goods and serves as an
indicator of source."
 Textual description of ONE NATION UNDER GOD charity bracelets on
web page may be sufficient.
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
• In re Sones
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
Electronic and Web-Based Displays
• In re Dell Inc., 71 USPQ2d 1725 (TTAB 2004)
 "Web pages which display the goods and their trademarks and provide for
the on-line ordering of such goods are, in fact, electronic displays which
are associated with the goods."

• In re Azteca Sys., Inc., 102 USPQ2d 1955 (TTAB 2012)
 Screen shot of web page insufficient to show the mark created an
association with the goods and served as an indicator of source where
the mark was distant from the description of the goods and there were
various other logos, marks and links on the page.
 "All of the above distract the potential purchaser viewing the webpage
from associating applicant's applied-for mark with the described goods."
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
• In re Azteca Sys., Inc.

Mark 
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
Audio Recordings
•

In re Rogowski, 104 USPQ2d 2012 (TTAB 2012)
 A specimen for audio recordings that shows use of the mark on a third
party website must include a "download" or similar link to put the
consumer on notice that the identified goods are available for download,
otherwise it fails to show use of the mark in commerce for the goods.
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
Radio Broadcasting Services
• In re WAY Media, Inc., 118 USPQ2d 1697 (TTAB 2016)
 Specimens included third-party website Youtube pages referring to a
radio program and that purportedly depicted the mark in a "radio
broadcast booth environment."
 The Board found there was no direct association in the specimens
between the WORLD’S BIGGEST SMALL GROUP mark and radio
broadcasting services.
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Best Practices for Showing Use in Commerce—Specimens (cont’d.)
In re WAY Media, Inc., 118 USPQ2d 1697 (TTAB 2016)
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Thank you!
Kelu L. Sullivan
Kelly IP, LLP
kelu.sullivan@kelly-ip.com
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Analogous Use & Bona Fide
Intent to Use
Rob Litowitz
Kelly IP, LLP
rob.litowitz@kelly-ip.com

Analogous Use
• Prior use analogous to trademark use to establish
priority under Section 2(d).
• Analogous use is non-technical use of a mark that is
sufficient to create an association between the
goods/services and their source in the minds of
consumers.
• Analogous use is not a substitute for technical trademark
use and does not support registration.
 See T.A.B. Sys. v. Pactel Teletrac, 77 F.3d 1372 (Fed. Cir. 1996); Malcolm Nicol & Co. v.
Witso Corp., 881 F.2d 1063 (Fed. Cir. 1989); Dyneer Corp. v. Automotive Products Pls, 37
USPQ2d 1251 (TTAB 1995).
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Analogous Use Standard
• Substantial Impact on Purchasing Public
 more than a negligible portion of the relevant market
 regular and reoccurring
• Open and Notorious Use
 public use, not internal
• Create an Association
 in the minds of the “purchasing public”
• Take Place in a Commercially Reasonable Time Prior to
Actual Use
 See T.A.B. Sys. v. Pactel Teletrac, 77 F.3d 1372 (Fed. Cir. 1996)
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Atlas Brewing Co. LLC v. Atlas Brew Works LLC, 2015
TTAB LEXIS 381 (TTAB Sept. 22, 2015) – Insufficient Analogous Use

• Preparations to open a new brewery insufficient to
establish analogous use and priority over Applicant.
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Atlas Brewing Co. LLC v. Atlas Brew Works LLC,
2015 TTAB LEXIS 381 (TTAB Sept. 22, 2015) – Insufficient Analogous Use

• Filed for Government/Regulatory Approval
 Formed Illinois limited liability company
 Assumed name application filed with State

• Not “open and notorious use . . .calculated to come
to the attention of customers and prospective
customers.”
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Atlas Brewing Co. LLC v. Atlas Brew Works LLC,
2015 TTAB LEXIS 381 (TTAB Sept. 22, 2015) - Insufficient Analogous Use

• Start-up Commercial Activity insufficient
 Contracts for brewing tanks signed by
“Atlas Brewing Company”
 Hired beer branding specialist
 Atlas Brewing Company, through
employee, communicated with other
businesses
• “Use of trade name to contract vendors
are more or less internal or
organizational activities which would not
generally be known by the general
public”
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Atlas Brewing Co. LLC v. Atlas Brew Works LLC,
2015 TTAB LEXIS 381 (TTAB Sept. 22, 2015) - Insufficient Analogous Use

• Social Media/Marketing
 Launched Facebook page prior to Applicant’s filing date
 Launched Twitter page prior to Applicant’s filing date
 Entered agreement with a “daily deals” operation with
national reach prior to Applicant’s filing date
• “We are not persuaded that these marketing efforts [in the
few weeks prior to Applicant’s filing date] created an
association in the minds of the purchasing public . . . [or]
that they reasonably had a substantial impact on the
purchasing public.”
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Lighthouse Sales & Marketing, LLC v. Medlink, Inc., 2014
WL 5908009 (TTAB Oct. 27, 2014) – Insufficient Analogous Use

• Opposer failed to prove prior technical trademark use
before filing date of opposed application.
• Opposer’s “analogous use” insufficient:
 Acquisition of fictitious name certificate
 Purchase domain name
 Toll-free numbers
 IT Contracts
 Website available, but no consumer impact evidence
 No potential customers exposed to AGENT LINK mark
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Central Garden & Pet Co. v. Doskocil Mfg. Co., Inc.,
108 USPQ2d 1134 (TTAB 2013) – Insufficient Analogous Use

• Opposer’s use of ZILLA in a “teaser”
advertisement for pet related goods, and in a
survey prior to use, did not establish analogous
use and priority over Applicant.

58

Central Garden & Pet Co. v. Doskocil Mfg. Co., Inc.,
108 USPQ2d 1134 (TTAB 2013) – Insufficient Analogous Use
• Teaser Advertisement
 Advertisement featured
mysterious reptilian eye, and
phrase “The Reign Begins in
September”
• “[C]reating a sense of mystery
and excitement before a
product launch may be good
marketing . . .[but] it could not
have created any connection
between the goods and their
source.”
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Central Garden & Pet Co. v. Doskocil Mfg. Co., Inc.,
108 USPQ2d 1134 (TTAB Aug. 16, 2013) – Insufficient Analogous Use

• Survey Use
 83 reptile owners and
enthusiasts were asked for their
impressions of four terms,
including ZILLA
 “Surveys like this are designed
to assess the public’s impression
of a mark, not to form it.”
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L. & L.G. Stickley Inc. v. Cosser, 81 USPQ2d 1956 (TTAB
2007) – Sufficient Analogous Use

• Analogous use proven by use of the designation in
furniture showroom display and catalogs
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L. & L.G. Stickley Inc. v. Cosser, 81 USPQ2d 1956
(TTAB 2007) – Sufficient Analogous Use
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FN Herstal SA v. Clyde Armory, Inc., 838 F.3d 1071
(11th Cir. 2016) – Analogous Use Sufficient

Plaintiff (Applicant)

Defendant (Opposer)
63

FN Herstal SA v. Clyde Armory, Inc., 838 F.3d
1071 (11th Cir. 2016) – Analogous Use Sufficient
• In 2004, the US government issued a solicitation
requesting bids to design a “Special Operations
Forces Combat Assault Rifle”—the first open
competition since 1960
• FN Herstal, a firearms manufacturer, won the first
open competition and they marked their submission
with SCAR on the rifle
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FN Herstal SA v. Clyde Armory, Inc., 838 F.3d
1071 (11th Cir. 2016) – Analogous Use Sufficient
FN Herstal Background
Clyde Armory Background
• 2005 – Clyde Armory, firearms
retailer, contacts Sage
International, LTD., a
• 2007 – FN has provided
manufacturer, regarding
over $11 million in SCAR
manufacturing a replacement
rifles to the military
part for Sturm Ruger & Co. rifles
• 2006 – Clyde Armory selects
• 2008 – first civilian version
the name SCAR-Stock or
SCAR rifle is released
SCAR-CQB in connection with
its replacement stocks
• Subsequently filed
Trademark Applications cite • September 18, 2006 – First
SCAR products shipped to
November 1, 2008 as first
consumers
use date

• 2004 – FN uses SCAR on
its competition submission
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FN Herstal SA v. Clyde Armory, Inc., 838 F.3d 1071
(11th Cir. 2016) – Sufficient Analogous Use

• 2004 – brochures/promotional
material for competition

releases

• 2005 – promotions to civilians
• 2004-won competition, awarded
began
military contract, immediately
• 2005/2006 – rifle showcased at
began shipping rifles
hundreds of tradeshows
• 2004-2006 - At least one article
• 2005-2008 - hats, T-shirts,
per month was published
keychains, brochures, and other
regarding the rifle’s development
promotional materials used
• 2004-2008 – countless press
• 2008 - $100M sold
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FN Herstal SA v. Clyde Armory, Inc., 838 F.3d 1071 (11th Cir.
2016) – Sufficient Analogous Use

“These open and notorious promotional
activities sufficiently created an association
in the relevant portion of the public’s mind
so that they identified the SCAR rifles with
FN.”
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Bona Fide Intent to Use in Commerce
• Applicant must have a bona fide intent to use
mark in commerce as of the filing date of
application
• What is a “bona fide intent”?
Not merely to reserve a mark
Objective, documentary evidence of bona
fide/good faith intent to use mark
Evidence of on-going effort to make use of mark
in commerce
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Bona Fide Intent to Use in Commerce
“…the absence of any
documentary evidence on
the part of an applicant
regarding such intent is
sufficient to prove that the
applicant lacks a bona
fide intention to use its
mark in commerce”
-Commodore Elecs. v. CBM
Kabushiki Kaisha (TTAB 1993)
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M.Z. Berger & Co. v. Swatch AG, 787 F.3d 1368
(Fed. Cir. 2015) – No ITU
• Evidence of Intent at Time Filed:
 Applicant demonstrated the
general capacity to produce
watches
• Evidence Not Sufficient Because:
 Documents submitted related to
prosecution of the mark only
 Applicant did not actually make
the watch
 Provided no evidence of further
steps taken towards completing
developing the watch
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Heineken Asia Pacific Pte. Ltd. v. Claypool,
2016 WL 6136608 (TTAB Sept. 26, 2016) – No ITU

• Lack of bona fide intent claim sustained on MSJ
• No documentary evidence supporting ITU
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Swiss Grills Ltd. v. Wolf Steele Ltd. 115 USPQ2d
2001 (TTAB 2015) – No ITU
• TTAB distinguishes prior decisions, holding "the post-filing
[date] documentary evidence [can] 'corroborate' other
evidence of record of Applicants' intent to use."
• But in Swiss Grills, none of the documents predated the
filing of the application, and none related to Applicant's
intent to use the mark SWISS GRILLS in the United States.
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Swiss Grills Ltd. v. Wolf Steele Ltd. 115 USPQ2d
2001 (TTAB 2015) – No ITU

• Applicant's “discovery responses contain
internal inconsistencies casting serious doubt
on their credibility.”
• Applicant's "vague claims about communications,
meetings or events which took place one or two
years after filing the application" held insufficient.
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Lincoln Nat’l Corp. v. Kent G. Anderson, 110 USPQ2d
1271 (TTAB 2014) (precedential) – No ITU

• Applicant
 First ITU application for goods/services in 11
International Classes, including Classes 35 and
36.
 Second ITU application for goods/services in 8
International Classes, including Class 36.
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Lincoln Nat’l Corp. v. Kent G. Anderson, 110 USPQ2d
1271 (TTAB 2014) (precedential) – No ITU
• TTAB Finds No Bona Fide Intent to Use:

 Applications for numerous classes of goods/services cast
doubt on bona fide intent to use mark.
 Created a website, but no sales and no capacity to
manufacture/render goods/services as of filing date.
 TTAB rejected Applicant's vague plan to license mark or
partner with others at "indefinite" time in future.
 TTAB rejected $4,000 in handwritten/undated
expenditures & undated advertising for services in App.
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Diaz v. Servicos de Franquicia Pardo’s, 83 USPQ2d
1320 (TTAB 2007) – ITU

• §44(e) application for PARDO’S CHICKEN for eat-in
and take-out restaurant services based on Peruvian
registration
• TTAB holds Applicant complied with §44(e)
requirement for bona fide intent to use in commerce
as of filing date of application
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Diaz v. Servicos de Franquicia Pardo’s, 83 USPQ2d
1320 (TTAB 2007) – ITU

•

Applicant contacted U.S. suppliers for several years in
effort to expand business into U.S.

•

Applicant sent executives to U.S. to meet with realtors,
equipment vendors, food vendors

•

Applicant advertised in U.S. papers

•

Applicant formed U.S. corp. for expansion
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Robert E. Beer, M.D., Inc. v. Kenneth Beer, Opp.
No. 91218552, 2016 TTAB LEXIS 571 (TTAB Nov. 28, 2016) - ITU

• Evidence of Intent at the Time of
Filing:
 Creation of two websites featuring
DERMNOW mark
 Registration of business entity Dermnow,
P.A.
 Documented contacts with dermatology
supplier
 Documented contacts with staffing
company
 Documented contacts with insurance
company regarding business expansion
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Robert E. Beer, M.D., Inc. v. Kenneth Beer, Opp. No.
91218552, 2016 TTAB LEXIS 571 (TTAB Nov. 28, 2016) – ITU
“In sum, consideration of the
evidence as a whole supports a
finding that Applicant had a bona
fide intent to use the mark
DERMNOW at the time he filed his
application. Applicant’s testimony is
credible; this clear and
uncontradicted testimony,
supported by documentary
evidence, together comprise
objective facts that establish his
bona fide intention to use the mark.”
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Circumstances Casting Doubt on Bona Fide
Intent to Use

Non-Exhaustive List

• Many Re-filings: Numerous ITU applications to replace
applications which have lapsed because no timely statement
of use was filed
• Many Marks—Many Products: An “excessive number” of
ITU applications in relation to the number of products the
applicant is likely to introduce during the statutory period
under the applied for marks
• Vague & Overbroad Description of Goods or Services:
Applications unreasonably lacking in specificity in describing
the proposed goods/services
• Inconsistent testimony, discovery & evidence
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Circumstances Casting Doubt on Bona Fide
Intent to Use

Non-Exhaustive List

• One Mark—Many Products: Filing of numerous ITU
applications for the same mark for many more new products
than are seriously intended
• One Product—Many Marks: Numerous ITU applications for a
variety of marks to be used on one new product
• Reserving Many Descriptive Terms: Numerous ITU
applications for marks consisting of or including descriptive
terms describing important characteristic of new product
• Same Applicant Filing Multiple Applications for well-known
and/or famous marks of others
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Thank you!
Robert D. Litowitz
Kelly IP, LLP
rob.litowitz@kelly-ip.com
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