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The audio portion of the conference may be accessed via the telephone or by using your computer's
speakers. Please refer to the instructions emailed to registrants for additional information. If you
have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

Tips for Optimal Quality

FOR LIVE EVENT ONLY

Sound Quality
If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-877-447-0294 and enter your Conference ID and PIN when prompted.
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately
so we can address the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom
right of the slides. To exit full screen, press the Esc button.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about continuing education, call us at 1-800-926-7926
ext. 2.

Program Materials

FOR LIVE EVENT ONLY

If you have not printed the conference materials for this program, please
complete the following steps:
•

Click on the link to the PDF of the slides for today’s program, which is located
to the right of the slides, just above the Q&A box.

•

The PDF will open a separate tab/window. Print the slides by clicking on the
printer icon.

Disclaimer
These materials have been prepared solely for educational and entertainment
purposes to contribute to the understanding of U.S. and European intellectual
property law. These materials reflect only the personal views of the authors and are
not individualized legal advice. It is understood that each case is fact specific, and that
the appropriate solution in any case will vary. Therefore, these materials may or may
not be relevant to any particular situation. Thus, the authors and Finnegan,
Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe LLP, and Fei
Han Foreign Legal Affairs Law Firm) cannot be bound either philosophically or as
representatives of their various present and future clients to the comments
expressed in these materials. The presentation of these materials does not establish
any form of attorney-client relationship with these authors. While every attempt was
made to ensure that these materials are accurate, errors or omissions may be
contained therein, for which any liability is disclaimed. The authors are indebted to
Stacy Lewis of Finnegan, who prepared the slides.

Strategic Use of Pre-Grant Challenges
• Preissuance submissions 35 U.S.C. § 122(e)

• Protests under 37 C.F.R. § 1.291
• Other Third-Party Submissions
• AIA derivation proceedings
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Pre-AIA
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Filing
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Pre-issuance Submissions
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Ex Parte Reexam
Issuance

AIA Options
Patent Trial and Appeal Board

Post-Grant Review
Filing

Examining
Corps

Ex Parte Reexam
Issuance

Pre-issuance Submissions (revised and
improved)
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Inter
Partes
Review

37 CFR 1.290
•

§ 1.290 Submissions by third parties in applications.

a)

A third party may submit, for consideration and entry in the record of a
patent application, any patents, published patent applications, or other
printed publications of potential relevance to the examination of the
application if the submission is made in accordance with 35 U.S.C.
122(e) and this section. A third-party submission may not be entered or
considered by the Office if any part of the submission is not in
compliance with 35 U.S.C. 122(e) and this section.

b)

Any third-party submission under this section must be filed prior to the
earlier of [NOT ON!] :
1)
2)
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The date a notice of allowance under §1.311 is given or mailed in the
application; or
The later of:
i.
Six months after the date on which the application is first published by
the Office under 35 U.S.C. 122(b) and § 1.211, or
ii.
The date the first rejection under § 1.104 of any claim by the examiner
is given or mailed during the examination of the application.
See MPEP § 2128 for guidance regarding “printed publications”

37 CFR 1.290 (con’t)
c)

Any third-party submission under this section must be made in writing.

d)

Any third-party submission under this section must include:
1)

A document list identifying the documents, or portions of documents, being
submitted in accordance with paragraph (e) of this section;

2)

A concise description of the asserted relevance of each item identified in the
document list [“more than a bare statement that the document is
relevant”];

3)

A legible copy of each item identified in the document list, other than U.S.
patents and U.S. patent application publications;

4)

An English language translation of any non-English language item identified in
the document list; and

5)

A statement by the party making the submission that:
i.

ii.
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The party is not an individual who has a duty to disclose information with respect
to the application under § 1.56; and
The submission complies with the requirements of 35 U.S.C. 122(e) and this
section.

37 CFR 1.290(e)/Form PTO/SB/429
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37 CFR 1.290(e) (con’t)
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37 CFR 1.290(e) (con’t)

13

37 CFR 1.290 (con’t)
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f)

Any third-party submission under this section must be accompanied by
the fee set forth in §1.17(o) for every ten items or fraction thereof
identified in the document list.

g)

The fee otherwise required by paragraph (f) of this section is not required
for a submission listing three or fewer total items that is accompanied by a
statement by the party making the submission that, to the knowledge of
the person signing the statement after making reasonable inquiry, the
submission is the first and only submission under 35 U.S.C. 122(e) filed in
the application by the party or a party in privity with the party.

h)

In the absence of a request by the Office, an applicant need not reply to a
submission under this section.

i)

The provisions of § 1.8 [certificate of mailing] do not apply to the time
periods set forth in this section.

35 U.S.C. §122 (e)
•

35 U.S.C. 122 Confidential status of applications; publication of patent
applications.
e)

PREISSUANCE SUBMISSIONS BY THIRD PARTIES.—
1)

IN GENERAL.—Any third party may submit for consideration and inclusion in the
record of a patent application, any patent, published patent application, or other
printed publication of potential relevance to the examination of the application, if
such submission is made in writing before the earlier of [NOT ON!] —
A.
the date a notice of allowance under section 151 is given or mailed in the
application for patent; or
B.
the later of—
i.
ii.

2)
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6 months after the date on which the application for patent is first published under
section 122 by the Office, or
the date of the first rejection under section 132 of any claim by the examiner
during the examination of the application for patent.

OTHER REQUIREMENTS.—Any submission under paragraph (1) shall—
A.
set forth a concise description of the asserted relevance of each submitted
document [“more than a bare statement that the document is relevant”];
B.
be accompanied by such fee as the Director may prescribe; and
C.
include a statement by the person making such submission affirming that the
submission was made in compliance with this section.

“Concise Description” ≠ Protest
• “concise description of relevance does not
permit third parties to submit arguments against
patentability or set forth conclusions regarding
whether one or more claims are patentable.”

• “concise description of relevance” cannot “rise to
the level of a protest under 37 CFR 1.291.”
Source: https://www.uspto.gov/patent/initiatives/preissuance-submissions/about
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Breakdown of Submissions by Technology Center
(Sept. 16, 2012 – Feb. 15, 2018)
Technology Center
1600
955
16%

3700
1019
17%

3600
796
13%
1700
1461
24%

2800
847
14%
2600
314
5%

2400
369
6%

2100
329
5%

Source: https://www.uspto.gov/patent/initiatives/preissuance-submissions/resources
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TC1600

Biotechnology and Organic
fields.

TC1700

Chemical and Materials
Engineering fields.

TC2100

Computer Architecture
Software and Information
Security.

TC2400

Computer Networks,
Multiplex, Cable and
Cryptography/Security.

TC2600

Communications

TC2800

Semiconductors, Electrical
and Optical Systems and
Components.

TC3600

Transportation, Electronic
Commerce, Construction,
Agriculture, Licensing and
Review.

TC3700

Mechanical Engineering,
Manufacturing and Products.

6090 total,
average 92/month

Breakdown of Submission Compliance
Improper
Submissions, 23%

Proper
Submissions, 77%

Source: http://www.uspto.gov/patent/initiatives/preissuance-submissions/resources
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Breakdown of Documents Submitted
(Sept. 16, 2012 – Feb. 15, 2018)
Foreign
reference
4319
18%

Published US
patent
applications
5679
24%

Non-patent
literature
7277
31%

Patents
6490
27%

Source: http://www.uspto.gov/patent/initiatives/preissuance-submissions/resources
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Timing Example
3rd party submission must be filed before Dec. 12, 2018
to be timely. Filed on Dec 12 would not be timely.

First rejection
mailed

Application filed
Jan. 1, 2018

Dec. 12, 2018

Application
published
May 21, 2018

Source: https://www.uspto.gov/patent/initiatives/preissuance-submissions/about
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Timing Example
3rd party submission must be filed before Nov. 20, 2018
to be timely. Filed on Nov. 21 would not be timely.

Application
published

Application filed
Jan. 1, 2018

May 21, 2018

First rejection
mailed
May 16, 2018

Source: https://www.uspto.gov/patent/initiatives/preissuance-submissions/about
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Types Of References
• Need not qualify as prior art;
• Can already be of record; and

• Can be cumulative.
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How Handled By USPTO
• Reviewed for compliance with 35 U.S.C. 122(e) and 37 CFR
1.290 before entered on record.
• USPTO will notify filer of non-compliance only if participating in
e-Office Action program.
• If non-compliant, may file another complete submission if still
within time period.
▪ No amendments
▪ Non-compliant submission does not toll timing
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How Handled By USPTO (con’t)
• Consideration by examiner
▪ Take up as part of next action.
▪ Consider statement of relevance like IDS.
▪ 3rd party not permitted a response to examiner’s
treatment.
• Applicant actions
▪ No need to file IDS.
▪ Applicant need not reply to submission.
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USPTO Instructions

•

A Third-Party Submission may be made in any non-provisional utility, design, or plant application,
including any continuing application (even if unpublished or abandoned), but is not permitted in
reissue applications and reexamination proceedings. (See protest section for reissue applications)

•

Current fee is $180 for every 10 documents listed or fraction thereof (50% discount for small
entity). Although no fee required if the first submission by a third party in an application lists
three or fewer items and is accompanied by the statement set forth in 37 CFR 1.290(g).

•

If a Third-Party Submission has been submitted but a required component has been omitted, the
omitted component cannot be submitted as a follow-on paper. Instead, the third party may file
another complete submission which includes the omitted component, provided the time period
for doing so has not closed.

Source: https://www.uspto.gov/patent/initiatives/preissuance-submissions/about
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Pros/Cons
• Advantages

▪ Low cost
▪ Description of relevance
allowed
▪ No estoppel on
art/arguments
▪ Anonymity
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▪

Disadvantages
▪ Fairly narrow window
▪ No participation
▪ “Best” art overcome
▪ De Facto estoppel?

Practice Tips for Pre-Issuance Submissions
• Evaluate whether to “hold back” on citing some prior art.
▪ Reserve some prior art for post issuance challenges?
▪ Try to predict possible claim amendments that might be made.

• Carefully consider how to describe the relevance of references.
▪ Claim charts may be useful.
▪ Provide more than a bare statements, but do not include conclusions
about claims being unpatentable or propose rejections.

• Consider making submission at the earliest opportunity – ensure
meeting timing requirements, and if initial submission found
noncompliant, there may still be time to re-submit.
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Practice Tips for Pre-Issuance Submissions
• Incorporate third-party submissions as part of a patent
monitoring program or due diligence review?
▪ Very low cost.
▪ Accessible tool to small companies/independent inventors.

• Alternative to consider: “Smoke Bomb Through the Transom”
▪ Letter to Applicant’s patent representative making counsel aware of prior
art.
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Protests
•

May be by straw man; no
requirement for real-partyin-interest to be identified

37 C.F.R. § 1.291 Protests by the public against pending applications
a)

A protest may be filed by a member of the public against a pending application, and
it will be matched with the application file if it adequately identifies the patent
application. A protest submitted within the time frame of paragraph (b) of this
section, which is not matched in a timely manner to permit review by the examiner
during prosecution, due to inadequate identification, may not be entered and may
be returned to the protestor where practical, or, if return is not practical,
discarded.
b) The protest will be entered into the record of the application if, in addition to
complying with paragraph (c) of this section, the protest has been served upon the
applicant in accordance with § 1.248, or filed with the Office in duplicate in the
event service is not possible; and, except for paragraph (b)(1) of this section, the
protest was filed prior to the date the application was published under § 1.211, or a
notice of allowance under § 1.311 was mailed, whichever occurs first:
1) If a protest is accompanied by the written consent of the applicant, the protest will be considered if
the protest is matched with the application in time to permit review during prosecution.
2) A statement must accompany a protest that it is the first protest submitted in the application by the
real party in interest who is submitting the protest; or the protest must comply with paragraph (c)(5)
of this section. This section does not apply to the first protest filed in an application.

See also MPEP §1901
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Protests
c) In addition to compliance with paragraphs (a) and (b) of
this section, a protest must include.
1) A listing of the patents, publication, or other information relied upon;
2) A concise explanation of the relevance of each item listed pursuant to
paragraph (c)(1) of this section;
3) A copy of each listed patent, publication, or other item of information in
written form, or at least the pertinent portions thereof;
4) An English language translation of all the necessary and pertinent parts of any
non-English language patent, publication, or other item of information relied
upon; and
5) If it is a second or subsequent protest by the same party in interest, an
explanation as to why the issue(s) raised in the second or subsequent protest
are significantly different than those raised earlier and why the significantly
different issue(s) were not presented earlier, and a processing fee under §
1.17(i) must be submitted.
30

Protests

31

d)

A member of the public filing a protest in an application under this section will not
receive any communication from the Office relating to the protest, other than the return
of a self-addressed postcard which the member of the public may include with the protest
in order to receive an acknowledgement by the Office that the protest has been received.
The limited involvement of the member of the public filing a protest pursuant to this
section ends with the filing of the protest, and no further submission on behalf of the
protestor will be considered, unless the submission is made pursuant to paragraph (c)(5)
of this section.

e)

Where a protest raising inequitable conduct issues satisfies the provisions of this section
for entry, it will be entered into the application file, generally without comment on the
inequitable conduct issues raised in it.

f)

In the absence of a request by the Office, an applicant has no duty to, and need not,
reply to a protest.

g)

Protests that fail to comply with paragraphs (b) or (c) of this section may not be entered,
and if not entered, will be returned to the protestor, or discarded, at the option of the
Office.

Protests: First and Subsequent
• 37 C.F.R. §1.291(b)(2): “A statement must accompany a
protest that it is the first protest submitted in the application
by the real party in interest who is submitting the protest; or
the protest must comply with paragraph (c)(5) of this section.”
• 37 C.F.R. §1.291(c)(5): “If it is a second or subsequent protest
by the same party in interest, an explanation as to why the
issue(s) raised in the second or subsequent protest are
significantly different than those raised earlier and why the
significantly different issue(s) were not presented earlier, and a
processing fee under §1.17(i) must be submitted.”
MPEP §1901.01 [R-10.2019] “The requirements of 37 CFR
1.291(c)(5) cannot be avoided by multiple protests submitted by
different people representing the same real party in interest.”
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Protests: Timing
• MPEP §1901.04 [R-10.2019]: “a protest … must be submitted prior to
the date the application was published …or the mailing of a notice of
allowance …, whichever occurs first, and the application must be
pending when the protest and application file are brought before the
examiner in order to be ensured of consideration.”
• But a protest filed in a reissue application may be filed throughout the
pendency of the reissue application prior to the date of mailing of a
notice of allowance subject to the timing constraint of the
examination.
▪ Ideally, within TWO months following the announcement in the Official
Gazette.
▪ Express written consent not applicable to reissue which is a post-issuance
proceeding (M.P.E.P. § 1441.01).
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Protests: Types of Information
• MPEP §1901.02 [R-10.2019] “Any information which, in the protestor’s
opinion, would make the grant of a patent improper[.]”
• Not limited to prior art documents.
• Examples listed in MPEP §1901.02:
▪ Information demonstrating that the invention was publicly known or used by others.
▪ Information that the invention was in public use or on sale more than 1 year prior to
the filing date of the application.
▪ Information that the applicant abandoned the invention or did not invent the subject
matter sought to be patented.
▪ Information relating to inventorship, sufficiency of disclosure, failure to disclose best
mode, lack of compliance with the statutory requirements for patentability, or
information indicating fraud or a violation of the duty of disclosure.
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Protests: One Chance
• MPEP §1901.03(I) [R-10.2019]: “A protest must be complete and
contain a copy of every document relied on by the protestor…
[because a] protestor will not be given an opportunity to supplement
or complete any protest which is incomplete. (emphasis in original)
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How Handled By USPTO
• Referred to the examiner having charge of the application involved.
• Entered in the application file, if compliant with all rules.
• Considered by the Office if the protest is matched with the application
in time to permit review by the examiner during prosecution.
• Examiner may offer applicant an opportunity to file comments within a
set period, usually 1 month, unless circumstances warrant a longer
period. Copy of comment not sent to protestor.
• A protestor is not permitted to participate in interviews or appeal a
decision by the examiner.
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Pros/Cons
• Advantages
▪ Cost (first is free)
▪ Comments/arguments allowed
▪ Not restricted to patents,
published applications, and printed
publications
― May even include inequitable
conduct allegations

▪ No estoppel on art/arguments
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▪

Disadvantages
▪
▪
▪

Narrow window
No participation
Limited to one unless provide
explanation according to rules and
pay fee

Preissuance Submission v. Protest
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Preissuance
Submission

Protest

Content

Printed Publications

Publications, information,
arguments, and prior use

Concise
Timing

Description of Relevance

Explanation of Relevance

Pre- & Post-Publication

Pre-Publication; Consent
post-publication

Timing of Filing

Prior to Allowance and
Prior to the later of: 6
month post-publication
OR first rejection

Prior to allowance and prior
to publication; OR prior to
allowance and postpublication with consent

Reissue?

N/A

Up to Allowance

MPEP §1134
•

“Any submission filed by a third party in an application that does not

comply with the requirements of 37 CFR 1.290 or 37 CFR 1.291 will
not be entered into the application file and will be discarded.”
• USPTO can independently re-open the prosecution of a pending
application on its own initiative.
▪ Cites Blacklight Power, Inc. v. Rogan, 295 F.3d 1269 (Fed. Cir. 2002).
― ‘294 application Notice of Allowance issued Oct. 18, 1999, issuance noted for Feb. 29,
2000.
― ‘935 patent issued Feb. 15, 2000.
― Prompted by an outside inquiry, the Group Director made aware of both the application
and patent, scientific concerns of the examiner, and directed to same subject matter.
― ‘294 application withdrawn Feb. 17, 2000, to reopen prosecution.
― Blacklight sued the USPTO that the withdrawal was unlawful.
― DC: Chevron deference, withdrawal was reasonable.
― FC: Affirmed.
▪
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“The decision to withdraw the application was made by PTO officials acting within their
authority and in fulfillment of their obligation to assure that patents are properly examined, and
valid.”

There Is Always 37 C.F. R. §1.501 for the
Entire Term of an Issue Patent
• 37 C.F.R. § 1.501 Citation of prior art and written statements in patent
files.
a)

Information content of submission: At any time during the period of
enforceability of a patent, any person may file a written submission
with the Office under this section, which is directed to the following
information:
1) Prior art consisting of patents or printed publications which the person
making the submission believes to have a bearing on the patentability of any
claim of the patent; or
2) Statements of the patent owner filed by the patent owner in a proceeding
before a Federal court or the Office in which the patent owner took a
position on the scope of any claim of the patent.
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Derivation Proceedings at USPTO

41

Derivation Proceedings

•

AIA inventorship disputes where an applicant/patentee is alleged to have
“derived” the invention from a petitioning applicant.

•

Filed with Patent Trial & Appeal Board (PTAB).
• Procedural rules similar to IPR, PGR, & CBM.
• Different substantive requirements.

•
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Rarely filed and rarely instituted.

Derivation Petitions

Granted,
FWD
1
8%

Derivation petition filings
(calendar year)
6
5
5
4

4

4
3
3
Denied
11
92%

2

2

2
1
0
2013

2014

2015

An additional 8 cases were terminated prior to an institution decision (5 dismissed, 3 settled).
Source: https://ptab.uspto.gov/#/login
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2016

2017

2018

U.S. Interference and Derivation Proceedings

•

Interference Winner: First to
Invent
― Compare conception and
reduction to practice dates.
― Possible diligence consideration.

•

Derivation Winner: First to Conceive
and Communicate.

Note: Derivation proceedings existed before AIA, but
now the idea is that they will replace interferences as
part of the move away from “first-to-invent”.
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Typical Derivation Fact Pattern

Inventor/Petitioner
• Discloses idea to
Alleged Deriver

Alleged Deriver
• Files patent application
without permission

Patent Office
• Publishes
application or
patent*

*Date of first publication of allegedly
derived claim starts 1-year time bar clock.
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Derivation Petition

Inventor / Petitioner

Disclosed Invention

Alleged Deriver / Respondent

Derivation Petition must show:
✓

“at least one claim” in Petitioner’s application is the same or substantially the same as
both:
- Alleged Deriver’s claim; and
- Disclosure to Alleged Deriver

✓ each challenged claim is the same or substantially the same as disclosure to alleged
deriver

✓ Alleged Deriver’s application was not authorized by Petitioner
37 CFR § 42.405
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Institution and Beyond
Response
to Petition

Petitioner’s
Reply

Motions to
Exclude

Oral
Argument

Final
Written
Decision

Institution

•

Standard: whether the petition demonstrates substantial evidence that, if
unrebutted, would support the assertion of derivation.
― 37 C.F.R. § 42.405(c)

•

Discretionary and not appealable.

•

Requires showing of conception and communication of conception.
― each corroborated by evidence, including at least one affidavit supporting assertion of
communication of the derived invention and absence of authorization to file a patent
application to the same.

See 77 FR 48766-67
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Remedies

•

PTAB may:
―change inventorship,
―reject or cancel Respondent’s claims.

•

Parties may:
―settle,
―submit to binding arbitration.
35 U.S.C. §135
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First Derivation Final Written Decision
Andersen Corp. v. GED Integrated Solutions, Inc., DER2017-00007
•
•
•

Filed Dec. 19, 2016
Instituted March 21, 2018
FWD March 20, 2019

•

Andersen asserted that its inventor conceived of the subject matter of each of claims
1–22 and communicated its conception of each to GED

•

FWD: Application claims rejected.

― “Andersen has not shown that an inventor named in the ’953 patent
[challenged patent] derived any of the inventions recited in claims 1–
22 from an inventor named in Andersen’s ’862 application [the
derivation asserter].”
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First Derivation FWD (con’t)
Andersen Corp. (cont’d)
•

FWD: Application claims rejected (cont’d)
― “the stop spaced away from the corners was the novel feature of the claims that
was the basis for their allowance.” [in the patent challenged for derivation]

→ But PTAB found this was not the subject matter communicated by Andersen
―“Andersen has not demonstrated that Mr. Oquendo communicated to a named
inventor of the ’953 patent a conception of the complete invention recited in
claim 1. Specifically, Andersen has not shown that Mr. Oquendo communicated,
as part of his spacer frame design, a stop spaced away from the corners. Mr.
Oquendo’s testimony regarding such an alleged communication is not
corroborated by evidence in the record[.]”
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Alternatives to PTAB Derivations
•

AIA eliminated pre-AIA 35 U.S.C.§102(f) validity challenges

•

District Court Derivation
― 35 U.S.C. §291.
― Allows patent owner to challenge earlier-filed patent claiming derived
invention.

•

Might look for:
― Breach of contract;
― Trade secret misappropriation.
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Practice Tips
• Keep good records:
―Conception.
―Disclosure to others.
• Present a complete Derivation Petition
―Meet requirements of statutes, regulations,
and case law.
―Documents and testimony – corroboration.
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Patent Litigation Allegations Of Derivation
Cumberland Pharms. Inc. v. Mylan Institutional LLC, 846 F.3d 1213 (Fed. Cir.
2017)
•

Mylan asserted invalidity due to “derivation of the claimed invention from someone at the
FDA.”
― Alleged someone at FDA suggested removing EDTA from prior art formulation.

•
•

DC: Mylan did not show anyone at FDA conceived of the claimed invention prior to the named
inventor (Leo Pavliv).
FC: Affirmed
― Standard of conception in derivation analysis = Standard of conception in inventorship
analysis
― “Mylan argues that the request for data to support the inclusion of EDTA required
Cumberland to undertake research that would have inevitably led it to the invention. That is
not enough for derivation. We have held that derivation is not proved by showing
conception and communication of an idea different from the claimed invention even
where that idea would make the claimed idea obvious…. The kind of general research
suggestion at issue here, whatever its role in an obviousness analysis, does not establish the
conception required for derivation.”
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Importance Of Determining Inventorship
Pre- And Post-AIA
• Who owns the Patent?
• What is Prior Art?
• Double Patenting
• Best Mode & Inequitable Conduct

Often becomes issue during discovery!
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Correcting Inventorship
of Provisional Application
37 CFR 1.48 (d) Provisional application.
Once a cover sheet as prescribed by § 1.51(c)(1) is filed in a provisional
application, any request to correct or change the inventorship must include:

(1) A request, signed by a party set forth in § 1.33(b), to correct the
inventorship that identifies each inventor by his or her legal name in
the preferred order; and
(2) The processing fee set forth in § 1.17(q).

See Form PTO/AIA/40
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Correcting Inventorship
of Non-Provisional Application
Requirements:
✓

An ADS listing correct inventors;

✓

A processing fee (1.17(i));

✓

IF any newly added inventor(s), an oath or declaration (or substitute
statement) for the newly added inventor(s);

✓

IF correction is filed after an Office Action on merits:
• an additional fee (1.17(d)) OR
• a statement that inventorship change is due solely to cancellation of
claims.

37 CFR 1.48(a)-(c), (f)
See Form PTO/AIA/40
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Correcting Inventorship
of 371 National Stage Application

For §371 national stage entry, can correct inventorship by
filing Application Data Sheet with application.
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Correcting Applicant in Applications

Form PTO/AIA/41

58

Effect of Incorrect Inventorship
35 U.S.C.§ 116 (as amended by AIA)
…

35 U.S.C.§ 256 (as amended by AIA)

…
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Cannot Use
Rule 130 to Avoid A Derivation Proceeding
•

60

Rule 130 (c) When this section is not available.
The provisions of this section are not available if the rejection is based
upon a disclosure made more than one year before the effective filing
date of the claimed invention. The provisions of this section may not
be available if the rejection is based upon a U.S. patent or U.S. patent
application publication of a patented or pending application naming
another inventor, the patent or pending application claims an
invention that is the same or substantially the same as the applicant’s
or patent owner’s claimed invention, and the affidavit or declaration
contends that an inventor named in the U.S. patent or U.S. patent
application publication derived the claimed invention from the
inventor or a joint inventor named in the application or patent, in
which case an applicant or a patent owner may file a petition for a
derivation proceeding pursuant to § 42.401 et seq. of this title.

Cannot Use
Rule 130 to Avoid A Derivation Proceeding
• No Rule 130 affidavit when two applications to
same subject matter, one is applied as 102(a)(2) art,
and the inventor of the other alleges that the
102(a)(2) art derived a relevant invention disclosed
therein from the inventor.

See pp. 11036 of Rules (2/14/13).
61

Cannot Use Rule 130 to Avoid A Derivation
Proceeding
•

“Permitting two different applicants to each aver or declare
that an inventor named in the other application derived the
claimed invention without a derivation proceeding to resolve
who the true inventor is could result in the Office issuing two
patents containing patentably indistinct claims to two
different parties. Thus, the Office needs to provide that the
provisions of § 1.130 are not available in certain situations to
avoid the issuance of two patents containing patentably
indistinct claims to two different parties.”
See pp. 11036 of Rules (2/14/13).
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Polling Question
•

The basis of the challenge to the pending application is
inventorship. Which type of pre-grant challenge would be
the best option?

A. Protest
B. Derivation petition
C. Third-party submission
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Polling Question
•

What are the potential risks involved in challenging a
pending patent application?

A. No chance to participate
B. Use up best reference
C. Don’t act in time

D. All of the above
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Polling Question
•
•

A and B are competitors.
A and B have a long history of litigation, and A has won most of the time,
including some large damage awards.

•

B monitors A’s patent applications and knows A is trying to move into a new
area that B had its eye on.
B’s scientists have managed to keep their work very secret, and B filed
patent applications directed to the new area.
B has a devastating reference.

•
•

•
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Should B file a third-party submission or send the reference to A knowing
that if A does not disclose it to the examiner it will be the basis for
unpatentability, invalidity, or unenforceability later?
A. File third-party submission
B. Send reference to A
C. Neither

Contact Information:
Arpita Bhattacharyya, Ph.D.
arpita.bhattacharyya@finnegan.com

Thank You!
Adriana Burgy
adriana.burgy@finnegan.com

Anthony Gutowski
tony.gutowski@finnegan.com

Tom Irving
tom.irving@finnegan.com
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