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Topics

▪ POP Review procedure and implementation (issue 

joinder, printed publication, and § 315 (b)) 

▪ All precedential/Informative decisions

• 35 U.S.C. § 315

• 35 U.S.C. § 314

• 35 U.S.C. § 325

• 35 U.S.C. § 101

• Motions to Amend

• Additional Discovery

• Oral Hearing

• Miscellaneous

• 35 U.S.C. § 312

• Real party in interest and privity
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POP Review
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POP Review (SOP 1)

▪ Panel composition
• “use best efforts … such that cases are paneled with judges having 

appropriate jurisdictional designations, technology disciplines, work-

load preferences, and docket compositions.”

• Jurisdictional designations – ex parte appeals, reexam appeals, AIA 

proceedings, etc.

• Paneling by technology – match technology discipline of case with 

technology preference of judge.

• Technology disciplines – biotechnology/pharma, business methods, 

chemical, electrical, mechanical, and design.

• Paneling by experience – new judges paneled with more experienced 

judges.

• Related cases (same patent or same PO/subject matter) assigned to 

fewest number of judges possible.
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POP Review (SOP 1) (cont’d)

▪ Expanded panels
• Disfavored

• Used for maintaining uniformity of Board’s decisions

• May be requested by a Board member or either party

• Must be recommended by Chief Judge and approved by Director

• General Plastic Indus. Co., Ltd. v. Canon Kabushiki Kaishi, Case IPR2016-01357 

(PTAB Sept. 6, 2017) (Paper No. 19) (informative as to expanded panels)

❑ The Board noted that the statutes and regulations do not provide for an expanded 

panel but that the Office’s SOPs do so. Because the issue of follow-on petitions was at 

issue multiple times before the Board, the Chief Judge determined that an expanded 

panel was warranted here.

• AOL Inc. v. Coho Licensing LLC, Case IPR2014-00771 (PTAB Mar. 24, 2015) 

(Paper No. 12) (informative as to dissent):

❑ The dissent is indicated as informative as noting that a split panel decision is not an 

adequate basis to seek an expanded panel.
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POP Review (SOP 2)

▪ Precedential Opinion Panel – reviews and designates

• Selected by Director, but default is Director, Commissioner for 

Patents, and Chief Judge

▪ Who may request POP review

• Director 

• Either party – Counsel must file request for rehearing and 

provide statement indicating adverse authority

• Any member of Board
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POP Review (SOP 2)(cont’d)

▪ Criteria for POP review:
• Generally will be used to establish binding agency authority concerning major 

policy or procedural issues, or other issues of exceptional importance in the 

limited situations where it is appropriate to create such binding agency 

authority through adjudicated before the Board, such as:

❑ Constitutional questions

❑ Important issues regarding statutes, rules and regulations

❑ Important issues regarding binding or precedential case law

❑ Issues of broad applicability to the Board

❑ Conflicts between Board decisions to promote certainty and consistency, or to rehear 

any case it determines warrants the Panel’s attention
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POP Review (SOP 2)(cont’d)

▪ Obtaining POP Review:
• The Director may convene a POP to review a decision in a case and determine 

whether to order sua sponte rehearing, in his or her sole discretion and without 

regard to the procedures in SOP2.

• Any party to a proceeding may recommend POP review in that proceeding by 

submitting an email to Precedential_Opinion_Panel_Request@uspto.gov.  The 

email must be accompanied by a request for rehearing and the email must 

identify with particularity the reasons for recommending POP review with a 

counsel certification. The due dates of 37 C.F.R. §§ 41.52(a) or 42.71(d) apply. 

• In addition to the Commissioner for Patents and the Chief Judge, any other 

member of the Board may recommend POP review of a particular Board 

decision by submitting an email identifying with particularity the reasons for 

suggesting POP review.  The due dates of 37 C.F.R. §§ 41.52(a) or 42.71(d) apply. 
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POP Designation (SOP 2)

▪ Designation

• Precedential, Informative, Routine, and De-designation

• Anyone may request designation

• Precedential opinions may address:  “constitutional 

questions; important issues regarding statutes, rules, and 

regulations; important issues regarding binding or 

precedential case law; or issues of broad applicability to the 

Board” and  “resolve conflicts.”

• Informative decisions – provide guidance on recurring issues, 

issues of first impression, and guidance on rules.

▪ SOP 2 established the POP but the Director of the 

USPTO will still maintain the discretion to designate a 

decision as precedential or informative.
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POP Review – Implementation

Issue Joinder
▪ Proppant Express Investments, LLC v. Oren Techs., LLC, Case 

IPR2018-00914 (PTAB Mar. 13, 2019) (Paper No. 38) (precedential)

▪ Statute:

• 315(c) Joinder.--If the Director institutes an inter partes review, the Director, in 

his or her discretion, may join as a party to that inter partes review any person

who properly files a petition under section 311 that the Director, after receiving 

a preliminary response under section 313 or the expiration of the time for filing 

such a response, determines warrants the institution of an inter partes review 

under section 314.
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POP Review – Implementation 

Issue Joinder (cont’d)
▪ Proppant Express (cont’d)

▪ Case:

• Proppant had filed a prior IPR, which was instituted. The ground asserted 

against claim 4 was not instituted.

• Proppant then filed this IPR attempting to address the shortcoming of the 

ground against claim 4, and sought joinder with this proceeding under §

315(c).

• Proppant sought POP review of this case in related case IPR2018-00914 

(Paper No. 24). Proppant was seeking joinder for these two cases.

• POP review was granted because:
❑ “This case presents an issue for Precedential Opinion Panel (“POP”) review. Board decisions 

conflict on the proper interpretation of 35 U.S.C. § 315(c). Compare, e.g., Target Corp. v. 

Destination Maternity Corp., Case IPR2014-00508 (Paper 28) (Feb. 12, 2015) (concluding that 35 

U.S.C. § 315(c) permits a petitioner to be joined to a proceeding in which it is already a party), 

with SkyHawke Techs., LLC v. L&H Concepts, LLC, Case IPR2014-01485 (Paper 13) (Mar. 20, 2015) 

(reaching opposite conclusion).

• The request for rehearing was denied but POP review proceeded.
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POP Review – Implementation 

Issue Joinder (cont’d)
▪ Proppant Express (cont’d)

• The POP review was instituted to address three questions:
❑ 1. Under 35 U.S.C. § 315(c) may a petitioner be joined to a proceeding in which it is already a 

party?

❑ 2. Does 35 U.S.C. § 315(c) permit joinder of new issues into an existing proceeding?

❑ 3. Does the existence of a time bar under 35 U.S.C. § 315(b), or any other relevant facts, have any 

impact on the first two questions? 

• There, the PTAB held that 35 U.S.C. § 315(c) gives it discretion to join an 

issue to a pending proceeding by an existing party where fairness requires it 

and to avoid undue prejudice to that party.  For example, if a patent owner 

were to amend an infringement complaint in district court to assert new 

claims against the petitioner after the petitioner had filed its petition, the 

petitioner may file a motion for joinder to include a challenge of the newly 

asserted claims.  

• When deciding such motions, the PTAB will consider a number of factors, 

including prohibitions contained in other statutes (such as the one-year time 

bar under § 315(b)), fairness, gamesmanship attempts by either party, and 

undue prejudice to a party. 

• Petitioner’s request was denied because it was needed to correct its own 

errors.16



POP Review – Implementation 

Printed Publication
▪ Hulu, LLC v. Sound View Innovations, LLC, Case IPR2018-01039 

(PTAB Apr. 3, 2019) (Paper No. 15)

• Hulu sought rehearing and pursuant to SOP 2, the POP determined the 

case warrants review.

• The POP review was instituted to address the following issue:
❑ What is required for a petitioner to establish that an asserted reference qualifies as “printed 

publication” at the institution stage? 

• Institution was denied in the case because the submitted prior art 

reference was not demonstrated to be publicly available. This was because 

the submission of the reference (a textbook) had differences compared to a 

library version that was publicly available and the declaration of a librarian 

was not persuasive because it was not based on her technical knowledge 

or expertise.

• “Petitioner argues that the decision denying institution conflicts with other 

Board decisions….”

• So far, the parties have briefed the issue and a number of amicus curiae 

have submitted briefs.

• Oral hearing took place on June 18, but the Board has issued no decision.
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POP Review – Implementation 

315(b) 
▪ GoPro, Inc. v. 360Heros, Inc., Case IPR2018-01754 (PTAB May 

10, 2019) (Paper No. 23)

• 360Heros sought rehearing and POP review.

• The POP review was instituted to address the following issue:
❑ Whether the service of a pleading asserting a claim alleging infringement, where the serving 

party lacks standing to sue or the pleading is otherwise deficient, triggers the 1 year time 

period for a petitioner to file a petition under 35 U.S.C. § 315(b). 

• The underlying petition was instituted in spite of the patent owner’s 

contentions that it was time-barred under § 315(b). 

• The Board determined that the prior-filed suit that would have created this 

time bar was filed by a party that lacked standing, which did not trigger §

315(b).

• Oral hearing took place on June 25, but the Board has issued no decision.
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Precedential and 

Informative Decisions
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35 U.S.C. § 315

(b) Patent Owner's Action -- An inter partes review may not be 

instituted if the petition requesting the proceeding is filed more than 

1 year after the date on which the petitioner, real party in interest, or 

privy of the petitioner is served with a complaint alleging 

infringement of the patent. The time limitation set forth in the 

preceding sentence shall not apply to a request for joinder under 

subsection (c).
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Time Bar - § 315

▪ Oracle Corp. v. Click-to-Call Techs. LP, Case IPR2013-00312 

(PTAB Oct. 30, 2013) (Paper No. 26) (precedential)

▪ Case:

• One of the petitioners was served with a complaint more than one year 

before filing of the petition (2001).

• That suit was voluntarily dismissed without prejudice, meaning the parties 

were left “as though the action had never been brought.”

▪ Outcome:

• The voluntary dismissal without prejudice of a prior-served patent 

infringement complaint did not trigger the one-year bar under § 315(b).

• WARNING:  See next slide!
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Time Bar - § 315 (cont’d)

▪ Click-to-Call Technologies v. Ingenio, Inc., et al. (Fed. Cir. 

8/16/18).

• Appeal of Oracle Corp. v. Click-to-Call Techs. LP, IPR decision.

• Reiterated that time-bar determinations are appealable (citing Wi-Fi One).

• “The en banc court … considered whether 35 U.S.C. § 315(b)’s time bar 

applies to bar institution when an IPR petitioner was served with a 

complaint for patent infringement more than one year before filing its 

petition, but the district court action in which the petitioner was so served 

was voluntarily dismissed without prejudice. The en banc court holds that 

§ 315(b)’s time bar applies in such a scenario.”

• “This remains true even if that action becomes a ‘nullity’ for other 

purposes and even if such service becomes legally irrelevant in a 

subsequent court action.”
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Time Bar - § 315 (cont’d)

▪ Click-to-Call (cont’d)

▪ Additional Considerations:

• Click-to-Call does not answer the question as to whether the § 315(b) time 

bar applies if a patent owner lacks standing (e.g., does not actually own or 

control the patent it asserts) when it serves a complaint. 

• In Hamilton Beach Brands, Inc. v. f’real Foods, LLC, 908 F.3d 1328 (Fed. Cir. 

2018), the Court acknowledged this, but made no substantive 

determination on this point because the issue was not properly raised on 

appeal.

• In Sling TV, L.L.C. v. Realtime Adaptive Streaming, LLC, the Board 

determined that only a “patent owner” (i.e., a party that owns the patent) 

can trigger the time bar. (Case IPR2018-01331) (PTAB Jan. 31, 2019) (Paper 

No. 9).

❑ “Although the statute’s text is not explicit as to who must file and serve the 

complaint, § 315(b) is titled ‘Patent Owner’s Action,’ thus suggesting that only 

service of a patent owner’s complaint triggers the one-year time bar.” 

• Note that this issue is currently under POP review in GoPro, Inc. v. 

360Heros, Inc., Case IPR2018-01754 (PTAB May 10, 2019) (Paper No. 23).
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Time Bar - § 315 (cont’d)

▪ LG Elecs., Inc. v. Mondis Tech. Ltd., Case IPR2015-00937 (PTAB 

Sept. 17, 2015) (Paper No. 8) (precedential)

▪ Case:

• LG was served with two infringement complaints for the ’088 patent

• The first complaint was served more than one year prior to the petition and 

the other less than one year prior

• The first complaint was dismissed with prejudice related to products in 

that action and without prejudice for “Unreleased Products”

▪ Outcome:

• Section 315(b)’s one-year time bar starts from the service of “a complaint” 

alleging patent infringement and a later-filed complaint does not reset that 

clock.
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Time Bar - § 315 (cont’d)

▪ Luv N’ Care, Ltd. v. McGinley, Case IPR2017-01216 (PTAB Sept. 

18, 2017) (Paper No. 9) (informative)

▪ Outcome:

• The petitioner’s filing fund had insufficient fees at the time of filing the 

petition. Despite receiving an error message to this effect at the time of 

filing, the petitioner did not correct the issue until after the § 315(b) time 

bar, barring the petition.
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Time Bar - § 315 (cont’d)

▪ Amneal Pharm. LLC v. Endo Pharm. Inc., Case IPR2014-00360 

(PTAB June 27, 2014) (Paper No. 15) (informative)

▪ Case:

• Patent owner filed a complaint and first amended complaint alleging 

infringement of patents other than the ’216 patent.

• The ’216 patent issued and then the patent owner filed a motion for a 

second amended complaint, which attached the complaint alleging 

infringement of the ’216 as an exhibit.

• Petitioner then filed this IPR.

▪ Outcome:

• When patent owner filed a motion to file a second amended complaint in 

district court and attached the complaint alleging infringement of the 

relevant patent, that filing did not constitute service of the complaint itself.  

The time-bar clock started only after the Court granted leave to file the 

second amended complaint and the plaintiff then did so.

• Section 315 did not bar the petition.
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Time Bar - § 315 (cont’d)

▪ Motorola Mobility LLC v. Patent of Michael Arnouse, Case 

IPR2013-00010 (PTAB Jan. 30, 2013) (Paper No. 20) 

(informative)

▪ Case:

• Patent owner (Arnouse) filed a complaint alleging patent infringement but 

did not provide Motorola with the summons when it sent the complaint.

▪ Outcome:

• A defendant must be served with a summons before the one-year time 

period for filing an IPR is triggered.

• Also, if a defendant waives service, the one-year time period begins on the 

date on which such a waiver is filed.
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Petitioner’s Actions Under § 315(a) 

and Joinder under § 315(c) 
▪ Colas Cols. Inc. Blacklidge Emulsions, Inc., Case IPR2018-

00242 (PTAB Feb. 27, 2018) (Paper No. 9) (informative)

▪ Statute:

• (1) Inter partes review barred by civil action.--An inter partes review may 

not be instituted if, before the date on which the petition for such a review 

is filed, the petitioner or real party in interest filed a civil action challenging 

the validity of a claim of the patent.

▪ Case:

• Colas filed a petition for IPR on the ’624 patent and then, on the next day, 

filed a complaint for DJ in district court challenging the same patent.

• The Board issued an FWD in that IPR and Colas appealed that decision.

• While that IPR was proceeding, Asphalt Products Unlimited (APU), an 

unrelated party, filed a petition for IPR challenging the ’624 patent.

• Colas then filed this petition and a motion for joinder to the APU IPR, 

stating that it relies on the same alleged grounds of unpatentability.
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Petitioner’s Actions Under § 315(a) 

and Joinder under § 315(c) (cont’d)
▪ Colas Cols. Inc. (cont’d)

▪ Outcome:

• A petitioner may not be joined to an existing proceeding under § 315(c) if it 

had performed an intervening action that bars under § 315(a). 

• Here, Colas filed a first petition, then filed a declaratory judgment action in 

the district court, which barred it from joining APU’s later-filed IPR 

proceeding.

• “We agree with Patent Owner that § 315(a)(1) bars institution of inter partes

review in this case because Colas filed its DJ Action challenging the ’624 

patent before it filed its Petition.”
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Appellate Review of 

Time-bar Institution Decisions
▪ Section 314(d):

• (d) No Appeal.--The determination by the Director whether to institute an 

inter partes review under this section shall be final and nonappealable.

▪ BUT:

• Time-bar determinations under § 315(b) are appealable. Wi-Fi One, LLC v. 

Broadcom Corp., 878 F.3d 1364 (Fed. Cir. 2018)

• “[W]e do not categorically preclude review of a final decision where a 

petition fails to give ‘sufficient notice’ such that there is a due process 

problem with the entire proceeding, nor does our interpretation enable the 

agency to act outside its statutory limits by, for example, canceling a patent 

claim for ‘indefiniteness under § 112’ in inter partes review…Such 

‘shenanigans’ may be properly reviewable in the context of § 319 and under 

the Administrative Procedure Act, which enables reviewing courts to ‘set 

aside agency action’ that is ‘contrary to constitutional right,’ ‘in excess of 

statutory jurisdiction,’ or ‘arbitrary [and] capricious.’” Cuozzo Speed Techs., 

LLC v. Lee, 136 S. Ct. 2131, 2141–42 (2016).

▪ The Supreme Court has granted certiorari as to whether § 315(b) is appealable in Dex Media, 

Inc. v. Click-To-Call Techs., LP, No. 18-916, 2019 WL 234884 (U.S. June 24, 2019).
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35 U.S.C. § 314

(a) Threshold.--The Director may not authorize an inter partes

review to be instituted unless the Director determines that the 

information presented in the petition filed under section 311 

and any response filed under section 313 shows that there is a 

reasonable likelihood that the petitioner would prevail with 

respect to at least 1 of the claims challenged in the petition.
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Board’s Discretion Under § 314(a) for 

Multiple Petitions
▪ General Plastic Indus. Co., Ltd. v. Canon Kabushiki Kaishi, Case 

IPR2016-01357 (PTAB Sept. 6, 2017) (Paper No. 19) (precedential at 

to Section II.B.4.i of decision) 

▪ Case:

• Petitioner filed a first set of petitions seeking IPR of two patents, each of which 

were denied on the merits.

• Nine months later, petitioner filed follow-on petitions against the same patents, 

which were denied under § 314(a).

• Petitioner then sought rehearing on this issue and review under expanded 

panel. The expanded panel request was granted due to the “exceptional nature 

of the issues presented” and because “follow-on petitions have been at issue in 

multiple cases before the Board.”

▪ Board’s concern: “Multiple, staggered petitions challenging the same patent 

and same claims raise the potential for abuse. The absence of any restrictions on 

follow-on petitions would allow petitioners the opportunity to strategically stage 

their prior art and arguments in multiple petitions, using our decisions as a 

roadmap, until a ground is found that results in the grant of review.”
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Board’s Discretion Under § 314(a) for 

Multiple Petitions (cont’d)
▪ General Plastic (cont’d)

▪ Outcome (cont’d):

• The Board denied the request for rehearing and listed a number of factors for 

considering institution of follow-on petitions:

❑ (1) whether the same petitioner previously filed a petition directed to the same claims of 

the same patent; 

❑ (2) whether at the time of filing of the first petition the petitioner knew of the prior art 

asserted in the second petition or should have known of it; 

❑ (3) whether at the time of filing of the second petition the petitioner already received the 

patent owner’s preliminary response to the first petition or received the Board’s decision 

on whether to institute review in the first petition; 

❑ (4) the length of time that elapsed between the time the petitioner learned of the prior art 

asserted in the second petition and the filing of the second petition; 

❑ (5) whether the petitioner provides adequate explanation for the time elapsed between the 

filings of multiple petitions directed to the same claims of the same patent;

❑ (6) the finite resources of the Board; and

❑ (7) the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not later 

than 1 year after the date on which the Director notices institution of review.
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Board’s Discretion Under § 314(a) for 

Multiple Petitions (cont’d)
▪ Valve Corp. v. Elec. Scripting Prods., Inc., Case IPR2019-00062 

(PTAB Apr. 2, 2019) (Paper No. 11) (precedential) 

▪ Case:

• Petitioner filed three petitions seeking IPR of 12 claims of the patent-at-issue.

• HTC Corporation and HTC America, Inc. (a co-defendant in the district court 

case against Valve Corp.) previously sought IPR of that patent, which was 

denied.

▪ Outcome:

• The Board determined that the General Plastic factors apply not only to serial 

petitions filed by the same petitioner, but they also apply to petitions filed by 

different petitioners.

• The Board applied those factors and denied institution using its discretion 

under § 314(a) because the petition challenged the same claims previously 

challenged by co-defendants in a petition that was denied, petitioner should 

have been aware of the asserted prior art sooner, and because petitioner waited 

until after the institution decision in the first IPR before filing its petitions on the 

same patent claims, institution denial was further justified based on an 

inefficient use of the PTAB’s finite resources.
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Board’s Discretion Under §§ 314(a) 

and 316(b)
▪ Deeper, UAB v. Vexilar, Inc., Case IPR2018-01310 (PTAB Jan 24., 

2019) (Paper No. 7) (informative) 

▪ Statute (§ 316(b)):

• (b) Considerations.--In prescribing regulations under this section, the Director 

shall consider the effect of any such regulation on the economy, the integrity of 

the patent system, the efficient administration of the Office, and the ability of the 

Office to timely complete proceedings instituted under this chapter.

▪ Outcome:

• “[E]ven when a petitioner demonstrates a reasonable likelihood of prevailing with 

respect to one or more claims, institution of review remains discretionary” under 

§ 314(a). 

• The Board used its discretion under § 314(a) as well as the statutory goal of 

efficient administration of the USPTO under § 316(b) to deny institution because 

demonstrating a reasonable likelihood of prevailing with respect to “only two 

claims on one asserted ground” was insufficient to institute the challenge of all 23 

claims on four grounds.
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Board’s Discretion Under § 314(a)

▪ Chevron Oronite Co. LLC v. Infineum USA L.P., Case IPR2018-00923 

(PTAB Nov. 7, 2018) (Paper No. 9) (precedential) 

▪ Outcome:

• The Board determined that petitioner had only shown a likelihood of prevailing 

on two dependent claims out of a total of 20 challenged claims.

• Citing SAS Inst. Inc. v. Iancu and the related Office guidance issued June 5, 

2018, the Board thus denied institution under §314(a) because “instituting a trial 

with respect to all twenty claims based on evidence and arguments directed to 

dependent claims 3 and 4 is not an efficient use of the Board’s time and 

resources.”
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35 U.S.C. § 325

(d): In determining whether to institute or order a proceeding 

under this chapter…, the Director may take into account 

whether, and reject the petition or request because, the same 

or substantially the same prior art or arguments previously 

were presented to the Office.
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Board’s Discretion Under §§ 314(a) 

and 325(d) (cont’d)
▪ NHK Spring Co., Ltd. v. Intri-Plex Techs., Inc., Case IPR2018-00752 

(PTAB Sept. 12, 2018) (Paper No. 8) (precedential) 

▪ Case:

• The petition relied on a prior art reference and applicant-admitted prior art in its 

challenge.

• Patent owner argued that the Board should deny institution under § 325(d) 

because the asserted prior art “repacke[d] and restyle[d]” the arguments made 

by the Examiner during prosecution and because the IPR would proceed in 

parallel with the district court litigation, which would be an inefficient use the 

Board’s time and resources.
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Board’s Discretion Under §§ 314(a) 

and 325(d) (cont’d)
▪ NHK Spring Co. (cont’d) 

▪ Outcome § 325(d):

• The Board will consider a set of factors to determine whether to use its discretion 

to deny institution under § 325(d) for a petitioner’s reliance on the “same or 

substantially the same prior art or arguments previously presented [ ] to the 

Office.” Those factors include (from Becton Dickinson v. B. Braun, IPR2017-01586, 

Paper No. 8): 
❑ (1) the similarities and material differences between the asserted art and the prior art involved during examination; 

❑ (2) the cumulative nature of the asserted art and the prior art evaluated during examination; 

❑ (3) the extent to which the asserted art was evaluated during examination, including whether the prior art was the 

basis for rejection; 

❑ (4) the extent of the overlap between the arguments made during examination and the manner in which petitioner 

relies on the prior art or patent owner distinguishes the prior art; 

❑ (5) whether petitioner has pointed out sufficiently how the Examiner erred in its evaluation of the asserted prior art; 

and 

❑ (6) the extent to which additional evidence and facts presented in the petition warrant reconsideration of prior art or 

arguments.

• The PTAB concluded that all these factors weighed in favor of denial because the 

petitioner relied on the same prior art reference for similar rationales as the 

Examiner.
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Board’s Discretion Under §§ 314(a) 

and 325(d) (cont’d)
▪ NHK Spring Co. (cont’d) 

▪ Outcome § 314(a):

• “[W]e note that there is no “intent to limit discretion under § 314(a), such that it is 

. . . encompassed by § 325(d).” Gen. Plastic, Paper 19, 18–19. Thus, simply 

because we exercise our discretion to deny the Petition under § 325(d) does not 

mean that we cannot consider and weigh additional factors that favor denying 

institution under § 314(a).

• The Board also used its discretion under § 314(a) to deny institution because the 

same prior art reference was used as an invalidating reference in the parallel 

district court proceeding that was “nearing its final stages” and thus “would be an 

inefficient use of Board resources.”

• “A trial before us on the same asserted prior art will not conclude until September 

2019. Institution of an inter partes review under these circumstances would not be 

consistent with ‘an objective of the AIA . . . to provide an effective and efficient 

alternative to district court litigation.’”
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Board’s Discretion Under § 325(d)

▪ Becton, Dickinson & Co. v. B. Braun Melsungren AG, Case 

IPR2017-01586 (PTAB Dec. 15, 2017) (Paper No. 8) (informative) 

▪ Case:

• Patent owner argued for denial of institution because two references cited in 

the grounds were already considered during prosecution of the parent patent, 

although a secondary reference in the IPR differed.

• Patent owner conceded the references were not used in the exact same 

combination as cited here but argued the Board should deny institution under 

§ 325(d) because “Petitioner [had] failed to present any new evidence or 

arguments that [were] substantively different than those already presented by 

the Office during prosecution.”
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Becton Dickinson (cont’d)

▪ Outcome:

• The Board used its discretion to deny a ground in the petition under § 325(d) by 

weighing a set of non-exclusive factors including: 
❑ (a) the similarities and material differences between the asserted art and the prior art involved during 

examination; 

❑ (b) the cumulative nature of the asserted art and the prior art evaluated during examination; 

❑ (c) the extent to which the asserted art was evaluated during examination, including whether the prior 

art was the basis for rejection; 

❑ (d) the extent of the overlap between the arguments made during examination and the manner in which 

Petitioner relies on the prior art or Patent Owner distinguishes the prior art; 

❑ (e) whether Petitioner has pointed out sufficiently how the Examiner erred in its evaluation of the 

asserted prior art; and 

❑ (f) the extent to which additional evidence and facts presented in the Petition warrant reconsideration 

of the prior art or arguments. 

• Here, the Board was primarily swayed by the petition’s reliance on the same prior 

art used in prosecution with substantially the same arguments presented 

previously.
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Becton Dickinson (cont’d)

▪ Outcome (cont’d):

• Regarding the secondary references: “Functionally, [the IPR reference] and [the 

prosecution reference] operate the same way….We cannot reasonably consider 

such differences ‘material’ because, on one hand these structural differences do 

not appear to affect in any meaning manner, the functioning of the check valve 

itself, and because Petitioner has not relied on, or substantively addressed, any 

particular differences between [the two references] as a basis for unpatentability 

in the Petition.”

• “The same base reference, Woehr, as used in this obviousness ground was relied 

upon in the same manner during prosecution, and it is combined with a 

secondary reference, Tauschinski, which was also applied in the same manner by 

the Examiner as it is here in the Petition. With only a nominally different 

combination of prior art and considering that Petitioner presents the same 

arguments as were meritoriously overcome by the Applicant during prosecution, 

based on our evaluation of the non-exclusive factors above, we are persuaded 

that exercising our discretion under 325(d) on this particular ground is 

appropriate.”
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Kayak Software Corp. v. Int’l Bus. Mach. Corp., Case CBM2016-

00075 (PTAB Dec. 15, 2017) (Paper No. 8) (informative) 

▪ Case:

• A petition was filed challenging patent claims using a combination of three 

references that petitioner acknowledged were all considered during 

prosecution of the patent.

• Petitioner attempted to differentiate over that prosecution asserting that the 

BPAI (on appeal of examination) elected not to consider the rejection submitted 

by Petitioner.

• Petitioner also added a new prior art reference to support rejection of 

dependent claims.
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Kayak Software (cont’d)

▪ Outcome:

• The Board denied institution under § 325(d) because the petitioner relied on 

three references in an allegedly new combination that were relied on during 

prosecution of the patent because “those references were presented to and 

extensively considered by the Office during prosecution….”

• “Accordingly, on these facts, we discern that instituting review solely because 

the exact combination of Reference 7, Simon, and Alber advanced by Petitioner 

was not set forth in the prosecution history would exalt form over substance, if 

Section 325(d) could be avoided entirely by merely adding an already-

considered incremental reference to a previously considered prior art 

combination. We are unpersuaded that such a position is credible.”

• And even though the petitioner incorporated a new reference in some 

challenges, this was insufficient to persuade the Board to institute on those 

grounds because it was used to advance the same argument raised by the 

Examiner during prosecution.
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Kayak Software (cont’d)

▪ Outcome (cont’d):

• “To be sure, we acknowledge that similarity of prior art alone does not require 

the Office to exercise its discretion in denying any grounds set forth in a 

Petition. There could be situations where, for example, the prosecution is not 

as exhaustive, where there are clear errors in the original prosecution, or where 

the prior art at issue was only cursorily considered that can weigh against 

exercising the discretion. Moreover, if the Petitioner had brought forward and 

explained some specific circumstances that have materially changed or of 

which the Office was not aware of during the prior consideration of the prior art 

and arguments at issue—such as, for example, changed claim constructions or 

new evidence related to priority dates of the prior art or challenged patent—

then those could weigh in favor of institution. Petitioner, however, has not 

articulated such circumstances in this case. Accordingly, for the above 

reasons, we exercise our discretion under 35 U.S.C. § 325(d) and decline to 

institute review….”
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Cultec, Inc. v. Stormtech LLC, Case IPR2017-00777 (PTAB Aug. 22, 

2017) (Paper No. 7) (informative) 

▪ Case:

• A petition was filed challenging patent claims using a combination of 

references.

• One reference was submitted in a third party submission during examination 

(which was submitted by the attorney of record filing the IPR petition) that was 

indicated as considered on the IDS and was cited by the Examiner in a related 

application.

• Two other references cited in the petition provided elements and arguments 

that were considered to be substantially the same as what was considered by 

the Examiner during prosecution.

▪ Outcome:

• “[W]e conclude that the same or substantially the same prior art or arguments 

as are presented in the Petition previously were presented to the Office in the 

Third Party Submission. Accordingly, we exercise our discretion under 35 

U.S.C. § 325(d) and do not institute….”
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Hospira, Inc. v. Genentech, Inc., Case IPR2017-00739 (PTAB July 

27, 2017) (Paper No. 16) (informative) 

▪ Case:

• A petition was filed challenging patent claims using references having a prior 

art date between the filing date of the provisional application and 

nonprovisional application that matured into that patent at issue.

▪ Outcome:

• During prosecution, the Examiner had determined that the nonprovisional

application properly claimed priority to the provisional application, and the 

petitioner was found not to have provided any new information that the 

Examiner’s determination was wrong.

• The Board exercised its discretion to deny institution under § 325(d).
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Unified Patents, Inc. v. Berman, Case IPR2016-01571 (PTAB Dec. 

14, 2016) (Paper No. 10) (informative) 

▪ Case:

• Petitioner relied on the same prior art reference relied upon by the Examiner 

during prosecution.

• During examination of that patent, the applicant added new claims in response 

to the citation of that piece of prior art.

▪ Outcome:

• Although the newly-filed claims were not rejected over the cited prior art, they 

were considered in view of the prior art that rejected the prior claims (as 

evidenced by an interview summary) and that was already of record.

• The petitioner acknowledged that the applicant had added new claims in 

response to the prior art rejection during examination, and the petitioner failed 

to present any new argument distinguishing the Examiner’s prior consideration 

or provide a compelling reason why the prior art reference should be 

considered.

• The Board exercised its discretion to deny institution under § 325(d).
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Medtronic, Inc. v. NuVasive, Inc., Case IPR2014-00487 (PTAB Sept. 

11, 2014) (Paper No. 8) (informative) 

▪ Case:

• Petitioner filed a petition challenging patent claims for a third time.

• Patent owner argued that this petition was “essentially a duplicate of its 

previously denied petition.”

• Petitioner argued that the prior petition had no “bearing on this Petition” and 

asserted that it was responding to a “noted deficiency”, so it was providing 

new evidence and arguments as to how the previously supplied prior art 

renders the challenged claims obvious.
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Medtronic, Inc. (cont’d) 

▪ Outcome:

• The Board denied institution under § 325(d) because the petition used the same 

prior art and nearly the same arguments.

• “Petitioner has not provided any persuasive reasoning as to why we should 

institute inter partes review over ‘the same or substantially the same prior art or 

arguments’ that were presented by the ’504 Petition. In addition, Petitioner is 

involved in the ’506 Proceeding, which involves all of the same claims 

challenged here.…we exercise our discretion under 35 U.S.C. § 325(d), and 

deny the Petition in this proceeding.”
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Unified Patents, Inc. v. PersonalWeb Techs., LLC, Case IPR2014-

00702 (PTAB July 24, 2014) (Paper No. 13) (informative) 

▪ Case:

• Patent owner, PersonalWeb, had claims found unpatentable in a prior third-party 

IPR using the same prior art reference at issue here.

• That IPR was on appeal at the time of the institution decision, and PersonalWeb

argued that litigating the issues here would be a waste of resources regardless of 

the outcome at the Federal Circuit.

• Three IPRs had been filed using the same prior art reference.

▪ Outcome:

• The Board denied institution under § 325(d) because, although Unified would lose 

the ability to challenge the claims in this IPR, those claims were already found 

unpatentable in the prior proceeding.

• In addition, a second IPR had been instituted challenging each of the claims being 

challenged here.

• In consideration of the efficient administration of the Office under § 316(b) and the 

Board’s discretion under § 325(d), the petition was denied.
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Board’s Discretion Under § 325(d) 

(cont’d)
▪ Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., Case IPR2013-

00324 (PTAB Nov. 21, 2013) (Paper No. 19) (informative) 

▪ Case:

• Intelligent Bio-Sys. filed a prior IPR that was instituted challenging the same 

claims at issue here.

▪ Outcome:

• The Board denied institution under § 325(d) because, while the prior art 

submitted in this petition was different than the prior art in the prior petition, the 

Board considered it to have the same teachings. (“Based on our review and the 

characterization of the references in IBS’s petitions, the teachings of Odedra

relied on in the instant petition are substantially the same as those found in 

Tsien and Ju.”)

• The Board was not persuaded that petitioner’s alleged discovery of that 

reference after the filing of the first IPR warranted institution.

• “IBS does not distinguish any teaching present in Odedra that is lacking from 

Ju, Tsien, or any of the other references cited in the 128 Petition.”
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Board’s Discretion Under § 325(d)  

(cont’d)
▪ Prism Pharma. Co. v. Choongwae Pharma Corp., Case IPR2014-

00315 (PTAB July 8, 2014) (Paper No. 14) (informative)

▪ Case:

• The petitioner argued that the subject matter recited in the challenged claims 

did not have written support in the parent application. 

• The petitioner argued the challenged claims lacked the priority date of the 

parent application, thus being subject to the prior art reference, “the ’192 

publication.” 

▪ Outcome:

• The ’192 publication was the same prior art that was previously presented to 

the USPTO. In addition, the petition’s assertions were substantially the same 

as that which was presented to the USPTO.

• Here, the co-founder of the petitioner was also a co-inventor of the patent-at-

issue, and that co-founder presented the ’192 publication to the Examiner twice 

during prosecution as anticipatory prior art and is only prior art if the claims-

at-issue lack written description support to the parent application.
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Board’s Discretion Under § 325(d)  

(cont’d)
▪ Prism Pharma. Co. (cont’d)

▪ Outcome:

• Because the ’192 publication and the written description issue were considered 

by both the Examiner and his supervisor—finding that the claims were “free 

from prior art”—the Board denied institution under § 325(d) because the 

petition presented the same prior art substantially the same as that which was 

previously presented.
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Board’s Discretion Under §§ 314(a) 

and 325(d)
▪ ZTE Corp. v. ContentGuard Holdings Inc., Case IPR2013-00454 

(PTAB Sept. 25., 2013) (Paper No. 12) (informative) 

▪ Case:

• ZTE filed a prior petition that was instituted on claims 12-22 and 30-38 (but denied 

for the remainder). In that IPR, patent owner filed a Request for Adverse 

judgment, which was granted and judgment was entered against patent owner.

• ZTE later filed this petition outside of the § 315(b) time window on the claims that 

were not instituted in the first IPR, but moved for joinder to the prior petition 

under § 315(c).

▪ Outcome:

• The Board denied joinder to the prior IPR because the IPR was terminated prior to 

the filing of this petition. In denying the petition, the Board considered that the 

second petition was filed outside the § 315(b) time bar, the prior petition’s 

grounds for these claims was denied, the motion for joinder was denied, and this 

subsequent petition contained the same or substantially the same prior art or 

arguments as the prior petition, thus warranting denial under § 325(d).
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Bar for Prior Civil Action  

Under § 325(a)
▪ SecureBuy, LLC v. CardinalCommerce Corp., Case CBM2014-00035 

(PTAB Apr. 25, 2014) (Paper No. 12) (precedential) 

▪ Statute:

• (1) Post-grant review barred by civil action.--A post-grant review may not be 

instituted under this chapter if, before the date on which the petition for such a 

review is filed, the petitioner or real party in interest filed a civil action 

challenging the validity of a claim of the patent.

▪ Case:

• Two weeks prior to filing the petition, the petitioner filed two separate 

declaratory judgment actions seeking invalidity of the claims of the patent-at-

issue.

▪ Outcome:

• The Board denied institution under § 325(a).
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Estoppel Under § 325(e)(1)

▪ Westlake Servs., LLC v. Credit Acceptance Corp., Case CBM2014-

00176 (PTAB May 14, 2015) (Paper No. 28) (precedential)

▪ Statute:

• § 325(e)(1):  The petitioner in a post-grant review of a claim in a patent under 

this chapter that results in a final written decision under section 328(a), or the 

real party in interest or privy of the petitioner, may not request or maintain a 

proceeding before the Office with respect to that claim on any ground that the 

petitioner raised or reasonably could have raised during that post-grant review.

▪ Case:

• In a prior, related CBM (CBM2014-00008), the Board instituted on some of the 

challenged claims. 

• Petitioner later filed this petition challenging the non-instituted claims from 

CBM2014-00008. The Board issued a FWD in CBM2014-00008 finding the 

instituted claims unpatentable.

• Then, patent owner moved to terminate this case, arguing that § 325(e)(1) 

applies to all challenged claims, even those which were not instituted.
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Estoppel Under § 325(e)(1) (cont’d)

▪ Westlake Servs. (cont’d)

▪ Outcome:

• The Board held that estoppel under § 325(e)(1) applies on a claim-by-claim 

basis, so claims not addressed in the prior FWD do not estop later petitions on 

those claims.

• “On the record before us, claims 10–12 and 14–33 are not claims in a patent 

that have resulted in a final written decision under Section 328(a), and thus, 

under Section 325(e)(1), estoppel does not apply to those claims.”

• Patent owner’s motion denied.

▪ Applicability of this case in view of SAS Institute?
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35 U.S.C. § 101

Whoever invents or discovers any new and useful process, 

machine, manufacture, or composition of matter, or any new 

and useful improvement thereof, may obtain a patent therefor, 

subject to the conditions and requirements of this title.
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USPTO 2019 Revised Patent Subject 

Matter Eligibility Guidance
▪ “This guidance does not constitute substantive rulemaking and 

does not have the force and effect of law. The guidance sets out 

agency policy with respect to the USPTO’s interpretation of the 

subject matter eligibility requirements of 35 U.S.C. 101 in view of 

decisions by the Supreme Court and the Federal Circuit.” 

• “The guidance was developed as a tool for internal USPTO management and 

does not create any right or benefit, substantive or procedural, enforceable by 

any party against the USPTO.”

• “Rejections will continue to be based upon the substantive law, and it is those 

rejections that are appealable to the Patent Trial and Appeal Board (PTAB) and 

the courts. All USPTO personnel are, as a matter of internal agency 

management, expected to follow the guidance.” 

• “Failure of USPTO personnel to follow the guidance, however, is not, in itself, a 

proper basis for either an appeal or a petition.”
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Cleveland Clinic v. True Health (Fed. 

Cir. Apr. 1, 2019) (nonprecedential)
▪ “While we greatly respect the PTO’s expertise on all matters 

relating to patentability, including patent eligibility, we are not 

bound by its guidance. And, especially regarding the issue of 

patent eligibility and the efforts of the courts to determine the 

distinction between claims directed to natural laws and those 

directed to patent-eligible applications of those laws, we are 

mindful of the need for consistent application of our case law.”

▪ “We have considered Example 29 and the arguments relating to it, 

but to the extent that Example 29–Claim 1 is analogous to the 

claims at issue, Ariosa must control. Accordingly, we decline to 

follow the PTO’s Example 29–Claim 1 and conclude that the district 

court did not err in its consideration of the PTO’s subject matter 

eligibility guidance.”
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2019 Guidance - Flowchart

▪ MPEP 2106.3:
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2019 Guidance - Overview

▪ Revises the procedures for determining whether a patent (or 

application) claim is directed to a judicial exception in two ways:

• “First, the 2019 Revised Patent Subject Matter Eligibility Guidance explains that 

abstract ideas can be grouped as, e.g., mathematical concepts, certain methods 

of organizing human activity, and mental processes.”

• “Second, this guidance explains that a patent claim or patent application claim 

that recites a judicial exception is not ‘directed to’ the judicial exception if the 

judicial exception is integrated into a practical application of the judicial 

exception.”

▪ A claim that recites a judicial exception, but is not integrated into a 

practical application, is directed to the judicial exception under 

Step 2A and must then be evaluated under Step 2B (inventive 

concept) to determine the subject matter eligibility of the claim. 
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2019 Guidance –

Groupings/Categories
▪ Groupings of Abstract Ideas:

• Mathematical concepts – mathematical relationships, mathematical formulas or 

equations, mathematical calculations;

• Certain methods of organizing human activity – fundamental economic 

principles or practices (including hedging, insurance, mitigating risk); 

commercial or legal interactions (including agreements in the form of 

contracts; legal obligations; advertising, marketing or sales activities or 

behaviors; business relations); managing personal behavior or relationships or 

interactions between people (including social activities, teaching, and following 

rules or instructions); and

• Mental processes – concepts performed in the human mind (including an 

observation, evaluation, judgment, opinion).

▪ Except in rare circumstances, claims that “do not recite matter that 

falls within these enumerated groupings of abstract ideas should 

be not treated as abstract ideas.”
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2019 Guidance – Step 2A

▪ Step 2A of the 2019 Revised Patent Subject Matter Eligibility 

Guidance is a two-prong inquiry:

• Prong one:

❑ Evaluate whether the claim recites a judicial exception.

❑ “This prong is similar to procedures in prior guidance except that when determining if 

a claim recites an abstract idea, examiners now refer to the subject matter groupings 

of abstract ideas in Section I instead of comparing the claimed concept to the USPTO’s 

prior ‘Eligibility Quick Reference Sheet Identifying Abstract Ideas.’”

❑ “If the claim recites a judicial exception (i.e., an abstract idea enumerated in Section I 

of the 2019 Revised Patent Subject Matter Eligibility Guidance, a law of nature, or a 

natural phenomenon), the claim requires further analysis in Prong Two.”

❑ “If the claim does not recite a judicial exception (a law of nature, natural phenomenon, 

or subject matter within the enumerated groupings of abstract ideas in Section I), then 

the claim is eligible at Prong One of revised Step 2A. This concludes the eligibility 

analysis, except in the rare circumstance described below.”

❑ If neither, refer to the Exception process 
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2019 Guidance – Step 2A (cont’d)

▪ Step 2A of the 2019 Revised Patent Subject Matter Eligibility 

Guidance is a two-prong inquiry (cont’d):

• Prong two:

❑ Evaluate whether the claim “recites additional elements that integrate the exception 

into a practical application of that exception.”

❑ “A claim that integrates a judicial exception into a practical application will apply, rely 

on, or use the judicial exception in a manner that imposes a meaningful limit on the 

judicial exception, such that the claim is more than a drafting effort designed to 

monopolize the judicial exception.”

❑ “This prong adds a more detailed eligibility analysis to step one of the Alice/Mayo test 

(USPTO Step 2A) than was required under prior guidance.”

❑ “If the recited exception is integrated into a practical application of the exception, then 

the claim is eligible at Prong Two of revised Step 2A. This concludes the eligibility 

analysis.”

❑ “If, however, the additional elements do not integrate the exception into a practical 

application, then the claim is directed to the recited judicial exception, and requires 

further analysis under Step 2B (where it may still be eligible if it amounts to an 

‘inventive concept’).”
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2019 Guidance – Step 2A (cont’d)

▪ Step 2A of the 2019 Revised Patent Subject Matter Eligibility 

Guidance is a two-prong inquiry (cont’d):

• Prong two:  evaluating whether the claim recites additional elements that 

integrate the exception into a practical application of that exception.

❑ “Examiners evaluate integration into a practical application by: (a) identifying whether 

there are any additional elements recited in the claim beyond the judicial exception(s); 

and (b) evaluating those additional elements individually and in combination to 

determine whether they integrate the exception into a practical application, using one 

or more of the considerations laid out by the Supreme Court and the Federal Circuit” 

❑ Examiners should note, however, that revised Step 2A specifically excludes 

consideration of whether the additional elements represent well-understood, routine, 

conventional activity. Instead, analysis of well-understood, routine, conventional 

activity is done in Step 2B. Accordingly, in revised Step 2A examiners should ensure 

that they give weight to all additional elements, whether or not they are conventional, 

when evaluating whether a judicial exception has been integrated into a practical 

application.”
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2019 Guidance – Step 2A (cont’d)

▪ Step 2A of the 2019 Revised Patent Subject Matter Eligibility 

Guidance is a two-prong inquiry (cont’d):

• Exemplary considerations indicative that an additional element may have 

integrated the exception into a practical application:

❑ Improvement in the functioning of a computer, or an improvement to other technology 

or technical field;

❑ An additional element that applies or uses a judicial exception to effect a particular 

treatment or prophylaxis for a disease or medical condition;

❑ An additional element implements a judicial exception with, or uses a judicial 

exception in conjunction with, a particular machine or manufacture that is integral to 

the claim;

❑ An additional element effects a transformation or reduction of a particular article to a 

different state or thing;

❑ An additional element applies or uses the judicial exception in some other meaningful 

way beyond generally linking the use of the judicial exception to a particular 

technological environment, such that the claim as a whole is more than a drafting 

effort designed to monopolize the exception.
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2019 Guidance – Step 2A (cont’d)

▪ Step 2A of the 2019 Revised Patent Subject Matter Eligibility 

Guidance is a two-prong inquiry (cont’d):

• Exemplary considerations indicative that an additional element that do not 

integrate the exception into a practical application:

❑ An additional element merely recites the words “apply it” (or an equivalent) with the 

judicial exception, or merely includes instructions to implement an abstract idea on a 

computer, or merely uses a computer as a tool to perform an abstract idea;

❑ An additional element adds insignificant extra-solution activity to the judicial 

exception;

❑ An additional element does no more than generally link the use of a judicial exception 

to a particular technological environment or field of use

• The Examiners must consider the claim as whole
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2019 Guidance – Step 2B

▪ Step 2B:

• A claim that does not integrate the judicial exception into a practical application 

may be eligible if “the additional elements recited in the claims provided  

‘significantly more’ than the recited judicial exception (e.g., because the 

additional elements were unconventional in combination).”

• Examiner should evaluate the “additional elements individually and in 

combination…to determine whether they provide an inventive concept.”

• “While many considerations in Step 2A need not be reevaluated in Step 2B, 

examiners should continue to consider in Step 2B whether an additional 

element or combination of elements:

❑ adds a specific limitation or combination of limitations that are not well-understood, 

routine, conventional activity in the field, which is indicative that an inventive concept 

may be present; or

❑ simply appends well-understood, routine, conventional activities previously known to 

the industry, specified at a high level of generality, to the judicial exception, which is 

indicative that an inventive concept may not be present.

• “[I]f an examiner had previously concluded under revised Step 2A that, e.g., an 

additional element was insignificant extra-solution activity, they should 

reevaluate that conclusion in Step 2B.”
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Application of the § 101 Guidance

▪ Ex parte Smith, No. Appeal 2018-000064 (PTAB Feb. 1, 2019) 

(informative) 

▪ Case:

• The Examiner rejected all the claims under § 101 because the claims are directed to 

the abstract idea of “comparing new and stored information and using rules to 

identify options” and further concluded the claims are directed to “an abstract idea 

of trading derivatives in a hybrid exchange system which is a concept within the 

realm of fundamental economic practices because the concept relates to the 

economy and commerce, such as agreements between people in the form of 

contracts, legal obligations, and business relations.”

▪ Outcome – Reversed (2-1):

• The Board agreed the claims recited the fundamental economic practice of 

“derivative trading because the limitations all recite the operations that would 

ordinarily take place in a derivatives trading environment.”

• The Board also determined that the “computer-related limitations” were not “wholly 

generic in nature and are specific to electronic derivatives trading” but were 

described at a high level in the specification “without any meaningful detail about 

their structure or configuration.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Smith (cont’d)

▪ Outcome (cont’d):

• However, the Board determined that claim 1 recited additional limitations that 

“focus on addressing problems arising in the context of a hybrid derivatives 

trading system in which trades are made both electronically and on a trading 

floor.” 

• Those limitations were considered to integrate the judicial exception into a 

practical application “by reciting a specific timing mechanism in which the 

execution of a matching order is delayed for a specific period of time.”

• The “use of the claimed timing mechanisms and the associated temporary 

restraints on execution of trades provide a specific technological improvement 

over prior derivatives trading systems.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Smith (cont’d)

▪ Claim 1:
1. A method of trading derivatives in a hybrid exchange system comprising:

collecting orders, via a communication network and order routing system, for derivatives and placing 

them in an electronic book database;

identifying at an electronic trade engine a new quote from a first in-crowd market participant, wherein 

one of a bid or an offer price in the new quote matches a respective price in an order in the electronic 

book database from a public customer;

removing at least a portion of the order in the electronic book database, delaying automatic execution 

of the new quote and the order, and starting a timer;

reporting, via the communication network and an electronic reporting system, a market quote 

indicative of execution of the at least a portion of the order while delaying automatic execution;

receiving at the electronic trade engine a second quote from a second in-crowd market participant after 

receiving the new quote from the first in-crowd market participant and before an expiration of the timer, 

wherein the second quote matches the respective price of the public customer order in the electronic 

book database; and

allocating the order between the first and second in-crowd market participants at the electronic trade 

engine, wherein the order is not executed until expiration of the timer.
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Olson, No. Appeal 2017-006489 (PTAB Mar. 25, 2019) 

(informative) 

▪ Case:

• The Examiner rejected all the claims under § 101, arguing they were directed to an 

abstract idea.

• The claims were directed to a method and system for locally deformable 

registration of a catheter navigation system to an external model or external image 

data.

• The Examiner concluded that the “claims essentially cover[] a general algorithm to 

be executed on a general purpose computer that is cited with [a] generic catheter 

navigation system and generic catheter/tool that are well-known, conventional 

systems/devices in the field of medical imaging.’”

▪ Outcome - Reversed:

• The Board determined the claims contained the mathematical concept of using a 

mathematical formula for an error function and the “mathematical calculation using 

a thin plate splines algorithm to generate the mapping function by summing a fixed 

number of weighted basis functions.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Olson (cont’d)

▪ Outcome (cont’d):

• The Board nevertheless concluded the additional limitations practically applied 

the judicial exception because those limitations recited:

❑ (1) placing a tool on a surface location Xi of the heart

❑ (2) measuring position information for [] Xi relative to a coordinate frame X

❑ (3) identifying a corresponding location Yi on the three-dimensional image

❑ (4) associating the position information for [] Xi as measured by the catheter navigation 

system relative to [] X with position information for [] Yi on the three-dimensional image 

relative to [] Y as a fiducial pair (Xi, Yi)

• “In particular, these limitations apply the recited mathematical calculations to 

improve registration of a catheter navigation system to a three-dimensional image 

of a heart by accounting for non-linearities and inhomogeneities in the catheter 

navigation system and reduce errors in the localization field.”

• The Board concluded the mathematical concepts were used to improve particular 

technology.
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Olson (cont’d)

▪ Claim 7:
A method of registering a catheter navigation system to a three-dimensional image, comprising:

a) obtaining a three-dimensional image of at least a portion of a heart, the three-dimensional image including 

position information for a plurality of location points on a surface of the heart measured relative to a coordinate 

from Y; 

b) placing a tool on a surface location Xi of the heart; 

c) measuring position information for the surface location Xi relative to coordinate frame X;

d) identifying a corresponding location Yi on the three-dimensional image;

e) associating the position information for the surface location Xi as measured by the catheter navigation system 

relative to coordinate frame X with position information for the corresponding location Yi on the three-dimensional 

image relative to coordinate frame Y as a fiducial pair (Xi, Yi); and

f) using at least two fiducial pairs (Xi, Yi) to generate a mapping function f that transforms points within coordinate 

frame X to coordinate frame Y such that, for each fiducial pair (Xi, Yi), an error function (f(Xi) – Yi ≈ 0, wherein the 

step of using at least two fiducial pairs to generate a mapping function comprises:

using a thin plate splines algorithm to generate the mapping function,

wherein the thin plate splines algorithm comprises summing a fixed number of weighted basis functions,

wherein the fixed number of weighted basis functions is the same as a number of fiducial pairs that were 

associated, and

wherein the mapping function compensates for inhomogeneities in the catheter navigation system such that, for 

each fiducial pair (Xi, Yi), the error function f(Xi) – Yi ≈ 0.
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Kimizuka, No. Appeal 2018-001081 (PTAB May 15, 2019) 

(informative) 

▪ Case:

• The Examiner rejected all the claims under § 101 as an abstract idea directed to 

golf-club fitting method, which was considered a mental process.

▪ Outcome - Affirmed:

• The Board agreed that the method claimed mental process, i.e., “an evaluation 

or judgment that can practically be performed in the mind or with the assistance 

of pen and paper.”

• “Claim 7 recites, in part, that the dynamic-loft determination requires ‘the 

measured head speed, the measured dynamic loft, and the measured blow 

angle, the suitable dynamic loft being defined as a dynamic loft achieving a 

predetermined hit ball result’ and “‘the hit ball result database is used for 

determining the suitable dynamic loft.’”

• “Claim 7 recites an evaluation that, when considered in the context of the claim 

as a whole, can practically be performed in the mind.”

78



Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Kimizuka (cont’d)

▪ Outcome (cont’d):

• “Essentially, the disclosed invention helps the user select a club that fits the 

player's needs…To solve this non-technical problem, claim 7 uses the collected 

data to recommend a golf club that has a desirable loft angle. Claim 7 does not, 

for example, improve how the measurements are taken or improve how the golf 

club is manufactured. In this way, claim 7 is unlike the technology-based 

integrations” of other claims found eligible.

• “Considering the processor in combination with the other recited limitations, the 

processor is merely a token addition. To be sure, the recited processor may 

perform the calculations faster than a human could mentally. Yet using a 

computer to achieve a solution more quickly may not be sufficient to show an 

improvement to computer technology.”

• “Appellants do not identify any inventive concept in the recited combination of 

steps here or any specific arrangement of computing components. Indeed, the 

claim's focus is club fitting, not a specific configuration of the processor and 

database.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Kimizuka (cont’d)

▪ Claim 7:
7. A fitting method of a golf club, comprising the following steps of:

creating a hit ball result database based on ball initial velocity prediction data, launch angle prediction data, and back spin 

prediction data,

the ball initial velocity prediction data being data capable of predicting a ball initial velocity based on the dynamic loft and the 

blow angle,

the launch angle prediction data being data capable of predicting a launch angle based on the dynamic loft and the blow angle, 

and

the backspin prediction data being data capable of predicting a backspin based on the dynamic loft and the blow angle,

wherein the hit ball result database is obtained by actual measurement and/or a simulation;

measuring a subject's head speed, dynamic loft, and blow angle using a reference club;

determining, by a processor, a suitable dynamic loft based on only the measured head speed, the measured dynamic loft, and 

the measured blow angle,

the suitable dynamic loft being defined as a dynamic loft achieving a predetermined hit ball result,

wherein the hit ball result database is used for determining the suitable dynamic loft,

the hit ball result database includes correlation data between the dynamic loft and the blow angle which are created for each

head speed, and

the hit ball results in the dynamic lofts in the measured blow angle are compared using the hit ball result database;

determining a dynamic loft difference from the suitable dynamic loft and the measured dynamic loft; and

determining a recommended loft angle based on a loft angle of the reference club and the dynamic loft difference,

wherein the hit ball result includes a flight distance.
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Savescu, No. Appeal 2018-003174 (PTAB Apr. 1, 2019) 

(informative) 

▪ Case:

• The Examiner rejected the claims under § 101 as an abstract idea directed to a 

method of creating a life-cycle workflow for a project.

▪ Outcome - Affirmed:

• The Board determined that the limitations encompass steps for creating a 

workflow that organizes how people perform project tasks and those limitations 

“recite steps that a person would perform when working on a project.”

• Thus, claim 1 “recites a concept related to managing relationships or transactions 

between people” and is a method of organizing human activity.

• “Considering the claim as a whole, these additional limitations merely add generic 

computer activity to deliver web pages and store data, which is insufficient to 

integrate the judicial exception into a practical application.”

• “Referring to the computer executing the method, the Specification states that the 

‘devices are well known in the art and need not be discussed at length here.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Savescu (cont’d) 

▪ Outcome (cont’d):

• “Indeed, the Specification merely states that ‘the server 108 is a computing 

device, such as a server computer’” that “‘can include input/output devices, a 

central processing unit (‘CPU’), a data storage device, and a network device.’”

• “By identifying these paragraphs, the Examiner has adequately supported the 

finding that the recited server is well-understood, routine, and conventional.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Savescu (cont’d) 

▪ Claim 1:
A method for creating a life cycle workflow project comprising:

creating one or more identifiable workflow stages for the project on a server computer, each of the 

one or more workflow stages corresponding to a specific sequence of workflow activities, wherein 

the

creating further comprise using a workflow stage identifier as a property of the specific sequence of 

workflow activities for each of the one or more workflow stages;

creating one or more identifiable workflow phases for the project on the server computer, each 

workflow phase includes one or more corresponding workflow stages;

when a workflow stage is created, associating a workflow phase with the workflow stage, the 

workflow phase being selected from the one or more workflow phases on the server computer; and

when the workflow stage is created, associating one or more project detail pages for the workflow 

stage.
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Fautz, No. Appeal 2019-000106 (PTAB May 15, 2019) 

(informative) 

▪ Case:

• The Examiner rejected the claims under § 101 as an abstract idea that is similar to

“abstract ideas relating to mathematical formulas and ‘collecting information, 

analyzing it, and displaying certain results of the collection and analysis.’”

• The claimed invention relates to magnetic resonance (MR) tomography. The 

devices use reception coils to receive signals generated while scanning a subject 

and optimizes the signal-to-noise ratio (SNR) from the reception coils.

▪ Outcome:

• The Board agreed that the claims recite an abstract idea:  a mathematical concept

because the claims recite three mathematical formulas.

• The Board, however, concluded that the “MR tomography device in the claimed 

solution is neither a token addition nor an abstract concept” so the claims solved 

a technical problem and was directed to a practical application.

• The claimed invention thus “uses the recited mathematical equations to improve 

the imaging system.”
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Application of the § 101 Guidance 

(cont’d)
▪ Ex parte Fautz (cont’d) 

▪ Claim 8:
A magnetic resonance (MR) tomography apparatus comprising: an MR data acquisition unit comprising a radio 

frequency (RF) transmission system comprising a number n of single RF coils E, with which reception signals Ii are 

respectively acquired, with i = 1, . . . , n;

a processor provided with or configured to determine, for each single coil Ei, an individual reception sensitivity profile 

in the spatial domain r ���
− (r):

���
− (r) = ��(�) ∗��∙��(�)

with amplitude ai (r) and phase �i (r);

said processor being configured to operate the MR tomography apparatus to scan an examination subject 

introduced into the MR tomography apparatus to acquire reception signals I i(k) in the frequency domain with wave 

number k via the n reception coils Ei;said processor being configured to determine Fourier-transformed signals IFi(r) 

from the reception signals Ii(k), wherein:

IFi(r) = �(r) • ��ϕ(r) • ���
− (r) + N

with N:= noise term, �(r) • ��ϕ(r):= proton density;

said processor being configured to determine complexly corrected signals ෪�Fi(r) on the basis of the signals ෪�Fi(r) and 

the individual reception sensitivity profiles ���
− (r);

said processor being configured to determine a sum signal MR(r) via complex addition of the corrected signals ෪�Fi(r):

MR(r) = σ෪��� � ; and

said processor being configured to reconstruct image data of the examination subject on the basis of the sum signal 

MR(r), and to make the image data available at an output of the processor as an electronic data file.
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Application of the § 101 Guidance 

(cont’d)
▪ Fidelity Information Servs., LLC. v. Mirror Imaging, LLC (CBM2017-

00064, -00065, -00066, and -00067):

• The Board requested additional briefing on January 10, 2019 seeking arguments on 

the applicability of the 2019 Guidance. 

• Petitioner argued:

❑ “Because the 2019 Revised Guidance applies existing law, Guidance at 51, cols. 1-2, it does 

not—and cannot—change the outcome of this proceeding that the claims are 

unpatentable.”

❑ “The parties have briefed, and the Board applied at institution, the unchanged substantive 

law underlying Revised USPTO Step 2A (Alice/Mayo Step 1). The Final Written Decision can 

therefore demonstrate, through citations to the existing record, compliance with the revised 

procedure, satisfying the expectation that the Board will follow the Guidance.” 
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Application of the § 101 Guidance 

(cont’d)
▪ Fidelity Information Servs., LLC. v. Mirror Imaging, LLC (CBM2017-

00064, -00065, -00066, and -00067):

• Patent Owner argued:

❑ “Conforming to major recent changes in Federal Circuit precedent, the Guidance advises 

that Alice Step One should exclude analysis of whether elements represent well-

understood, routine, and conventional activity”

❑ “Accounting for this major update, the Board should no longer consider FIS’s expert 

testimony or alleged prior art for Step One analysis for deciding whether claim elements 

represent understood, routine, conventional activity.”

❑ “The Board relies upon its own analysis and FIS’s argumentation about conventionality at 

Step One, a procedure that now runs counter to the Guidance.”

• The Board issued its written decision on April 22, 2019 and conducted its analysis 

under the Guidance (See CBM2017-00064, Paper No. 62 at 32-67).
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Application of the § 101 Guidance 

(cont’d)
▪ Inv'rs Exch. LLC v. Nasdaq, Inc., No. CBM2018-00039, 2019 WL 970955, 

at *11 (P.T.A.B. Feb. 26, 2019):

• The PTO recently published revised guidance on the application of § 101. 2019 

Revised Patent Subject Matter Eligibility Guidance, 84 Fed. Reg. 50 (Jan. 7, 2019) 

(“Guidance”). Under the Guidance, we first look to whether the claim recites:

❑ (1) any judicial exceptions, including certain groupings of abstract ideas (i.e., mathematical 

concepts, certain methods of organizing human activity such as a fundamental economic 

practice, or mental processes); and

❑ (2) additional elements that integrate the judicial exception into a practical application (see 

MPEP § 2106.05(a)–(c), (e)–(h)).

• Only if a claim (1) recites a judicial exception and (2) does not integrate that 

exception into a practical application, do we then look to whether the claim:

❑ (3) adds a specific limitation beyond the judicial exception that is not “well-understood, 

routine, conventional” in the field (see MPEP § 2106.05(d) ); or

❑ (4) simply appends well-understood, routine, conventional activities previously known to 

the industry, specified at a high level of generality, to the judicial exception.

• Here, the Board also applied the Guidance.
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Motions to Amend

§ 316(d) Amendment of the Patent.--

(1) In general -- During an inter partes review instituted under 

this chapter, the patent owner may file 1 motion to amend the 

patent in 1 or more of the following ways:

(A) Cancel any challenged patent claim.

(B) For each challenged claim, propose a reasonable 

number of substitute claims.
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Motions to Amend

▪ Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR2018-01129 (PTAB Feb. 

25, 2019) (Paper No. 15) (precedential) 

▪ Case:

• Although the patent owner had not moved to amend the claims, the Board 

supplied this Order to provide information and guidance regarding motions to 

amend.

▪ Outcome:

• That guidance addressed (1) contingent motions to amend, (2) the burden of 

persuasion, (3) what constitutes a reasonable number of substitute claims, (4) 

whether all amendments to a claim must respond to a ground of unpatentability 

involved in the trial, and (5) the scope of the substitute claims, as well as some 

procedural issues:

❑ Contingent motions to amend:  The PTAB stated that requests to cancel claims “will not 

be regarded as contingent.” But, “a request to substitute claims ordinarily will be 

treated as contingent.”  Thus, “a proposed substitute claim normally will be considered 

only if a preponderance of the evidence establishes that the original patent claims that it 

replaces is unpatentable.”
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Motions to Amend (cont’d)

▪ Lectrosonics (cont’d)

▪ Outcome (cont’d):
❑ The burden of persuasion:  The PTAB stated that “a patent owner does not bear the 

burden of persuasion to demonstrate the patentability of substitute claims presented in a 

motion to amend.” Instead, “the burden of persuasion ordinarily will lie with the petitioner 

to show that any proposed substitute claims are unpatentable.…” 

❑ Reasonable number of substitute claims:  The PTAB stated that there “is a rebuttable 

presumption that a reasonable number of substitute claims per challenged claim is one (1) 

substitute claim.” However, “a patent owner may rebut this presumption upon 

demonstration of a need to present more than one substitute claim per challenged claim” 

under 37 C.F.R. § 42.121(a)(3). 

❑ Responding to a ground of unpatentability:  Per 37 C.F.R. § 42.121(a)(2)(i), the PTAB stated 

that it reviews motions to amend to ensure that the proposed amendments respond to a 

ground of unpatentability in the trial. But, the PTAB explained that not every amendment 

must be for the sole purpose of addressing a ground of unpatentability.  Id.  Instead, the 

PTAB stated that some amendments may address other issues, such as § 101 and § 112.

❑ Scope of the substitute claims: The PTAB stated that “[a] motion to amend may not 

present substitute claims that enlarge the scope of the claims of the challenged patent or 

introduce new subject matter.” 
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Motions to Amend (cont’d)

▪ Amazon.com, Inc. v. Uniloc Luxembourg S.A., Case IPR2017-00948 

(PTAB Jan. 18, 2019) (Paper No. 34) (precedential) 

▪ Case:

• Patent owner moved to amend the claims and petitioner opposed that motion on 

the ground that the substitute claims were directed to non-statutory subject 

matter under § 101.

• Patent owner contended that was not permitted because § 311 states: A 

petitioner in an inter partes review may request to cancel as unpatentable 1 or 

more claims of a patent only on a ground that could be raised under section 102 

or 103 and only on the basis of prior art consisting of patents or printed 

publications.
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Motions to Amend (cont’d)

▪ Amazon.com (cont’d)

▪ Outcome:

• The Board held that it may consider patentability issues (e.g., § 101) beyond § 102 

and § 103 when determining the patentability of substitute claims.  

• The Board disagreed, finding that § 311(b)’s* preclusion applies only to existing 

claims and not to substitute claims in a motion to amend.

* Section 311(b) recites:  “(b) Scope.–A petitioner in an inter partes review may request to cancel as 

unpatentable 1 or more claims of a patent only on a ground that could be raised under section 102 or 

103 and only on the basis of prior art consisting of patents or printed publications.
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Additional Discovery

37 C.F.R. § 42.51(b)(2) Additional discovery.

• (i) The parties may agree to additional discovery between themselves. 

Where the parties fail to agree, a party may move for additional discovery. 

The moving party must show that such additional discovery is in the 

interests of justice, except in post-grant reviews where additional 

discovery is limited to evidence directly related to factual assertions 

advanced by either party in the proceeding (see § 42.224). The Board may 

specify conditions for such additional discovery.

• (ii) When appropriate, a party may obtain production of documents and 

things during cross examination of an opponent's witness or during 

authorized compelled testimony under § 42.52.
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Additional Discovery

▪ Garmin Int’l, Inc v. Cuozzo Speed Techs. LLC, Case IPR2012-00001 

(PTAB June 11, 2013) (Paper No. 26) (precedential) 

▪ Case:

• Cuozzo sought additional discovery from Garmin seeking, primarily seeking 

evidence related to long-felt but unmet need considerations in regard to 

obviousness.  The request was denied.

• The Board established the Garmin factors for determining whether additional 

discovery under 35 U.S.C. § 316(a)(5) is “necessary in the interest of justice.” 

95



Additional Discovery (cont’d)

▪ Garmin (cont’d)

▪ Outcome (cont’d):

• Those factors include: 

• (1) “more than a possibility and mere allegation”;
❑ Here this factor weighed in favor of denial because there was not a “threshold amount of evidence or 

reasoning tending to show beyond speculation that the information to be discovered will be ‘useful’ to 

Cuozzo.” 

• (2) “litigation positions and underlying basis”; 
❑ This factor weighed in favor of denial because the discovery request sought documents intended to be 

relied upon in trial and “asking for the other party’s litigation positions and the underlying basis for 

those positions is not necessary in the interest of justice.”

• (3) “ability to generate equivalent information by other means”; 
❑ This factor weighed in favor of denial because “Cuozzo [had] not adequately explained why it needs 

Garmin’s views to establish what Cuozzo believes had been a long-felt but unresolved need” with regard 

to a particular feature.

• (4) “easily understandable instructions”; and 
❑ The Board concluded that “two-page instructions for interrogatories and the two-page instructions for 

document requests” were “easily understandable.”
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Additional Discovery (cont’d)

▪ Garmin (cont’d)

▪ Outcome (cont’d):

• (5) “requests not overly burdensome to answer.”
❑ This factor weighed in favor of denial because it would involve “a very significant expenditure of human 

and financial resources.” The Board explained that, even if Garmin suspected no document exists that 

meets a particular request, it must still expend the effort to search for such a document. The volume of 

documents that had to be searched, the breadth of the discovery request, and that Cuozzo was deemed 

to have delayed too long to make this request all contributed to weight in favor of Garmin.
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Additional Discovery (cont’d)

▪ Bloomberg Inc. v. Markets-Alert Pty. Ltd., Case CBM2013-00005 

(PTAB May 29, 2013) (Paper No. 32) (precedential) 

▪ Rule (37 C.F.R. § 42.224):

• (a) Requests for additional discovery may be granted upon a showing of good 

cause as to why the discovery is needed; and

• (b) Discovery is limited to evidence directly related to factual assertions advanced 

by either party in the proceeding.

▪ Case:

• Markets-Alert sought additional discovery for production of information 

considered by a declarant, prior art and information considered by Bloomberg, 

and information related to licensing and commercial implementation.

▪ Outcome:

• The Board first addressed the request by defining the factors used to determine 

whether to grant such a request. Those factors are a “slightly modified” version of 

the Garmin factors, changed to reflect the “showing of good cause” standard in 

CBM as opposed to the “slightly higher” standard of “in the interest of justice” 

used in IPR.
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Additional Discovery (cont’d)

▪ Bloomberg (cont’d)

▪ Outcome:

• Those factors are:

❑ (1) “more than a possibility and mere allegation”; 

❑ (2) “litigation positions and underlying basis”; 

❑ (3) “ability to generate equivalent information by other means”; 

❑ (4) “easily understandable instructions”; and 

❑ (5) “requests not overly burdensome to answer.” 

• Applying the factors, the Board granted the discovery request seeking a list of 

all materials considered by Bloomberg’s expert because the Board was 

convinced that statements made in the declaration indicated that additional 

material was reviewed by the expert and was not supplied to Markets-Alert.

• The Board denied the request for discovery of prior art known to Bloomberg 

because the Board believed that to be cumulative of prior art already of record.

• The requests for discovery related to long-felt but unresolved need was denied 

because they were “merely allegations that something useful will be found”, 

did not explain why it couldn’t conduct its own analysis, and would involve 

numerous individuals to search for information.
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Additional Discovery (cont’d)

▪ ARRIS Grp., Inc. v. C-Cation Techs., LLC, Case IPR2015-00635 (PTAB 

May 1, 2015) (Paper No. 10) (informative) 

▪ Case:

• Patent owner sought discovery of indemnification agreements between 

petitioner, ARRIS, and Comcast Corporation related to a lawsuit filed by patent 

owner against Comcast.

• Patent owner alleged it expected “that the requested discovery, together with 

additional information recently obtained by Patent Owner, will make a compelling 

showing” of privity between the petitioner and Comcast, which would bar this 

proceeding under § 315(b).

• Petitioner argued that the Board’s rules prohibited this and that claim preclusion 

prohibited the request because the issue could have been raised in a prior IPR 

between the parties.
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Additional Discovery (cont’d)

▪ ARRIS (cont’d) 

▪ Outcome:

• The Board was not convinced that claim preclusion barred the request because, 

among other things, that first IPR was resolved through adverse judgment, so 

there was no claim preclusion.

• With regard to petitioner’s argument that the rules barred this discovery, the 

Board’s rules (37 C.F.R. § 42.73(a)) related to the scope of a judgment, not its 

preclusive effect, and did not prohibit the discovery here. Moreover, the discovery 

request was limited and within the interest of justice under the Garmin factors, so 

the discovery request was granted.
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Oral Hearing

102



Live Testimony

▪ DePuy Synthes Prods., Inc. v. Medidea, LLC, Case IPR2018-00315 

(PTAB Jan. 23, 2019) (Paper No. 29) (precedential) 

▪ Case:

• Patent owner sought to have the patent-at-issue’s inventor address the panel at 

oral hearing.

▪ Outcome:

• The Board denied the request because it would present new evidence at the oral 

hearing, which is prohibited by the Trial Practice Guide.

• Here, the inventor had not provided “any declaration evidence in this proceeding 

and he is not otherwise listed as a counsel of record.”
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Live Testimony (cont’d)

▪ K-40 Elecs., LLC v. Escort, Inc., Case IPR2013-00203 (PTAB May 21, 

2014) (Paper No. 34) (precedential) 

▪ Case:

• Patent owner sought to present testimony from the sole inventor of the patent-

at-issue because that inventor was the principal fact witness for the petitioner, 

and he was attempting to antedate two relied-upon references through 

declaration testimony.

▪ Outcome:

• The Board allowed the testimony, and identified factors to be considered for 

such requests including whether the testimony would be case dispositive and 

whether the witness is a fact witness, rather than an expert witness.  

• Here, the Board allowed the live testimony because the issue was case 

dispositive and the witness was a fact witness, as opposed to an expert witness.
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Miscellaneous
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Introduction of New Evidence at 

Rehearing
▪ Huawei Device Co., Ltd. v. Optis Cellular Tech., LLC, Case 

IPR2018-00816 (PTAB Jan. 8, 2019) (Paper No. 19) (precedential)

▪ Case:

• Huawei filed a Request for Rehearing along with new exhibits. 

▪ Outcome:

• 37 C.F.R. § 42.71(d) governs rehearing requests, but “does not address 

explicitly whether the requesting party also may file new evidence with its 

rehearing request.”

• The Office Patent Trial Practice Guide, however, explains that “[e]vidence not 

already of record at the time of the decision will not be admitted absent a 

showing of good cause.”

• To make the request, a party should “ideally” request a conference call with the 

Board prior to submitting the request, or alternatively, it may argue such good 

cause in the rehearing request itself.  Absent such a showing, new evidence is 

not entitled to consideration.

• Huawei did neither.  So the Board expunged the exhibits.

106



Pre-Institution Statutory Disclaimer

▪ Facebook, Inc. v. Skky, LLC, Case CBM2016-00091 (PTAB Sept. 28, 

2017) (Paper No. 12) (precedential as to Section II.B.2)(expanded 

panel) 

▪ Case:

• Petitioner filed a petition for CBM seeking review of claims 1-11 of the patent-at-

issue.

• The day before filing its preliminary response, the patent owner filed a statutory 

disclaimer of claims 6 and 8-11.

• The Board denied the petition as ineligible for CBM based only on the remaining 

claims.

• Petitioner moved for rehearing, arguing that the CBM eligibility should be based 

on the claims at the time of filing the petition.

▪ Outcome:

• CBM patent review eligibility is determined based on the claims of the 

challenged patent as they exist at the time of the decision whether to institute, 

and statutorily claims are treated as if they never existed.
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Motion to Seal and Protective Order

▪ Argentum Pharm. LLC v. Alcon Research, Ltd., Case IPR2017-01053 

(PTAB Jan. 19, 2018) (Paper No. 27) (informative) 

▪ Rule:

• 37 C.F.R. § 42.14: The record of a proceeding, including documents and things, 

shall be made available to the public, except as otherwise ordered. A party 

intending a document or thing to be sealed shall file a motion to seal concurrent 

with the filing of the document or thing to be sealed. The document or thing shall 

be provisionally sealed on receipt of the motion and remain so pending the 

outcome of the decision on the motion.

• 37 C.F.R. § 42.54: a) A party may file a motion to seal where the motion to seal 

contains a proposed protective order, such as the default protective order set 

forth in the Office Patent Trial Practice Guide…. The Board may, for good cause, 

issue an order to protect a party or person from disclosing confidential 

information…

▪ Case:

• Patent owner filed a Motion to Seal on certain exhibits and sought entry of a 

Proposed Protective Order.
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Motion to Seal and Protective Order 

(cont’d)
▪ Argentum (cont’d)

▪ Outcome:

• “‘Good cause’ for sealing is established by a ‘sufficient explanation as to why’ the 

‘information sought to be sealed is confidential information.’”

• A “motion to seal must demonstrate adequately that (1) the information sought to 

be sealed is truly confidential, (2) a concrete harm would result upon public 

disclosure, (3) there exists a genuine need to rely in the trial on the specific 

information sought to be sealed, and (4), on balance, an interest in maintaining 

confidentiality outweighs the strong public interest in having an open record.”

• The Board denied the motion to seal the exhibits (without prejudice) because the 

motion failed to explain what was confidential and failed to objectively identify 

what harm would be caused if the information were made available to the public.
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Motion to Seal and Protective Order 

(cont’d)
▪ Cisco Sys., Inc. v. C-Cation Techs., LLC, Case IPR2014-00454 (PTAB 

Aug. 29, 2014) (Paper No. 12) (informative) 

▪ Rule (37 C.F.R. 42.6(a)(3)):

• (3) Incorporation by reference; combined documents. Arguments must not be 

incorporated by reference from one document into another document. Combined 

motions, oppositions, replies, or other combined documents are not permitted.

▪ Case:

• The petition contained four footnotes citing the supporting expert’s declaration. 

Those citations were to 17 pages of the declaration, including eleven pages of 

claim charts.

• The Board determined the practice of using footnotes to cite large portions of 

another document, without sufficient explanation of those portions, amounts to 

incorporation by reference.

• The petition also contained citations to the expert declaration “to support 

conclusory statements for which the Petition does not otherwise provide an 

argument or explanation.”
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Motion to Seal and Protective Order 

(cont’d)
▪ Cisco (cont’d)

▪ Outcome:

• The petition’s conclusory statements that cited to extensive portions of its 

expert’s declaration and the arguments contained there was impermissible 

incorporation by reference under 37 C.F.R. § 42.6(a)(3).
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Assignor Estoppel

▪ Athena Automation Ltd. v. Husky Injection Molding Sys. Ltd., Case 

IPR2013-00290 (PTAB Oct. 25, 2013) (Paper No. 18) (precedential) 

▪ Statute:

• (a) In General.--Subject to the provisions of this chapter, a person who is not the 

owner of a patent may file with the Office a petition to institute an inter partes

review of the patent. The Director shall establish, by regulation, fees to be paid by 

the person requesting the review, in such amounts as the Director determines to 

be reasonable, considering the aggregate costs of the review.

▪ Case:

• Patent owner argued the petition was barred by the doctrine of assignor estoppel, 

which is an equitable doctrine that prohibits an assignor of a patent from 

attached the validity of that patent when he is sued for infringement by the 

assignee.

▪ Outcome:

• The doctrine of assignor estoppel is not an exception to the statutory mandate of 

that any person who is not the owner of a patent may file a petition for IPR.
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Depositions in a Foreign Language

▪ Ariosa Diagnostics v. Isis Innovation Ltd., Case IPR2012-00022 

(PTAB Aug. 7, 2013) (Paper No. 55) (informative) 

▪ Outcome:

• The Board detailed a set of guidelines for deposition in a foreign language (in 

addition to the general provisions of 37 C.F.R. § 42.53):

❑ 1. The party proffering the witness is responsible for providing a “first interpreter” 

who can interpret using a consecutive mode of interpretation.

❑ 2. At least five (5) business days before the cross-examination deposition, the party 

shall provide to the opponent the name, business address, business telephone 

number, e-mail address, and resume of the first interpreter. 

❑ 3. The opponent may engage the services at the counsel table of a “second 

interpreter.”

❑ 4. At least five (5) business days before the cross-examination deposition, the 

opponent shall provide to the party the name, business address, business telephone 

number, e-mail address, and resume of the second interpreter.

❑ 5. The consecutive mode of interpretation shall be used.
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Depositions in a Foreign Language 

(cont’d)
▪ Ariosa (cont’d)

▪ Outcome (cont’d):
❑ 6. If the second interpreter has a disagreement with the first interpreter regarding the 

interpretation of the question and/or the answer, the second interpreter should inform 

counsel by note. If counsel desires to raise the disagreement on the record, the 

second interpreter, using the consecutive mode, will be allowed to interpret the 

question for the witness, as well as the witness’ answer to the second interpreter’s 

interpretation of the question.

❑ 7. If there is a disagreement as to interpretation, and the first and second interpreter 

cannot work out a mutually agreeable interpretation, an objection should be made on 

the record, and the first and second interpreter should specify on the record what they 

believe to be the correct interpretation.

❑ 8. In such an event, the Board will determine which interpretation, if any, is to be 

accorded more weight.

❑ 9. Collateral attacks with respect to the qualifications of any interpreter, or the manner 

in which any question or answer was interpreted, shall not be allowed after the 

conclusion of the deposition.
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Depositions in a Foreign Language 

(cont’d)
▪ Ariosa (cont’d)

▪ Outcome (cont’d):
❑ 10. Copies of any documents which an interpreter will be required to “sight translate” 

at the deposition shall be provided to the interpreter no later than three days before the 

deposition is to take place. Failure to timely provide the documents may result in their 

exclusion from evidence. Unless agreed to by both parties, the interpreter shall not 

reveal to opposing counsel the nature of any document so provided.

❑ 11. If, at any time during the deposition, the interpreter is unable to interpret or 

translate a word, expression, or special term, the interpreter shall, on the record, 

advise the parties of the issue.

❑ 12. An individual may not serve simultaneously as both an attorney for a party and as 

an interpreter.
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Deposition Testimony

▪ Focal Therapeutics, Inc. v. SenoRx, Inc., Case IPR2014-00116 

(PTAB July 21, 2014) (Paper No. 19) (precedential) 

▪ Case:

• Counsel emailed the Board after deposition seeking clarification under The 

Testimony Guidelines in Appendix D of the Office Patent Trial Practice Guide:

❑ Once the cross-examination of a witness has commenced, and until cross-

examination of the witness has concluded, counsel offering the witness on direct 

examination shall not: (a) consult or confer with the witness regarding the substance 

of the witness’ testimony already given, or anticipated to be given, except for the 

purpose of conferring on whether to assert a privilege against testifying or on how to 

comply with a Board order; or (b) suggest to the witness the manner in which any 

questions should be answered

• The request concerned whether cross-examination concludes after the 

witness’s initial cross-examination (e.g., between cross and re-direct) or at the 

conclusion of the entire deposition.
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Deposition Testimony (cont’d)

▪ Focal Therapeutics, Inc. (cont’d)

▪ Outcome:

• “‘Cross-examination’ here refers to either cross-examination or re-cross, but 

does not refer to the entire time frame between when cross-examination 

commences, and until re-cross examination concludes.” 

• “The prohibition of conferring with the witness ends once cross-examination 

concludes, and, if relevant, begins again when re-cross commences, and 

continues until re-cross concludes.” 

• “The prohibition does not exist, however, during the time frame between 

conclusion of cross-examination and start of re-cross.” 
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35 U.S.C. § 312

312(a)(2))(a) Requirements of Petition.--A petition filed under 

section 311 may be considered only if…(2) the petition 

identifies all real parties in interest
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Related Parties Under § 312(a)(2) and 

Denial of Petitions Under § 315(b) 
▪ TRW Automotive US LLC v. Magna Electronics, Inc., Case 

IPR2014-00293 (PTAB June 27, 2014) (Paper No. 18) 

(informative)

▪ Case:

• Petitioner, TRW, filed two petitions for IPR on December 24, 2013 and three 

on December 26, 2013.

• Patent owner responded that each of the petitions failed to identify all real 

parties in interest because the petitions identify “TRW Automotive 

Holdings Corp.” and “TRW Vehicle Safety Systems Inc.” as corporate 

entities related to petitioner but did not specify the nature of the 

relationship.

• The patent owner also contended the petition was time barred under §

315(b) because it was filed more than one year after the filing of a 

consented motion for leave to file a second amended complaint.
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Related Parties Under § 312(a)(2) and Denial 

of Petitions Under § 315(b) (cont’d)

▪ TRW Automotive (cont’d)

▪ Outcome:

• Filing of the consented motion for leave to file a second amended 

complaint does not satisfy the service requirement of § 315(b) and did not 

trigger the time bar.

• Mere relationship to another party did not make it a real party in interest.

• The identification of the parties as “related to Petitioner” did not “in and of 

itself” contradict the statement of real parties in interest.

• The institution was thus not denied for either of these reasons.
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Real Party in Interest

▪ A petition must identify all real parties-in-interest (35 U.S.C. §

312(a)(2))

▪ A petition must be filed within one year of service of a complaint 

(35 U.S.C. § 315(b))

• (b) Patent Owner's Action.--An inter partes review may not be instituted if the 

petition requesting the proceeding is filed more than 1 year after the date on 

which the petitioner, real party in interest, or privy of the petitioner is served 

with a complaint alleging infringement of the patent. The time limitation set 

forth in the preceding sentence shall not apply to a request for joinder under 

subsection (c).
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Real Party in Interest

▪ Worlds Inc. v. Bungie, Inc., 903 F.3d 1237 (Fed. Cir. 

2018)
• Worlds asserted patents against Activision Publishing, Inc. in district court

• Bungie developed games for Activision

• Worlds notified Activision that it intended to sue Bungie in district court

• Bungie filed six IPRs and the three on appeal were filed more than one year 

after Worlds sued Activision

• Worlds moved under 37 CFR § 42.51(b) for routine discovery or, alternatively, 

additional discovery, requesting information whether Activision should have 

been named a real party-in-interest

• In support, Worlds supplied a development agreement between Bungie and 

Activision

• Bungie was responsible for legal reviews regarding IP but those must be 

approved by Activision
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Real Party in Interest (cont’d)

▪ Worlds (cont’d)
• Worlds filed a discovery motion with six specific requests seeking further 

information about the relationship between Activision and Bungie

• The Board denied the request, concluding Worlds had only supplied a “mere 

allegation” that something useful would have been found through discovery

• “[T]he Board was entitled to rely, at least initially, on Bungie’s list of all real 

parties in interest, which raised no time-bar issues under the facts presented. 

Here, however, Worlds presented evidence sufficient to put Bungie’s 

identification of itself as the sole real party in interest into dispute. Thus, in 

this circumstance, the Board could no longer merely rely upon Bungie’s initial 

identification of the real parties in interest. Instead, the Board was required to 

make any factual determinations necessary to evaluate whether Bungie had 

satisfied its burden to demonstrate that its petition was not time-barred based 

on the complaints served upon Activision, the alleged real party in interest.”
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Real Party in Interest (cont’d)

▪ Worlds (cont’d)
• “As an aside, we have some concern that the Board may have relied on 

attorney argument as evidence that Activision was not controlling or funding 

these IPRs…. This is particularly concerning given that the Board's apparent 

reliance on such statements seemed to outweigh the actual evidence 

presented by Worlds”

• “In light of these concerns, we find it appropriate to remand this case to the 

Board for further consideration of the real-party-in-interest issue. In doing so, 

we do not speak to how the evidence should be weighed, and we do not 

prejudge what conclusion the Board, applying a proper analysis, may reach as 

to whether Activision is a real party in interest in these proceedings.”

• “And, in light of this court's recent guidance on the substantive real-party-in-

interest inquiry, the Board, in its discretion, should consider whether to allow 

for additional discovery on this issue.”

• This case has been remanded to the PTAB and further briefing has occurred 

regarding RPI and discovery
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Real Party in Interest (cont’d)

▪ Wi-Fi One LLC v. Broadcom Corp., 887 F.3d 1329 (Fed. 

Cir. 2018) 
• Wi-Fi sought a variety of documents, which included indemnity agreements 

and joint defense agreements, that it believed would show Broadcom was in 

privity with time-barred defendants. It is also sought relevant 

communications.

• “By statute, the Director of the PTO is authorized to prescribe regulations 

‘setting forth standards and procedures for discovery of relevant evidence, 

including that such discovery shall be limited to—(A) the deposition of 

witnesses submitting affidavits or declarations; and (B) what is otherwise 

necessary in the interest of justice.’ 35 U.S.C. § 316(a)(5).” 

• “The legislative history of the America Invents Act confirms that ‘[g]iven the 

time deadlines imposed on these proceedings,’ it was intended that the PTO 

would ‘be conservative in its grants of discovery.’ 154 Cong. Rec. S9988-89154 

Cong. Rec. S9988-89 (daily ed. Sept. 27, 2008) (remarks of Sen. Kyl).”
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Real Party in Interest (cont’d)

▪ Wi-Fi One (cont’d)
• “Additional discovery, the Board has ruled, should be confined to ‘particular 

limited situations, such as minor discovery that PTO finds to be routinely 

useful, or to discovery that is justified by the special circumstances of the 

case.’” 

• “Under the Board's procedures, the burden is on the party seeking discovery 

to show that the requested discovery would be likely to produce favorable 

evidence. 37 C.F.R. § 42.51(b)(2) (‘The moving party must show that such 

additional discovery is in the interests of justice.’); Apple Inc. [v. Achates

Reference Publishing, Inc.], 2013 WL 6514049, at *2; Garmin Int'l, Inc. v. 

Cuozzo Speed Techs. LLC, No. IPR2012-00001, 2013 WL 11311697, at *3 (PTAB 

Mar. 5, 2013) (“[T]he requester of information should already be in possession 

of a threshold amount of evidence or reasoning tending to show beyond 

speculation that something useful will be uncovered. ‘Useful’ in that context 

does not mean merely ‘relevant’ and/or ‘admissible.’ In [context], ‘useful’ 

means favorable in substantive value to a contention of the party moving for 

discovery.”).
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Real Party in Interest (cont’d)

▪ Wi-Fi One (cont’d)
• Wi-Fi pointed to:

❑ Communications regarding the district court litigation

❑ An amicus brief filed by Broadcom in the appeal between Wi-Fi and D-Link

• Broadcom’s use of the report of one of the plaintiff’s experts from the district 

court litigation

• Below, the PTAB asked “whether there existed more than a ‘mere possibility’ or 

‘mere allegation that something useful [to the proceeding] will be found.’” 

• “It then engaged in a detailed analysis of the issue of privity as applied in the 

context of section 315(b), from which it concluded that ‘[t]o show privity requires 

a showing that Broadcom would be bound to the outcome of the Texas 

Litigation,’ and that ‘[t]o be bound, in normal situations, Broadcom must have 

had control over the Texas Litigation.’”
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Real Party in Interest (cont’d)

▪ Wi-Fi One (cont’d)
• “Under that standard, the Board concluded that ‘[p]aying for trial expenses 

pursuant to indemnity normally does not establish privity or control,’ and that 

Wi-Fi's ‘evidence and arguments fail to show that the sought-after discovery 

would have more than a mere possibility of producing useful privity

information.’”

• “Given that the Board explored the discovery issue in detail and applied the 

proper legal test for finding privity or real party in interest status under section 

315(b), we decline to hold that the Board abused its discretion when it concluded 

that additional discovery was not warranted in this case.”
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Real Party in Interest (cont’d)

▪ WesternGeco LLC v. ION Geophysical Corp. (Fed. Cir. 

2018)
• “For purposes of this appeal, WesternGeco focuses on privity as the key 

basis of its time-bar challenge, reasoning that privity is more expansive in 

the types of parties it encompasses compared to real party in interest.”

• “Neither the AIA nor the Patent Act defines the statutory term ‘privy.’ But 

‘privy’ is a well-established common-law term….” 

• “[T]he privity analysis seeks to determine ‘whether the relationship between 

the purported “privy” and the relevant other party is sufficiently close such 

that both should be bound by the trial outcome and related estoppels.’” 
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Real Party in Interest (cont’d)

▪ WesternGeco (cont’d)
• “The Supreme Court in Taylor identified a non-exhaustive list of considerations 

where nonparty preclusion would be justified.” 

• “These considerations include:

❑ (1) an agreement to be bound; 

❑ (2) preexisting substantive legal relationships between the person to be bound and a 

party to the judgment (e.g., preceding and succeeding owners of property); 

❑ (3) adequate representation by someone with the same interests who was a party 

(e.g., class actions and suits brought by trustees, guardians, and other fiduciaries); 

❑ (4) assumption of control over the litigation in which the judgment was rendered; 

❑ (5) where the nonparty to an earlier litigation acts as a proxy for the named party to 

relitigate the same issues; or 

❑ (6) a special statutory scheme expressly foreclosing successive litigation by 

nonlitigants.”
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Real Party in Interest (cont’d)

▪ Power Integrations, Inc. v. Semiconductor Components 

Indus., LLC, No. 2018-1607, 2019 WL 2454857 (Fed. Cir. 

June 13, 2019)

▪ Case:
• In 2005 and 2006, Fairchild Semiconductor Corp. and Fairchild (Taiwan) Corp. 

challenged several claims of the patent-at-issue in two ex parte examinations and 

the USPTO found the patents valid.

• Power Integrations sued Fairchild for patent infringement in 2009. Fairchild was 

found to infringe, the damages decision was appealed, vacated and remanded 

back to district court.

• On Nov. 18, 2015, Semiconductor entered into an agreement to merge with 

Fairchild.

• Semiconductor filed the IPR petition on March 29, 2016 (more than a year after 

Fairchild was served with a complaint for patent infringement).

• The merger closed on Sept. 19, 2016.

• The Board instituted the IPR on Sept. 23, 2016.
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Real Party in Interest (cont’d)

▪ Power Integrations (cont’d)

▪ Case:
• The Board denied Power Integrations’s request for additional discovery to show that 

Fairchild and Semiconductor were in privity when the petition was filed.

• The Board denied the additional discovery and ultimately determined that the IPR 

was not time-barred under § 315(b) because RPI is determined RPI is determined at 

the time of filing.

• Power Integrations appealed that determination.

• Semiconductor argued that the appeal was precluded by Power Integrations’s prior 

decision not to appeal the Board’s decision regarding the same § 315(b) issue in a 

different case.
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Real Party in Interest (cont’d)

▪ Power Integrations (cont’d)

▪ Outcome:
• The Court determined that Power Integrations was not precluded from filing the 

appeal because an exception to issue preclusion exists when there is a “lack of 

opportunity or incentive to litigate the first action.”

• Here, the Court determined there was a lack of incentive to appeal that decision 

because, unlike this patent, Fairchild was not determined to infringe the first patent, 

so a greater incentive existed to appeal this case than the prior case. 

• The Court then explained that RPI determinations for § 315(b) are to consider 

relationships arising after filing but before institution.

• “[W]e hold that this IPR was time-barred by § 315(b) because Fairchild was an RPI at 

the time the IPR was instituted, even though it was not an RPI at the time the petition 

was filed.”
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Real Party in Interest (cont’d)

▪ Ventex Co. Ltd. v. Columbia Sportswear North America, 

Inc., Case IPR2017-00651 (PTAB Jan. 24, 2019) (Paper No. 

148) (precedential)

▪ Case:
• Columbia alleged that Seirus was a privy to Ventex and was served with an 

infringement complaint more than a year before Ventex filed its petition.  The PTAB 

addressed the RPI and privity issues separately.

▪ Outcome:
• The petitioner bears the burden to demonstrate that “no real parties in interest or 

privies were served with a complaint alleging infringement more than one year 

prior to the filing of Ventex’s petition….”

• The Board dismissed the petition and vacated the institution decision, finding that 

the petitioner failed to meet its burden of showing that no RPIs or privies were 

served with a complaint alleging infringement more than one year before Ventex

filed its petition, pursuant to 35 U.S.C. § 315(b).
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Real Party in Interest (cont’d)

▪ Ventex (cont’d)
• RPI:

❑ “Determining whether a non-party is a ‘real party in interest demands a flexible approach 

that takes into account both equitable and practical considerations, with an eye toward 

determining whether the non-party is a clear beneficiary that has a preexisting, established 

relationship with the petitioner.”

❑ The PTAB relied on a “Supplier Agreement” that required Ventex to “indemnify, defend and 

hold harmless Seirus…from and against any and all claims, demand, damages, liabilities, 

losses, costs and expenses, (including without limitation, attorney’s fees and costs), of any 

nature whatsoever, which arise from [Ventex’s] failure to perform its obligations.”

❑ The PTAB also relied on another agreement between Ventex and Seirus, entitled “Exclusive 

Manufacturing Agreement” that included a provision that Ventex “agrees to only 

manufacture Heatwave Materials for Seirus” in exchange for Seirus’s payment of an 

“exclusivity fee.”

❑ Seirus was an alleged infringer of Columbia’s patents because its products “incorporated 

the Heatwave fabric made by Ventex.”

❑ The PTAB found that the two agreements showed “the parties had mutual interest in the 

continuing commercial and financial success of each other” and both parties were 

incentivized to invalidate the patents at issue.
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Real Party in Interest (cont’d)

▪ Ventex (cont’d)
• RPI (cont’d):

❑ Ventex even admitted that it filed the petitions over “concern of potential legal jeopardy 

for ‘its customers’ and prospective buyers.’”

❑ Ultimately, the PTAB was convinced that Seirus was an RPI of Ventex because “Seirus 

would not receive a merely generalized benefit from Ventex’s … Petition, but rather, the 

direct benefit of a finding of unpatentability of claims of the … patents for which 

Columbia had accused Seirus of infringing.”
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Real Party in Interest (cont’d)

▪ Ventex (cont’d)
• Privity:

❑ Referred to the Taylor v. Sturgell factors:

– Under that test, the PTAB determined that Seirus and Ventex had a preexisting 

substantive legal relationship in the form of two contracts—a Supplier Agreement 

with an obligation to indemnify and defend and an Exclusive Manufacturing 

Agreement”—and those agreements “directly related to the product accused of 

infringing the patent at issue in this proceeding because they governed the 

contracts between the parties that resulted in Ventex’s sale of fabric to Seirus.”

– In view of the Exclusive Manufacturing Agreement, “Ventex is serving as a proxy 

for Seirus and that Seirus was, in effect, funding the inter partes reviews, whether 

wittingly or unwittingly.” 

– The evidence supported that Seirus and Ventex entered into that agreement a 

“few months prior” to the filing of the petition along with an “internal email” that 

“further links the surcharge fees from Seirus as necessary to cover the attorneys’ 

fees” in these IPRs. The PTAB further concluded that agreement “may have been 

a cover for Seirus” to fund these IPRs “without leaving a paper trail establishing 

Ventex’s awareness” that petition would be barred under § 315(b). 

❑ The Board found that Ventex and Seirus were privies.  
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Real Party in Interest (cont’d)

▪ Proppant Express Investments, LLC v. Oren Techs., 

LLC, Case IPR2017-01917 (PTAB Feb. 13, 2019) (Paper 

No. 86) (precedential)
• Cure to RPI:

❑ Failure to comply with the requirements of § 312(a)(2) is not considered jurisdictional.  

❑ A petitioner may amend its “identification of real parties in interest while maintaining 

the original filing date,” based on the following factors: 

– “whether there have been: (1) attempts to circumvent the [35 U.S.C.] § 315(b) bar 

or estoppel rules, (2) bad faith by the petitioner, (3) prejudice to the patent owner 

caused by the delay, or (4) gamesmanship by the petitioner.”

❑ Applying these factors to the case’s facts, the PTAB found that had the petitioner 

named the proposed RPIs in the original petition, the time bar would not have been 

implicated.  

❑ The PTAB found no bad faith on the part of the petitioner, the patent owner was not 

prejudiced by allowing the petitioner to update its RPI designation without losing its 

filing date, and the petitioner did not engage in any gamesmanship.

❑ The PTAB allowed the petitioner to update its RPI designations without losing its filing 

date.
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Real Party in Interest (cont’d)

▪ Mandatory Notices:

▪ 37 C.F.R. § 42.8:
• (a) Each notice listed in paragraph (b) of this section must be filed with the Board:

❑ (1) By the petitioner, as part of the petition;

❑ (2) By the patent owner, or applicant in the case of derivation, within 21 days of service of 

the petition; or

❑ (3) By either party, within 21 days of a change of the information listed in paragraph (b) of 

this section stated in an earlier paper.

• (b) Each of the following notices must be filed:
❑ (1) Real party-in-interest. Identify each real party-in-interest for the party.

❑ (2) Related matters. Identify any other judicial or administrative matter that would affect, or 

be affected by, a decision in the proceeding.

❑ (3) Lead and back-up counsel. If the party is represented by counsel, then counsel must be 

identified.

❑ (4) Service information. Identify (if applicable):

– (i) An electronic mail address;

– (ii) A postal mailing address;

– (iii) A hand-delivery address, if different than the postal mailing address;

– (iv) A telephone number; and

– (v) A facsimile number.
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Real Party in Interest (cont’d)

▪ Lumentum Holdings, Inc. v. Capella Photonics, Inc., Case IPR2015-

00739 (PTAB Mar. 4, 2016) (Paper No. 38) (precedential) 

▪ Case:

• Patent owner filed a motion to terminate based on the Board’s alleged lack of 

jurisdiction.

• The petition originally identified JDS Uniphase Corporation as the petitioner and 

real party in interest. Then, JDS was renamed Viavi Solutions, Inc. Later, certain 

assets and obligations were spun out to Lumentum Holdings Inc., Lumentum, 

Inc., and Lumentum Operations LLC. 

• Viavi transferred certain business segments to Lumentum Holdings Inc.

• The Board instituted the petition that was originally filed.

• After, an updated mandatory notice was filed stating that, as a result of 

reorganization involving JDS, the parties in interest should be Lumentum

Holdings Inc., Lumentum, Inc., and Lumentum Operations LLC.

• Petitioner’s updated mandatory notice was not filed within 21 days of the change 

in the name of the real parties in interest, as required by 37 C.F.R. § 42.8(a)(3).
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Real Party in Interest (cont’d)

▪ Lumentum (cont’d)

▪ Case (cont’d):

• Patent owner argued the Board lacked jurisdiction because a petition may only 

be considered under § 312(a)(2) if it provides all real parties in interest.

▪ Outcome:

• Section 312(a) is not jurisdictional, so changes to the real parties in interest after 

filing of the petition (as was the case here) did not justify granting a motion to 

terminate the proceeding. 

• There is no obligation to supply an updated listing of the real parties in interest 

prior to the Board’s determination to institute.
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Real Party in Interest (cont’d)

▪ Mayne Pharma Int'l Pty. Ltd. v. Merck Sharp & Dohme Corp., No. 

2018-1593, 2019 WL 2553514 (Fed. Cir. June 21, 2019)

▪ Case:

• Mayne argued that Merck & Co., Inc. should have been named as an RPI, an 

issue it raised at institution.

• The Board determined that “‘permitting Petitioner to update its mandatory notice 

to include MSD’s parent company, Merck & Co., Inc., as a real party in interest in 

this matter—without affecting the Petition’s filing date—[would] promote[ ] the 

core functions described in the Trial Practice Guide with respect to [real parties 

in interest], and serve[ ] the interests of justice.’”

• Mayne argued that the correction added MCI as an RPI would time-bar the 

petition because changing the RPI designation in the mandatory notices would 

reset the filing date.
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Real Party in Interest (cont’d)

▪ Mayne Pharma (cont’d)

▪ Outcome:

• “In excusing MSD’s late disclosure, the Board relied on ‘interests of justice’ 

language in 37 C.F.R. § 42.5(c)(3), its late-action rule: ‘A late action will be 

excused on a showing of good cause or upon a Board decision that 

consideration on the merits would be in the interests of justice.’”

• “[T]he Board did not plainly err in finding that MSD’s amendment would serve 

the interests of justice. Both MSD and MCI agreed to be bound by the estoppel 

effects flowing from the proceeding, and the Board found that it was properly 

apprised of conflicts relating to MCI from the identification of MSD. There was 

no evidence suggesting that MSD intended to conceal MCI’s identity. In fact, 

Mayne was aware of MCI because MCI was a named defendant in parallel 

district court litigation, and, had MSD named MCI as a real party in interest in its 

original petition, Mayne would be in the same position it is in now.”

• “[U]winding the proceedings based on a strict view of the real-party-in-interest 

disclosure requirement would be at odds with the PTO policy in § 42.1(b) that 

Part 42 ‘be construed to secure the just, speedy, and inexpensive resolution of 

every proceeding.’”  
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Real Party in Interest (cont’d)

▪ Mayne Pharma (cont’d)

▪ Outcome (cont’d):

• In accord with the Board’s Lumentum Holdings decision, the Court determined 

that § 42.5(c)(3) allows for adding an RPI as a “lapse in compliance does not 

preclude the Board from permitting the lapse to be rectified.”

• “On this record, the Board did not plainly err in finding that MSD’s amendment 

served the interest of justice.”
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Real Party in Interest (cont’d)

▪ Adello Biologics, LLC v. Amgen, Inc., Case PGR2019-

00001 (PTAB Feb. 14, 2019) (Paper No. 11) (precedential)

▪ Case:
• The petition was filed naming Amneal Pharmaceuticals, Inc., Apotex

Pharmaceutical Holdings Inc., Apotex Holdings, Inc., ApoPharma USA, Inc., and 

Intas Pharmaceuticals Limited as real parties in interest.

• After the petition was filed, patent owner contacted petitioners’ counsel and 

stated that Amneal LLC should also have been listed as an RPI

• Petitioners then “promptly investigated the issue, and agreed that Amneal LLC 

should have been listed as a[n] RPI.”

• Petitioners requested the Board exercise its discretion to allow them to amend 

their mandatory notices to add Amneal as an RPI, while maintaining the filing 

date.
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Real Party in Interest (cont’d)

▪ Adello Biologics (cont’d)

▪ Outcome:
• The PTAB was satisfied with petitioner’s representation that it did not act in bad 

faith and was convinced that there would be no prejudice to the patent owner if 

the petitioner was allowed to update its RPI designation without losing its filing 

date where petitioner inadvertently listed the improper RPI.

• The PTAB thus exercised its discretion per 37 C.F.R. § 42.5(b) to allow the 

petitioner to update its RPI designation without losing its filing date, stating 

“[a]llowing Petitioners to update the mandatory notices while maintaining the 

original filing date promotes the core functions of RPI disclosures and secures a 

‘just, speedy, and inexpensive resolution’ of this proceeding.”
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