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AGENDA

▪ AIA Trial Landscape

▪ What Happens: Valencell

▪ Standing: Who Can Attack?

▪ Serial and Parallel IPRs

▪ Fighting Back: Who is Behind the Curtain? 

▪ Privity is Your New friend

▪ New Discovery Options?

▪ Gang Tackling

▪ Response Strategies

▪ Leveraging Outcomes
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AIA TRIAL LANDSCAPE
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PETIT IONS BY TRIAL TYPE

(ALL TIME: SEPT. 16, 2012 TO SEPT. 30, 2019)

Trial types include Inter Partes Review (IPR), Post Grant Review (PGR), and Covered  

Business Method (CBM).

28
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INSTITUTION RATES

(FY13 TO FY19: OCT. 1, 2012 TO SEPT. 30, 2019)

Institution rate for each fiscal year is calculated by dividing petitions instituted by  decisions on institution (i.e., petitions 

instituted plus petitions denied). The outcomes of decisions on institution responsive to requests for rehearing are

excluded.
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STATUS OF PETIT IONS

(ALL TIME: SEPT. 16, 2012 TO SEPT. 30, 2019)

These figures reflect the latest status of each petition. The outcomes of decisions on  institution responsive to requests 

for rehearing are incorporated. Once joined to a base case, a petition remains in the Joined category regardless of 

subsequent outcomes.
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INSTITUTION RATES BY TECHNOLOGY
(ALL TIME: SEPT. 16, 2012 TO SEPT. 30, 2019)

Institution rate for each technology is calculated by dividing petitions instituted by  decisions on institution (i.e., petitions 

instituted plus petitions denied). The outcomes of decisions on institution responsive to requests for rehearing are

excluded.
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PRE- INSTITUTION SETTLEMENTS

(FY13 TO FY19: OCT. 1, 2012 TO SEPT. 30, 2019)

Settlement rate for each year is calculated by dividing pre-institution settlements by  the sum of proceedings instituted, 

denied institution, dismissed, terminated with a request for adverse judgment, and settled before decision on institution.
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POST- INSTITUTION SETTLEMENTS

(FY13 TO FY19: OCT. 1, 2012 TO SEPT. 30, 2019)

Settlement rate for each year is calculated by dividing post-institution settlements by  proceedings terminated post-

institution (i.e., settled, dismissed, terminated with a request for adverse judgment, and final written decision), excluding 

joinedcases.

13
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WHAT HAPPENS:

VALENCELL
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VALENCELL

▪ Developer of wearable biosensors in North Carolina

▪ Allegations: 

– In 2013, its papers were downloaded under fictitious names

– Later found to be Apple employees, for Apple Watch 

– Discussions proceeded, attempted collaboration, no deal

– Apple launched Apple Watch, infringed Valencell patents

– Valencell sued Apple and FitBit on 4 patents
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VALENCELL:  IPR L IT IGATION

▪ Apple initially filed 6 IPRs

– Two petitions each on two of Valencell’s patents

▪ Fitbit joined the 6 original IPRs

▪ Apple then filed 7 more IPR petitions

– Against six patents that were never asserted

▪ Valencell settled with Apple, continued with FitBit

▪ Enforcement stayed against other competitor (Bragi) in 

court

▪ One set of claims survived PTAB, now on appeal
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STANDING

WHO CAN ATTACK? 
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PTAB:   OPEN STANDING RULES

▪ Inter Partes Review (“IPR”) and Post-Grant Review 

(“PGR”):

– Anyone (except patent owner) can petition PTAB

– No case or controversy requirement

35 U.S.C. § 311(a) (IPR standing); see also 35 U.S.C. § 321(a) (PGR 

standing) 

▪ Only Covered Business Method (“CBM”) Review has case 

or controversy requirement

Subject to the provisions of this chapter, a person who is not the 

owner of a patent may file with the Office a petition to institute an 

inter partes review of the patent
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OPEN STANDING AT PTAB:   BENEFITS

▪ Freedom to operate

– Parties can preemptively file IPRs/PGRs to “clear the field”

– No requirement for active infringement dispute

– Helpful for start-up companies planning launch into crowded space

• Especially valuable for medical devices, pharmaceuticals



© 2018 ROBINS KAPLAN LLP 20

OPEN STANDING AT PTAB:   R ISKS FOR 

SMALL COMPANIES

▪ Scenario:  Start-up develops hot technology, patents it

▪ The start-up’s technology is valuable to established 
company

▪ Attempted deal fails, established company proceeds to 
infringe

▪ Pressure:  established company threatens to IPR every 
patent in start-up’s portfolio

▪ Legally permissible for established company to attack 
every patent, regardless if that patent was a threat

▪ Funding crunch to defend litigation

– Litigation funding unfavorable

– Challenge to fund core operation while under threat
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IP NEGOTIATIONS:  HIGHER STAKES

▪ Recognize that patents can be asset and liability

▪ Know that each of your patents can be IPR target

▪ Cost of defense per patent:  low-to-mid 6-figures

▪ Avoid casual accusations of infringement

▪ Plan ahead for funding

– Funding for litigation

– Funding for core operations

▪ Know your representatives in Congress!
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SERIAL AND PARALLEL IPRS
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SERIAL IPRS:  ONE BITE AT THE APPLE?

The petitioner in an inter partes review of a claim in a patent under this chapter 
that results in a final written decision under 318(a), or the real party in interest or 
privy of the petitioner, may not request or maintain a proceeding before the 
Office with respect to that claim on any ground that the petitioner raised or 
reasonably could have raised during that inter partes review.   

35 U.S.C. § 315(e)(1)

Multiple petitions governed by statute:

– Only one final written decision allowed per claim

– Per petitioner or privy/real-party-in-interest

– Should multiple petitions be allowed?  

– Filed?  Tried?   By other parties? 
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DUPLICATIVE IPR STUDY:   RPX REVIEW

http://www.rpxcorp.com/intelligence/blog/clarity-through-data-a-system-wide-reconstruction-of-recent-serial-ipr-studies/

http://www.rpxcorp.com/intelligence/blog/clarity-through-data-a-system-wide-reconstruction-of-recent-serial-ipr-studies/


© 2018 ROBINS KAPLAN LLP 25

EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

The Director has discretion to deny AIA petitions:

– With the efficacy of 325(d) now muted after SAS (given it’s 

ground-by-ground based application), the potential “kill shot” 

offered by 314(a) has attracted more attention in recent 

Patent Owner Preliminary Responses

The Director may not authorize an inter partes review to be instituted 
unless the Director determines that the information presented in the 
petition filed under section 311 and any response filed under section 
313 shows that there is a reasonable likelihood that the petitioner would 
prevail with respect to at least 1 of the claims challenged in the petition.

35 U.S.C. § 314(a)
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

1. whether the same petitioner previously filed a petition directed to the same claims of the same patent;

2. whether at the time of filing of the first petition the petitioner knew of the prior art asserted in the second petition or 

should have known of it;

3. whether at the time of filing of the second petition the petitioner already received the patent owner’s preliminary 

response to the first petition or received the Board’s decision on whether to institute review in the first petition;

4. the length of time that elapsed between the time the petitioner learned of the prior art asserted in the second petition 

and the filing of the second petition;

5. whether the petitioner provides adequate explanation for the time elapsed between the filings of multiple petitions 

directed to the same claims of the same patent;

6. the finite resources of the Board; and

7. the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not later than 1 year after the date on 

which the Director notices institution of review.

General Plastic Co., Ltd. v. Canon Kabushiki Kaisha, IPR2016-01357, at 16-17 (P.T.A.B. Sept. 6, 2017) (Paper 19) (precedential) 

General Plastic factors used determine whether to deny institution under 

§ 314(a):



© 2018 ROBINS KAPLAN LLP 27

EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Recent changes to the PTAB’s Trial Practice Guide invite 

parties to suggest additional General Plastic factors

▪ New SOP = More Patent Owner friendly precedent?
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ The Board has already begun to expand its General Plastic

factors

▪ Two September ’18 decisions highlight the degree to which 

the Board may be more open to considering parallel 

litigation dynamics as additional factors
– Shenzhen Silver Star Intelligent Technology Co. Ltd., v. iRobot Corp

– NHK Spring Co. Ltd. v. Intri-Plex Technologies Inc. (precedential)

▪ The Board has since explored parallel litigation at the ITC
– Wirtgen America, Inc. v. Caterpillar Paving Products Inc.

▪ General Plastic factors apply to different Petitioners
– Valve Corp. v. Elec. Scripting Prods., Inc. (precedential)
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Shenzhen Silver Star Intelligent Technology Co. Ltd., v. 

iRobot Corp, No. IPR2018-00761 (P.T.A.B. Sept. 5, 2018)

– IPR petition following on the heels of a failed petition of an 

unrelated defendant. (i.e., not a traditional “follow-on”)

– Judge Saindon’s concurrence explained that applying the General 

Plastic factors would result in the following conclusion:

– “Given petitions filed by two or more similarly situated 

defendants, there is a rebuttable presumption that a later-filed 

petition will be denied under General Plastic if that later-filed 

petition is filed after an earlier-filed petition has received a 

preliminary response or a decision on institution.”
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Shenzhen Silver Star Intelligent Technology Co. Ltd., v. iRobot Corp, 

No. IPR2018-00761 (P.T.A.B. Sept. 5, 2018) (cont.)

– Factors 3 (filing timing) and 5 (adequacy of explanation) held particular 

significance, with the concurrence also noting:

• “[I]t is generally unfair for one defendant to wait for a “test case” to go 

through the inter partes review process by another defendant before 

filing their own petition.”

– “To provide guidance and emphasis on how strongly filing timing issues 

may dictate the outcome when there are similarly situated defendants,” 

Judge Saindon proposed an additional factor:

• 8. the extent to which the petitioner and any prior petitioner(s) were 

similarly situated defendants or otherwise realized a similar-in-time 

hazard regarding the challenged patent.
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ NHK Spring Co. Ltd. v. Intri-Plex Techs., Inc., No. IPR2018-

00752 (P.T.A.B. Sept. 12, 2018) (precdential)

– District court case involving same prior art and arguments 

scheduled for jury trial on March 25, 2019

• Patent owner pointed out that the district court proceeding would also 

be resolved before the conclusion of any trial on the Petition

– “Institution of an inter partes review under these circumstances 

would not be consistent with ‘an objective of the AIA . . . to provide 

an effective and efficient alternative to district 

court litigation.’ Accordingly, we find that the advanced state of the 

district court proceeding is an additional factor that weighs in favor 

of denying the Petition under § 314(a).”
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ ITC/rocket dockets now more appealing to plaintiffs?

– NHK: New factor may create strategic opportunities for patent 

owners hoping to circumvent PTAB stays

– Race to final Phillips construction?

– Early Markman briefing undesirable for plaintiffs?

• Longer dockets may force petitioners to go first at PTAB

– Area of PTAB panel dependency?
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Wirtgen America, Inc. v. Caterpillar Paving Products Inc., 

No. IPR2018-01201 (P.T.A.B. Jan. 8, 2019)

– Concurrent ITC proceeding where ALJ’s Initial Determination set to 

issue months before PTAB’s institution decision

• Invalidity arguments presented at the ITC are also identical to the 

grounds at the PTAB

– “[T]he petitions at issue in General Plastics were follow-on 

petitions. Further, as noted by Petitioner, the ITC does not have the 

authority to invalidate a patent and ITC decisions do not 

necessarily pertain to the issues raised in an inter partes review 

petition.”
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Wirtgen America, Inc. v. Caterpillar Paving Products Inc., 

No. IPR2018-01201 (P.T.A.B. Jan. 8, 2019) (cont.)

• The Board clarified that consideration of late stage parallel 

proceedings is done only in the context of assessing discretionary 

institution of “follow-on” petitions under 35 U.S.C. § 314(a)

• In doing so, the Board also highlighted that an advancing ITC 

action (even in a follow-on petition scenario) may be of a lesser 

concern than a district court proceeding given its unique nature



© 2018 ROBINS KAPLAN LLP 35

EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Effect on Patent Owners

– After Shenzen, awaiting outcome of co-defendant’s IPR obviously 

disfavored in multi-defendant scenarios

• Filings more likely to go forward in clusters?

– Wirtgen: advanced stage district court proceedings may be given 

more weight in follow-on petition scenarios

– State of Markman may become focus.
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ ZTE (USA), Inc., v. Fractus, S.A., No. IPR2018-01457 
(P.T.A.B. Feb. 28, 2019)

– “Here, Patent Owner argues that the Texas District Court Case is 
nearing its final stages and will likely go to trial before a final 
decision is reached in this proceeding. Patent Owner argues that 
Petitioner delayed filing its Petition in this proceeding until the 
Texas District Court Case was nearing its final stages, only a few 
days before the statutory deadline for filing the Petition. Patent 
Owner also argues the prior art, arguments, and expert testimony 
are the same in both proceedings, and any inter partes review will 
apply the same analysis and will likely take a longer time to do so 
. . .” (internal citations omitted)

• Same Claim Construction??

• Same terms

– Petition Denied
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Valve Corp. v. Elec. Scripting Prods., Inc., No. IPR2019-

00064 (P.T.A.B. May 1, 2019) (precedential)

– Applied General Plastic factor 1 (same petitioner previously filed a 

petition directed to the same claims) to joined petitioner:

• “Valve did not file the petition in the 1032 IPR, but joined that ongoing 

proceeding as a petitioner. By joining the ongoing 1032 IPR, Valve has 

filed a petition previously directed to the same claims of the same 

patent under the first General Plastic factor.”

• Factor weighed against institution

– All other factors also weighed against institution

– Petition denied
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EQUITABLE CONSIDERATIONS IN

DENYING AIA TRIAL PETIT IONS 

▪ Valve Corp. v. Elec. Scripting Prods., Inc., No. IPR2019-

00062 (P.T.A.B. Apr. 2, 2019) (precedential)

– Applied General Plastic factors to different petitioner:

• Co-defendant filed follow-on petition challenging same patent; co-

defendant did not join first proceeding, unlike the Valve decision 

discussed on the prior slide

• “[O]ur application of the General Plastic factors is not limited solely to 

instances when multiple petitions are filed by the same petitioner. 

Rather, when different petitioners challenge the same patent, we 

consider any relationship between those petitioners when weighing the 

General Plastic factors.”

– Petition denied
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BOARD’S GUIDANCE ON 

PARALLEL PETIT IONS

▪ July 2019 Trial Practice Guide update: new guidance that 

one petition should be sufficient in most situations

▪ Board recognizes certain circumstances where two 

petitions may be necessary.  For example:

– Where large number of claims asserted in parallel litigation

– Disputed priority date

▪ Unlikely that three or more petitions will be appropriate
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BOARD’S GUIDANCE ON

PARALLEL PETIT IONS

▪ Trial Practice Guide instructs petitioners to identify either 

in the petition or separate paper filed with the petition:

– A ranking of the petitions in the order in which it wishes the Board 

to consider the merits if instituted

– A succinct explanation of:

• the differences between the petitions, 

• why the issues addressed by the differences are material, and 

• why the Board should exercise its discretion to institute additional 

petitions
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BOARD’S GUIDANCE ON

PARALLEL PETIT IONS

▪ If petitioner provides this information, patent owner may in 

its preliminary response, or a separate paper filed with the 

preliminary response, respond and explain why the Board:

– whether the differences identified by petitioner are directed to an 

issue that is not material or not in dispute

– offer any necessary stipulations regarding any issues that are not 

material or not in dispute
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FIGHTING BACK

WHO IS BEHIND THE CURTAIN?
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REAL PARTY IN INTEREST REQUIREMENT

NO LONGER AN ISSUE AT THE PTAB?

A petition filed under section 311 may be considered only if … the 

petition identifies all real parties in interest

35 U.S.C. § 312(a)(2)



© 2018 ROBINS KAPLAN LLP 44

EARLY APPLICATION OF RPI

• If the incorrect RPI is listed on the petition, the filing date would 
need to be reset

• This causes issues where the IPR 1-year time bar comes in to 
play

• 35 U.S.C. 315(b):

“An inter partes review may not be instituted if the petition requesting the
proceeding is filed more than 1 year after the date on which the
petitioner, real party in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent. The time limitation set forth
in the preceding sentence shall not apply to a request for joinder under
subsection (c).”

• An improper RPI could thus result in early termination of an IPR
petition if the new filing date is more than 1 year after the date 
the RPI is served with a complaint alleging infringement of the 
patent.
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EARLY APPLICATION OF RPI

• In Proppant, the Board determined that the RPI designations in 
the original petition were incorrect

• However, the Board held that RPI can be corrected through an 
updated mandatory notice without changing the filing date

– “We disagree with Patent Owner that we cannot allow Petitioner to update its
real parties in interest to add allegedly unnamed real parties in interest after
institution. The Board may, under 35 U.S.C. § 312(a), accept updated
mandatory notices as long as the petition would not have been time-barred
under 35 U.S.C. § 315(b) if it had included the real party in interest. As the U.S.
Court of Appeals for the Federal Circuit has recognized, it “is incorrect” to
“conflate[] ‘real party in interest’ as used in § 312(a)(2) and § 315(b), and
claim[] that ‘§ 312(a)(2) is part and parcel of the timeliness inquiry under §
315.’” Wi-Fi One, LLC v. Broadcom Corp., 878 F.3d 1364, 1374 n.9 (Fed. Cir.
2018) (en banc). “For example, if a petition fails to identify all real parties in
interest under § 312(a)(2), the Director can, and does, allow the petitioner to
add a real party in interest.” Id. “In contrast, if a petition is not filed within a year
after a real party in interest, or privy of the petitioner is served with a complaint,
it is time-barred by § 315(b), and the petition cannot be rectified and in no
event can IPR be instituted.” Id.



© 2018 ROBINS KAPLAN LLP 46

PRIVITY IS YOUR NEW FRIEND
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R P I &  P R I V I T Y:  V E N T E X C O .  LT D .  V.  C O L U M B I A 

S P O R T S W E A R  N O R T H  A M E R I C A ( I P R 2 0 1 7 - 0 0 7 8 9  J AN .  2 4 ,  

2 0 1 9 )

▪ In 2014, Columbia filed a complaint against Seirus alleging infringement of the 

’119 and ’270 patents

▪ Ventex was not a party to the litigation, but Ventex had an agreement to 

indemnify Seirus

– Ventex and Seirus had an “exclusivity” agreement that Ventex only 

manufacture Heatwave Material for Seirus 

– Columbia accused Seirus of infringement because Seirus’s products 

incorporated the Heatwave fabric made by Ventex

▪ Ventex filed IPRs on the’119 and ’270 patents in January 2017 (more than one 

year after service on Seirus)
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R P I &  P R I V I T Y:  V E N T E X C O .  LT D .  V.  C O L U M B I A 

S P O R T S W E A R  N O R T H  A M E R I C A ( I P R 2 0 1 7 - 0 0 7 8 9  J AN .  2 4 ,  

2 0 1 9 )

▪ Board instituted IPRs

▪ Columbia raised a privity argument in its POR (arguing time bar under § 315(b)), but 

not RPI

▪ Applications in Internet Time was unsealed two days before the statutory one-year 

period for issuing a FWD was set to expire

▪ Chief APJ determined that good cause existed to extend the one-year period

▪ Parties briefed the privity & RPI issues

▪ Board dismissed Petitions, vacated Institutions, and Terminated IPRs

– Found Seirus a RPI and privy, thus, Ventex’s Petitions were time barred under §

315(b)
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R P I &  P R I V I T Y:  V E N T E X C O .  LT D .  V.  C O L U M B I A 

S P O R T S W E A R  N O R T H  A M E R I C A ( I P R 2 0 1 7 - 0 0 7 8 9  J AN .  2 4 ,  

2 0 1 9 )

▪ Board analyzed RPI & privity inquiries separately

▪ In its RPI analysis, the Board emphasized that the RPI query focuses on 

“whether a ‘non-party is a clear beneficiary that has a preexisting, 

established relationship with the petitioner’”

– Board found Seirus to be an RPI:

“[I]t is clear that Ventex and Seirus had a specially structured, preexisting, and well 

established business relationship with one another, including indemnification and 

exclusivity arrangements.  In our view, those circumstances are the type that, when 

adhering to the guidance articulated in AIT, give rise to a determination that Seirus should 

have been named a [RPI].”

– Board noted in footnote that Taylor v. Sturgell factors provide further 

support for conclusion that Seirus is a RPI
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R P I &  P R I V I T Y:  V E N T E X C O .  LT D .  V.  C O L U M B I A 

S P O R T S W E A R  N O R T H  A M E R I C A ( I P R 2 0 1 7 - 0 0 7 8 9  J AN .  2 4 ,  

2 0 1 9 )

▪ In its privity analysis, the Board set forth the Taylor v. 
Sturgell factors for determining privity:

1) an agreement between the parties to be bound; 

2) pre-existing substantive legal relationships between the parties; 

3) adequate representation by the named party; 

4) the non-party’s control of the prior litigation; 

5) where the non-party acts as a proxy for the named party to relitigate the 
same issues; and 

6) where special statutory schemes foreclose successive litigation by the 
non-party (e.g., bankruptcy and probate). 

▪ The Board explained, “[a]nalysis under any one of the 
factors can support a finding of privity”

– Board found here “at least factors 2 and 5 support our conclusion that 
Seirus and Ventex are privies.”
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NEW DISCOVERY OPTIONS?

51
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R P I :  V I R N E T X  I N C .  V.  T H E  M A N G R O V E  PA R T N E R S  

M A S T E R  F U N D ,  LT D . ,  A P P L E  I N C . ( F E D .  C I R .  J U LY  8 ,  

2 0 1 9 )

▪ During the proceedings, VirnetX learned that Mangrove was the fifth largest 

shareholder in RPX

– Also, Mangrove’s attorney had only previously represented RPX

▪ VirnetX requested authorization to move for additional discovery to explore the 

relationship between Mangrove and RPX (which was time-barred)

▪ Board held a conference call and did not allow VirnetX to move for additional 

discovery 

– Board characterized VirnetX’s allegations on the conference call as 

amounting “to no more than a mere allegation of some kind of general 

association between Petitioner and RPX.”
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R P I :  V I R N E T X  I N C .  V.  T H E  M A N G R O V E  PA R T N E R S  

M A S T E R  F U N D ,  LT D . ,  A P P L E  I N C . ( F E D .  C I R .  J U LY  8 ,  

2 0 1 9 )

• Federal Circuit vacated and remanded

– Concluded that the Board abused its discretion in denying VirnetX the ability to 
even file the motion, explaining:

“While the PTO’s regulations generally require prior authorization before filing any motion, 37 
C.F.R. § 42.20(b), they also expressly give a party authorization to move for additional 
discovery, 37 C.F.R. § 42.51(b)(2)(i). This provision states that “[w]here the parties fail to 
agree [to additional discovery], a party may move for additional discovery.” Id. VirnetX must 
show that such discovery is in the interests of justice for that motion to be granted. Id. The 
Board, however, denied that VirnetX had made such a showing without ever permitting a 
motion allowing VirnetX to show the evidence that it had and to state the discovery 
sought. Because § 42.51(b)(2)(i) authorizes a motion for additional discovery, the Board 
abused its discretion in denying VirnetX the ability to even file a motion.”
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GANG TACKLING
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R P I :  A D O B E  I N C .  V.  R A H  C O L O R  T E C H S .  L L C

( I P R 2 0 1 9 - 0 0 6 2 7  A P R I L  2 5 ,  2 0 1 9 )

• Rah Color sought discovery of the underlying agreement between 
members of a JDG

– Rah Color argued that members of the JDG may be coordinating invalidity 
strategy/defense with Petitioner Adobe

– Rah Color pointed to privilege log entries that indicated communication between the 
parties prior to filing the IPRs and indicated Adobe took a “leadership position” in the 
group

– Adobe presented evidence that the communication was to prepare a joint status 
report required by the court, was just a few days before the IPR filing, and the 
challenged claims did not include many claims asserted against the other defendants
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R P I :  A D O B E  I N C .  V.  R A H  C O L O R  T E C H S .  L L C

( I P R 2 0 1 9 - 0 0 6 2 7  A P R I L  2 5 ,  2 0 1 9 )

• Board granted discovery into the JDG agreement

– Board walked through the Garmin Factors, explaining: 

“[W]e note that the real party-in-interest inquiry is heavily fact-dependent and the 
outcome may depend on the contents of the joint defense agreement (if one exists) that 
outlines the relationship between the Petitioner and a non-party. Petitioner has indicated 
that some sort of agreement exists between Adobe and the MDL Counterparties. See 
Ex. 2010. Thus, Patent Owner has supplied the required threshold amount of 
evidence or reasoning tending to show beyond speculation that something useful will 
be uncovered.”
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RESPONSE STRATEGIES
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AMENDMENT PILOT
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AMENDMENT PILOT

▪ Amendment Pilot RFC



© 2018 ROBINS KAPLAN LLP 60

AMENDMENT PILOT
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PHILLIPS CLAIM CONSTRUCTION

▪ What does Phillips change mean for petitioners?

– Standards aren’t really different

• BRI and Phillips apply the plain and ordinary meaning, as modified by 

the context of the specification and prosecution history

– Difference is PTAB decision makers

– Terms construed that matter for patentability

• Limited in number

• Typically far less nuanced at PTAB than in courts

– Patent owners likely to be disappointed
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PHILLIPS CLAIM CONSTRUCTION

▪ But…losing litigation “cover” of BRI hurts petitioners

▪ One-size-fits-all claim construction

▪ Claim construction issues may not be smoked out in time 

for early PTAB filing. (314(a))?

▪ Effect of earlier Markman Orders more significant?

• Will board need to do a Markman?

▪ Stays?
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PHILLIPS & ESTOPPEL

▪ B & B Hardware, Inc. v. Hargis Indus., Inc., 135 S. Ct. 1293 

(2015)

• The Court held that a decision of the Trademark Trial and Appeal 

Board (TTAB) can have preclusive effect in subsequent district 

court proceedings if the requirements of issue preclusion are 

otherwise met

• That is, the Court determined that the action of an administrative 

agency can preclude later litigation of the “same issue” in a district 

court
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PHILLIPS & ESTOPPEL

▪ Effect on Claim Construction

• Longstanding PTAB standard (BRI) has been different than 

standard in district courts (Phillips)

• Claim construction rulings of the agency have not been binding in 

subsequent litigations pursuant to B&B Hardware

• See, e.g., SkyHawke Techs., LLC v. Deca Int'l Corp., 828 F.3d 1373 

(Fed. Cir. 2016); Contentguard Holdings, Inc. v. Amazon.com, Inc., No. 

2:13-CV-1112-JRG, 2015 WL 5996363 (E.D. Tex. Oct. 14, 2015)

• With adoption of the Phillips standard by the PTAB, claim 

construction rulings there may now have preclusive effect in district 

court litigation
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PHILLIPS & ESTOPPEL

▪ Effect on Claim Construction

• Phillips being used in the PTAB means that a mere 6 months 

from filing an AIA trial petition, 3 technically trained judges 

would provide a (preliminary) district court claim construction.

• A binding FWD would then be in hand 18 months from 

petition filing

• After Teva leading to the tightening of appellate review on 

claim construction findings, only an 18-month wait for a 

preclusive claim construction ruling may be a major 

simplification factor to consider for lengthier district court 

dockets

• Increased prosecution history
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PHILLIPS & ESTOPPEL

▪ Application of B&B Hardware

• Cesari S.r.L. v. Peju Province Winery L.P., 2017 WL 6509004 

(S.D.N.Y. Dec. 11, 2017)

• TTAB adjudicated a trademark opposition proceeding between two 

vintners (Cesari and Peju Province)

• The TTAB ultimately refused Peju Province's pending trademark 

application upon concluding that its mark, LIANA, was likely to cause 

confusion with Cesari's previously registered mark, LIANO.

• “[I]f a mark owner uses its mark in ways that are materially the same as 

the usages included in its registration application, then the TTAB is 

deciding the same likelihood-of-confusion issue as a district court in 

infringement litigation.”
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PHILLIPS & ESTOPPEL

• Cesari S.r.L. v. Peju Province Winery L.P. (cont’d)

• Relying on B&B Hardware, the court found that Peju Province was 

precluded from re-litigating the likelihood of confusion between the 

parties’ marks

• “The parties each use their mark in ways that are 

materially the same as the usages adjudicated by the 

TTAB.”

• The court declined to preclude the additional defendants (Peju

Corporation and Peju Partnership), instead noting that the record 

was insufficiently developed to determine if those entities should be 

bound by the earlier decision



© 2018 ROBINS KAPLAN LLP 69

PHILLIPS & ESTOPPEL

• Cesari S.r.L. v. Peju Province Winery L.P. (cont’d)

• Does this indicate that it is better to not join an IPR, in the hopes of 

reserving claim construction arguments if the claims survive?

• In the claim construction context, where a party may have a slightly 

different non-infringement argument impacting a particular claim 

term, is it especially advantageous to avoid joinder?
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PHILLIPS & ESTOPPEL

• Judicial Estoppel

• Prevents a party from asserting a claim in a legal proceeding that is 

inconsistent with a claim taken by that party in a previous 

proceeding

• Factors courts use to determine whether to apply the doctrine:

1. Whether “a party's later position [is] ‘clearly inconsistent’ with its 

earlier position.”

2. “[W]hether the party has succeeded in persuading a court to accept 

that party's earlier position, so that judicial acceptance of an 

inconsistent position in a later proceeding would create ‘the 

perception that either the first or the second court was misled.’”

3. “[W]hether the party seeking to assert an inconsistent position would 

derive an unfair advantage or impose an unfair detriment on the 

opposing party if not estopped.”

New Hampshire v. Maine, 532 U.S. 742 (2001)
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OTHER PETIT ION PRACTICE 

CONSIDERATIONS

• Is the PTAB less attractive now?

• Do you file as late in the litigation as you can (i.e., 12 

months) to wait for invalidity contentions?

• Alternate construction petitions?

– Leverage 35 USC § 301?Greater delay in filing IPRs, but balanced 

against General Plastic factors 

–What are the trade-offs for such a delay? 

–Undermine Stay?
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LEVERAGING OUTCOMES?
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ESTOPPEL

The petitioner in an inter partes review of a claim in a patent under this 

chapter that results in a final written decision under section 318(a), or the 

real party in interest or privy of the petitioner, may not assert either in a civil 

action arising in whole or in part under section 1338 of title 28 or in a 

proceeding before the International Trade Commission under section 337 of 

the Tariff Act of 1930 that the claim is invalid on any ground that the 

petitioner raised or reasonably could have raised during that inter partes

review.

35 U.S.C. § 315(e)(2) 
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CAN A WINNING ARGUMENT BE ESTOPPED?

▪ BTG v. Amneal

– The Government argued that a petitioner that prevails at the PTAB

may be estopped from making the same successful arguments in 

federal court

• Government relied on argument that inter partes reexamination statutes 

were explicit as to outcome, while the corresponding AIA statute was not

▪ But the prior inter partes reexamination statute was not outcome 

determinative

– No instance where a winning argument could be argued as subject to 

statutory estoppel because the patent was already invalidated

▪ Estoppel attaches at end of AIA trial and not at end of appeals to 

encourage speed and allow outcomes to be leveraged faster

– No description in legislative history that the estoppel should be applied 

to prevent consistency between proceedings
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WHERE ARE WE NOW?

▪ Arthrex?

▪ Legislation?

▪ Reexamination/Reissue

▪ New prosecution strategies?

▪ Questions?
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Thank You!

76

Scott A. McKeown

scott.mckeown@ropesgray.com

Steven C. Carlson

scarlson@robinskaplan.com


