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Tips for Optimal Quality

Sound Quality
If you are listening via your computer speakers, please note that the quality 
of your sound will vary depending on the speed and quality of your internet 
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 
1-877-447-0294 and enter your Conference ID and PIN when prompted. 
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
so we can address the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom 
right of the slides. To exit full screen, press the Esc button.

FOR LIVE EVENT ONLY



Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 
participation in this webinar by completing and submitting the Attendance 
Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 
that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
ext. 2.

FOR LIVE EVENT ONLY



Program Materials

If you have not printed the conference materials for this program, please complete 
the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 
to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 
printer icon.

Recording our programs is not permitted. However, today's participants can 
order a recorded version of this event at a special attendee price. Please call 
Customer Service at 800-926-7926 ext.1 or visit Strafford’s website 
at www.straffordpub.com.

FOR LIVE EVENT ONLY

http://www.straffordpub.com/
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Trademark 
Modernization Act

Amanda Wilcox



6

Changes Leading to 
Implementation of TMA and 
Specimen Requirements
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Trademark applications in United States require 
a show of “use” prior to registration, unless:

• Section 44(d) or (e): Based on foreign application or 
registration 

• Section 66(a): Designation of protection from international 
registration (Madrid Protocol) 
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Backlog of trademark 
applications from 
foreign trademark 
owners is causing 
significant USPTO 
delays

Source: “China is flooding the U.S. with trademark applications and no 
one is sure why.” Kowitt, Beth. Fortune. July 1, 2021
https://fortune.com/2021/07/01/china-us-trademark-applications-uspto/

https://fortune.com/2021/07/01/china-us-trademark-applications-uspto/
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Applications originating 
from China account for 
over 25% of new U.S. 

Trademark 
Applications in 2020

Source: “China is flooding the U.S. with trademark applications and 
no one is sure why.” Kowitt, Beth. Fortune. July 1, 2021
https://fortune.com/2021/07/01/china-us-trademark-applications-
uspto/

https://fortune.com/2021/07/01/china-us-trademark-applications-uspto/
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Average Wait Times as Reported by 
USPTO
• 943,928 

applications filed 
in 2021 

– 228,445 filed by 
applicants from China

– 148,746 Other 
Countries

Previous Years:
• 2020: 738,112
• 2019: 673,233
• 2018: 638,847
• 2017: 594,107

Source: USPTO Trademark Dashboard https://www.uspto.gov/dashboard/trademarks/
Performance and Accountability Report 2021
https://www.uspto.gov/sites/default/files/documents/USPTOFY21PAR.pdf

https://www.uspto.gov/dashboard/trademarks/
https://www.uspto.gov/sites/default/files/documents/USPTOFY21PAR.pdf
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Average Wait Times as Reported by 
USPTO

• Backlog from 2021 still causing delays, even though new filings 
are down

Source: USPTO Trademark Dashboard 
https://www.uspto.gov/dashboard/trademarks/

https://www.uspto.gov/dashboard/trademarks/
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Post-Registration Audit

• USPTO instituted post-registration audit 
program to address fraudulent registrations 
that cover wide descriptions of goods and 
services and fraudulent specimens
– Estimated that as many as 20% of registrations 

receive post-registration audit when affidavits of 
use or renewals are filed Source: Free Pik
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Fraudulent Specimens

Source: Fake Trademark Specimens: An Empirical Analysis. Columbia Law Review. Vol. 120. No. 7. 
https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/

https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/
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USPTO building database 
of specimens to help 
counter fraud
Examination guidelines: 
issue refusal to register for 
suspicious specimens that 
appear digitally altered

Source: Performance and Accountability 
Report 2020
https://www.uspto.gov/sites/default/files/docum
ents/USPTOFY20PAR.pdf

https://www.uspto.gov/sites/default/files/documents/USPTOFY20PAR.pdf
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Digitally Altered Specimens

• Application Serial No. 
87,300,262 for INMUINS 
and Design

• Logo appears to be 
digitally altered

Source: Fake Trademark Specimens: An Empirical 
Analysis. Columbia Law Review. Vol. 120. No. 7. 
https://columbialawreview.org/content/fake-trademark-
specimens-an-empirical-analysis/

https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/
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Specimen of Use Submitted for Application Serial No. 
87309926 for FIKIDO vs. Reverse Image Search Found on 
Google 

Source: Fake Trademark Specimens: An Empirical Analysis. Columbia Law Review. 
Vol. 120. No. 7. 
https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/

https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/
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Specimen of Use Submitted for Application Serial No. 88299171 for 
TENTKING vs. Reverse Image Search Found on Google 

Source: ”Fake Trademark Specimens at the USPTO.” NYU Journal of Intellectual Property & 
Entertainment Law. August 21, 2019.  
https://blog.jipel.law.nyu.edu/2019/08/fake-trademark-specimens-at-the-uspto/

https://blog.jipel.law.nyu.edu/2019/08/fake-trademark-specimens-at-the-uspto/
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Digitally Manipulated Hang Tags

• Application Serial 
No. 87,359,150 for 
COTTON 
COMING

• Specimen was 
refused due to 
digital alterations

Source: Fake Trademark Specimens: An Empirical Analysis. Columbia Law 
Review. Vol. 120. No. 7. 
https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-
analysis/

https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/
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Trademarks Identifying Other Brands

• Application Serial No. 
87,706,203 for 
ROOZOOE.

• Specimen was refused as 
product clearly references 
CHANEL trademark on 
product

Source: Fake Trademark Specimens: An Empirical Analysis. Columbia Law Review. Vol. 120. No. 7. 
https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/

https://columbialawreview.org/content/fake-trademark-specimens-an-empirical-analysis/


20

Trademark Account ID Verification

Identity of trademark signatories require one-
time electronic verification with the USPTO

Attorney may sponsor support staff and 
paralegals

Deadline to verify currently suspended (was 
previously April 9, 2022)

Source: Free Pik - JComp
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Updates to ID Verification

https://www.uspto.gov/trademarks/apply/identity-
verification

https://www.uspto.gov/trademarks/apply/identity-verification


22



23

Enactment of Trademark Modernization 
Act
• TMA is USPTO response to rise in fraudulent registrations and 

overbroad descriptions

• New office action deadlines take effect December 3, 2022 
• Shortened to 3 months, extendable for a fee to 6 months

• Rules went into effect on December 18, 2021, and first petition 
filed December 21, 2021



FOREIGN APPLICANTS

Background

A foreign applicant seeking a U.S. trademark registration can 
seek registration based on a foreign application or registration 
under Section 44(d) or (e) or by designating protection from an 
international registration under Section 66(a).  This circumvents 
the use requirement for a period of time.
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FOREIGN TRADEMARK APPLICATIONS

The lack of use requirement presents a problem to foreign 
applicants.

Many foreign trademark owners do not typically focus on 
establishing use of a mark in connection with the goods and 
services until they have to submit specimens as part of their 
maintenance and renewal filings. 

25



Sample List of Goods and Services from 
Foreign Application

Advertising; Business management, organisation and administration of commercial affairs; Office functions; Publication of advertising texts; Distribution of advertising material; Promotional 
activities; Advertising; Business organisation, business economic and business administration consultancy; Marketing; Market canvassing, market research and market analysis; Business 
intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: Pharmaceutical and medical preparations, Including appetite 
suppressants, fat burners and detox pills, Dietetic food and substances adapted for medical use, food for babies; Business intermediary services in the purchase and sale, import and export, And 
wholesaling and retailing in relation to the following goods: dietary and nutritional supplements for human consumption, including the following goods: powders, Shakes, Capsules, Jellies, Bars, 
beverages and preparations for making beverages, Minerals, Mineral supplements and mineral preparations; Commercial business mediation relating to the purchase and sale, import and export, 
and wholesaling and retailing in relation to the following goods: Vitamins, Vitamin supplements and Vitamin preparations, Shakes containing protein supplements, Medical and dietetic protein 
drinks, meal substitutes in powdered form, Dietary fiber to aid digestion; Business intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to 
the following goods: Household or kitchen utensils and containers, Cookware and tableware, except forks, knives and spoons, un-worked or semi-worked glass, Except glass used in building, 
Glassware, porcelain and earthenware, Drinkware, glasses and Bowls (basins), Including shaker cups, Water bottles and containers; Commercial business mediation relating to the purchase and 
sale, import and export, and wholesaling and retailing in relation to the following goods: Meat, Fish, poultry and game, meat extracts, Preserved, frozen, dried and cooked fruit, Preserved frozen, 
dried and cooked vegetables, Preserved, frozen, dried and cooked potatoes, preserved, frozen, dried and cooked mushrooms and Preserved pulses, Frozen pulses, Dried pulses and Pulses, 
cooked, processed nuts, Jellies, jams, compotes, Jams, Eggs, milk cheese butter yogurt and other milk products, dairy products and dairy substitutes; Business intermediary services in the 
purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: dairy-based desserts or artificial dairy based desserts, Including the aforesaid goods 
enriched with protein, Dairy-based beverages or Beverages based on dairy substitutes, Including milkshakes, Whey, spreads based on the following products: Meat, Fish, poultry, Game and 
Cheese, Oils and fats for food, crisps; Business intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: Prepared 
meals, meal substitutes, snack food products and Snack foods based on the following products: Meat, Fish, poultry and game, dairy products and dairy substitutes, Fruit, vegetables, Mushrooms, 
Potatoes and Pulses and/or Nuts (fruits); Business intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: Coffee, tea, 
cocoa and substitutes therefor, Preparations for making beverages and Beverages based on the following goods: Coffee, tea, cocoa and substitutes therefor, rice, pasta and noodle products, 
Tapioca and sago, Flour and preparations made from cereals, Baking premixes, Almond flour, sunflower meal, Sesame flour and Grated coconut, Bread mixes, Bread, pastry and confectionery; 
Business intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: Crackers, rusks and toasts, including enriched with 
protein, Cakes, Cakes, Biscuits, brownies and wafers, Cereal bars, muesli bars and energy bars; Chocolate-based meal replacement bars and/or Cereal-based meal replacement bars, Sweets, 
including sugarless sweets, Chocolate, Chocolate spread, Edible ices, sorbets and other edible ices, sugar, honey, treacle, yeast, baking-powder; Business intermediary services in the purchase 
and sale, import and export, And wholesaling and retailing in relation to the following goods: Salt, Seasonings (spices), preserved herbs, Vinegar, Sauces (condiments) and other spices, 
Seasoning mixes, including for preparing omelettes, Processed grains, starches, and goods made thereof, baking preparations and yeasts, Breakfast cereals, oatmeal, Muesli; Business 
intermediary services in the purchase and sale, import and export, And wholesaling and retailing in relation to the following goods: Puddings and mixes for puddings, including enriched with 
protein, soups, including enriched with protein, Dried pasta and Dried noodles, Prepared meals, meal substitutes, snack food products and Snack foods based on the following products: rice, 
pastes, Noodles, Grains and/or pasta; Business intermediary services in the purchase and sale, import and export, and wholesaling and retailing of beers; Non-alcoholic beverages, Mineral and 
aerated waters, Fruit drinks and fruit juices, Syrups and other preparations for making non-alcoholic beverages, smoothies, Sports drinks, including enriched with protein, Protein drinks, 
Foodstuffs and drink items and Meal packs; Provision of commercial information; Organisation of events for commercial and advertising purposes; Compilation and management of data files; 
Consultancy and information regarding the aforesaid services; The aforesaid services also provided via electronic networks, such as the Internet in Class 35

26



Possible Consequences Under the TMA

Now any party, including the USPTO Director, can initiate 
expungement proceedings or a party can seek cancellation of a 
registration on the same grounds, starting 3 years after 
registration.

27



What Do These Changes Mean For 
Trademark Practice?

In addition to making it easier for third parties to challenge 
registrations, the USPTO has also started issuing audits which 
force registrants to provide evidence of use for certain or all the 
goods or services covered by a registration.

28



Why is the USPTO auditing registrations?

• To help preserve the trademark register as a reliable reflection 
of trademarks based on use-in-commerce

• The trademark register in the United States is a use-based 
register and registrations are entitled to be maintained only for 
goods or services for which the trademark is in use in 
commerce or for which temporary nonuse is excused due to 
special circumstances. 

• If the USPTO audits your registration maintenance filing, you 
will be required to prove use of your trademark for additional 
goods and services in the registration.

29



What happens if a trademark owner does not respond to 
an audit?

IF A TRADEMARK OWNER DOES NOT RESPOND TO THE 
AUDIT, THE REGISTRATION WILL BE CANCELED.
• If you respond but do not provide proof of use for those goods 

or services, you will be required to delete them from the 
registration. 

• In addition, you must pay a $250 deletion fee per class each 
time goods or services are removed, and possibly a $100 
deficiency surcharge, or your entire registration will be 
canceled. 
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Success?

31



Post Registration Audit Program Statistics
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Example of an Audit Request

33



Example of Audit Request

34



Example of Audit Request
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Impact of TMA

Overall, the act will provide trademark owners with more powerful 
tools to register and protect their brands. It offers a framework for 
legitimate trademark owners to attack applications and 
registrations procured through fraud as they will be more 
vulnerable to abandonment and cancellation through speedy and 
cost-effective proceedings. 

36



Signing on Behalf of a Trademark Owner

Recently, a USPTO representative indicated that the pursuit of 
fraud in the registration process has inspired the USPTO to target 
the system as it relates to signing declarations.

37
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Expanded Non-Use 
Cancellation 
Mechanisms
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How is it going? 

• USPTO publishes 
records of all filings and 
status

• https://www.uspto.gov/trademarks/app
ly/expungement-and-reexamination-
petitions-received

• Currently being reviewed 6-8 weeks 
from filing

• Just over 180 petitions filed to date 
(Nov 2022), some with final results
available

https://www.uspto.gov/trademarks/apply/expungement-and-reexamination-petitions-received
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Expungement and Reexamination

Expungement Proceeding
• Request cancellation of some or all of the goods and 

services in a registration on the basis that the 
trademark was NEVER used in commerce

Reexamination Proceeding
• Request cancellation of some or all of the goods and 

services in a registration on the basis that the 
trademark was not in use with those particular goods
or services on a particular date (date of first use).



41

Expungement Proceedings

• Instituted by the Director or a third-party petitioner
– If filed by a third-party, the Director has the sole discretion to review and 

decide whether to institute the proceeding
• Timing: Anytime between 3 and 10 years from the date of 

registration
• This timing requirement has been waived for the first 2 years

• Requirement: Evidence that the registered trademark was 
NEVER used in commerce



42

Reexamination Proceedings 

• Instituted by the Director or a third-party petitioner
– If filed by a third-party, the Director has the sole discretion to review and 

decide whether to institute the proceeding
• Timing: Anytime during the first 5 years of registration

• This timing requirement has been waived for the first 2 years
• Requirement: Evidence that the registered trademark was not in 

use with the particular goods or services as of the claimed date 
of first use in application or the final deadline for the statement of 
use to be filed
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Reasonable Investigation

Prima facie case of non-use must be 
established

The Director requires that a third-party 
petitioner conducts a “reasonable 
investigation” 

Director cannot conduct independent 
research or provide supplemental evidence

Image: Free Pik- Racool Studio
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Reasonable Investigation

Suggested 
types of 

evidence: 

• Evidence of fraudulent specimen via reverse 
image search

• State and federal trademark records
• Website printouts
• Advertisements
• Online Reviews
• Records of filings with state or federal 

agencies that details the registrant’s right to 
conduct business in a particular industry

• Marketplace activities
• Other records, such as litigation history
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Best Practices for Petitions
• Include index of evidence and explain relevance of each piece of 

evidence
• Include evidence of current and past nonuse
• Make sure screen captures and URLs are not too small and are 

legible
• Provide evidence relating to each item challenged within a class
• Prima facie case of nonuse may be established for fake or 

digitally altered specimens
Source: 
https://www.uspto.gov/trademarks/laws/2020-modernization-act; https://www.uspto.gov/sites/default/files/documents/TMA-petitions-
29March22.pdf; https://www.uspto.gov/trademarks/apply/expungement-and-reexamination-petitions-received.

https://www.uspto.gov/trademarks/laws/2020-modernization-act
https://www.uspto.gov/trademarks/laws/2020-modernization-act
https://www.uspto.gov/sites/default/files/documents/TMA-petitions-29March22.pdf
https://www.uspto.gov/trademarks/apply/expungement-and-reexamination-petitions-received
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Institution of Proceedings

• If prima facie case has been met or after performing an 
independent review, the Director may institute the proceeding
– At this point, the third-party petitioner is no longer involved 

• Trademark registrant receives office action with requirements to 
submit proof of use for the relevant goods and services
• All documents will be publicly available on TSDR, except the petition filed 

by a third-party petitioner
• Identity of petitioner is not revealed on public record, but USPTO 

confirms that there may be instances when the petitioner’s identity may 
be disclosed
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Institution of Proceedings

• If the Director determines there is 
not sufficient evidence to support 
a prima facie case, petitioner will 
be notified and provided 30 days 
to remedy the deficiency

Image: Free Pik- Alvaro_Cabrera
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Responding to Proceedings

• Once proceeding is initiated, trademark registrant has 3 months 
to file a response providing proof of use
– One 30-day extension is available for a fee

• Response should include sufficient evidence showing use of the 
trademark similar to the response to a post-registration audit

• If no response is filed, the trademark will be cancelled for the 
relevant goods and services



51

Responding to Proceedings

• In response, the trademark 
registrants may also remove the 
relevant goods or services from 
the registration

• Fee of $100 per class charged

Image: Free Pik – RawPixel.com
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Proof of Use Evidence

Same evidence that would be 
submitted as specimens of 
use will likely be sufficient

All evidence must be dated for 
the relevant dates to support 

the claim of use at the relevant 
time periods

Trademark registrant may 
submit signed declarations to 

support claims of use 

Image: Free Pik – VectorJuice
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Decision

• USPTO required to show a trademark registration should be 
cancelled by a preponderance of the evidence

• If burden is met, the Director issues a final office action 
cancelling the trademark registration for the relevant goods and 
services
– Decision is appealable to the TTAB within 3 months
– TTAB has discretion to review Director’s decision and determine if there 

was sufficient evidence to support cancellation



54

Dismissal of Proceeding

• If Director finds that sufficient evidence of use was provided by 
the trademark registrant, it must dismiss the proceeding and 
allow registration to remain in force

• In expungement proceedings, once a trademark registration has 
been shown to be in use, no further expungement proceedings 
may be instituted by the Director or by third-parties. 
– Reexamination proceedings are allowable
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New Expungement Ground with TTAB
• Petitioner may now request cancellation on the 

ground of the trademark was never used in 
commerce

• Available to petitioners after the trademark has 
been registered for 3 years

• There is no requirement that petitioner show the 
registrant does not have an intent to resume use

• This ground does not replace the grounds of 
abandonment or nonuse already allowed under 
TTAB 

Image: Free Pik
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Fees
Filing Expungement and Reexamination: $400 

per class

Extension of Time for Filing Response to 
Expungement or Reexamination Proceeding: 

$125 

Filing Opposition or Cancellation Action with 
TTAB: $600 per class

Image: Free Pik- MacroVector



BEST PRACTICES - REGISTRANTS

Section 44 or 66 Registrations
• Make sure mark is in use for all goods and services listed in the 

registration by the 3rd anniversary of the registration date

Use-In-Commerce Registrations
• If the application underlying your trademark registration was use-

based, you cannot claim excusable nonuse in your response to an 
office action for either expungement or reexamination.
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BEST PRACTICES - REGISTRANTS

RENEWALS AND MAINTENANCE FILINGS

• Only maintain goods and services that are actually used with the mark

• If you decide to delete any goods or services in response to the institution 
of a proceeding, but your Sect. 8 or Sect. 71 filing is being examined, the 
registrant must pay the $250 per class deletion fee
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BEST PRACTICES - REGISTRANTS

ASSIGNMENT AND REEXAMINATION PROCEEDINGS
• If the registrant is an assignee and a reexamination proceeding is filed against the 

registration, the assignee is responsible for establishing use as of the relevant date 
by the assignor

KEEP CORRESPONDENCE ADDRESS CURRENT
• Anyone with a trademark registration should maintain a valid correspondence address in 

the registration record because the USPTO sends notifications of expungement and 
reexamination petitions to that address. 
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Thank You

Amanda H. Wilcox

awilcox@taftlaw.com

Laila S. Wolfgram

lwolfgram@polsinelli.com
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