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Agenda

• Online Keyword Advertising Basics 

• Overview of Trademark Law and Keyword 
Advertising

• Keyword Advertising = Trademark Infringement?

◦ Historical and Current Views 

• Summary
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Online Advertising Basics:
Keyword Advertising 
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Online Advertising Basics -
Background

• Search engine results are based on a particular search 
engine’s indexing of webpages and ranking algorithms 

• Hundreds of factors involved, including keyword 
queries, popularity scores, site quality metrics, 
geographic location of the searcher, personalization, 
etc.

• Higher rankings in search engine results equate with 
significantly better performance with click-through 
rates descending with listings lower on the page
◦ Over 25% of people click on the first organic result in a 

Google search
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Online Advertising Basics -
Background

• Since click-through rates closely relate to position in 
search results, and increased click-throughs correlate 
to increased sales, companies seek to improve 
rankings for desirable keyword phrases whenever they 
do not occupy a top position

• Only search engines’ editorial discretion determines 
natural rankings, many companies use Search Engine 
Optimization (SEO) to try to influence rankings of their 
position in natural search results
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Online Advertising Basics -
Background

Two types of optimization:

Key Word Advertising:  Companies can pay and manage ad 
campaigns to occupy higher ad positions

SEO:  Targets “natural” aka “organic” aka “objective” search 
result positioning
◦ SEO = process of adjusting content, structure, etc. of a website to 

be displayed prominently on a search engine
◦ On-page optimization – incorporation of desired keywords and 

keyword phrases in advantageous places within webpage and 
website’s code

◦ External optimization (link development) – references external links 
aka “inlinks” to webpage or website from other websites (such as 
links pointing to webpages used to assess relative popularity of 
pages)
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Online Advertising Basics -
What is Keyword Advertising?

Paying for the delivery of online ads to consumers who 
are searching for a particular “keyword”

Generally, a pay per click model is used, but impression 
models are available too

Common terms:
◦ Ad position: The placement of an ad on the search results pages
◦ Ad relevance: How closely related your keyword is to your ads
◦ CPC (cost per click): The amount an advertiser is charged for a click in a 

PPC model. Different keywords cost different amounts.
◦ CTR (click-through rate): The number of clicks an ad receives divided by 

the number of impressions it receives
◦ Impressions: The number of times an ad is fetched and displayed   
◦ Landing page experience: Overall quality and user experience of website
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Online Advertising Basics -
Examples
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Online Advertising Basics -
Examples
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Online Advertising Basics -
How to Get the Top Ad Position

Ads can be at the top of a page, middle, or bottom

Ad position is determined 
by a combination of:
◦ Bid

◦ CTR

◦ Ad Relevance

◦ Landing Page Experience
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Creative Uses of Online Advertising -
Competitive Advertising 
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Creative Uses of Online Advertising -
Guard Against Competitors 
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Creative Uses of Online Advertising -
Control the Market 
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Creative Uses of Online Advertising -
Reinforce a Marketing Campaign 
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Online Advertising Basics
Advanced Level – Keyword Insertion

Keyword Insertion - advanced feature that enables 
the searched term to appear in the text of the ad 
(e.g., “buisness”) 

Search engine companies limit the number of 
characters that can appear in the text of the ad

If insertion of the searched term exceeds the limit, 
a pre-programmed word, chosen by the advertiser, 
will appear instead
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Other Types of Online Advertising -
Metatags

Metatags: snippets of text in a page’s code
describing the page's content
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Types of Metatags
◦ Title tag – title of website

◦ Description tag – summarizes 
content

◦ Keywords tag – used to be a way 
to help search engines 
categorize pages



Trademark Law and 
Keyword Advertising 



Basic Elements of Trademark Law
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To prove trademark infringement, a plaintiff must 
prove:

◦ a protectable ownership interest in the mark; and

◦ defendant’s use of the mark is likely to cause consumer 
confusion



Likelihood to Cause Confusion

Courts look at a number of factors in determining 
confusion, including

◦ strength of the mark
◦ proximity or the goods or services
◦ similarity of the marks
◦ evidence of actual confusion
◦ the marketing channels used
◦ the type of goods or services and the degree of care likely 

to be exercised by the purchasers of the defendant’s 
product

◦ defendant's intent in selecting the mark
◦ the likelihood of expansion of the product lines
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Key Elements: 
Evidence of Actual Confusion

Depending on the circuit, some trademark owners must 
show actual confusion to get damages

The amount of actual confusion is particularly important 
when dealing with online advertising

◦ One court found that a CTR of 1.5% was such a low percentage that 
it did not amount to enough confusion to show that confusion was 
“likely”. 1800 Contacts, Inc. v. Lens.com, Inc., 722 F.3d 1229, 1242-43 
(10th Cir. 2013)

◦ Meanwhile, another court found that a CTR of 11% was enough that 
the court could find a likelihood of confusion. SanMedica Int'l, LLC v. 
Amazon.com, Inc., No. 2:13-CV-00169-DN, 2016 WL 527055, at *8 
(D. Utah Jan. 20, 2016)

24



Key Elements: 
Degree of Care

In keyword cases, “the default 
degree of consumer care is 
becoming more heightened as 
the novelty of the Internet 
evaporates and online 
commerce becomes 
commonplace.” Network 
Automation v. Advance Systems 
Concepts, Inc., 638 F.3d 1137, 
1151 (9th Cir. 2011).

Basically, consumers are getting 
smarter when shopping online*
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Fair Use Defense

Under certain circumstances, the use of a trademark as 
a keyword or metatag may be permissible as a fair use

Nominative Fair Use Test:
1. the product or service in question must be one not readily 

identifiable without use of the trademark

2. only so much of the mark or marks may be used as is 
reasonably necessary to identify the product or service

3. the user must do nothing that would, in conjunction with 
the mark, suggest sponsorship or endorsement by the 
trademark holder

26



Playboy v. Welles (9th Cir.)

Playboy model's use of registered terms “Playboy” 
and “Playmate” in the metatags of her website was 
fair use
◦ There were no descriptive substitutes available that would 

accurately describe the content of her site

◦ The metatags were not used so frequently that her site would 
appear before the trademark owner’s site in search results

◦ The use of metatags did not suggest sponsorship or 
endorsement by the trademark owner

◦ Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 804 (9th Cir. 2002)
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Keywords = Trademark Infringement?

Does the purchase of another’s trademark for use as a 
keyword in online advertising constitute infringement? 

Leading Theory: Initial interest confusion – confusion 
initially occurs when a consumer is lured to the 
website, even though the consumer ultimately 
becomes aware of the source and confusion is 
potentially dispelled 

Short answer: The action of purchasing a keyword 
alone does not constitute infringement in the United 
States. In other words, it depends…
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Initial Interest Confusion

Alzheimer’s Association v. Alzheimers Foundation (SDNY 2018)
◦ AFA and AA used online marketing to increase “conversions” aka online 

donations

◦ AFA purchased Association marks as keywords

◦ AFA also ran sponsored ads that used “Association” in text

◦ Recent court citing favorably to the concept of “initial interest confusion” 
in the Internet context (which is falling out of favor more generally)

Court concluded that:

◦ Initial interest confusion could lead in this case to “point of sale” 
confusion

◦ But because consumers diverted can “so readily get back on track”, 2nd

Circuit requires “intentional deception” for establishing liability for IIC

◦ Also noted that labeling and segregation of online advertising serves to 
heighten consumer care 
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Network Automation, Inc. v. 
Advanced Systems Concepts, Inc. (9th Cir.)

Network Automation sold scheduling 
software called “Auto-mate”

Advanced Systems sold its scheduling 
software under the trademark 
“ActiveBatch”

Network Automation purchased 
“ActiveBatch” as a keyword from 
Google and Bing with the intent of 
diverting customers from Advanced 
Systems
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Network Automation (9th Cir.) –
Key Points

Keyword advertising qualifies as “use” of a mark

“[T]he default degree of consumer care is becoming more heightened 
as the novelty of the Internet evaporates and online commerce 
becomes commonplace.”

To prevail on a theory of initial interest confusion, the plaintiff “must 
demonstrate likely confusion, not mere diversion.”  

Ads triggered by keyword searches must be analyzed in context as they 
appear on the screen

◦ Consumers are now accustomed to seeing both objective results and 
sponsored results, and will expect that sponsored results are likely to include 
results from various companies

Network Automation v. Advanced Systems Concepts, Inc., 638 F.3d 1137, 
1151 (9th Cir. 2011)
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Rosetta Stone Ltd. v. Google, Inc. (4th Cir.) –
Key Points

Central decision considering a challenge to whether 
purchasing another's trademark in a keyword 
program constituted use of the trademark 

Keyword advertising qualifies as “use” of a mark

Left the door open for contributory infringement 
claims if Google continues to sell certain keywords 
to known infringers – the “red flag” issue
Rosetta Stone v. Google, 676 F.3d 144 (4th Cir. 2012)
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Current Keyword 
Advertising Jurisprudence  



Landscape Today

“The crux of the issue is whether a 
defendant’s keyword purchases, combined 

with the look and placement of that 
defendant’s advertisement, create a 
search results page which misleads, 
confuses or misdirects a consumer 

searching for a trademarked brand to the 
website of a competitor in a manner in 

which the source of the products offered 
for sale by the competitor is unclear.” 

Edible Arrangements, LLC v. Provide Commerce, Inc., 
No. 3:14-CV-00250 (VLB), 2016 WL 4074121, at *11 
(D. Conn. July 29, 2016)
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Edible Arrangements v. Provide Commerce 
(2nd Cir.)

Court denied summary judgment against the claim because a consumer 
“searching for ‘edible arrangements’ is looking for a distinct product line 
of aesthetically shaped fruit and not merely for any and all gifts 
containing boxes of edible fruits and berries.”

“Here, Provide’s choice not to identify Pro Flowers or Sherri’s Berries as 
the advertiser in the text of the advertisement or the link, and only in 
the small print of the URL, contributes to a misleading environment for 
the consumer.”

Edible Arrangements, LLC v. Provide Commerce, Inc., No. 3:14-CV-00250 (VLB), 2016 WL 
4074121, at *13 (D. Conn. July 29, 2016)
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Passport Health, LLC v. Avance Health Sys. Inc. 
(4th Cir.)

Passport Health, LLC v. Avance Health Sys., Inc., No. 5:17-CV-187-BO, 2018 WL 6620914 
(E.D.N.C. Dec. 18, 2018), aff’d 823 Fed. App’x 141 (4th Cir. 2020). 
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Keyword Insertion

Simone v. VSL Pharm., Inc., No. CV TDC-15-1356, 2016 WL 3466033, at *25 
(D. Md. June 20, 2016)

Keywords: Have You Ever Used VSL#3? / Using VSL#3 for UC/IBS?
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Host Liability –
Multi Time Mach., Inc. v. Amazon.com (9th Cir.)
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Multi Time Mach., Inc. v. Amazon.com, Inc., 804 F.3d 930 (9th Cir. 2015) (granting summary judgment in 
Amazon’s favor based on sophisticated consumers and clear labeling)



Example – Yucaipa v. Hawaiian 
Airlines (9th Cir.)
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Business and Legal 
Considerations



Online Advertising Today
Despite not constituting trademark infringement per se, 
using competitors’ trademarks as keywords or metatags 
still presents some risks

◦ Keyword + context = trademark infringement (potentially)

◦ AdWords Keyword Insertion can pose unexpected problems 

◦ Clearly labeled ads can reduce the potential for confusion 

◦ Courts have found that using metatags of competitor's trademark 
shows an intent to confuse

◦ Violations of keyword advertising rules can be marginally helpful in 
establishing claims
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Business Considerations

Pros 

Divert business from competitor

Draw negative attention to competitor

Drive traffic to your website 

Promote positive news or reinforce marketing campaign 

Cons

Cost – each click costs money

Potential trademark infringement liability 

Incite a bidding war for keywords with competitor

May support secondary meaning of competitor’s otherwise 
descriptive mark
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Summary

Purchasing keywords or using metatags that include a 
competitor's trademark can be an effective advertising 
strategy if properly implemented 

However, such use can give rise to a trademark lawsuit, 
though such actions by themselves are likely not 
considered infringement per se 

The look, text, and placement of the advertisement is 
the key factor in analyzing liability
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Thank You 

Jennifer L. Barry

jennifer.barry@lw.com

Julia Anne Matheson

jmatheson@potomaclaw.com

mailto:jennifer.barry@lw.com
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