
Trademarks and Reverse, Forward, Post-Sale, 
and Initial Interest Confusion
Proving or Defending Against Infringement Under the Likelihood of Confusion Standard

Today’s faculty features:

1pm Eastern    |    12pm Central   |   11am Mountain    |    10am Pacific

The audio portion of the conference may be accessed via the telephone or by using your computer's 
speakers. Please refer to the instructions emailed to registrants for additional information.  If you 
have any questions, please contact Customer Service at 1-800-926-7926 ext. 1.

WEDNESDAY, FEBRUARY 19, 2020

Presenting a live 90-minute webinar with interactive Q&A

Theodore H. Davis, Jr., Partner, Kilpatrick Townsend & Stockton, Atlanta

Robert D. Litowitz, Partner, Kelly IP, Washington, D.C.



Tips for Optimal Quality

Sound Quality
If you are listening via your computer speakers, please note that the quality 
of your sound will vary depending on the speed and quality of your internet 
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 
1-877-447-0294 and enter your Conference ID and PIN when prompted. 
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
so we can address the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom 
right of the slides. To exit full screen, press the Esc button.

FOR LIVE EVENT ONLY



Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 
participation in this webinar by completing and submitting the Attendance 
Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 
that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
ext. 2.

FOR LIVE EVENT ONLY



Program Materials

If you have not printed the conference materials for this program, please 
complete the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 
to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 
printer icon.

FOR LIVE EVENT ONLY



Trademark Confusion: Forward, 
Reverse, Initial Interest, Post-Sale, and 

Affiliation

Ted Davis
Kilpatrick Townsend & Stockton LLP

5



PROVING 
LIKELY 

CONFUSION

• the protection against confusion in the 
marketplace; and

• the protection of mark owners’ goodwill.

They are:

The Twin Purposes of Trademark Law
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PROVING 
LIKELY 

CONFUSION

• Section 2(d) of the Lanham Act, 15 U.S.C. 
§ 1052(d);

• Section 32 of the Lanham Act, id. 
§ 1114(1);

• Section 43(a) of the Lanham Act, id.
§ 1125(a);

• Section 42 of the Lanham Act, id. § 1124;
• most state statutory unfair competition causes of 

action; and
• the common law.

They include:

Bases of the Likelihood-of-Confusion Test
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PROVING 
LIKELY 

CONFUSION

No trademark … shall be refused registration … 
unless it … [c]onsists of or comprises a mark which 
so resembles a mark registered in the Patent and 
Trademark Office, or a mark … previously used in the 
United States by another and not abandoned, as to 
be likely, when used on or in connection with the 
goods of the applicant, to cause confusion, or to 
cause mistake, or to deceive ….

Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).
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PROVING 
LIKELY 

CONFUSION

Any person who shall, without the consent of the 
registrant ... use in commerce any reproduction, 
counterfeit, copy, or colorable imitation of a registered 
mark in connection with the sale, offering for sale, 
distribution, or advertising of any goods or services 
on or in connection with which such use is likely to 
cause confusion, or to cause mistake, or to deceive ... 
shall be liable in a civil action by the registrant.

Section 32(1) of the Lanham Act, 15 U.S.C.
§ 1114(1).
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PROVING 
LIKELY 

CONFUSION

Any person who … uses in commerce any word, 
term, name, symbol, or device, or any combination 
thereof, … which …is likely to cause confusion, or to 
cause mistake, or to deceive as to the affiliation, 
connection, or association of such person with 
another person, or as to the origin, sponsorship, or 
approval of his or her goods, services, or commercial 
activities by another person … shall be liable in a civil 
action ….

Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).
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PROVING 
LIKELY 

CONFUSION

[N]o article of imported merchandise ... which shall 
copy or simulate a trademark registered in 
accordance with the provisions of this chapter [and 
the registration of which is recorded with Customs] 
... shall be admitted to entry at any customhouse of 
the United States ....

Section 42 of the Lanham Act, 15 U.S.C. § 1124(a).
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PROVING 
LIKELY 

CONFUSION

A person engages in a deceptive trade practice 
when … he … 
(2) Causes likelihood of confusion or of 
misunderstanding as to the source, sponsorship, 
approval, or certification of goods or services; [or]
(3) Causes likelihood of confusion or of 
misunderstanding as to affiliation, connection, or 
association with or certification by
another ….

Georgia Deceptive Trade Practices Act, Ga. Code Ann. 
§ 10-1-372(a)(2)-(3).
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PROVING 
LIKELY 

CONFUSION

“Likelihood of confusion” is the basic test of 
both common-law trademark infringement and 
federal statutory trademark infringement….

The test has been stated in these terms: An 
appreciable number of reasonable buyers must be 
likely to be confused by the names for trade name 
infringement or unfair trade practice liability.

Alderman v. Iditarod Props., Inc., 32 P.3d 373, 390 
(Alaska 2001) (footnote omitted).
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PROVING 
LIKELY 

CONFUSION

• remedies generally will not reach across state 
lines; and

• they sometimes have additional prerequisites for 
liability.

Potential disadvantages of state statutory and common-law 
causes of action:

Bases of the Likelihood-of-Confusion Test
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PROVING 
LIKELY 

CONFUSION

Deceptive acts or practices in the conduct of any 
business, trade or commerce or in the furnishing of 
any service in this state are hereby declared 
unlawful.... [A]ny person … injured by … any 
violation of this section may bring an action … to 
enjoin such unlawful act or practice [and] to recover 
his actual damages or fifty dollars, whichever is 
greater, or both such actions. 

N.Y. Gen. Bus. Law § 349.
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PROVING 
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CONFUSION

[T]o prove a violation of Section 349, the [plaintiff] 
must ... establish specific and substantial injury to 
the public interest over and above the ordinary 
trademark infringement.... 

City of N.Y. v. Tavern on the Green Int’l LLC, 351 F. Supp. 
3d 680, 697 (S.D.N.Y. 2018) (internal quotation marks 
omitted).

16



PROVING 
LIKELY 

CONFUSION

[U]nlike its federal counterpart, a viable common law 
claim for unfair competition requires an additional 
showing of bad faith. Therefore, to prevail on a claim 
for unfair competition under New York common law, 
the plaintiffs must combine their evidence supporting 
liability under the Lanham Act with additional 
evidence demonstrating that defendants acted in 
bad faith.

Gym Door Repairs, Inc. v. Young Equip. Sales, Inc., 331 
F. Supp. 3d 221, 250 (S.D.N.Y. 2018) (internal quotation 
marks omitted).
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PROVING 
LIKELY 

CONFUSION

• the source or origin of the parties’ goods or 
services;

Actionable likely confusion includes that concerning:
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PROVING 
LIKELY 

CONFUSION

[T]he only plausible reason that has been offered 
to protect trademarks is to protect consumer 
perceptions and prevent mistaken purchasing 
decisions.

Mark A. Lemley & Mark P. McKenna, Owning 
Mark(et)s, 109 Mich. L. Rev. 137, 184 (2010).
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PROVING 
LIKELY 

CONFUSION

• the source or origin of the parties’ goods or 
services;

• a sponsorship relationship between the parties;

• some other affiliation between the parties; and

Actionable likely confusion includes that concerning:
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PROVING 
LIKELY 

CONFUSION

A consumer need not believe that the owner of 
the mark actually produced the item and placed it 
on the market in order to satisfy [the] confusion 
requirement. The public’s belief that the mark’s 
owner sponsored or otherwise approved the use 
of the trademark satisfies the confusion 
requirement.

Famous Horse Inc. v. 5th Ave. Photo Inc., 624 F.3d 106, 
109 (2d Cir. 2010) (internal quotation marks omitted).
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D.C. Comics Inc. v. Unlimited Monkey Bus., Inc., 598 
F. Supp. 110 (N.D. Ga. 1984)
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Univ. of Ga. Athletic Ass’n v. Laite, 756 F.2d 
1535 (11th Cir. 1985)
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24

Bd. of Regents of the Univ. of Houston Sys. v. 
Houston Coll. of Law, Inc., 214 F. Supp. 3d 

573 (S.D. Tex. 2016)
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Bd. of Regents of the Univ. of Houston Sys. v. 
Houston Coll. of Law, Inc., 214 F. Supp. 3d 

573 (S.D. Tex. 2016)



PROVING 
LIKELY 

CONFUSION

[The plaintiff] is not alleging that consumers will 
mistake Defendant for the University of Houston, 
but rather that consumers will mistakenly 
associate Defendant with the University of 
Houston (e.g., by assuming that Houston College 
of Law is one of the many colleges under [the 
plaintiff’s] umbrella).

Bd. of Regents of the Univ. of Houston Sys., 214 F. Supp. 
3d at 589. 
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PROVING 
LIKELY 

CONFUSION

The fact that, at a university level, [the plaintiff] 
participates in intercollegiate athletics and offers 
non-legal educational opportunities does not 
dispel association-based confusion. To the 
contrary, it is perfectly consistent with it.

Bd. of Regents of the Univ. of Houston Sys., 214 F. Supp. 
3d at 589. 
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PROVING 
LIKELY 

CONFUSION

• the source or origin of the parties’ goods or 
services;

• a sponsorship relationship between the parties;

• some other affiliation between the parties; and

• the nature and quality of genuine, but diverted 
or altered, goods.

Actionable likely confusion includes that concerning:

28



PROVING 
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[A] markholder may no longer control branded 
goods after releasing them into the stream of 
commerce. After the first sale, the brandholder’s 
control is deemed exhausted. Down-the-line 
retailers are free to display and advertise the 
branded goods. 

Osawa & Co. v. B & H Photo, 589 F. Supp. 1163, 1173-74 
(S.D.N.Y. 1984).
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PROVING 
LIKELY 

CONFUSION

• the goods differ in some material way from their 
authorized counterparts and that material 
difference is not adequately disclosed; or

• if the goods are so fundamentally different that 
they cannot be fairly be considered the same 
goods as they were when originally sold.

The sale (or resale) of genuine goods can lead to likely 
confusion if:
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PROVING 
LIKELY 

CONFUSION

A person engages in a deceptive trade practice 
when … he … [r]epresents that goods are original 
or new if they are deteriorated, altered, 
reconditioned, reclaimed, used, or secondhand ….

Georgia Deceptive Trade Practices Act, Ga. Code Ann.
§ 10-1-372(a)(6).

31



PROVING 
LIKELY 

CONFUSION

32

Davidoff & Cie. v. PLD Int’l Corp.,
263 F.3d 1297 (11th Cir. 2001)
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• point-of-sale;

The timing of actionable likely confusion:
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CONFUSION

• end consumers who are:

– prudent and not gullible; but also

– not necessarily sophisticated;

• upstream consumers in the trade;

Possible victims of likely confusion:
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CONFUSION

[A]ctual trade confusion is highly probative on the 
question of whether a likelihood of confusion 
exists, generally, in the marketplace, since 
[retailers] may be deemed more sophisticated 
about the origins and sources of product lines 
than average consumers.

Berkshire Fashions, Inc. v. Sara Lee Corp., 725 F. 
Supp. 790, 796-97 (S.D.N.Y. 1989), aff’d, 904 F.2d 
33 (2d Cir. 1990).
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PROVING 
LIKELY 

CONFUSION

[A plaintiff] need not prove confusion on 
the part of actual consumers. Prior to 1962, §
32(1)(a) of the Lanham Act required confusion, 
mistake, or deception by “purchasers as to the 
source or origin of such goods or services.” In 
1962, the quoted words were deleted, 
specifically to allow any kind of confusion in 
support of a trademark infringement action.

Marathon Mfg. Co. v. Enerlite Prods. Corp., 767 
F.2d 214, 221 (5th Cir. 1985) (citations omitted).
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PROVING 
LIKELY 

CONFUSION

• end lay consumers who are:

– prudent and not gullible; but also

– not necessarily sophisticated;

• upstream consumers in the trade; and, possibly,

• anyone.

Possible victims of likely confusion can include:
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• point-of-sale;

• pre-sale;

The timing of actionable likely confusion:
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Initial interest confusion, which is actionable under the 
Lanham Act, occurs when a customer is lured to a 
product by the similarity of the mark, even if the 
customer realizes the true source of the goods before 
the sale is consummated.

Promatek Indus. v. Equitrac Corp., 300 F.3d 808, 812 (7th 
Cir. 2002).
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40

Mobil Oil Corp. v. Pegasus Petroleum Corp., 818 F.2d 
254 (2d Cir. 1987)

PEGASUS PETROLEUM
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Dr. Seuss Enters. v. Penguin Books USA, Inc., 109 
F.3d 1394 (9th Cir. 1997)
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In the Internet context, in particular, entering a web 
site takes little effort – usually one click from a linked 
site or a search engine’s list; thus, Web surfers are 
more likely to be confused as to the ownership of a 
web site than traditional patrons of a brick-and-
mortar store would be of a store’s ownership.

Brookfield W. Commc’ns Inc. v. W. Coast Entm’t Corp., 
174 F.3d 1036, 1057 (9th Cir. 1999).
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[T]he default degree of consumer care is becoming 
more heightened as the novelty of the Internet 
evaporates and online commerce becomes 
commonplace ....

Network Automation, Inc. v. Advanced Sys. Concepts, 
Inc., 638 F.3d 1137, 1152 (9th Cir. 2011).
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LIKELY 

CONFUSION

[I]nitial interest confusion is of greatest concern 
when products are in competition with each other—
in those instances, customers may be drawn to a 
product and identify it with a particular source 
without realizing until later that it came from 
elsewhere.

Chatam Int’l, Inc. v. Bodum, Inc., 157 F. Supp. 2d 549, 
558 (E.D. Pa. 2001), aff’d, 40 F. App’x 685 (3d Cir. 2002).
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• point-of-sale;

• pre-sale; and

• post-sale.

The timing of actionable likely confusion:
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46

Chrysler Corp. v. Silva, 118 F.3d 56 (1st Cir. 
1997) 
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[I]n the context of [an] industrial machine, the 
typical consumer will not assume that the two 
manufacturers are associated in some way. 
Rather, where product configurations are at issue, 
consumers are generally more likely to think that a 
competitor has entered the market with a similar 
product.

Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 F.3d 376, 382-83 
(7th Cir. 1996).
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LIKELY 

CONFUSION

[A]ny relevant consumer confusion will likely occur 
prior to sale, if at all .... The inherently concealed 
nature of worn underwear diminishes the concern for 
post-sale confusion…. 

Munsingwear Inc. v. Jockey Int’l, Inc., 31 U.S.P.Q.2d 
1146, 1150 (D. Minn.), aff’d, 39 F.3d 1184 (8th Cir. 1994).
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• forward confusion; and

• reverse confusion.

The two “directions” of likely confusion:
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Big O Tire Dealers, Inc. v. Goodyear Tire & Rubber 
Co., 561 F.2d 1365 (10th Cir. 1977)
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Big O Tire Dealers, Inc. v. Goodyear Tire & Rubber 
Co., 561 F.2d 1365 (10th Cir. 1977)
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52

Masters Software, Inc. v. Discovery Commc’ns, Inc.,
725 F. Supp. 2d 1294 (W.D. Wash. 2010)



Ted Davis

Kilpatrick Townsend & Stockton LLP

Suite 2800, 1100 Peachtree Street

Atlanta, GA, 30309-4528

404.815.6534

tdavis@kilpatricktownsend.com
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Proving a Likelihood of Confusion
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Proving Likelihood of  Confusion – Creative Works
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Rogers v. Grimaldi (2d Cir. 1989)
• Second Circuit weighed competing public interests of the Lanham 

Act’s consumer protection against the First Amendment rights of an 
artist

• Created Balancing Test:
– Does the title have artistic relevance to the work?
– If so, use is permissible unless it expressly                                       

misleads as to the source or the content of                                              
the work



The Rogers Test

56

• Adopted by 3rd, 5th, 6th, 7th, 9th, 11th Circuits
– Seale v. Gramercy Pictures, 949 F. Supp. 331 (E.D. Pa. 1996), 

aff’d without opinion, 156 F.3d 1225 (3d Cir. 1998)

– Sugar Busters LLC v. Brennan, 177 F.3d 258 (5th Cir. 1999)

– Parks v. LaFace Records, 329 F.3d 437 (6th Cir. 2003)

– Fortres Grand Corp. v. Warner Bros. Entm’t, 947 F. Supp. 2d 
922 (N.D. Ind. 2013), aff’d without reaching First Amendment 
question, 763 F.3d 696 (7th Cir. 2014)

– Brown v. Elec. Arts, Inc., 724 F.3d 1235 (9th Cir. 2013)

– Univ. of Ala. Bd. of Trustees v. New Life Art, Inc., 683 F.3d 1266 
(11th Cir. 2012)

• Not aware of any courts specifically rejecting 
Rogers



First Prong: Artistic Relevance

57

• Ensures that use of the mark was intended to 
be artistic, not commercial

• Very low bar: “the level of artistic relevance 
merely must be above zero”

• “Black and white rule” limits the need for courts 
to engage in artistic analysis



First Prong: Artistic Relevance
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• VIRAG, S.R.L. v. Sony (N.D. Cal. 2015), aff’d (9th Cir. 
2017)
– The court found Sony’s use of VIRAG mark in its video game gave 

players a realistic simulation of European racing. 
• The court said it need not determine exactly how artistically relevant 

the mark is to the game, so long as it was “above zero.” 

• It was irrelevant that Sony also used the mark for commercial gain.



First Prong: Artistic Relevance
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• Twentieth Century Fox Television v. Empire 
Distribution (9th Cir. 2017)
– A “referential requirement does not appear in the text 

of the Rogers test and such a requirement would be 
inconsistent with the purpose of the first prong”



Second Prong: Explicitly Misleading
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• Method for determining if use is explicitly misleading is not 
as consistent across circuits as the “above zero” standard 
for first prong

– In the Second Circuit, “explicitly misleading” is 
determined “in the first instance, by application of the 
venerable Polaroid factors”

– In the Ninth Circuit, the focus is on the “nature of the 
user’s actions, rather than the impact of the use”



Second Prong: Explicitly Misleading – Second Circuit  
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• Communico v. DecisionWise (D. Conn. 2018)
– Court found the defendant’s use of the mark MAGIC for 

book to have more than zero artistic relevance but found 
the Polaroid factors weighed in favor of finding the title 
explicitly misleads as to the source of the book. 



Second Prong: Explicitly Misleading – Ninth Circuit

62

• Brown v. Electronic Arts (9th Cir. 2013)
– Court found the use of Jim Brown avatar in Madden NFL 

video game series satisfied the artistic relevance prong of 
Rogers and stated that the second prong required that the 
creator explicitly mislead consumers using overt claims or 
misstatements. 

• But see Hart v. Elec. Arts, Inc., 717 F.3d 141 (3d Cir. 2013) (finding 
Rogers test inappropriate for right of publicity claim at issue and 
finding use of Hart’s likeness in NCAA video game was not 
transformative enough to warrant summary judgment)



Brown v. Electronic Arts (9th Cir. 2013)
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• Relevant question is 

– “whether the use of Brown’s likeness would confuse 
players into thinking that Brown is somehow behind 
the game or that he sponsors the game”

AND

– “whether there was an explicit indication, overt claim, 
or explicit misstatement that caused such consumer 
confusion”

• Here, there were no facts showing that EA made any 
such explicit misstatements, so the court affirmed the 
district court’s granting of EA’s motion to dismiss.



Second Prong: Explicitly Misleading – Ninth Circuit
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• Gordon v. Drape Creative (9th Cir. 2018)
– This case “demonstrates Rogers’ outer limits”



Gordon v. Drape Creative (9th Cir. 2018)

65

• “[W]e have repeatedly observed that ‘the mere use of a trademark 
alone cannot suffice to make such use explicitly misleading’”

BUT

• “Using a mark as the centerpiece of an expressive work itself, 
unadorned with any artistic contribution by the junior user, may 
reflect nothing more than an effort to induce the sale of goods or 
services by confusion or lessen the distinctiveness and thus 
commercial value of a competitor’s mark”

• Here, court could not decide as a matter of law that use of the 
mark on greeting card was not explicitly misleading.

• The parties settled before the issue reached the district court on remand.



Second Prong: Explicitly Misleading - Other Circuits

66

• 5th Circuit follows 2nd Circuit’s approach
– Westchester Media Co. v. PRL USA Holdings, Inc., 214 F.3d 658 (5th 

Cir. 2000)

• 3rd, 6th, 7th, 11th Circuits have adopted 9th

Circuit’s approach (pre-Gordon)
– Seale v. Gramercy Pictures, 949 F. Supp. 331 (E.D. Pa. 1996), aff’d 

without opinion, 156 F.3d 1225 (3d Cir. 1998)

– Parks v. LaFace Records, 329 F.3d 437 (6th Cir. 2003)

– Eastland Music Grp., LLC v. Lionsgate Entm’t, 2012 WL 2953188, aff’d 
without reaching constitutional question, 707 F.3d 869 (7th Cir. 2013).

– Univ. of Ala. Bd. of Trustees v. New Life Art, Inc., 683 F.3d 1266 (11th 
Cir. 2012)



Likelihood of  Confusion - Gray Market Goods
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• Manufactured for sale outside U.S., bearing valid 
trademark, and imported to U.S. without trademark owner’s 
consent

• First sale doctrine allows resale of genuine goods without 
authorization of trademark owner

• Likelihood of confusion arises if imported goods are 
“materially different”



“Material Difference” Standard
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• Material differences are any differences that consumers 
would likely consider in purchasing a product (low 
threshold)

• Examples of “material differences”:

– Different packaging (different language, lack of glossy 
finish, different color, different design, different company 
contact information)

– Incompatibility (DVD region codes, hitch mechanisms)

– Nonphysical differences (lack of customer support, 
warranties)



“Material Difference” Standard
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• If U.S. trademark owner complains of a material 
difference when some of its own authentic 
products also carry the alleged material difference, 
the U.S. trademark owner typically loses.  
• E.g., SKF USA Inc. v. Int’l Trade Com’n, 423 F.3d 1307 (Fed. Cir. 

2005)

• Plaintiff ball-bearings manufacturer argued lack of post-sale 
technical and engineering services for gray-market ball bearings 
was “material difference”

• 12.6% of ball bearings plaintiff sold did not have such post-sale 
services either

• Fed. Cir. affirmed Int’l Trade Commission finding of no 
infringement



Hokto Kinoko v. Concord Farms (9th Cir. 2013)

70



Hokto Kinoko v. Concord Farms (9th Cir. 2013)
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• Mushrooms intended for sale in U.S. met U.S. Certified 
Organic standards (special growing medium)

• Mushrooms intended for sale in Japan didn’t meet U.S. 
Certified Organic standards (no special growing 
medium)

• Mushrooms intended for sale in U.S. had dual-language 
packaging 

• Mushrooms intended for sale in Japan had Japanese-
only packaging displaying Japanese company website 
and phone number

- Hokto Kinoko Co. v. Concord Farms, Inc., 738 F.3d 1085 (9th Cir. 
2013)



The Multi-Factor Test
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• Strength
• Similarity

• Between the marks
• Sound
• Appearance 
• Meaning

• Between the goods/services
• Between the purchasers
• Between the trade channels

• Where/how goods or services are sold
• Where/how goods or services are advertised

• Defendant’s intent 
• Actual confusion



Likelihood of  Confusion Test by Circuit
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• 1st Circuit: 8 factors
• Pignons S.A. de Mecanique de Precision v. Polaroid 

Corp., 657 F.2d 482 (1st Cir. 1981)
• 2nd Circuit: 8 factors

• Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 
492 (2d Cir. 1961)

• 3rd Circuit: 10 factors
• Interpace Corp. v. Lapp, Inc., 721 F.2d 460 (3d Cir. 

1983)
• 4th Circuit: 9 factors

• Sara Lee Corp v. Kayser-Roth Corp., 81 F.3d 455 (4th 
Cir. 1996)

• 5th Circuit: 8 factors
• Am. Rice Inc. v. Producers Rice Mill, Inc., 518 F.3d 321 

(5th Cir. 2008)
• 6th Circuit: 8 factors

• Frisch’s Rest., Inc. v. Shoney’s Inc., 759 F.2d 1261 (6th 
Cir. 1985)



Likelihood of  Confusion Test by Circuit
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• 7th Circuit: 7 factors
• Sorensen v. WD-40 Co., 792 F.3d 712 (7th Cir. 

2015)
• 8th Circuit: 6 factors

• SquirtCo v. Seven-Up Co., 628 F.2d 1086, 1091 (8th 
Cir. 1980)

• 9th Circuit: 8 factors
• AMF Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 

(9th Cir. 1979)
• 10th Circuit: 6 factors

• King of the Mountain Sports, Inc. v. Chrysler Corp., 
185 F.3d 1084 (10th Cir. 1999)

• 11th Circuit: 7 factors
• Alliance Metals, Inc., of Atlanta v. Hinely Indus., Inc., 

222 F.3d 895 (11th Cir. 2000)
• Federal Circuit: 13 factors

• In re E.I. du Pont de Nemours & Co., 476 F.2d 1357 
(C.C.P.A. 1973)



Proving a Likelihood of  Confusion
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• “[A] question of law based on underlying facts.” 
In re Coors Brewing Co., 343 F.3d 1340, 1343 (Fed. Cir. 
2003)

• Trademark owner has burden of proof



The Proofs
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• Strength of marks
• Degree of strength = Degree of protection

• Inherent strength: Where do marks fall on the 
“spectrum”?

• Commercial strength: How well do consumers know 
the mark?



Proofs: Inherent Strength

77

Fanciful

Arbitrary

Suggestive

Descriptive



Examples of  Generic Marks
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• CLOUDTV for on-demand video via the Internet – In re 
Activevideo Networks, Inc., 111 U.S.P.Q.2d 1581 (TTAB 
2014) 

• SERIAL for investigative reporting podcast – In re Serial 
Podcast, LLC, 126 U.S.P.Q.2d 1061 (TTAB 2018)



Examples of  Descriptive Marks
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• BEST BEER IN AMERICA for beer – In re Boston 
Beer Co. Ltd. P’ship, 198 F.3d 1370 (Fed. Cir. 1999) 
(affirming finding that mark was descriptive, 
laudatory claim of superiority and thus non-
registrable)

• PARK ‘N FLY for parking next to airports – Park ‘N 
Fly, Inc. v. Dollar Park and Fly, Inc., 469 U.S. 189 
(1985)



Examples of  Suggestive Marks
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• MOVIEBUFF for searchable movie database –
Brookfield Commc’ns, Inc. v. West Coast Entm’t Corp., 174 
F.3d 1036 (9th Cir. 1999)

• COPPERTONE (sunscreen) and PLAYBOY
(magazines) “conjure images of the associated 
products” though “a person without actual 
knowledge would have difficulty in ascertaining the 
nature of the products that the marks represent.” –
Sara Lee Corp. v. Kayser-Roth Corp., 81 F.3d 455 (4th Cir. 
1996) (quoting McCarthy’s Trademarks and Unfair 
Competition)



Examples of  Arbitrary Marks
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• GAP for apparel – Gap, Inc. v. G.A.P. Adventures 
Inc., 100 U.S.P.Q.2d 1417 (S.D. N.Y. 2011) 

• SUN for computer hardware and software – Sun 
Microsystems, Inc. v. Sunriver Corp., 36 U.S.P.Q.2d 
1266 (N.D. Cal. 1995)

• APPLE for computers is “arbitrarily assigned” and 
does not “suggest any quality, ingredient, or 
characteristic of the goods” – Sara Lee Corp. v. Kayser-
Roth Corp., 81 F.3d 455 (4th Cir. 1996) (quoting McCarthy’s 
Trademarks and Unfair Competition)



Examples of  Fanciful Marks
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• CLOROX, KODAK, POLAROID, EXXON are 
“made-up words expressly coined for serving as a 
trademark” – Sara Lee Corp. v. Kayser-Roth Corp., 
81 F.3d 455 (4th Cir. 1996) (quoting McCarthy’s 
Trademarks and Unfair Competition)

• XEROX



Proofs: Commercial Strength
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• Dollars spent on advertising and promotion
• Revenues earned
• Number of sales
• Length of use
• Amount and extent of third-party use



Cost of  Goods
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• How much do products at issue cost?
• Impulse purchase?
• Careful purchase?
• Distracted shopper?
• Educated consumer?
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Cost of  Goods
Estee Lauder Inc. v. The Gap, Inc., 108 
F.3d 1503 (2d Cir. 1997)

No likelihood of confusion where both 
parties used mark “100%” in connection 
with personal care products

“[W]e see no support for a finding that an 
appreciable number of ordinarily prudent 
consumers would likely think that Lauder, 
whose product costs $32.50 for less than 
two ounces in an upscale store, is the 
source of products that at Old Navy cost a 
small fraction of that price for 10 or 20 
times that quantity.”

Sun-Fun Prods., Inc. v. Suntan Research & 
Dev. Inc., 656 F.2d 186 (5th Cir. 1981)

Finding likelihood of confusion where both 
parties used mark incorporating “sunburst” 
design in connection with suntan lotion.

“[S]ince suntan preparations are relatively 
inexpensive items the buyer may take less 
care in shopping and selecting the product, 
thereby increasing the risk of confusion.”



Where Are Goods Sold?
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• In brick-and-mortar store?
• Online?
• In same location/trade channel?
• In different locations/trade channels?



New York City Triathlon – Same Channels
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• Plaintiff trademarks: NEW YORK CITY TRIATHLON, NYC 
TRIATHLON, and NYC TRI

• Plaintiff was granted preliminary injunction to stop 
Defendant using “NYC Triathlon Club,” “NYC Tri Club”, and 
“New York City Triathlon Club” as trade names, trademarks, 
domain names

• Plaintiff and defendant already operated in the same 
channels of trade

• Plaintiff and Defendant service the same individuals—
“those seeking to participate and train for an endurance 
sporting event.”
– New York City Triathlon, LLC v. NYC Triathlon Club, Inc., 704 

F.Supp.2d 305 (S.D.N.Y. 2010)



Stonefire Grill – Different Channels
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• Defendant was granted Motion for Summary Judgment; court found low 
likelihood of consumer confusion between Defendant’s “Stonefire” mark 
for flatbreads and Plaintiff’s “Stonefire Grill” mark for restaurant chain

• Customers: 

• Plaintiff’s customers – restaurant-goers in Southern California 
(advertising limited to Southern California)

• Defendant’s customers – food distributors, supermarkets, grocery 
patrons nationwide (advertising nationwide)

• Price: 

• A meal at Plaintiff’s Stonefire Grill costs over $10

• Defendant’s flatbread sells for less than $3

• No evidence showing that Defendant’s sampling truck that toured five 
cities competes with Plaintiff’s restaurants

– Stonefire Grill, Inc. v. FGF Brands, Inc., 987 F.Supp.2d 1023 (C.D. 
Cal. 2013)



Objective Evidence: Advertising
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• How and where are goods advertised
• Same media?
• Different media?



Similarity
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• Where goods are 
identical, less similarity in 
marks required

Goods

• Where marks are 
identical, less similarity in 
goods required

Marks



Objective Evidence: Intent
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• What motivated defendant to choose its mark?
• Likelihood of confusion may be presumed where 

defendant deliberately mimicked the plaintiff’s mark
• Example: YKK vs. YPP for zippers; YKK Corp. v. Jungwoo Zipper 

Co., 213 F. Supp. 2d 1195 (C.D. Cal. 2002) 
• Defendant rejected numerous options as not similar enough 

to YKK



Objective Evidence: Intent
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• But choosing a mark that calls to mind another’s 
mark does not necessarily create presumption: 
No monopoly on two-syllable marks with 
Scandinavian “flair”
– Haagen Dazs v. Frusen Gladje, 493 F.Supp. 73 (S.D.N.Y. 1980)



Objective Evidence: Actual Confusion
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• Actual confusion is the best evidence of the 
likelihood of confusion, but it is not required
• McCarthy on Trademarks § 23:12-13

• “Evidence of actual confusion can be both 
expensive and difficult to obtain.”
• Guthrie Healthcare Sys. v. Context Media, Inc., 826 F.3d 

27 (2d Cir. 2016)



Experts
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• Survey Experts
– To conduct surveys 

and present them

– To critique surveys

• Other experts
– Linguists

– Marketing experts

– Industry experts

– Legal experts



Survey Fundamentals
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• Manual for Complex Litigation, Fourth, § 11.493
– Choose the right people to interview (“the universe”)

– Obtain a fair sample

– Use qualified interviewers who follow proper procedures

– Make questions clear, relevant, and non-leading

– Analyze and present the results properly and fairly



Survey Fundamentals: Who to question?
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• Potential customers likely to be exposed to the 
marks at issue
– Forward confusion—the accused infringer’s customers

– Reverse confusion—the trademark owner’s customers

• Relevance is the key: questioning the wrong 
people produces irrelevant results
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• Survey should strive to replicate real world
– Participants should see the marks at issue as they 

would when deciding what to buy

– Survey should avoid biased or misleading presentations

• Example—showing two marks side-by-side when 
they are not sold that way

Survey Fundamentals:
What Should Participants Be Shown?
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• Eveready format – Union Carbide Corp. v. 
Ever-Ready Inc., 531 F.2d 366 (7th Cir. 1976)
– Who do you think makes this product, if you 

know?

– Do you think the maker of this machine offers 
any other products or services?

• If yes, what other products or services?

• What makes you think so?

• Best for when plaintiff’s mark has “top of mind” 
recognition that can be triggered by a similar 
mark.

• Swann, Eveready and Squirt—Cognitively 
Updated, 106 Trademark Rptr 727 (2016) 

Survey Fundamentals:
What Questions Should Be Asked



99

• Squirt format – SquirtCo. v. Seven-Up Co., 
628 F.2d 1086 (8th Cir. 1980)
– Lineup or Array format

– [After showing first product] Do you think this 
product is made by the same company as the 
product I just showed you?

– If yes, what makes you think so?

– Best when products are sold side-by-side
– Swann, Eveready and Squirt—Cognitively 

Updated, 106 Trademark Rptr 727 (2016) 

Survey Fundamentals:
What Questions Should Be Asked



Survey Fundamentals: Controls
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• Surveys of likelihood of confusion usually need a 
control
– A “dummy” stimulus to weed out “confusion” caused by 

guessing or other factors unrelated to similarity of the 
marks

• e.g., “Sandoz” in survey to measure whether “Zeneca” for ag 
chemicals conflicted with “Seneca” for seeds

• See Saxon Glass Techs., Inc. v. Apple Inc., 393 F. Supp. 
3d 270 (W.D.N.Y. 2019) (survey rejected for not using a 
control, among other defects)



Survey Fundamentals: What Are Good Results
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• “Where other evidence is supportive, courts have 
found a likelihood of confusion when survey results 
are between 10% and 20%.” 
– McCarthy on Trademarks, § 32:188



Other Experts
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• Linguists
– Can testify about similarity or differences in meaning or 

sound of marks and strength of marks
• e.g. “Whisper quiet” for laundry dryers is descriptive

• Whirlpool Properties, Inc. v. LG Elecs. U.S.A., Inc., 2005 WL 3088339 
(W.D. Mich. 2005)

• e.g. Similarity between “Swedish Fish” and “Sqwish Fish”
• Malaco Leaf, AB v. Promotion In Motion, Inc., 287 F. Supp. 2d 355 

(S.D.N.Y. 2003)



Other Experts
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• Industry experts 

• Who buyers are and how they decide
– e.g., purchasers of ladies’ raincoats are careful

– Result—no confusion between DRIZZLE for women’s 
coats and DRIZZLER for golf jackets. McGregor-
Doniger Inc. v. Drizzle Inc., 599 F.2d 1126 (2d Cir. 
1979) 

– e.g., guitarists use instruments’ head stocks to identify 
brand.  Yamaha Int’l Corp. v. Hoshino Gakki Co., Ltd., 
840 F.2d 1572 (Fed. Cir. 1988)



Other Experts
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• Legal expert
– “A trademark attorney can assist the judge and jury 

about matters such as the technical aspects of applying 
for and obtaining a federal trademark registration but 
should not give her opinion on the ultimate issue of 
trademark infringement and likelihood of confusion.”

– McCarthy on Trademarks, § 23:2.75



When to Use Experts
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• Preliminary injunction

• Summary judgment

• Trial

• Expert disclosures

• Expert reports

• Daubert motions—expert must be qualified, and 
her testimony must “fit” (be relevant and useful) 
and reliable.  Rules 702, 703, 403



Conclusion: Formula for Winning
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• Start with a compelling theme

• Tell a compelling story

• Marshal the objective facts

• Strategically deploy surveys and experts
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Questions?



Thank you!
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Robert D. Litowitz (rob.litowitz@kelly-ip.com)
• Seasoned litigator with experience in litigating trademarks and other 

IP rights before the courts, the ITC, and the TTAB

• Practice includes litigation, counseling clients, and obtaining, 
maintaining, and enforcing their trademark rights, both in the United 
States and abroad

• Additional expertise in the area of trademark surveys



Disclaimer
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These materials are public information and have been prepared solely 
for educational and entertainment purposes to contribute to the 
understanding of U.S. intellectual property law. These materials reflect 
only the personal views of the authors and are not individualized legal 
advice. It is understood that each case is fact-specific, and that the 
appropriate solution in any case will vary. Therefore, these materials 
may or may not be relevant to any particular situation. Thus, the 
authors and Kelly IP, LLP cannot be bound either philosophically or as 
representatives of their various present and future clients to the 
comments expressed in these materials. The presentation of these 
materials does not establish any form of attorney-client relationship with 
the authors or Kelly IP, LLP. While every attempt was made to ensure 
that these materials are accurate, errors or omissions may be 
contained therein, for which any liability is disclaimed.


