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Tips for Optimal Quality

Sound Quality
If you are listening via your computer speakers, please note that the quality 
of your sound will vary depending on the speed and quality of your internet 
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 
1-877-447-0294 and enter your Conference ID and PIN when prompted. 
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
so we can address the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom 
right of the slides. To exit full screen, press the Esc button.
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Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 
participation in this webinar by completing and submitting the Attendance 
Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 
that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
ext. 2.
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Program Materials

If you have not printed the conference materials for this program, please 
complete the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 
to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 
printer icon.
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Lanham Act § 45
The term “trademark” includes any word, name, 
symbol, or device, or any combination 
thereof…used by a person… to identify and 
distinguish his or her goods, including a unique 
product, from those manufactured or sold by 
others and to indicate the source of the goods, 
even if that source is unknown. 
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Trademark Distinctiveness

Inherently 
Distinctive
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Generic

Fanciful

Arbitrary

Suggestive

Descriptive

Not 
Inherently 
Distinctive
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Use as a Mark 
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10

Failure to Function
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Failure to Function



Failure to Function
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“Primarily something else” marks

• Hashtag (#BeUnprecedented)
• Domain name (FreshHerbs.com)
• Celebrity name (Kim Kardashian West)
• Catchphrase (Make America Great Again)
• Informational matter (Spectrum)
• Decoration, design (Fantasia)
• Serial or model no. (171994)
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Hashtag: #BeUnprecedented
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In re Shenandoah 
Growers 

(TTAB 2008) 
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Celebrity name: KIM KARDASHIAN WEST

16



Catchphrase: 
MAKE AMERICA GREAT AGAIN
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Informational matter:
In re Aerospace Optics (TTAB 2006)
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Thoroughbred Legends, LLC v. The 
Walt Disney Co., 2008 WL 616253 

(N.D. Ga. Feb. 12, 2008)
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Model number:
Tenneco v. Kingdom Auto Parts, 

410 F. App’x 841, 844 (6th Cir. 2010) 
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What do we talk about 
when we talk about use as a mark?

• Relative size
• Color 
• Distinctive font
• Stylization 
• Prominent placement (“the trademark spot”)
• Set off by itself
• Use of TM or ® symbol 
• All caps or initial caps
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Use as a Mark 
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Lee et al survey
“In the product package shown, ‘Wonderful’ [is a 

brand name] / [is not a brand name] [don’t know]” 
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80% brand name 70% brand name



Lee et al survey

“In the product package shown, ‘Wonderful’ [is a 
brand name] / [is not a brand name] [don’t know]” 

24
33% brand name 27% brand name
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In re Eli Lilly & Co. (TTAB 2015)
Fanciful TM + borderline UAM = protectable
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CHIPSET-FREE CHARGING 
Descriptive + borderline UAM = unprotectable
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So what?
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Dangers of overprotecting matter that fails to function:
• Deadwood on the register
• Chills competition
• Chills competitor & consumer speech
• Bad litigation/TTAB outcomes 
• Bargaining in the shadow of the law
• Bullying 



RESPONDING TO FAILURE TO 
FUNCTION AS A TRADEMARK 

REJECTIONS

Joseph R. Englander, Shareholder

FOWLER WHITE BURNETT

jenglander@fowler-white.com



TMEP GUIDELINES

TMEP §1202.19(e)    Failure-to-Function Refusal
In re Bose Corp., 192 USPQ 213, 215 (C.C.P.A. 1976)
Does the applied for mark function as a trademark?
Is the mark inherently distinctive?
Does the mark identify the source of the goods 

and services?
Does the mark create c commercial impression?

30



“FAILURE TO FUNCTION” AT THE USPTO
T.M.E.P. §1202 Distinctiveness Determination
• The mark must serve as an indicator of the source of the goods or services,

identifying and distinguishing them from those of others.
• The mark must create a commercial impression when the mark is used in

connection with the identified goods or services. See In re Aerospace Optics,
Inc., 78 USPQ2d 1861, 1862 (TTAB 2006). ("A critical element in determining
whether matter sought to be registered is a trademark is the impression the
matter makes on the relevant public. Thus . . . the critical inquiry is whether
the asserted mark would be perceived as a source indicator. . . . To be a
mark, the term must be used in a manner calculated to project to
purchasers or potential purchasers a single source or origin for the goods. . .
. We determine whether this has been achieved by examining the
specimens of use along with any other relevant material submitted by
applicant during prosecution of the application.").
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RECENT PRECEDENT
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RECENT PRECEDENT

In In re Serial Podcast, LLC, 126 USPQ2d 1061 (TTAB
2018), the Board noted, “Most common geometric
shapes, such as circles, squares, triangles, ovals, and
rectangles, when used as backgrounds for the display of
word marks, are not considered inherently distinctive,
and have difficulty acquiring distinctiveness.”
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RECENT PRECEDENT

In In re General Mills IP Holdings II, LLC, 124 USPQ2d 1016, 1018 
(TTAB 2017), the color yellow for cereal was found to lack 
acquired distinctiveness despite use on Cheerios boxes for 
seventy years. The decision was based in part on the fact that the 
yellow boxes also featured the CHEERIOS trademark. and so 
"there was little reason for consumers to rely on the yellow color 
of the box as a source identifier."
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RECENT PRECEDENT

PREDICTIVE ENTREPRENEUR for educational services including 
seminars 
Refusal reversed
In re Meredith Madsen, Serial No. 87054308 (September 24, 
2019)

35



RECENT PRECEDENT

PREDICTIVE ENTREPRENEUR

Single creative works include works in which the content does not
change, whether that work is in printed, recorded, or electronic
form. A theatrical performance is a single creative work because
the content of the play, musical, opera, or similar production does
not significantly change from one performance to another. In re
Posthuma, 45 USPQ2d at 2014; TRADEMARK MANUAL OF
EXAMINING PROCEDURE (TMEP) §1202.08(a) (2019).
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RECENT PRECEDENT

PREDICTIVE ENTREPRENEUR

“live performances by musical bands, television and
radio series, and educational seminars are presumed to
change with each presentation and, therefore, are not
single creative works.” TMEP § 1202.08(b)
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RECENT PRECEDENT

INTELLIGENCE OF THINGS - In re Flex Ltd., Serial Nos. 86453853 and 86493735
(December 9, 2019)

Refusal upheld

1. The meaning of the proposed mark must be considered in relation to the
services at issue, and here the evidence shows that INTELLIGENCE OF
THINGS has a "consistent and well-understood meaning" in connection with
applicant's services.

2. The Board is not concerned with the perception of the "general public" but
with that of the purchasers of applicant's services.

3. The phrase need not be a "topic of nationwide awareness."
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RECENT PRECEDENT

MOTOR NUMBERS MR1109, MR1108, and MR1107

 Rejection upheld - the proposed marks were merely model designations and, 
therefore, the terms would not be seen source identifying marks.

 In re HD Medical Electronic Products Inc., Serial Nos. 87207915, 87207919, 
and 87207921 (Feb. 7, 2020) [not precedential]. 

 “record is simply devoid of any evidence that anyone other than Applicant 
considers the proposed marks to be source-identifiers rather than indicators 
of product compatibility in automotive production and repair.” 

 Use of TM symbol after the model numbers was evidence of intent, but not 
how consumers view the marks.
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RECENT PRECEDENT

A motion mark for "conducting sightseeing travel tours 
by bus” 
Rejection upheld

In re The Ride, LLC, 2020 U.S.P.Q.2d 39644 (T.T.A.B. 2020)
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RECENT PRECEDENT
The application describes the mark as follows:

The mark consists of the live visual and motion elements of the trade
dress of a guided bus tour in which as the bus approaches at least one
predetermined location on the tour an entertainer who is dressed as a
banker walks normally along the street and then performs a tap dance
routine dancing act when the bus stops at the predetermined location
as viewed from inside of the bus. The drawing shows two sequential
freeze-frames of the mark, in which the top frame shows an entertainer
dressed as a banker walking along the street on the side of the bus and
in which the bottom frame shows the entertainer performing a tap
dance routine at the predetermined location. Dotted lines in the
drawing show placement of the mark and are not part of the mark.

None of the specimens showed this.
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RECENT PRECEDENT

In re The Ride, LLC, 2020 U.S.P.Q.2d 39644 (T.T.A.B. 2020)
 The Board discounted the survey provided, finding the Applicant

failed to conduct a survey "mini-course" to test the
understanding of the participants as to whether something
functions as a mark.

 Applicant's specimen "displays various images of a tap dancer
along with other identifiers, principally, The Ride and The
RideNYC.com. The Board could not “infer ... that consumers will
perceive the proposed mark, amid these other more traditional
designations, as a source indicator."
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RECENT FEDERAL CIRCUIT FAILURE 
TO FUNCTION DECISION

In re Light  662 F. App’x 929 (Fed. Cir. 2016)
Rejection upheld

Each proposed mark contains over 570 words, arranged in column format, and, at core,
“identifies what appears to be a title (of a story, e.g.) and a list of fanciful, fictional names for
characters.”

The submitted specimens do not suggest otherwise. The cover of the submitted playbook bears
the title: “The Triple-Shimmering Shimmering Rainforest, Shimmering Ballerinas & Dancers And
Shimmering Breezes Storybook Have Fun Playbook & Storybook For Children.” See Joint App.
254 (No. 2014-1597). It displays the proposed mark to the right of the Introduction, which
similarly contains a list of character names. Id. at 257.

“[R]eaders and users of [the playbook] will understand the applied-for matter as simply
identifying a title or theme for the playbook, [and] a corresponding list of character names in
the playbook.” Decision I at *5; Decision II at *4. Nothing about the use of the proposed marks
in the playbook supports Light's argument that the proposed marks operate to identify the
source of goods.
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OPTIONS FOR RESPONDING TO FAILURE 
TO FUNCTION REJECTION

 Amend to Supplemental Register
 Argue Distinctiveness of Mark If Possible
 Amend to 2(f) – Five Years Exclusive Use for Acquired 

Distinctiveness
 Confirm Specimen May Be Improved
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TAKEAWAYS
1. STACK THE DECK FOR SPECIMENS – “LOOK FOR”
2. CONFIRM MINI-COURSE FOR SURVEYS.
3. ADVERTISE MODEL NUMBERS AS SOURCE 

IDENTIFIERS
4. PROVIDE EASY-TO-APPROVE SPECIMENS.
5. CHECK WITH YOUR CLIENTS ABOUT NEW 

GOODS/SERVICES:
 MASKS
SANITIZERS/WIPES
TAKE OUT/ DELIVERY SERVICES
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