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Where’s the Beef? Or, the Trademark?
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Making the Words Bigger May Not Work
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Or Perhaps so, if You Really Mean it?
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• Generic Matter, see TMEP §1209.01(c)(iii);

• Purely Ornamental Matter, see TMEP §1202.03(a);

• Functional Matter, see TMEP §1202.02(a)(iii)(A); and

• Merely Informational Matter, see TMEP §1202.04.

• Neither Section 2(f) Evidence nor an Amendment to the
Supplemental Register are possible. TMEP §1212.04(d).

Trademark Capability: Failure to Function
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• Is the Designation in Question Actually a Valid Trademark?

• Heightened Attention Applied at USPTO Since January 2017.

• Draft Examination Guide for Incapable Informational Matter 
published during Constitutional Challenges to Section 2(a).

• TMEP §1202.04 on “Informational Matter” was Updated and 
Substantially Rewritten in October 2018, to Incorporate the 
Various Types of “Informational Matter” that is Incapable.

Trademark Validity: Is it a Mark or Not?

7



GTLAW.COM

• Any perceivable subject matter may constitute a trademark, 
provided it is used or there is a bona fide intention to use it:

• To identify the claimant’s goods and/or services;

• To distinguish the claimant’s goods and/or services from those 
goods/services manufactured or sold by others; and

• To indicate the source of the goods/services, even if that source is 
unknown.

• Section 45 of Lanham Act, 15 U.S.C §1127 (“Trademark”).

The Definition of a Trademark is Broad
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The Trademark Spectrum of Distinctiveness
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So, What About the Best Beer in America?
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In re Boston Beer Co. L.P., 198 F.3d 1370, 1373, 53 U.S.P.Q. 2d 1056, 1058 (Fed. Cir. 1999).
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So, You’re Telling Me There’s a Chance!
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What is America’s Best Beer Drinking City?
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How About the Greatest Show on Earth?
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An Early Unheeded Warning Against the 
Proliferation of Incapable Subject Matter
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• There is no question that the USPTO appears to be more and
more focused on refusals asserting that the claimed subject
matter fails to function as a trademark, relying on 15 U.S.C.
§§ 1051, 1052, and 1127, rendering it incapable of serving as a
trademark.

• When a claimed service mark is at issue, the additional basis
for refusal is 15 U.S.C. § 1053.

Informational Refusals are on the Rise
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Informational Refusals: “Incapable 
Informational Matter”– Exam Guide 2-17
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• “The USPTO will not register a mark unless it functions as a mark.” 
TMEP §1202.17(c); see also 15 U.S.C. §§1051, 1052, 1053, 1127; In 
re Bose Corp., 192 USPQ 213, 215 (C.C.P.A. 1976) (“Before there 
can be registration, there must be a trademark….”); In re Int’l 
Spike, Inc., 196 USPQ 447, 449 (TTAB 1977) (“Registration 
presupposes the existence of a trademark to be registered.”); see 
generally TMEP §1202.

The TMEP Makes Clear that the Failure to 
Function Refusal Will be Enforced
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• “The matter merely conveys general information about the 
goods or services,” see TMEP §1202.04(a);

• “The matter is a common phrase or message that would 
ordinarily be used in advertising or in the relevant industry, 
or that consumers are accustomed to seeing used in everyday 
speech by a variety of sources,” see TMEP §1202.04(b);

The “Merely Informational” Categories
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• “The matter is a direct quotation, passage, or citation from a 
religious text used to communicate affiliation with, support 
for, or endorsement of, the ideals conveyed by the religious 
text,” see TMEP §1202.04(c).

The “Merely Informational” Categories
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• “Merely conveys general information about the goods,” or

• “Highly laudatory claims of superiority” are both incapable;

• Incapability refusals often lack the more exacting body of 
evidence typically needed to support refusal on genericness;

• “The Best Beer in America” is the poster-child for this type;

• A more recent example is: “World’s Best Down” for bedding.

Informational Refusals: When Matter 
Conveys General Information of Goods
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Laudatory v. Highly Laudatory Claims?
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• The first precedential decision from the TTAB in 2019 refused Wal-
Mart’s attempt to federally-register INVESTING IN AMERICAN 
JOBS as a service mark for retail store services, affirming the 
Examining Attorney’s refusal based on failure to function. 
In re Wal-Mart Stores, Inc., 129 U.S.P.Q.2d 1148 (2019).

Informational Refusals: Matter Conveys 
Widely Used or Common Messages
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• WORST MOVIE EVER!

• LEGAL LANDMINES

• SHE KNEW SHE COULD

• JUST ANOTHER DAY IN 
PARADISE

• SAY YES TO WHAT’S NEXT

• TEXAS LOVE

Overview of Recent Failure-to-Function 
Cases 

• INTELLIGENCE OF THINGS

• JOHN 15:11 PUBLICATIONS

• CABINETS ASSEMBLED BY YOU

• I LOVE YOU SO MUCH

• MAMA BEAR

• THE NEXT MOVE IS YOURS
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• Evidence of third-party use of
phrases similar to (not
identical to) the applied-for
phrase (SHE KNEW SHE
COULD) is probative.

• Applicant’s own use was
ornamental.

Failure to Function: Representative Cases
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In re PIF Group LLC, Serial No. 88084519
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• “The fact that Applicant claims
to be the first user of a
ubiquitous designation is not
dispositive on the issue of
registrability where, as here,
the evidence shows that the
proposed mark is ubiquitous.”

Failure to Function: Representative Cases
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In re Sarah Marie Duncan d/b/a Loved by 
Hannah and Eli, Inc., Serial No. 86923714
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• “Matter that is widely used to convey 
ordinary or familiar concepts or 
sentiments, or social, political, religious, or 
similar informational messages that are in 
common use, would not be perceived as 
indicating source and is not registrable as a 
mark.”

• No source-indicating commercial 
impression, even when used on 
hangtag or label

Failure to Function: Representative Cases
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In re Team Jesus LLC, Serial No. 88105154



GTLAW.COM

Failure to Function: Representative Cases
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In re Born in the USA LLC, Serial No. 87867549

• “The evidence showed that BORN 
IN THE USA is a widely used 
informational message that 
goods originate from the United 
States.”

• TTAB did not find third-party 
registrations for BORN IN THE 
USA determinative.
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• “LEGAL LANDLINES conveys
information about the subject of
Applicant’s business coaching and
educational services.”

• Sounds more like a 2(e) refusal
than a failure-to-function refusal.

• Dissent

Failure to Function: Representative Cases
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In re Nancy D. Greene
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(Not A) Failure to Function: Representative Cases
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In re Lori Allen Enterprises, LLC, Serial No. 88546889

• “[T]he Examining Attorney’s
evidence does not rise to the level
of demonstrating that use of “say
yes to what’s next” is so common
or widespread that the consuming
public would view it as a common
place expression or sentiment.”

• Intent-to-use application
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• “[I]n our view, use of the applied-for mark is 
not sufficiently widespread such that we can 
find it inherently incapable of serving as a 
source identifier …”

• Third-party ornamental use of phrase is only 
one factor relevant to consumer perception.

Ability to function? [not precedential]

JUST 
ANOTHER 

DAY IN 
PARADISE
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In re Rodeowave Entertainment, LLC, Serial No. 87801076
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• Applicant’s use of the phrase is considered, but not dispositive.

• Third-party registrations for the same applied-for phrase are usually
not probative.

• Examiner’s evidence is key.

• Consider applying before applicant starts using the phrase.

• Being the first user of the phrase doesn’t save the day.

Takeaways From Cases
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• Failure-to-function, “merely informational” registration refusals are
usually based on one of the following reasons:

• The claimed mark merely conveys “general information about the goods or
services,” e.g., highly laudatory claims of superiority (TMEP §1202.04(a))

• The claimed mark is a common phrase or “widely used message” in the
relevant industry or that consumers are accustomed to seeing in everyday
speech by a variety of sources (TMEP §1202.04(b))

• The claimed mark is a direct quotation, passage, or citation from a religious
text used to convey affiliation with religious ideals (TMEP §1202.04(c))

Failure-to-Function/Merely Informational Refusals:
Overview and Tips for Responding
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• Submit arguments and evidence against the refusal.
• Arguments and evidence should support that the mark is 

perceived as a single source indicator for the goods or services.

• Submit a substitute specimen (use-based applications).
• It may be helpful to submit a specimen that more clearly shows 

trademark use (in addition to arguing against the refusal). 

• But see TMEP 12002.04(d) (“The examining attorney should 
not suggest that a substitute specimen be submitted”)

Options for Responding to the Refusal
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• Submit an allegation of use (if possible) or argue the 
refusal is premature for ITU applications. 

• If a persuasive specimen of use is available, file an allegation of 
use, in addition to arguing against the refusal.

• Otherwise, argue refusal is premature without a specimen.

Options for Responding to the Refusal
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• Cannot overcome refusal by claiming acquired distinctiveness 
under Section 2(f).

• Cannot overcome the refusal by amending application to seek 
registration on the Supplemental Register.

• See TMEP 1202.04(d) (matter that is incapable of functioning as 
a mark cannot acquire distinctiveness)

Not Options for Responding to the Refusal
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• Discredit the Examining Attorney’s evidence 
• Discredit evidence that isn’t relevant, e.g., uses of the mark in a 

different industry or in connection with unrelated goods/services.

• Discredit evidence that doesn’t contain the applied-for mark but rather 
only portions or variations of the mark.

• Clarify any evidence cited by EA that points to applicant rather than 
third parties (supports that the mark is a single-source indicator).

• Argue evidence of record is insufficient when the EA only cites a few 
examples to support a conclusion that the mark is “widely used.” 

Tips for Arguments and Evidence
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• Build evidence of perception of trademark function
• Submit as many good examples as possible of uses of mark by

applicant, so that the record predominantly points to applicant’s uses
as a source indicator, rather than third-party informational uses.

• Submit evidence and arguments supporting that any instances of
third-party informational use of the applied-for mark are irrelevant.

• Argue that applicant’s specimen(s) of use supports trademark function
based on, e.g., the “size, location, dominance, and significance” of the
mark on the specimen. See TMEP § 1202.04(b).

Tips for Arguments and Evidence
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• Clean up any of applicant’s unfavorable evidence
• Carefully review all of applicant’s websites (and any licensee or third-

party websites that applicant can control) and remove/modify any
unfavorable, informational uses of the applied-for mark.

• It is important to do so after the initial Office Action, especially
regarding any website evidence that the EA has not yet found, because
the EA will often search online again for more evidence to build the
record supporting a Final Office Action refusal.

Tips for Arguments and Evidence
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• Argue the refusal is premature for ITU applications
• “The issue of whether a designation functions as a mark usually is tied to 

the use of the mark, as evidenced by the specimen. Therefore, unless the 
drawing and description of the mark are dispositive of the failure to 
function without the need to consider a specimen, generally, no refusal on 
this basis will be issued in an intent-to-use application” TMEP § 1202.

• See also TMEP §§ 1202.04, 1202.17(c)(ii)(A) (the failure-to-function refusal 
is “a specimen-based refusal.”)

• Therefore, EA has the option to provide merely an advisory of the potential 
refusal, depending on the specimen that will be submitted. TMEP § 1202. 

Tips for Arguments and Evidence
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• Argue the refusal is premature for ITU applications
• In Re Ocean Tech., Serial No. 87405211 (TTAB 2019) [precedential]

(trademark function is determined “by reviewing the specimens and other
evidence of record showing how the applied-for matter is used”)

• In Re Aerospace Optics, 78 U.S.P.Q.2d 1861 (TTAB 2006) [precedential]
(“[T]he critical inquiry is whether the asserted mark would be perceived as
a source indicator…. We determine whether this has been achieved by 
examining the specimens of use….”)

• See, for example, App. Serial No. 88626887 (successfully argued refusal
was premature for an ITU application)

Tips for Arguments and Evidence
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• The specimen is critically relevant to the perception of trademark
function based on, e.g., the “size, location, dominance, and
significance” of the mark on the specimen. See TMEP § 1202.04(b).

• Helpful to use mark in capitalized, large, or bold font.

• Helpful for mark to appear mark alone rather than in a sentence.

• Helpful for mark to be used as an adjective rather than a noun.

• Use of “TM” symbol is helpful, but not dispositive.

Tips for Specimens 
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• In re Mentor Graphics Corp., Serial
No. 78325604 (TTAB 2008) (use of
VIRTUAL WIRES “in all capital
letters followed by the TM symbol in
all bolded capital letters,” as an
adjective to modify “technology,”
evidenced use as a mark; reversing
failure-to-function refusal).

Tips for Specimens - Example 
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•
• KEEP CALM AND CARRY ON (Serial No. 

88168169) for strollers, baby carriages, etc.

• Approved, SOU accepted, will be registered
soon – without any Office Action!

• Is this a widely used message that
consumers are accustomed to seeing in
everyday speech from a variety of sources?

Another Example – Keep Calm and Carry On 
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• KEEP CALM AND CARRY ON (Serial No. 90301694) for backpacks, baby carriers, etc.

• Same applicant and mark, but different examiner. ITU application; no specimen.

• Failure-to-function refusal issued, concluding that this phase “is commonly used to refer to
‘persistence in the face of challenge’ and conveys a message of support…. [T]his expression
commonly [is] used in everyday speech by many different sources” (citing Wikipedia).

Similar Example – Keep Calm and Carry On 
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