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Today’s Agenda 
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• Assessing the Risk of Genericide for Brand Owners
• What is Trademark Genericide?
• How and When Does the Threat of Trademark Genericide Arise? 
• How Realistic is the Threat of Genericide to Brand Owners?
• What Are the Consequences of a Trademark Becoming a Generic Designation?

• Recent Federal Court and TTAB Developments
• Genericide Cases and Genericism Decisions – Two Sides of the Coin
• How is Genericness Established at the TTAB and in Federal Courts?
• What Are the Lessons Learned from the Decisions Ruling on Genericness?
• Is Trademark Genericide a Self-Inflicted Wound or is it Unavoidable in Some Cases?

• Mitigating the Risk of Genericide



Identifying and 
Assessing the 
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Trademark Attorneys Need Thick Skin

Why is the trademark attorney “the most basic figure”?
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• Trademark Definition
• Critical Elements

• Identifies Goods/Products

• Distinguishes from Goods/Products of others

• Indicates source of Goods/Products

• Must appear on Goods, attached to Goods, on containers, or point 
of sale display materials

• Compare Service Marks

Trademark and Brand Protection
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• Often stated that a trademark owner must police others because of a legal “duty” to 
enforce its rights or lose them.

• No such formal legal obligations exist in the Lanham Act.

• Courts and some in the media –parroting brand owners - have repeated this legal 
duty language, a discerning analysis shows consequences, no duty.

• Trademark rights are not like real estate property lines.

• The true scope of trademark rights is tested case by case.

• So, how realistic is the risk of losing all rights with genericide?

• In other words, what is the real risk of abandonment of rights through genericide?

Is There a Legal Duty to Enforce?
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Once a Trademark, Not Always a 
Trademark
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The Unfortunate Case of Genericide
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Understand the Spectrum of Distinctiveness
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Trademark 
Use
Guidelines

Does Forbidding Trademark Use as a 
Noun Mitigate Genericide?

• “NEVER use a trademark as a 
noun.  Always use a trademark as 
an adjective modifying a noun.”

• Examples:
• LEGO toy blocks

• Amstel Beer
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Does the Use of “Brand” Next to the 
Trademark Help Educate Consumers?

11



GTLAW.COM

Trademark 
Use
Guidelines

Does Forbidding Verb Use Mitigate Genericide?

• “NEVER use a trademark as a 
verb.”

• Examples:
• “You are NOT xeroxing”

• “You are NOT rollerblading”

12



GTLAW.COM

Are These Brands Throwing Caution to the Wind?
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• Exercise caution when verbing brands/trademarks:
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Brand Verbing Trend: Aleve It, Alone?
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Lower Case Brand Trend Defies Genericide
Exercise caution when adopting all lower case 
visual brand styles
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How Realistic is the Risk of Genericide?

16



GTLAW.COM

How Realistic is the Risk of Genericide?
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How Would You Describe These Goods?
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Caution When Branding a New Category
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Trampoline Was Once a 
Valid Trademark for 
“Rebound Tumblers”
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Trampoline is a Trademark for Shoes!
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Escalator Isn’t Generic For Everything!
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If Only Honeycrisp Was a Trademark . . .
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Transforming a Commodity into a Brand
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Minnesota’s Most Recent Apple Brands
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Owning The Visual Identity of a Generic 
Word is Possible, But Only Sometimes
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Credit for Inventing the Entire Category?
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Recent Federal 
Court and TTAB 
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But First, the Trademark Grim Reaper
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• Plaintiff registered 763 domain names, each incorporating the term “google”

• Google filed UDRP proceeding and successfully recovered domain names

• Plaintiff then sued Google in federal district court (Arizona), seeking to cancel the 
GOOGLE mark on the ground that the term “google” had become generic for internet 
searching

• Parties filed cross-motions for summary judgment; Google prevailed

• Plaintiff argued that the relevant public uses “google” as a verb and that use of a mark as a 
verb = generic use as a matter of law

• Plaintiff appealed to the Court of Appeals for the Ninth Circuit

Elliott v. Google, Inc., 860 F.3d 1151 (9th Cir. 2017).

It’s Not Generic. I Googled It.
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• Ninth Circuit affirmed Google’s summary judgment win – GOOGLE is not generic

• Plaintiff argued that the term “google” was primarily understood by the general public as a 
generic term to describe the act of searching the internet

• “Primary significance test” – Has the mark become generic for a particular type of good or 
service? (here, internet search engines)

• Verb use does not automatically constitute generic use

• “Even if we assume that the public uses the verb ‘google’ in a generic and indiscriminate 
sense, this tells us nothing about how the public primarily understands the word itself, 
irrespective of its grammatical function, with regard to internet search engines.”

• SCOTUS declined to hear the case

Elliott v. Google, Inc., 860 F.3d 1151 (9th Cir. 2017).

It’s Not Generic. I Googled It.
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• Generic term + .com (or other gTLD) = always generic and incapable of federal 
registration and trademark protection?

• Supreme Court  NO

• 8-1 decision (Breyer dissented)

• Per se, bright-line rules are disfavored

• Each “generic.com” mark must be evaluated on its own merits and based on the then-
prevailing consumer perception of the mark

• BOOKING.COM  Protectable mark; has a quantifiable, source-identifying 
significance to consumers separate and apart from the term “booking.”

U.S. Patent & Trademark Office v. Booking.com B.V., 591 U.S. ____ (June 2020).

GENERIC.com . . . Generic.yeah! (Maybe)
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• Fun Fact: First case in Supreme Court history argued by telephone!

• Key Takeaways:

• Trademark law is intended to protect consumers and reflect their perceptions in 
the marketplace

• Consumer perceptions evolve and change over time

• Protection likely to be very narrow and require significant resources to establish 
protectable rights

• Per se rules ultimately do not serve the underlying purposes of trademark law

U.S. Patent & Trademark Office v. Booking.com B.V., 591 U.S. ____ (June 2020).

GENERIC.com . . . Generic.yeah! (Maybe)
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Certification Marks - Ripe for Genericism Issues
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• Type of trademark that is used to show consumers that particular goods or services (or 
the providers of those goods/services) have met certain standards

• Owned and controlled by certifying organization, but used by approved third parties

• Geographic certification marks  used to designate that goods/services come from a 
specific geographic region (note: does not require secondary meaning!)
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Certification Marks: Generic or Protectable?
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Gruyère cheese Tequila distilled spirits
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Certification Marks: Generic or Protectable?
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Gruyère cheese

GENERIC
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Certification Marks: Generic or Protectable?
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Tequila distilled spirits

REGISTERED
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• Precedential Board decision (August 2020)

• “Original” Gruyère cheese has been made in Switzerland and France for hundreds of 
years  Protected status in the European Union

• Swiss and French industry groups applied to register “Gruyère” as a certification 
mark (like Champagne, Parmigiano-Reggiano, etc.)

• U.S. Dairy Export Council and other U.S. industry groups – NOT SO FAST!

• Filed several oppositions at the Board, arguing that the term “Gruyère” is generic

U.S. Dairy Export Council et al. v. Interprofession du Gruyère, Syndicat
Interprofessionel du Gruyère, Opp. No. 91232442 (TTAB Aug. 5, 2020).

A Swing and a Miss, Gruyère is Not Only 
French & Swiss (in the U.S.)
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• TTAB genericness test:

(1) What is the genus of goods and services at issue?

- Cheese 

(2) Does the relevant public understand the term/designation at issue 
primarily to refer to that genus of goods or services?

- Yes. Consumers in the U.S. understand the term “Gruyère” as referring to a category
of cheese, not limited to any specific geographic region of origin

• Appealed (new complaint filed) on October 6, 2020 to the E.D. Va. (1:20-cv-01174)

U.S. Dairy Export Council v. Interprofession du Gruyere, Syndicat Interprofessionel
du Gruyere, Opp. No. 91232442 (TTAB Aug. 5, 2020).

A Swing and a Miss, Gruyère is Not Only 
French & Swiss (in the U.S.)
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• Application to register TEQUILA as a certification mark for “distilled spirits, namely, 
spirits distilled from the blue tequilana weber variety of agave plant”

• Luxco – importer and bottler of alcoholic beverages (including Tequila) – opposed 
application, arguing the term “tequila” is generic for a type of distilled spirit, regardless 
of geographic origin

• Geographic certification marks do not require secondary meaning showing Luxco
had the burden to prove that the term “tequila” is generic

• Primary consideration to determine genericness = public perception (not generic 
unless it loses its significance as an indication of regional origin for the goods at issue)

• Do relevant consumers view the term TEQUILA as an indicator of geographic origin (i.e., 
Mexico) or just as the name of a type of alcoholic beverage, regardless of geographic origin?

Luxco, Inc. v. Consejo Regulador del Tequila A.C., 121 U.S.P.Q.2d 1477 (TTAB 2017).

TEQUILA – Mexico or Bust
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• Board dismissed opposition in a 75-page opinion – TEQUILA is not generic

• Board reviewed dictionary definitions, website references, expert reports, 
advertising and bottle labels, retail signage, news articles, recipes, etc.

• TTB classified “Tequila” as a distinctive product of Mexico; prohibited labeling of 
products as “Tequila” if not manufactured in Mexico and in compliance with 
Mexican laws  relevant to trade perception

• Board also considered the fact that only one entity was accredited and approved 
by Mexican government to ensure authenticity, origin, quality of “Tequila” 
products

Luxco, Inc. v. Consejo Regulador del Tequila A.C., 121 U.S.P.Q.2d 1477 (TTAB 2017).

TEQUILA – Mexico or Bust
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• Supplemental Register registration of the mark PRETZEL CRISPS 
for “pretzel crackers” in Class 30

• Application to register the mark PRETZEL CRISPS for “pretzel 
crackers” in Class 30 – Principal Register with Section 2(f) claim

• 2010: Frito-Lay North America opposed the pending application 
and sought to cancel the existing registration (consolidated)

• 2014: Board granted cancellation of registration and sustained
opposition to pending application on the ground that the mark
PRETZEL CRISPS was generic as used for “pretzel crackers”

Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 109 U.S.P.Q.2d
1949 (TTAB 2014).

PRETZEL CRISPS TM(?)
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• 2014: Princeton Vanguard (PV) appealed Board decision to 
the Court of Appeals for the Federal Circuit

• 2015: Federal Circuit determined that the Board had used
an incorrect legal standard; vacated and remanded the
decision for further proceedings 

• Board failed to consider evidence of relevant public’s 
understanding of “PRETZEL CRISPS” in its entirety

Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d. 960 
(Fed. Cir. 2015).

PRETZEL CRISPS TM(?)

43



GTLAW.COM

• 2017: On remand, the Board again granted cancellation of 
registration and sustained opposition to pending application on 
the ground that the mark PRETZEL CRISPS was generic for 
“pretzel crackers”

• Board considered dictionary definitions, LexisNexis database results, 
media references, consumer feedback, etc. 

• Focus on relevant public’s understanding of the term “PRETZEL 
CRISPS” in its entirety

• Self-inflicted wound: PV sometimes used “pretzel crisps” and “crisps”
to identify the type of goods it sold under the mark

Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d
1184 (TTAB 2017).

PRETZEL CRISPS TM(?)
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• 2017: On remand, the Board again granted cancellation of 
registration and sustained opposition to pending application on 
the ground that the mark PRETZEL CRISPS was generic for 
“pretzel crackers”

• Both parties submitted Teflon survey results

• Board found surveys to be irrelevant – Teflon survey format
inappropriate for terms that are not inherently distinctive

• Also: Even if survey results were relevant, they were not probative due
to methodological flaws in both surveys AND overall results of surveys 
supported genericness holding

Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 U.S.P.Q.2d
1184 (TTAB 2017).

PRETZEL CRISPS TM(?)
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• 2019: PV appealed the Board’s decision again, this time to the U.S. 
District Court for the Western District of North Carolina

• District court dismissed the civil action for lack of subject matter 
jurisdiction

• District court addressed subject matter jurisdiction issue sua sponte
 because PV had previously appealed the Board’s first decision to 
the Federal Circuit under Section 1071(a), PV had waived its right to 
file an action in the district court for the second Board decision

• Issue of first impression for the district court

Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 414 F. Supp. 3d
822 (W.D.N.C. 2019).

PRETZEL CRISPS TM(?)

46



GTLAW.COM

• VITAMIN SHOPPE (vitamins and related retail store services)

• SERIAL (podcasts)

• ALGAE WAFERS (fish food)

• MALAI (ice cream)

GENERIC OR PROTECTABLE?

Lightning Round!
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• 14 precedential decisions by the Board in the past 5 years alone

• Decisions heavily favor genericness findings

• Consumer perceptions are king and are not static

• Bright line rules inapposite to these analyses

• Vast majority of cases address attempts to seek protection for arguably 
generic terms 

• GOOGLE and other “genericide” cases are the exception

• Significant resources often required to establish/maintain protection

Trends and Takeaways
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• USPTO “failure to function” refusals 
have skyrocketed in recent years

• End run around requirements of 
proving a term is generic?

• Functionally, a distinction without a 
difference

Failure to Function Refusals –
Genericism by Another Name?
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Mitigating the Risk of Genericide

51

• Use the ® symbol, or if unregistered, the ™ designator.

• Trademarks are adjectives. Avoid using the trademark as 
a noun or a verb. 

• “Put on your RAY-BAN® sunglasses”

• “Put on your RAY-BANS”
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Mitigating the Risk of Genericide
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• Mario says, “Use the trademark as an 
adjective qualifying a generic 
descriptor.”

• E.g., NINTENDO 
ENTERTAINMENT SYSTEM

• E.g., NINTENDO game software

• E.g., NINTENDO POWER 
magazine
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Mitigating the Risk of Genericide
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• Use the trademark with a generic descriptor OR use the 
trademark with the term “brand.”

• E.g., ESCALATOR moving stairs

• E.g., ROLLERBLADE® in-line skates

• Or do both.
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When All Else Fails, Hire Barry Manilow
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“I am stuck 
on Band-Aid, 
‘cause a 
Band-Aid’s 
stuck on me!”
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Mitigating the Risk of Genericide
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• Display trademarks in a 
different font (caps, colors) or 
manner to distinguish them 
from surrounding text. 

• Educate the public on proper 
use of the trademark.

• Provide branding or use 
guidelines, e.g., The 
LEGO Group



GTLAW.COM
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Mitigating the Risk of Genericide
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• Educate the public 
on proper use of 
the trademark.

• Advertising 
campaigns, 
e.g., Xerox 
Holdings 
Corporation
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Mitigating the Risk of Genericide
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• Actively police.

• Monitor the public’s use and 
take corrective measures

• Media, Wikipedia, 
dictionaries, and your local 
supermarket 

• Send letters regarding 
misuses – “Please don’t use 
JELL-O®, but use ‘gelatin 
dessert’ instead”
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Mitigating the Risk of Genericide

61

• Actively police.

• Subscribe to watch notices that 
provide alerts when the trademark 
is used in a third-party’s trademark 
application identification of goods 
and services, e.g., 
ROLLERBLADE® (in-line skates) 
or TOTES® (tote bags)
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Totes® or Tote Bags?
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Mitigating the Risk of Genericide
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• Conduct audits.

• Check the company’s website, social media, 
advertising and marketing materials to ensure 
that there isn’t trademark mis-use

• Test brand awareness or consumer recognition 
surveys – this allows you to monitor for 
negative trends and take corrective measures 
sooner 
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Mitigating the Risk of Genericide
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• Develop a distinctive mark 
when creating a new product 
category and be sure to create a 
suitable generic category name 
(otherwise your trademark may 
become that generic name).
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Advertising Campaigns as Remedial 
Measures

65

• Congratulations, you’re a successful brand! The more popular a 
brand gets, the less control an owner may have over it. 

• Advertising campaigns

• NINTENDO®

• BAND-AID®

• XEROX®

• VELCRO®
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Take Singing Lessons: Don’t Say Velcro®
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No, Really, We Mean It
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• The Singer Doctrine – The ability of 
a trademark owner to recapture a 
term that has become generic.

• SINGER® had become a generic 
designation for sewing machines but 
“recaptured” the mark from the public 
domain as a result of its continuous 
and exclusive use and advertising

Resurrecting from the Graveyard – Once 
Generic, Always Generic?

68



GTLAW.COM

• BEST BUY® was also once generic but now owns a 
trademark registration.

Resurrecting from the Graveyard – Once 
Generic, Always Generic?
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• Set your trademark apart using ® or ™ and different 
fonts and colors.

• Trademarks are adjectives. Use a generic descriptor or 
the term “brand.”

• Actively monitor public use, educate, and test brand 
awareness to check for negative trends.

• Take corrective measures (letters and advertisements).

Key Takeaways
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