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Continuing Education Credits 

In order for us to process your continuing education credit, you must confirm your 

participation in this webinar by completing and submitting the Attendance 

Affirmation/Evaluation after the webinar.  
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Program Materials 

If you have not printed the conference materials for this program, please 

complete the following steps: 

• Click on the ^ symbol next to “Conference Materials” in the middle of the left-

hand column on your screen.   

• Click on the tab labeled “Handouts” that appears, and there you will see a 

PDF of the slides for today's program.   

• Double click on the PDF and a separate page will open.   

• Print the slides by clicking on the printer icon. 
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Communications With TM Office 
Examiners 

Overview of Reasons for 

Communications 
Carl Spagnuolo 
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TYPICAL REASONS TO ENGAGE IN 
EXAMINER COMMUNICATIONS 

 

1).  Prior to filing new application to learn hypothetically 

latest treatment of certain aspects of trademarks or 

identifications of goods or services. 

 

2).  In response to receiving a formal Office Action in effort 

to either narrow scope of refusals or to have refusals 

withdrawn. 

 

3).  Initiated by Examiner seeking to dispose of perceived 

“issues” with application via Examiner’s Amendment 

alleviating the need for the issuance of a formal Office 

Action 
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A.  OFFICE ACTIONS OVERVIEW: 
 

• Office Actions are issued on, (informal) statistically, 

nearly 85-90% of all applications. 

 

7 



8 



9 



GROUNDS FOR REFUSAL: 

• 15 U.S.C. 1052 (Section 2 of the Lanham 

Act): Trademarks registrable on principal 

register 

• No trademark by which the goods of the 

applicant may be distinguished from the 

goods of others shall be refused 

registration on the principal register on 

account of its nature unless it— 
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15 U.S.C. 1052  Sec. 2(d) 

• Consists of or comprises a mark which so 

resembles a mark registered in the Patent 

and Trademark Office, or a mark or trade 

name previously used in the United States 

by another and not abandoned, as to be 

likely, when used on or in connection with 

the goods of the applicant, to cause 

confusion, or to cause mistake, or to 

deceive:  
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15 U.S.C. 1052 2(e)  

• Consists of a mark which (1) when used on or in 
connection with the goods of the applicant is merely 
descriptive or deceptively misdescriptive of them, (2) 
when used on or in connection with the goods of the 
applicant is primarily geographically descriptive of them, 
except as indications of regional origin may be 
registrable under section 1054 of this title, (3) when used 
on or in connection with the goods of the applicant is 
primarily geographically deceptively misdescriptive of 
them, (4) is primarily merely a surname, or (5) comprises 
any matter that, as a whole, is functional. 
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15 U.S.C. 1052 2(c)  

• Consists of or comprises a name, portrait, 

or signature identifying a particular living 

individual except by his written consent, or 

the name, signature, or portrait of a 

deceased President of the United States 

during the life of his widow, if any, except 

by the written consent of the widow. 
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15 U.S.C. 1052 2(a)  

• Consists of or comprises immoral, deceptive, or 
scandalous matter; or matter which may disparage or 
falsely suggest a connection with persons, living or dead, 
institutions, beliefs, or national symbols, or bring them 
into contempt, or disrepute; or a geographical indication 
which, when used on or in connection with wines or 
spirits, identifies a place other than the origin of the 
goods and is first used on or in connection with wines or 
spirits by the applicant on or after one year after the date 
on which the WTO Agreement (as defined in section 
3501(9) of title 19) enters into force with respect to the 
United States. 
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Actual Office Action 2(d) 

• -- Section 2(d) Refusal– Likelihood of Confusion -- Registration of the applied-for 
mark is refused because of a likelihood of confusion with the mark in U.S. 
Registration No. 2066526.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); 
see TMEP §§1207.01 et seq.  See the attached registration.  Trademark Act 
Section 2(d) bars registration of an applied-for mark that so resembles a 
registered mark that it is likely a potential consumer would be confused, 
mistaken, or deceived as to the source of the goods and/or services of the 
applicant and registrant.  See 15 U.S.C. §1052(d).  A determination of likelihood 
of confusion under Section 2(d) is made on a case-by case basis and the 
factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 
177 USPQ 563, 567 (C.C.P.A. 1973) aid in this determination.  Citigroup Inc. v. 
Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256 
(Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 
1080, 1085, 56 USPQ2d 1471, 1474 (Fed. Cir. 2000)).  Not all the du Pont 
factors, however, are necessarily relevant or of equal weight, and any one of the 
factors may control in a given case, depending upon the evidence of record.  
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 
1260; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 
(Fed. Cir. 2003); see In re E. I. du Pont de Nemours & Co., 476 F.2d at 1361-
62, 177 USPQ at 567. 
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Actual Office Action – SECTION 2(e)(1) 
REFUSAL - MERELY DESCRIPTIVE 

 

• The examining attorney refuses registration on the Principal 
Register because the proposed mark merely describes the goods in 
International Class 13.  Trademark Act Section 2(e)(1), 15 U.S.C. 
Section 1052(e)(1); TMEP section 1209 et seq.   A mark is merely 
descriptive under Trademark Act Section 2(e)(1), 15 U.S.C. 
1052(e)(1), if it describes an ingredient, quality, characteristic, 
function, feature, purpose or use of the relevant goods.  In re 
Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987);  In re Bed 
& Breakfast Registry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 
1986); In re MetPath Inc., 223 USPQ 88 (TTAB 1984); In re 
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979); TMEP section 
1209.01(b).  It is not necessary that a term describe all of the 
purposes, functions, characteristics or features of the goods to be 
merely descriptive.  It is enough if the term describes one attribute of 
the goods.  In re H.U.D.D.L.E., 216 USPQ 358 (TTAB 1982); In re 
MBAssociates, 180 USPQ 338 (TTAB 1973).  
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Actual Office Action  Section 2(c)  
Consent of Party Named in Trademark 

 

If the name shown in the mark identifies a 
particular living individual, the applicant must 
submit a written consent from that individual, 
authorizing the applicant to register the name.  If 
the name does not identify a living individual, the 
applicant should state so for the record.  
Trademark Act Section 2(c), 15 U.S.C. Section 
1052(c); TMEP sections 813 and  1206. The 
applicant may adopt the following, if applicable. 

  

• The name BO DIDDLEY is identifies a living 
individual whose consent is of record. 
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Actual Office Action - SECTION 2(A) 
REFUSAL – MARK IS DISPARAGING 

 
• Registration is refused because the applied-for mark consists of or includes 

matter which may disparage or bring into contempt or disrepute persons, 
institutions, beliefs or national symbols.  Trademark Act Section 2(a), 15 
U.S.C. §1052(a); see In re Squaw Valley Dev. Co., 80 USPQ2d 1264, 1267-
79 (TTAB 2006); Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1740-48 
(TTAB 1999), rev’d, 284 F. Supp. 2d 96, 125, 68 USPQ2d 1225, 1248 
(D.D.C. 2003) (finding “no error in the TTAB’s articulation of [the Section 
2(a)] test for disparagement”), remanded on other grounds, 415 F.3d 44, 75 
USPQ2d 1525 (D.C. Cir. 2005), and aff’d, 565 F.3d 880, 90 USPQ2d 1593 
(D.C. Cir. 2009), cert. denied, 130 S. Ct. 631 (2009); TMEP §§1203.03, 
1203.03(c).  The following two factors must be considered when 
determining whether matter may be disparaging under Trademark Act 
Section 2(a):      (1) What is the likely meaning of the matter in question, 
taking into account not only dictionary definitions, but also the relationship of 
the matter to the other elements in the mark, the nature of the goods and/or 
services, and the manner in which the mark is used in the marketplace in 
connection with the goods and/or services; and   (2) If that meaning 
is found to refer to identifiable persons, institutions, beliefs or national 
symbols, whether that meaning may be disparaging to a substantial 
composite of the referenced group.  In re Squaw Valley Dev., 80 USPQ2d 
at 1267 (citing Harjo, 50 USPQ2d at 1740-41); TMEP §1203.03(c). 
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Identification of Goods and Services 

• Language all of its own. 

• Counter-intuitive 

• Less is More 

• Vague Identification = Broader Scope of 

Protection 

ii. Administrative/Housekeeping Issues 
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ii. Administrative/Housekeeping Issues 
Disclaimer Requirement 

 

 

 

 

 

 

 

 

 

 

 

“NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE “PEPPERMINT” 

APART FROM THE MARK AS SHOWN” 

21 



 ii. Administrative/Housekeeping Issues 

Issues with Drawing if Logo Mark 

 

Mark Drawing is Blurred; Includes Color – Clarification Required  
 

The drawing is not acceptable because it will not create a high quality image when 

reproduced.  See TMEP §807.04(a).  Specifically, the drawing is blurry and contains 

extraneous “noise” that does not appear to be part of the mark.  A clear drawing of the 

mark is an application requirement.  37 C.F.R. §2.52.  Therefore, applicant must submit a 

new drawing showing a clear depiction of the mark.  All lines must be clean, sharp and 

solid, and not fine or crowded.  37 C.F.R. §§2.53(c), 2.54(e); TMEP §§807.05(c), 

807.06(a). 
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 ii. Administrative/Housekeeping Issues 
Description of Mark (if logo) 

 

 

 

 

 

 

 

 

 

 

The color(s) red, white, brown, light brown, tan, yellow, green, pink, purple and orange is/are claimed 
as a feature of the mark. The mark consists of the universal prohibition symbol in red with the 
wording "MUNCH BUSTER" in white stylized form spanning the bar of the prohibition symbol. 
Above the bar in the upper compartment of the prohibition symbol, which has a white background, 
are the images of a red sleeve containing yellow fries, a slice of red and yellow pepperoni pizza, 
slices of brown bacon, and a brown cupcake with in a brown cupcake wrapper with brown frosting. 
Below the bar in the lower compartment of the prohibition symbol, which has a white background, 
are a light brown cookie containing brown chips, yellow potato chips, a tan ice cream cone with a 
scoop of pink ice cream on top, and a hamburger consisting of a light brown bun with tan seeds, 
with a brown burger patty, an orange slice of cheese, a green pickle, a purple onion, a red tomato, 

a slice of green lettuce and white mayonnaise within the bun  
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 ii. Administrative/Housekeeping Issues 

Specimen Problems  (unclear / does not show use) 

• Actual Office Action: 

• SPECIMEN UNACCEPTABLE 

• Registration is refused because the specimen does not show the 
applied-for mark in use in commerce in International Class 35.  
Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 
C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904, 904.07(a), 
1301.04(g)(i).  Specifically, the application identifies the specimen 
as an “actual catalog promoting the services.”  However, the 
specimen does not display any pricing or ordering information that 
would indicate that applicant is providing retail store services; the 
specimen does not reference any particular goods or services, but 
merely depicts the applied-for mark and photographs of furniture.  
Consequently, the specimen does not associate the applied-for 
mark with retail store services 
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Trademark Examiner 
Teleconferences and 

Communications Strategies 

Laurie B. Marshall 
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Champagne Cases 
 

CHAMPAGNE GOLD (2015) 

Goods/Services: Int'l Class(es): 33 (U.S. Class: 47, 49) 

Champagne 

Status: Refusal under Section 2(a)-Deceptive 

Registration is refused under Trademark Act Section 2(a) because 

applicant’s mark includes a geographical indication that identifies a 

place that is not the origin of applicant’s wines and/or spirits.  

Trademark Act Section 2(a), 15 U.S.C. §1052(a); see TMEP 

§1210.08, (a). 

 

 

 

CHAMPAGNE OF CHAMPIONS  (2017) 

Goods/Services: Int'l Class(es): 33 (U.S. Class: 47, 49) 

Champagne 

Status: Allowed  
 

 

 

 

Preemptive Conversations with  

Examiner before filing 
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MEDICAL MARIJUANA/CANNABIS  

 

Mark: ALTERMEDS 

Status: Abandoned 

Last Status Received: Abandoned - Failure to Respond, October 

7, 2010 

Goods/Services: 

Int'l Class(es): 35 (U.S. Class: 100, 101, 102) 

Retail store services for medical cannabis and paraphernalia 

 
SECTIONS 1 AND 45 REFUSAL – NOT IN LAWFUL USE IN COMMERCE 

To qualify for federal trademark/service mark registration, the use of a mark in commerce must be 

lawful.Gray v. Daffy Dan’s Bargaintown, 823 F.2d 522, 526, 3 USPQ2d 1306, 1308 The Controlled 

Substances Act (CSA) prohibits, among other things, manufacturing, distributing, dispensing, or possessing 

certain controlled substances, including marijuana and marijuana-based preparations.21 U.S.C. §§812, 

841(a)(1), 844(a); see also 21 U.S.C. §802(16) (defining “[marijuana]”).In addition, the CSA makes it unlawful 

to sell, offer for sale, or use any facility of interstate commerce to transport drug paraphernalia, i.e., “any 

equipment, product, or material of any kind which is primarily intended or designed for use in 

manufacturing, compounding, converting, concealing, producing, processing, preparing, injecting, 

ingesting, inhaling, or otherwise introducing into the human body a controlled substance, possession of 

which is unlawful under [the CSA].”21 U.S.C. §863. Here, the application identifies applicant’s goods as 

follows: “smokeless marijuana or cannabis vaporizing apparatus; vaporizing marijuana or cannabis delivery 

device.” 

Applicant’s goods and/or services consist of, or include, items or activities that are prohibited by the CSA, 

namely, marijuana and apparatus and devices for smoking or inhaling marijuana smoke and vapors. 

Because the identified goods and/or services are prohibited by the CSA, applicant does not have a bona fide 

intention to lawfully use the applied-for mark in commerce. 

Preemptive Conversations with  

Examiner before filing 
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CANDA 

  

Status: Registered 

Last Status Received: Registered, May 24, 2016 

Most Recent Owner: 

Can-D Rollers LLC (Washington Limited Liability 

Company) 

  

Goods/Services: 

Int'l Class(es): 5 (U.S. Class: 6, 18, 44, 46, 51, 52) 

Health food supplements; nutritional food additives for 

medical purposes in the nature of natural food extracts 

derived from cannabis 

Phone Call to Examiner:  

I just got off the phone with an Examiner that works on the CBD applications.  He explained the 

situation…. The USPTO will approve CBD from hemp for use in lotions, oils and vapor.  They will not 

approve CBD that comes from marijuana.  They also will not approve CBD from either hemp or marijuana 

for use in foods or anything ingested since that may be regulated under pharma and they need to hold off 

until they are told how to handle.   

Preemptive Conversations with  

Examiner before filing 
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The USPTO lowered the fees associated with trademark 

filings by $50/class starting January 17, 2015. 

 

However, this new fee structure for filing must make claims 

on initial application as to 

 

- translation statement regarding non-English wording 

-  color claim  

- description for marks featuring color must be included with 

the application. 

 
Sometimes we are unsure about providing this information and to save 

the client the $50 fee we can contact the Examiner.   

Preemptive Conversations with  

Examiner before filing 
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USPTO has undergone significant changes in last 10 

years 

 

Examiners speak to attorneys and are receptive to 

calls 

 

Examiners want to move applications along and not 

have matters linger 

 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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Getting over a 2e [Merely Descriptive Objection] 
 

-Amending to the Supplemental Register 

 

Sometimes Examiners are not giving that option especially 

    on 1b [Intent to Use applications] 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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Getting around a 2d 

 
-amending goods/services to avoid overlapping with Cited Mark 

 

Client’s Mark: Sanitizing Wipes, [Deodorizing Wipes], Cleansers,  

   All purpose Disinfectants  

 

Cited Mark: Disinfectants, All purpose cleaners, cleaning        

   solutions, Sanitizing gels and sprays,  
 

 

 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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-Disclaiming overlapping part of the Cited Mark  

 
Mark:Hello Moola  

Goods: Allowance calculator for children and teenagers 

 

Cited Mark: Moola 

Goods: Administration of a customer reward program through 

            issuance of credits toward the purchase of a company's 

       goods.  

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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-disputing a potential mistake.  Don’t assume the objection is   

          always based on correct information.  

  

Cited Mark had a foreign translation that was incorrect and thus   

        should not have been cited against application 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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Getting ideas from Examiner of what would be acceptable in a written          

  response: 

 

If you can show me examples of similar marks coexisting that each  

    contain [X,Y,Z] 

 

Sometimes a client’s claimed goods and/or services are            

        so unique an Examiner may not be familiar with it: 

 

If you can show me through your research that this product is not  

        sold in the same trade channels as what is claimed in the Cited Mark 

 

If you can show me that this product is completely and totally   

    different from what is claimed in the Cited Mark 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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Even if you don’t get an immediate decision from the Examiner, 

there are benefits to a discussion with an Examiner prior to filing 

a substantive office action response:  
 

-You will have established a better relationship with that    

        Examiner  

 

-Even though the Examiner will state that they cannot guarantee  

         that they will accept your argument in the written response it is    

    more likely they will once you’ve had a positive conversation 

 

-Not wasting your client’s money on a written response that won’t 

   be accepted 

 

Contacting the Examiner Based 
on Office Action And Prior to 
Submitting Written Response 
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Brian M. Taillon 

39 



Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Communications with an Examiner are On the Record. 

 

• TMEP § 709 – Interviews 

 “A discussion between the applicant or applicant’s 
qualified practitioner and the examining attorney in 
which the applicant presents matters for the examining 
attorney’s consideration is considered an interview. An 
interview can be conducted in person, by telephone, or 
by e-mail.” 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

TMEP § 709.01 – Personal Interviews 

• Formal meeting with examiner 

• Develop and clarify specific issues  

• Examiner may conclude the interview when no 
agreement can be reached. 

• When agreement is reached as to some but not all 
issues through an Examiner’s Amendment, the 
examiner should enter a Note to the File concerning 
the agreement, and ask the applicant to incorporate 
the agreement into its response. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

TMEP § 709.03 – Making Substance of Interview of Record 

 

• “The substance of an interview must always be made 
of record in the application, since the action of the 
USPTO is based exclusively on the written record.” 

 

• Examiner: Note to the File 

• Applicant: Incorporate summary of interview into 
response to Office Action 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

TMEP § 709.04 – Telephone and E-mail Communications 

 

• The TMEP encourages “informal 
communications” via telephone and e-mail. 

• “The action of the USPTO is based exclusively 
on the written record and all relevant 
communications, including informal 
communications, must be made part of the 
record.” 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

TMEP § 709.05 – Informal Communications 

 

• “Must be made part of the record.” 

 

• Examiner must upload all relevant e-mail 
communications and must enter a Note to the 
File regarding issues discussed by phone. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

The substance of communications with the 
Examiner is made part of the record for the 
application. 

 

If the applied-for mark is someday enforced, the 
potential for file wrapper estoppel arises. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• File Wrapper Estoppel 

 

– Taking a position in litigation inconsistent with one 
taken during prosecution 

 

– Not the same for Trademarks as for Patents, but 
still relevant 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• File Wrapper Estoppel – Patent: 

– Estoppel precludes a patent owner in an infringement 
suit from obtaining a claim construction that would in 
effect resurrect subject matter surrendered during 
prosecution. 

– Most frequently applied where applicant amends or 
cancels claims rejected by an examiner in light of prior 
art. 

– Also extended to other amendments, and arguments 
made to overcome an examiner’s rejection. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Common patent file wrapper estoppel scenario: 
– Application claims certain features 

– Examiner rejects claims based on prior art having those 
features 

– Applicant argues differences from prior art, and may 
amend claims accordingly 

– Examiner allows the claims based on arguments or 
amendments, and patent issues 

– Competitor appears with device having prior features, and 
patentee alleges infringement 

– Patentee is estopped from claiming that the patent covers 
these features, and the patent is construed more narrowly 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Patent file wrapper estoppel is not an 
affirmative defense. 

• Essential tool for claim construction 

• Construed claims are compared to accused 
device or process, and potential prior art. 

• File wrapper estoppel can limit scope of 
patent claims, limiting breadth of 
enforcement as well as potential for 
invalidating prior art. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Trademarks: No file wrapper estoppel per se, 
but still relevant 

 

• A statement by an applicant to the Trademark 
Office does not necessarily create estoppel, 
but could still have significance. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Juice Generation, Inc. v. GS Enters. LLC, 794 F.3d 
1334, 1340 (Fed. Cir. 2015) 
– CAFC found that the TTAB did not adequately assess 

the weakness of GS’s PEACE & LOVE mark for 
restaurant services. 

– Plaintiff’s statements during prosecution to avoid a 
Section 2(d) refusal were significant to issue of 
strength of mark. 

– CAFC did not find that an estoppel had been created, 
but that the Board should have considered Plaintiff’s 
statements as relevant to strength of mark. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Freedom Card, Inc. v. JP Morgan Chase & Co., 432 
F.3d 463, 476 (3d Cir. 2005) 
– Plaintiff overcame Section 2(d) refusal in prosecution 

with exhibits showing numerous FREEDOM marks at 
the USPTO “all existing together,” such that “no one 
has the exclusive right to use the word FREEDOM 
alone.” 

– Such statements, together with Defendant’s 
undisputed evidence of widespread use of FREEDOM, 
undermined Plaintiff’s attempt to demonstrate 
likelihood of confusion. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Trademark Trial and Appeal Board 
– The Board has given varying degrees of weight to prior 

inconsistent statements made during prosecution. 
– While such statements do not create an estoppel, 

they are considered as evidence, “albeit not 
conclusive evidence, of the truth of the assertions.” EZ 
Loader Boat Trailers, Inc. v. Cox Trailers, Inc., 213 
USPQ 597 (TTAB 1982). 

– MCI Foods, Inc. v. Bunte, 96 USPQ2d 1544, 1522 (TTAB 
2010) – registrant’s arguments to an Examiner that 
the design portion of a word-design mark was 
dominant did not prevent the Board from finding that 
the wording was dominant. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Lessons: 

– No file wrapper estoppel per se in Trademark 
litigation. 

– Applicant’s arguments during prosecution still 
constitute evidence for a court to consider. 

– If positions taken by applicant outside an Office 
Action response are on the record, they may be 
used against that applicant in subsequent 
enforcement of the mark. 
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Trademark Prosecution: 
Anything You Say Can and Will Be Used in a Court of 

Law 

• Lessons: 

– You have the right to remain silent. 

– TMEP encourages Examiners to call or e-mail to 
expedite the application, but you do not have to 
immediately respond by taking a position on the 
issue. 

– You may have the Examiner issue an Office Action, 
giving you the six-month period to respond. 
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