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Key Factors – Parallel vs. Serial

• Timing

• Cost

• Clearance

• Risk tolerance

• Type of application

• Type of mark

• Other issues
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Clearance Search Considerations:
Preliminary Knockout Search

7

• Parallel approach typically best for 
preliminary/knockout searches.

• Parallel approach allows for easy 
comparisons among those searched.

• Serial knockouts may take too long if 
brand selection is time sensitive. 

• Search is only a snapshot in time.

• Filing should occur ASAP after 
search while the results are fresh.
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Clearance Search Considerations:
Comprehensive Search

8

• Serial approach is often better for comprehensive searches.

• Preliminary search already ruled out knockouts so the 
comprehensive search is more likely to be clear.

• Parallel comprehensive searches may be cost prohibitive.

• Sometimes warranted for high-value project.

• Sometimes needed for urgent clearance.

• If too much time passes between clearance and filing,  
order an update of search report or do another knockout.
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Use-based vs. ITU Applications

Use-Based Applications

• Serial filing more common for ITU 
applications for different marks.

• But parallel ITU applications may be 
filed for different marks based on 
contingent intent (e.g., contingent on 
outcome of market research).

• ITU applications also may be filed in 
parallel with use-based applications 
to cover intended expansions of use.

• Parallel filing more common if the 
different marks are already in use.

• Can file serially as use expands to 
more goods or services.

• Can file use-based and ITU 
applications in parallel.

• Can file serially to navigate risks of a 
registration refusal or third-party 
objection to conserve cost and keep 
other used marks under the radar.

ITU Applications
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Parallel Contingent ITU Applications

Benefits
• Contingent intent is acceptable.

• Useful approach if undecided 
which brand(s) will be used.

• Maintains secrecy of launch.

• Mitigates risks and shortens 
timeline for strict launch deadline.

10

Drawbacks
• Increased cost.

• May raise the risk that an opposer 
would challenge lack of bona fide 
intent in an opposition.

• Additional documentation of intent 
is necessary to defend challenges.

• May need to give up other 
applications after the contingent  
event occurs .
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Parallel Contingent ITU Applications:
Legislative History 

11

• Legislative History on the Trademark Revision Act (1988) Supports the 
Validity of Bona Fide Contingent Intent.

• See Commodore Elecs. Ltd. v. Cbm Kabushiki Kaisha, 26 U.S.P.Q.2d 
1503 n.7 (T.T.A.B. 1993) (quoting Senate Judiciary Comm.Rep. on S. 
1883, S.Rep. No. 515, 100th Cong., 2d Sess. 24-25 (1988)):

• “An applicant's bona fide intention to use a mark must reflect 
an intention that is firm, though it may be contingent on the 
outcome of an event …. Thus, an applicant could, under certain 
circumstances, file more than one intent-to-use application 
covering the same goods and still have the requisite bona fide 
intention to use each mark. However, if a product has already 
been marketed under one mark and an applicant continues to 
maintain additional applications for marks intended for use on 
or in connection with the same product, this may call into 
question the bona fide nature of the intent”
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Parallel Contingent ITU Applications:
Documentation of Bona Fide Intent

12

• There is an increased risk that a potential opposer would 
second-guess bona fide intent for parallel ITU applications 
for different marks for the same or similar goods/services.

• Helpful to develop contemporaneous documentation, such as 
market research, business plans, or mockups of promotional 
materials, to support intent in case of challenge.

• The lack of such documentation of bona fide intent can 
support a refusal or cancellation of registration even if the 
challenger has no affirmative evidence of lack of bona fide 
intent (see Commodore Elecs. Ltd. v. Cbm Kabushiki Kaisha, 
26 U.S.P.Q.2d 1503 (T.T.A.B. 1993)). 



© 2020 Greenberg Traurig, LLP

Parallel Contingent ITU Example: 
Vegas Golden Knights

13

 On November 22, 2016, team owner Bill 
Foley announced the name of the 
newest NHL team, the Vegas Golden 
Nights. Foley “changed his mind during 
the lengthy process of developing a 
brand and an identity for his team … 
[and] also considered Desert Knights 
and Silver Knights.” (NBCSports.com, 
Associated Press, Nov. 22, 2016).
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Parallel Contingent ITU Example: 
Vegas Golden Knights
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Parallel Contingent ITU Example: 
Vegas Golden Knights
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Parallel Contingent ITU Example: 
Vegas Golden Knights
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• Owner George Preston Marshall renames football team in 1932.

• Owner Marshall owns last pro-football team to integrate in 1962.

• Pro-Football, Inc. obtains R*dskins Registration in 1967.

• Owner Edward Bennett Williams Meets with Delegation of Native 
American leaders objecting to R-word name as offensive in 1972.

• Owner Jack Kent Cooke ridicules team name objections in 1988.

• Harjo 2(a) Petition to Cancel Filed on September 10, 1992.

• Blackhorse 2(a) Petition to Cancel filed on August 11, 2006.

• Owner Daniel Snyder vows to NEVER change name in 2013.

• The team announces on July 13, 2020, it will retire/change name.

17

The Washington Football Team Strategy?
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International Filing Considerations

Parallel
• Parallel filing in multiple 

countries may be appropriate 
for well-established and/or 
lower risk marks.

• Parallel approach may be 
needed for simultaneous or 
time-sensitive global launch.

• More expensive but may 
prevent getting locked out from 
expansion into other countries.

18

Serial
• May be appropriate for high risk 

marks or a crowded field in various 
jurisdictions.

• 6-month window for foreign 
priority filings allows for a serial 
“feeler” application to see how 
examination plays out in U.S. 
before launching foreign filings.

• Lower cost serial approach may be 
preferred particularly if business is 
U.S.-focused and foreign markets 
are undecided or less significant.
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Post-Reg Maintenance Considerations

Parallel

• Maintenance is more 
efficient when filing multiple 
Renewals and Declarations 
of Use at same time.

• May have longer lasting 
registered protection for line 
of products that is gradually 
discontinued.

19

Serial

• A serial approach may be 
warranted if more time is 
needed to obtain specimen, or 
if the specimen might be 
refused (wait for examination 
of specimen in one registration 
before deciding action on 
remaining registrations). 
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Enforcement Considerations

Parallel
• Parallel approach may build a 

broader scope of registered 
rights or a family of marks to 
more quickly bolster 
enforcement efforts.

• Parallel approach may 
provide more ammo for 
Letters of Protest to be filed 
against enforcement target.

20

Serial
• May be warranted in cases of 

difficult, uphill enforcement 
battles to limit cost and see how 
enforcement of strongest mark 
turns out before investing in 
more classes or sub-brands.

• May be warranted for possibly 
descriptive marks to obtain a 
principal registration and/or 
develop a claim acquired 
distinctiveness before investing 
in more applications.
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Enforcement Strategy—Laches

• Parallel approach to initial objection (i.e., cease-and-desist letter) 
ASAP after becoming aware of infringement is often best. 

• Puts infringers on notice and prevents laches defense.

• Often results in quick settlement without the need for litigation.

• But serial approach to litigation is often best.

• Cost/time prohibitive to sue everyone at the same time.

• Filing (and succeeding in) one lawsuit has a strong deterrent 
and settlement value in other enforcement matters.

• Don’t need to sue everyone at the same time; start with highest 
priority targets and work your way down.

• For lower priority targets, safeguard against laches claim by 
periodically sending follow-up objection letters.

21
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Enforcement Strategy—Laches
Supportive Case Examples 

• Roederer v. J. Garcia Carrion, S.A., 569 F.3d 855 (8th Cir. 
2009) (“[C]ourts tend to reject a defendant's assertion of the 
laches defense when the defendant knew that the plaintiff 
objected to the use of the mark. … [F]orewarning of a 
plaintiff's objections generally prevents a laches defense.”) 

• Elvis Presley Enters., Inc. v. Capece, 141 F.3d 188, 205 (5th 
Cir. 1998) (“Any acts after receiving a cease and desist letter 
are at the defendant's own risk because it is on notice of the 
plaintiff's objection to such acts.”)

• Cuban Cigar Brands N.V. v. Upmann Int’l, Inc., 457 F. Supp. 
1090 (S.D.N.Y. 1978) (“A trademark owner is not bound to 
take on more than one infringer at a time.”)

22
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• Work for a snowball effect.

• Careful selection of initial targets.

• Victory builds upon victory.

• Track record of successes will better 
prepare for more difficult enforcement 
targets in future efforts.

23

Serial Enforcement Can Build Momentum

• Eventually may convert to parallel approach once the 
past successes are well-established.
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• Generally it’s a good idea to file application for unregistered mark 
before sending the first cease-and-desist letter.

• If recipient hasn’t yet filed, it ensures first place at USPTO.

• If recipient has filed, it might be helpful to craft the filing in a way 
to trigger a 2(d) refusal, bolstering need for objection.

• Sometimes though, if no USPTO refusal is made, this can 
embolden the recipient to believe coexistence is possible.

• Parallel use of Letter of Protest while pursuing a cease-and-desist 
letter strategy can bolster legitimacy of objections in eyes of 
recipient with the USPTO in agreement.

• Negative Letter of Protest results, if public, may work against.

24

Parallel Prosecution During Enforcement
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Consider Distinctiveness of Mark

25
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Considerations for Descriptive Marks

26

Serial Approach Typically Best
• Often best to file serially to see if registration can be obtained on 

principal register before investing in parallel U.S. or foreign filings. 

• Many foreign jurisdictions issue descriptiveness refusals.

• Attempt application on principal register first, and try to argue against 
descriptiveness; otherwise claim 2(f) or amend to supplemental.

• Otherwise, can file on (or amend to) supplemental register, wait for 5 
years of use, and then file again on principal register.

• File on principal register early (e.g., with three years of use) even if an 
acquired distinctiveness claim will most likely be required, and then use 
the full Office Action response times available to reach 5-year mark. 
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Considerations for Non-Traditional Marks

27

Serial Approach Typically Best
• Obtain principal/2(f) registration for initial application before 

following-up with more classes or variations of mark.

• During the time between the serial filings and while dealing with 
Office Action refusals you can:

• Build up evidence of distinctiveness.

• Develop marketing materials and look-for advertising.

• Build up advertising and revenue numbers.

• Escalate enforcement efforts if necessary to reduce third-party 
dilution and support substantially exclusive use.
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Non-Traditional Mark Classic Example: 
Red Portion of Archery Arrows
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Non-Traditional Mark Unusual Example: Color Blue 
with Platinum Colored Flecks for Printer Cores

29

“The mark consists of the color blue with platinum colored flecks as applied to
plastic cores for use in printers. The color appears on all surfaces on the
object. The drawing consists of broken lines to indicate that the shape of the
product is not claimed as part of the mark, but merely included to show the
position of the mark.”
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Non-Traditional Mark Example:
Color Purple for Herbicide

30

“The mark consists of the color purple, which
covers the surface of the container for the
goods. The dotted lines around the shape of
the cap and container do not form part of the
mark, but are shown in the drawing to illustrate
the placement of the mark on the container.”
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Filing Strategy in a Crowded Field

31

Serial Approach

• Sometimes best to start off 
serially with a bellwether 
application in crowded field. 

• Mitigate risk and cost to see 
if a path can be cleared.

• Can follow with parallel 
applications if initial 
application is approved.



© 2020 Greenberg Traurig, LLP

Filing Strategy in a Crowded Field

32

Parallel Approach

• Parallel approach may be better 
in some situations, e.g., risk 
tolerant, willing to invest in 
clearing obstacles, or 
registration is time sensitive. 

• May file in parallel several 
variations of mark and/or for 
goods and services with various 
risk levels, to increase odds of 
clearing a path more quickly. 
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Thank you!
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