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Tips for Optimal Quality

Sound Quality
If you are listening via your computer speakers, please note that the quality 
of your sound will vary depending on the speed and quality of your internet 
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 
1-877-447-0294 and enter your Conference ID and PIN when prompted. 
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
so we can address the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom 
right of the slides. To exit full screen, press the Esc button.
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Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 
participation in this webinar by completing and submitting the Attendance 
Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 
that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
ext. 2.

FOR LIVE EVENT ONLY



Program Materials

If you have not printed the conference materials for this program, please 
complete the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 
to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 
printer icon.

Recording our programs is not permitted. However, today's participants can 
order a recorded version of this event at a special attendee price. Please call 
Customer Service at 800-926-7926 ext.1 or visit Strafford’s website 
at www.straffordpub.com.
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TRADEMARK APPLICATION
PRE-FILING STRATEGIES

Pre-Filing Considerations
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• Types of Searches

• Identifying the Right Owner/Applicant

• Filing Basis

• Goods and Classes

• Correcting Filing Errors

SECTION OVERVIEW
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TYPES OF SEARCHES
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• Preliminary Search (“Knock-Out”)

• “Preliminary Plus” Search

• Comprehensive Search (“Full Search” or 
“Clearance Search”)

TYPES OF SEARCHES
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• Geographic Scope

– Selling and manufacturing plans
– Possible foreign Paris Convention priority risk

• Importance relative to rest of portfolio

• Budget

• Likelihood to change

• Legal risk versus practical business risk

FACTORS FOR SELECTING SEARCH TYPE
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• Similarity of mark in:

– Sight
– Sound
– Meaning

• Similarity of goods/services

• Other factors:
– Strength of prior marks
– Channels of trade
– Sophistication of buyers

FACTORS FOR EVALUATING SEARCH RESULTS
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IDENTIFYING THE RIGHT
OWNER/APPLICANT
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• Considered a “non-fixable” error by the 
USPTO

• Must re-file application

• Common errors
– Co-owners
– Individual files on behalf of company

WHY IS THIS IMPORTANT?
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• Failure to identify co-owners

• List individual rather than corporate entity

• Failure to track proper ownership at time 
mark was created

• Failure to include corporate identifiers as part 
of name 

HOW IS THIS DONE INCORRECTLY?
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FILING BASIS

https://twitter.com/BTLawNews
https://twitter.com/BTLawNews


CONFIDENTIAL © 2021 Barnes & Thornburg LLP. All Rights Reserved. This page, and all information on it, is confidential, proprietary and the property of 
Barnes & Thornburg LLP, which may not be disseminated or disclosed to any person or entity other than the intended recipient(s), and may not be 
reproduced, in any form, without the express written consent of the author or presenter. The information on this page is intended for informational purposes 
only and shall not be construed as legal advice or a legal opinion of Barnes & Thornburg LLP.

@BTLawNews

• Actual Use [§1(a)]

• Intent to Use [§1(b)]

• Foreign Priority w/Intent to Use [§44(d) or 
44(e)]

FILING BASIS
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• Date of First Use Anywhere

• Date of First Use in Interstate Commerce

• Must provide specimen on per class basis

INFORMATION NEEDED FOR USE

https://twitter.com/BTLawNews
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• Use in Commerce = Common Law Rights
– First user = Superior rights
– Geographically limited

• Exception: Federal Intent-to-Use Application
– File prior to use
– Establish national priority date
– Must show use to complete registration

MORE ON USE REQUIREMENTS

https://twitter.com/BTLawNews
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• Direct national filings versus Madrid Protocol

• In Europe, can do direct national filings and/or 
file a Community mark (CTM, which covers 27 
member states)

• 6 months to claim priority

FOREIGN FILING
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GOODS AND CLASSES
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SPECTRUM OF DISTINCTIVENESS
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SPECTRUM OF DISTINCTIVENESS
1. BEST: Fanciful or Coined Marks

• No prior meaning; broadest protection
• XEROX, EXXON, ETSY

2. BETTER: Arbitrary Marks
• Existing words; no meaning applied to product
• APPLE, SAMSUNG, FOURSQUARE

3. GOOD: Suggestive Marks
• Suggest attribute or benefit, but do more than merely describe
• MICROSOFT, AMAZON, FACEBOOK

4. MAYBE: Descriptive Marks
• Need “secondary meaning” / “acquired distinctiveness”
• WINDOWS, SHARP, KENTUCKY FRIED CHICKEN

• Merely descriptive marks not protectable

https://twitter.com/BTLawNews
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SPECTRUM OF DISTINCTIVENESS

3. Not Distinctive
– Not capable of “Acquiring Distinctiveness”

2. Not Inherently Distinctive
– Capable of “Acquiring Distinctiveness”
– Consumers may in time come to associate the mark with the 

product (i.e., “5 years of continuous and substantially exclusive 
use of the mark”)

1. Inherently Distinctive

https://twitter.com/BTLawNews
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• Lower creative costs

• Lower legal costs/generally safer

• Lower customer education costs

• Can be coupled with house mark

WHY CHOOSE DESCRIPTIVE TERM THEN?

https://twitter.com/BTLawNews
https://twitter.com/BTLawNews


CONFIDENTIAL © 2021 Barnes & Thornburg LLP. All Rights Reserved. This page, and all information on it, is confidential, proprietary and the property of 
Barnes & Thornburg LLP, which may not be disseminated or disclosed to any person or entity other than the intended recipient(s), and may not be 
reproduced, in any form, without the express written consent of the author or presenter. The information on this page is intended for informational purposes 
only and shall not be construed as legal advice or a legal opinion of Barnes & Thornburg LLP.

@BTLawNews

PRACTICAL RESULT IF HIGHLY SUGGESTIVE
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• Type of Marks
– Standard Character vs. Stylized

• Classes
– 1-34 = Goods; 35-45 = Services

• Description(s) of Goods and Services
– Key word search to find potential goods and services 

(TEAS and TEAS Plus)
– Research competitors
– Broad descriptions with limited words
– Lists should not be over-inclusive

CONSIDERATIONS FOR CLASSES
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EVEN IDENTICAL MARKS CAN CO-EXIST
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CORRECTING FILING
ERRORS
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• Non-Fixable

• Fixable

CORRECTING FILING ERRORS
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• Wrong party as owner

• Incorrect class and/or goods and services

• Conflicts with registered mark

• Generic

• Commonly used phrase

NON-FIXABLE ERRORS
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• Descriptive

• Includes name without consent

• Surname only

• Specimen

FIXABLE OR POSSIBLY FIXABLE ERRORS
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QUESTIONS?

Rory P. Pheiffer
Founding Partner of Boston Office
Barnes & Thornburg LLP
E-mail: rpheiffer@btlaw.com
Phone: 617-316-5318
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Pre-Filing 
Strategies Presented by: 

Laura J. Winston,

Offit Kurman
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Today’s 
Agenda

 The mark

 Specimens of use

 Anticipating blocking citations

 Anticipating other types of office actions
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The Mark

Standard character 
or composite?

Black and white 
or color?

© 2021 Offit Kurman



The Mark (continued)

Is it trade dress?
• Packaging 
• Product configuration

Is it non-traditional?
• Sound
• Scent
• Motion

© 2021 Offit Kurman



Specimens of Use

 Standards have become very strict!

 See USPTO Examination Guide 3-19 
[Revised October 2020)
 Goods

 Photographs: must show entire item

 Labels: Must be attached to goods or 
packaging

 Web pages: must show the mark and an 
easy way to order the goods.
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Specimens of Use (continued)

 Services
 Must show the mark and 

advertising or rendering the 
services
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Anticipating Blocking Citations

Search!

Understand your search results.
• Coexistence arguments
• Knowing use status of older registrations
• Keep client apprised

© 2021 Offit Kurman



Anticipating Other Types of Office Actions

 Does the mark have a meaning?
 term of art, geographic meaning, 

translation

 Goods/services – sometimes it’s best 
to file broadly and wait for USPTO to 
examine. But be accurate.

 Failure to function as a mark–
increasingly common post - Matal v. 
Tam and Iancu v. Brunetti
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Adhering to Settlement Agreements

 May be limitations in what marks 
may be registered, and for what 
goods

 Could be recent or historic 

 Apple Music, for example

© 2021 Offit Kurman



« Laura J. Winston
Principal Attorney, Offit Kurman, P.A.

Email: lwinston@offitkurman.com

Phone: 347.589.8536

Twitter and Clubhouse: @LauraWinston

QUESTIONS?
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Additional Pre-Filing Issues  

Jacqueline M. Lesser 
September 28, 2021



Additional Filing Issues

• Trade Dress
• Fraud
• Product Launches
• Deadlines for Filing Proofs
• Licensed Users



Trade Dress



Legal Precedent for Examination

TMEP 1202.02
“…When an applicant applies to register a product design,
product packaging, color, or other trade dress for goods or
services, the examining attorney must separately consider
two substantive issues: (1) functionality; and (2)
distinctiveness.

• TrafFix Devices, Inc. v. Mktg.Displays, Inc., 532 U.S. 23, 28-29 (2001)
• Wal-Mart Stores, Inc v. Samara Bros., Inc., 529 U.S. 205 (2000)
• Two Pesos, Inc. v. Taco Cabana, Inc., 112 S.Ct. 2753 (1992)
• Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, (1995)



Is It Product Packaging or 
Product Design?  

While product design trade dress is never 
inherently distinctive, packaging trade dress 
may be. Wal-Mart Stores, Inc. v. Samara 
Bros., 529 U.S. 205, 54 USPQ2d 1065, 
1068, 1069-70 (2000)



Test of Inherent Distinctiveness 

1) whether it is a “common” basic shape or design;

2) whether it is unique or unusual in a particular field;

3) whether it is a mere refinement of a commonly-adopted and
well-known form of ornamentation for a particular class of goods
viewed by the public as a dress or ornamentation for the goods;
or

4) Whether it is capable of creating a commercial impression
distinct from the accompanying words

Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 
1344, 196 USPQ 289, 291 (C.C.P.A. 1977)



Distinctiveness
The Converse factors:  “(1) association of the 
trade[mark] with a particular source by actual 
purchasers (typically measured by customer 
surveys); (2) length, degree, and exclusivity of use; 
(3) amount and manner of advertising; (4) amount of
sales and number of customers; (5) intentional
copying; and (6) unsolicited media coverage of the
product embodying the mark.” In re SnoWizard, Inc.,
129 USPQ2d at 1005 (TTAB 2018) (quoting
Converse, Inc. v. Int’l Trade Comm’n, 907 F.3d 1361,
128 USPQ2d 1538, 1546 (Fed. Cir. 2018)).



Cannot be functional

• Trade dress is functional, and cannot serve as a trademark, if a feature of
that trade dress is "essential to the use or purpose of the article or if it
affects the cost or quality of the article." Qualitex Co. v. Jacobson Prods.
Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64 (1995) (quoting Inwood
Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 850, n.10, 214 USPQ 1, 4,
n.10 (1982)).

• A functional “mark” can never be distinctive and cannot be registered on
the Supplemental register.



Generic or “sufficiently common” 

• In re Odd Sox LLC, 2019 USPQ 270879
(TTAB 2019).  hanging socks held
generic.

• Would consumers associate the design in
question with a product category, or with a
supplier?



Verbal Description of the Mark

Color 

Reg. 5176498 (Principal Reg.)
Registrant:  Tiffany (NJ) LLC
Goods: Bags, burlap; Bags, paper; Bags, shopping; 

Grocery bags; Litter bags; Paper bags; Sacks; Sacks 
filled with grain; Shopping bags.

The color(s) blue is/are claimed as a feature of the mark. The 
mark consists of a shade of blue that is used on product 
packaging in the form of jewelry pouches with drawstrings. 
The broken lines depicting the jewelry pouch and 
drawstrings indicate placement of the mark on the product 
packaging and are not part of the mark.



Verbal Description of the Mark

Example: 

Reg. 6152357 (Principal Reg.)
Registrant:  Jim Beam Brands Co. 

Goods: Alcoholic beverages, except beer; whiskey.
Color is not claimed as a feature of the mark. The mark consists of a three-

dimensional configuration of product packaging consisting of a label with a 
hole for the neck of the bottle draped over a bottle. The front and back of 
the label are attached to the bottle and the top portion of the label is not 
attached. The label includes a belt wrapped around the circumference of 
the bottle, with a thinner belt overlaid on top thereof. The stippling, shading 
and crease lines shown in the drawing are meant to show the three-
dimensional appearance of the design  and are not features of the mark. 
The dotted lines shown in the drawing depicting a cylindrical bottle and cap 
are used only to show the position of the mark on a finished product. The 
dotted lines are not a feature of the mark and are not claimed as part of the 
mark.



The Product and The Mark
Compare This 

Reg. 5347627 (Principal Reg.)
Registrant: Weber-Stephen Products 

LLC 

Goods: charcoal briquettes; hardwood 
lump charcoal briquettes

Color is not claimed as a feature of the 
mark. The mark consists of an image 
of a kettle shaped barbecue grill.



With this: 

Example: 

Reg. 1478530 (Principal Reg.)
Registrant: Weber-Stephen Products LLC 

Goods:  Barbeque grills ; Grills, barbeque; Hibachi

The trademark consists of a three-dimensional 
pictorial representation of the distinctive configuration 
of the kettle portion of applicant's barbecue grills. the 
kettle portion includes a bottom of generally semi-
spherical shape having a top of generally semi-
ellipsoid shape.



Common Objections

Descriptive or functional color 

Common or functional shape  

Is the shape functional 

Functional and covered by a patent  

Is the packaging nondistinctive 

Is the description of the color wrong 

Vague description of the design elements

Drawing does not match the mark 



USPTO Filings and Fraud

• Touchpoints for Filing:
 Ownership
 Exclusivity
 Authorized signatory
 Dates of use (first use, use at time of

filing)
 Actual use in commerce for use

application



Background

Fraud in Trademark Applications
• No applicable statute or rule
• Authority in case law
• Policed by third party action
• Section 14(3), 15 USC § 1064(3), of the

Lanham Act permits cancellation of a
trademark registration at any time if the
registration “was obtained fraudulently”



Counsel’s Duties

• Advise of need to be truthful
• Inform clients of risks and need to retain

certain information/documentation
• Collect facts and evidence
• Never alter or modify provided use

specimen
• Have client describe the specimen
• Do not sign allegations of fact not known to

be true
• Warn about fraud claim in context of other

similar risks that do not require the same
intent



How Trademark Owners Can Avoid Fraud

• Verify facts
• Obtain/submit use specimens for each

good/service
• Obtain/retain documentary evidence to support

use/bona fide intent to use for each
good/service

• Narrow the identification of goods/services
• Avoid multi-class applications?



Type of Application

• Use Based Application
• Intent to Use Application
• Based on 44(e)
• Based on Section 66

Time for Proofs 

• At application, prosecution
• AAU/SOU
• Section 8
• Section 71

Proof of Use 



When

• After Notice of Allowance
• Number of Extensions
• Dividing application
• Specimen

When

• During prosecution
• Black out period
• Before publication

Statement of Use v. Amendment to 
Allege Use 



Product Launch

ETA USE IN COMMERCE

BETA TESTS

LICENSING AND OTHER 
APPROVAL REQUIREMENTS

TYPICAL ENTRY TO MARKET 



Pharmaceutical Products



Licensees

Proper Applicant? 

Related Company? 

Improper Applicant? 

Submitter of specimen? 



Thank you.

Questions? Contact:  jlesser@bakerlaw.com



Atlanta
Chicago
Cincinnati
Cleveland
Columbus
Costa Mesa
Dallas
Denver
Houston
Los Angeles
New York
Orlando
Philadelphia
San Francisco
Seattle
Washington, DC
Wilmington

bakerlaw.com
These materials have been prepared by Baker & Hostetler LLP for informational purposes only and are not legal advice. The information is not intended to create, and receipt of it does not constitute, 
a lawyer-client relationship. Readers should not act upon this information without seeking professional counsel. You should consult a lawyer for individual advice regarding your own situation. 
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