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THE FEDERAL RULES
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• Fed. R. Civ. P. 26(b)(1) – “Parties may obtain discovery regarding any 
nonprivileged matter that is relevant to any party's claim or defense and 
proportional to the needs of the case. . . ” 

• Fed. R. Civ. P. 26(c) – “A party or any person from whom discovery is sought may 
move for a protective order in the court where the action is pending . . . The 
court may, for good cause, issue an order to protect a party. . . ”

• Fed. R. Civ. P. 30(a)(1) – “A party may, by oral questions, depose any person, 
including a party, without leave of court except as provided in Rule 30(a)(2).” 

• Fed. R. Evid. 502(d) – “A federal court may order that the privilege or protection 
is not waived by disclosure connected with the litigation pending before the 
court--in which event the disclosure is also not a waiver in any other federal or 
state proceeding.”
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CASE LAW
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Shelton v. American Motors Corp.
805 F.2d 1323, 1327 (8th Cir.1987)

• Eighth Circuit described the practice of deposing external opposing counsel as 
“disrupt[ing] the adversarial system and lower[ing] the standards of the 
profession.” It has since been extended to deposition of in-house counsel 
overseeing the pending litigation.

• Three-part test:

– No other means available to obtain the information; AND

– Information sought is relevant and non-privileged; AND

– Information sought is crucial to the preparation of the case

• Party seeking deposition bears the burden of proof. 

• Adopted Fifth, Sixth, and Tenth Circuits, as well as the “vast majority” of courts in 
the Ninth and the Fourth Circuit. 
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In re Subpoena Issued to Dennis Friedman
350 F.3d 65, 71 (2d Cir. 2003)

• Rejected Shelton standard.

• Adopted a “Flexible Approach” that considers the following factors:

– Need for information possessed by lawyer;

– Lawyer’s role in connection with the matter on which discovery is sought;

– Lawyer’s role in connection with the pending litigation;

– Risk of disclosure of attorney-client privileged information or information 
protected by the work product immunity doctrine; and

– Extent of discovery already conducted on the matter.

• Party opposing deposition bears the burden of establishing the applicability of 
the attorney-client privilege and/or work product immunity doctrine. 
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No Clear Answer in Other Circuits

First, Third, Seventh, Eleventh, and D.C. Circuit 
Courts of Appeal utilize tests similar to Shelton
and Friedman and, in many cases, apply both 
tests. 
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Shelton’s & Friedman’s Limits

• Attorney may be deposed about involvement in prior, completed case. 
Pamida, Inc. v. E.S. Originals, Inc., 281 F.3d 726, 730 (8th Cir. 2002). 

• Attorney may be deposed if the attorney is not trial or litigation counsel 
and the subject matter of the deposition will not reveal a client’s litigation 
strategy in the pending litigation. Pamida, Inc. v. E.S. Originals, Inc., 281 
F.3d 726, 730 (8th Cir. 2002). 

• Attorney may be deposed about information that is not privileged and 
not protected from disclosure by the work product immunity doctrine. 
U.S. v. Philip Morris Inc., 209 F.R.D. 13, 17 (D.D.C. 2002).



www.bakerdonelson.com
© 2022 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC | Confidential

Shelton’s & Friedman’s Limits (cont.)

• Attorney may be deposed about events that took place before 
litigation was reasonably anticipated. Rainbow Invs. Grp., Inc. v. Fuji 
Trucolor Mo., Inc., 168 F.R.D. 34, 37 (W.D. La. 1996). 

• Attorney may be deposed about information gained when acting in 
a capacity other than an attorney (negotiator, business advisor, etc.). 
Ga.-Pac. Corp. v. GAF Roofing Mfg. Corp., No. 93 CIV. 5125 (RPP), 1996 
WL 29392, at *5 (S.D.N.Y. Jan. 25, 1996). 
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PRACTICAL CONSIDERATIONS
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You Are Subpoenaed/Noticed to Testify. Now What?
Relevant Questions to Ask 

1. Attempt to negotiate the subject matter opposing counsel intends to elicit during the 
deposition.

2. Is it relevant to the pending litigation?

3. Does it concern a closed matter or an ongoing one?

4. Does it concern actions taken before litigation was reasonably anticipated? 

5. Can the information be obtained from another witness?

6. Can the information be obtained through less intrusive means such as written 
discovery? 

7. Is the information shielded by the attorney-client privilege and/or work product 
immunity doctrine? 

8. Are you acting as litigation counsel or overseeing litigation counsel in the pending 
litigation? 

9. Is the information sought likely to reveal litigation strategy in the pending litigation?
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Response Options 

• Seek a protective order when:

1. You are serving as trial/litigation counsel and testimony would reveal litigation strategy;

2. Information sought is outside the scope of discovery allowed under Fed. R. Civ. P. 
26(b)(1);

3. Information sought is privileged or constitutes work product; or

4. Information sought can be obtained through another witness or less intrusive means.

• Testify and make appropriate objections when:

– You are not serving as trial/litigation counsel; 

– Information sought relates to actions you took when acting in a non-legal capacity;

– Information sought relates to a closed matter or a matter that occurred before litigation 
was reasonably foreseeable; or

– Information largely concerns business decisions as opposed to legal opinions. 
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Either Way, Consider Seeking a Rule 502(d) Order

If you choose to testify or are ordered to testify and your 
testimony may reveal privileged information or information 
constituting work product, seek a Fed. R. Civ. P. 502(d) Order 
from the Court. 
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Rules of Professional Responsibility

• Rule 1.6 – “A lawyer may reveal information relating to the 
representation of a client … to comply with other law or a 
court order.”

• If a court orders the lawyer to disclose information the 
lawyer or the client believes to be privileged, the lawyer has 
no ethical obligation to defy a court order in order to 
preserve the privilege. 
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Privilege Issues

•Often privilege issues arise when presenting in-
house counsel for deposition.

• The attorney-client privilege attaches only to 
communications made for the purpose of giving 
or obtaining legal advice or services, not 
business or technical advice or management 
decisions.

• And, the communications must be kept 
confidential.



What is Privileged?

• “Admittedly complications in the application of the privilege 
arise when the client is a corporation… and not an 
individual.”

Upjohn Co. v. United States, 101 S.Ct. 677, 682-83 (1981)

• No longer the control group test.

• Now defined by a subject matter test

• “the privilege exists to protect not only the giving of 
professional advice to those who can act on it but also the 
giving of information to the lawyer to enable him to give 
sound and informed advice.”



What is Privileged?

• The control group test frustrates the very purpose of the 
privilege by discouraging the communication of relevant 
information by employees of the client to attorneys 
seeking to render legal advice to the client corporation.

• The subject matter test is met where the employee 
makes the communication at the direction of his 
superiors and where the subject matter upon which the 
attorney’s advice is sought by the corporation and dealt 
with in the communication is the performance by the 
employee of the duties of his employment.  

Upjohn Co. v. United States, 101 S.Ct. 677, 682-83 (1981)



What is Privileged?

• Federal Rule 501 provides that the common law governs 
a claim of privilege.
• Thus, federal privilege law governs in a federal question case 

involving only federal law and 

• state privilege law applies in a diversity case involving only state law.

• But when state-law claims are present in a federal-
question case under the federal court’s supplemental 
jurisdiction, however, “it is not immediately clear what 
law should apply.” 

Garza v. Scott and White Memorial Hospital, 234 F.R.D. 617, 625 (W.D. 
Tex. 2005). 



Work Product Privilege

• Fed. R. Civ. P. 26 also protects work product: “Ordinarily, 
a party may not discover documents and tangible 
things that are prepared in anticipation of litigation or 
for trial by or for another party or its representative 
(including the other party’s attorney, consultant, surety, 
indemnitor, insurer, or agent).”



Waiver

• For waiver to occur, the disclosure of the privileged 
communication also must be voluntary. 

• If a person obtains a document without the voluntary act 
of the privilege holder or the privilege holder’s agent, 
then there is no waiver.

• Disclosure of a privileged document or communication 
can result in an implied waiver of other related privileged 
documents or communications. 

• This is typically called “subject matter waiver.” 



Waiver – Advice of Counsel

• In general, the “advice of counsel” defense asserts that a 
defendant relied on legal advice when taking the action 
that is the basis of the lawsuit.

• E.g., the client may rely on advice of counsel defense to 
show board acted in good faith and with due care.

• Claiming the advice of counsel defense results in the 
waiver of the attorney client privilege for 
communications with counsel regarding the advice;
• What was the advice?

• Was it followed?

• To what extent?

• What was the result?



Waiver – External Auditors

• Typically, a company’s disclosure of privileged 
information to its external auditors will waive the 
privilege. 

• ABA statement of policy Regarding Lawyers’ Responses to 
Auditors’ Requests for Information provides a framework 
to facilitate effective auditing of financial reporting and 
preserve the attorney-client privilege.



Waiver – Internal Investigations

• If structured correctly, the attorney client privilege can 
apply to the investigation.  

• A common question in internal investigations is whether 
the investigation and related conduct is performed for 
business or legal purposes.

• For the privilege to apply the internal investigation must 
be conducted for the purpose of providing legal advice.

• Business input as a secondary purpose of the 
investigation will not destroy the privilege. 
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Tips to Avoid or Limit Exposure

• When possible, avoid having in-house counsel sign affidavits, 
declarations, or verifications for discovery responses.

• Avoid, if possible, designating in-house counsel as a Rule 
30(b)(6) witness (e.g., United Hosp. Center, Inc. v. Bedell, 484 
S.E.2d 199, 216 (W. Va. 1997) (when a corporation designates 
its attorney to testify at a deposition, it waives the attorney-
client privilege and work product doctrine with regard to 
matters on which the attorney is designated).

• Avoid having in-house counsel conduct discovery searches so 
he/she is not  a fact witness regarding discovery compliance.



Tips to Avoid or Limit Exposure

• Assure privileged documents are appropriately marked to 
distinguish them from ordinary business.

• Have the company develop and maintain written job 
descriptions for in-house attorneys and, if lawyers engage in 
dual roles, distinguish their business roles from their legal 
roles.

• Remain mindful of the rules governing attorney-client 
privilege and the work product doctrine in all jurisdictions in 
which the corporation does business.



Tips to Avoid or Limit Exposure

• Make an effort to separately maintain documents that 
counsel creates in the ordinary course of business (which are 
discoverable) from those created in anticipation of litigation 
and protected by the work product doctrine or attorney-client 
privilege.

• Limit distribution of documents offering or seeking legal 
advice.



Considerations on Receipt of a 

Subpoena or Deposition Notice

• Decide whether to retain outside counsel

• Consider the return date and whether more 
time is needed to respond

• Decide on a response (e.g., comply; informally 
seek to narrow the scope of the request; serve 
formal objection; file a motion to quash, 
modify, or for entry of a protective order)



Practical Considerations

Consider the relevant law and available options

• Requiring deposition by written question (e.g., Cox v. 
Administrator U.S. Steel & Carnegie, 17 F.3d 1386, 1423 
(11th Cir. 1994)). 

• Requiring other available sources of information first be 
explored and exhausted (e.g., Kelling v. 
Bridgestone/Firestone, Inc., 153 F.R.D. 170 (D. Kan. 1994).



Motions to Quash

When moving to quash, include in-house counsel’s affidavit and 
be sure it:

• Offers detail on the attorney’s role as legal counsel (as 
opposed to any non-legal roles);

• Sets forth the work-product doctrine factors and establishes 
their applicability to the facts of the particular case; and/or,

• States the basis of the attorney-client privilege and 
establishes that in-house counsel's role in the involved matter 
was for the purpose of providing confidential legal advice.



Practical Considerations

• Locate responsive documents and information

• Consider the pre-production need for a non-disclosure 
agreement, a protective order, or the consent of third parties

• Determine if any litigation holds are warranted, and issue 
them



The “No Contact” Rule

In representing a client, a lawyer shall not
communicate about the subject of the representation
with a person the lawyer knows, or by the exercise of
reasonable diligence should know, to be represented by
another lawyer in the matter (RPC 4.2)



No Contact Rule (Generally)

• Applies to all represented persons, not just parties

• Counsel cannot communicate even if represented 
person initiates contact

• Contact requires consent of the person’s counsel, not 
the person

• Counsel may not contact a represented party 
through another

How does it apply to in-house counsel?



No Contact Rule & In-House Counsel

General Approach:  Classifies current in-house counsel 
as a lawyer, rather than a client, under the no contact 
rule (e.g., Formal Ethics Opinion 06-443)

Exceptions:

• Lawyer provided business, rather than legal advice 
(N.C. State Bar Op. 128 (1993)

• Lawyer is separately represented by counsel

What about former in-house counsel?



Corporate Family Considerations

In-house counsel often work for some or all corporate 
members (e.g., affiliates and subsidiaries) to assure 
group processes, brand integrity, etc.

• Who is their client 

• What are in-house counsel’s obligations to the 
corporation and constituents?



Who is the Client?

The corporate entity

• Model RPC 1.13: “A lawyer employed or retained by 
an organization represents the organization . . . .”

vs.

• NJ RPC 1.13: “A lawyer employed or retained to 
represent an organization represents the 
organization as distinct from its directors, officers, 
employees, members, shareholders or other 
constituents. . . .”



Constituents & Dual Representation

RPC 1.13 - An in-house lawyer may represent the
corporation’s constituents as well as the company

• Dual representation requires consent by appropriate
corporate official

• Consent cannot be given by the same official the
lawyer represents individually

• Dual representation is subject to conflict of interest
rules (RPC 1.7)



Constituents & Dual Representation

• When corporate directors, officers, and employees 
consult with corporate counsel, no individual 
attorney-client relationship is presumed to arise.

• An assertion of a separate, individual relationship 
typically needs to be proven “with particularity” 
(e.g., US v. Ruehle, 583 F.3d 600 (9th Cir. 2009); also
In re Bevill, Bresler & Schulman Asset Mgmt. Corp., 
805 F.2d 120 (3d Cir. 1986); U.S. v. Graf, 610 F.3d 
1148 (9th Cir. 2010)).
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Dual Roles of In-House Corporate Counsel
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 Legal Advisor

 Business Advisor

 Practice Tips to Distinguish Between the Two



How to Prepare for the Deposition
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 Distinguish between legal and business advice -- deponent 

and defending counsel need to know and set the limits well 

before the deposition

 Can you protect purely business advice?

 Should the in-house counsel serve as a 30(b)(6) witness?



Deposition Preparation
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 Conduct a mock examination with separate counsel playing 

the role of the opposing counsel

 Be careful with what documents are shown to refresh 

recollection

 Warning:  refreshing recollection may result in waiver 



Answering Questions at the Deposition
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 Less is generally more and helps to protect the 

privilege

 Limit answers solely to business advice

 Defending counsel should aggressively protect the 

privilege where appropriate



Taking Depositions of In-House Counsel: Key Strategies
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 Do not let the privilege be used as a shield and sword

 Force them to take the privilege/obtain stipulation on privileged subject areas

 Obtain admissions of business activities and business advice at outset of the 
deposition

 Understand how the in-house counsel is involved in business 
communications/copying on an email does not make the email privileged



Take Aways
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 Do consider whether the in-house counsel is a necessary fact 
witness

 If the in-house counsel is a fact witness, pay careful attention to 
asserting the privilege and think about later preclusion

 Avoid making in-house counsel a fact witness after litigation 
has started if possible



Thank you
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