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Tips for Optimal Quality

Sound Quality

If you are listening via your computer speakers, please note that the quality 

of your sound will vary depending on the speed and quality of your internet 

connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 

1-866-570-7602 and enter your PIN when prompted. Otherwise, please 

send us a chat or e-mail sound@straffordpub.com immediately so we can address 

the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality

To maximize your screen, press the F11 key on your keyboard. To exit full screen, 

press the F11 key again.

FOR LIVE EVENT ONLY



Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 

participation in this webinar by completing and submitting the Attendance 

Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 

that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 

ext. 2.

FOR LIVE EVENT ONLY



Program Materials

If you have not printed the conference materials for this program, please 

complete the following steps:

• Click on the ^ symbol next to “Conference Materials” in the middle of the left-

hand column on your screen.  

• Click on the tab labeled “Handouts” that appears, and there you will see a 

PDF of the slides for today's program.  

• Double click on the PDF and a separate page will open.  

• Print the slides by clicking on the printer icon.

FOR LIVE EVENT ONLY



Disclaimer

These materials have been prepared solely for educational and entertainment

purposes to contribute to the understanding of U.S. intellectual property law.

These materials reflect only the personal views of the authors and are not

individualized legal advice. It is understood that each case is fact specific, and

that the appropriate solution in any case will vary. Therefore, these materials

may or may not be relevant to any particular situation. Thus, the authors and

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe

LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either

philosophically or as representatives of their various present and future clients to

the comments expressed in these materials. The presentation of these materials

does not establish any form of attorney-client relationship with these authors or

their firms. While every attempt was made to ensure that these materials are

accurate, errors or omissions may be contained therein, for which any liability is

disclaimed. The presenters thank Stacy Lewis of Finnegan for helping to prepare

the slides.
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• Introduced by the America Invents Act (AIA), SEC. 12.

• Effective Sept. 16, 2012, applies “to any patent issued before, 

on, or after that effective date”

Supplemental 
Examination
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• Grew out of Senator Hatch’s efforts to restrict the inequitable-conduct doctrine. 

• “If the Office determines that the information [that was submitted to the Office 

by the patent owner] does not present a substantial new question of patentability 

or that the patent is still valid, that information cannot later be used to hold the 

patent unenforceable or invalid on the basis [of ] an inequitable-conduct attack 

in civil litigation.” H.R. Rep. No. 112-98, at 50. 

• “New section 257(c)(1) follows the usual practice of referring to inequitable 

conduct attacks in terms of unenforceability, rather than invalidity, though courts 

have in the past used the terms interchangeably when describing the effect of 

fraud or inequitable conduct on a patent. J.P. Stevens & Co., Inc. v. Lex Tex Ltd., 

Inc., 747 F.2d 1553, 1560, Fed. Cir. 1984…The term should be considered to be

used interchangeably with ‘invalidity’ in this bill as well.”  S1378 (daily ed. Mar. 

8, 2011) (statement of Sen. Kyl). 

Supplemental  Examination

7



“Consider, Reconsider, Or Correct” 
Relevant Information 

35 U.S.C. 257   Supplemental examinations to consider, reconsider, 
or correct information.

• (a)  REQUEST FOR SUPPLEMENTAL EXAMINATION.—A patent owner may request 
supplemental examination of a patent in the Office to consider, reconsider, or 
correct information believed to be relevant to the patent, in accordance with 
such requirements as the Director may establish. Within 3 months …the Director 
shall …issu[e] a certificate indicating whether the information presented in the 
request raises a substantial new question of patentability.”

• (b)  REEXAMINATION ORDERED.—If the certificate issued under subsection (a) 
indicates that a substantial new question of patentability is raised by 1 or more 
items of information in the request, the Director shall order reexamination of the 
patent. … During the reexamination, the Director shall address each substantial 
new question of patentability identified during the supplemental examination, 
notwithstanding the limitations in chapter 30 relating to patents and printed 
publication or any other provision of such chapter.

8

not limited to patents and 
printed publications



Effect: Insulate Patent 

35 U.S.C. 257   Supplemental examinations to consider, 
reconsider, or correct information.

• c) EFFECT.—
• (1) IN GENERAL.—A patent shall not be held unenforceable on 

the basis of conduct relating to information that had not been 
considered, was inadequately considered, or was incorrect in a 
prior examination of the patent if the information was 
considered, reconsidered, or corrected during a supplemental 
examination of the patent. The making of a request under 
subsection (a), or the absence thereof, shall not be relevant to 
enforceability of the patent under section 282.

9

“during” the SE



Exceptions: Already Pled or in 
Para. iv Notice

35 U.S.C. 257   Supplemental examinations to consider, reconsider, or 
correct information.

• c) EFFECT.—

• 2) EXCEPTIONS.—

― (A) PRIOR ALLEGATIONS.—Paragraph (1) shall not apply to an allegation pled 
with particularity in a civil action, or set forth with particularity in a notice 
received by the patent owner under section 505(j) (2)(B)(iv)(II) of the Federal 
Food, Drug, and Cosmetic Act (21 U.S.C. 355(j) (2)(B)(iv)(II)), before the date 
of a supplemental examination request under subsection (a) to consider, 
reconsider, or correct information forming the basis for the allegation.

― (B) PATENT ENFORCEMENT ACTIONS.—In an action brought under section 
337(a) of the Tariff Act of 1930 (19 U.S.C. 1337(a)), or section 281, 
paragraph (1) shall not apply to any defense raised in the action that is 
based upon information that was considered, reconsidered, or corrected 
pursuant to a supplemental examination request under subsection (a), 
unless the supplemental examination, and any reexamination ordered 
pursuant to the request, are concluded before the date on which the action 
is brought.
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Burden On Patent Owners For 
Supplemental Examination

• Steep fee, § 1.20(k) Supplemental Examination 
• $4,400 for request + $12,100 if reexam ordered
• $180 per nonpatent document 21-50 pages in length + $280 per page 

above 50 pages

• Patent owner admissions
• § 1.610(b) A request for supplemental examination must include:

― (5) A separate, detailed explanation of the relevance and manner of 
applying each item of information to each claim of the patent for which 
supplemental examination is requested.

• Limit to number of items that a patent owner may raise in a request for 
supplemental examination.
• § 1.605 No more than 12 items believed to be relevant to the patent.

• §1.620: (e) No interviews and (f) no amendments (though amendments 
may be made in subsequent reexam, if ordered).
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35 U.S.C. 257   Supplemental examinations to consider, reconsider, 
or correct information.

• (e) FRAUD.—If the Director becomes aware, during the course of a 

supplemental examination or reexamination proceeding ordered under this 

section, that a material fraud on the Office may have been committed in 

connection with the patent that is the subject of the supplemental 

examination, then in addition to any other actions the Director is authorized 

to take, including the cancellation of any claims found to be invalid under 

section 307 as a result of a reexamination ordered under this section, the 

Director shall also refer the matter to the Attorney General for such further 

action as the Attorney General may deem appropriate. Any such referral shall 

be treated as confidential, shall not be included in the file of the patent, and 

shall not be disclosed to the public unless the United States charges a person 

with a criminal offense in connection with such referral.

Fraud Reported to AG
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35 U.S.C. 257   Supplemental examinations to consider, reconsider, 
or correct information.

• (f)  RULE OF CONSTRUCTION.—Nothing in this section shall be construed—

• (1)  to preclude the imposition of sanctions based upon criminal or antitrust 

laws (including section 1001(a) of title 18, the first section of the Clayton Act, 

and section 5 of the Federal Trade Commission Act to the extent that section 

relates to unfair methods of competition);

• (2)  to limit the authority of the Director to investigate issues of possible 

misconduct and impose sanctions for misconduct in connection with matters or 

proceedings before the Office; or

• (3)  to limit the authority of the Director to issue regulations under chapter 3 

relating to sanctions for misconduct by representatives practicing before the 

Office.

Other Sanctions
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M.P.E.P.

• Chapter 2800.

• SE requests may only be filed by the patent owner (of the entire right, 
title, and interest in the patent). 

• May be filed at any time during the period of enforceability of a patent. 

• No third-party participation allowed. 

• Public access to SE requests and accompanying material only available 
once the request is granted a filing date. 

• §2811.01: “The patent owner must explain, for each claim requested to 
be examined, either (1) what the item of information teaches with 
respect to that claims, or (2) which teaching contained in the item of 
information may be considered by an examiner to be important when 
determining the patentability of that claim. 
• See also, §2816.02 and §2816.03.
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Supplemental Examination Stats
(FY2014-FY2018)

Chemical, 66, 
29%

Electrical, 116, 
50%

Mechanical, 45, 
19%

Design, 4, 2%

Source: USPTO 2018
Annual Report, Table 13B
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What “Items of  Information” 
Were Submitted?

US patents/applications, 
OA's
75

22%

Foreign 
patents/applications, 

OA's
55

16%

Both US and foreign 
patents/applications

76
23%

Publications
42

12%

Declarations
24
7%

Webpage
12
4%

Poster/video/presentation/
brochures/manuels

38
11%

Case law
8

2%

NPL
4

1%

Litigation documents
5

2%

Source: Finnegan research using  
USPTO PAIR on 241 SE requests as of April 2019.

Over half of items of 
information 
submitted are 
patents/patent 
applications
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Supplemental Examination Stats
(FY2014-FY2018)

rate of finding SNQ in SE’s granted a filing date: 71% (147/208)

Source: USPTO 2018
Annual Report, Table 13B
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SNQ Findings By Technology
(FY2014-FY2018)

63%
36/57

74%
137/184

0%

5%

10%

15%

20%

25%

30%

35%

40%

45%

50%

55%

60%

65%

70%

75%

80%

Chemical SE requests Electrical/Mechanical

SNQ found
Source: Finnegan research using  
USPTO PAIR on 241 SE requests as of April 2019.

37% no SNQ

26% no SNQ
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Closer Look Where SNQ Found 
(FY2014-FY2018)

56%

12%

24%

9%

48%

16%

24%

12%

0%

10%

20%

30%

40%

50%

60%

No original claim in reexam remaining,
amended and newly added claims

All claims in reexam canceled At least one original claim in reexam
confirmed, other claims in reexam

canceled, amended, or newly added

Original claims in reexam confirmed

Chemical Electrical/Mechanical

Source: Finnegan research using  
USPTO PAIR on 241 SE requests as of April 2019.
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Requests Known To Have Related Litigation

2014 2015 2016 2017 2018 Total

3 2 3 5 2 15

Source: USPTO 2018
Annual Report, Table 13B

• Expect that this number is underreported.

• In first couple years of the law, parties may have been estopped by 35 
U.S.C. §257(c)(2)(A).

• Yet to be an example of a patent owner successfully using SE to “purge” 
alleged inequitable conduct and then successfully enforcing its claims. 
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Case Studies: How Are Patent Owners 
Using Supplemental Exams? 
And What Are the Results? 

21



Life Science SE’s
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Example of  No SNQ Found: 96/000,008

• U.S. Pat. 8,017,344 Claim 1. A method of screening for an 
inhibitor of the binding between a CAR and a CARL, which 
comprises the steps of:

a) contacting…; (b) detecting…; (c ) comparing…; and (d) 
selecting…wherein the CARL is a protein that binds to a natural CAR 
and is the protein of any one of: (1)…; (2)…; (3)…; (4)…; (5)…; or 
(6)…; and wherein the CAR is a protein that binds to a polypeptide 
comprising the amino acid sequence of SEQ ID NO: 1 or 2, and is a 
protein comprising an amino acid sequence of any one of: (7)…; 
(8)…; or (9)… .

• Items requested to be considered:

1) Japanese Office Action;

2) Wan article; and 

3) Response to Japanese Office Action.
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Example of  No SNQ Found: 96/000,008

USPTO:  “The JPO office action and the patent owner’s response to 

the JPO Office action, as presented in the request, do not raise a 

substantial new question of patentability. These items of 

information show how the Japanese Patent Office characterized the 

Wan reference. However, these items of information do not qualify 

as prior art under 35 U.S.C. 102 or 103, or contain information that 

raises any other issues of patentability with respect to claims 1-3 of 

the ‘344 patent.  For this reason, a reasonable examiner would not 

consider the JPO Office action or the patent owner’s response to the 

JPO Office action important in determining whether claims 1-3 of 

the ‘344 patents are patentable.”
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Lessons Learned: 96/000,008

• Bring foreign references to the USPTO.

• No SNQ so there was a “car wash” of the patent regarding 

the documents submitted.

• Patent owner had her cake and ate it too.  Went for 

Supplemental Examination, but there was no SNQ.  Yet still 

should escape from any inequitable conduct effect 

associated with the information submitted because the 

information submitted was considered “during” a SE.  Win, 

win!
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Example of  SNQ Found: 96/000,021

• U.S. Pat. 6,114,313 Independent claim: 1. A pharmaceutical 

composition comprising a nucleotide analog, mannitol and a 

modifying additive which is sodium chloride or a polyol, 

wherein the nucleotide is a compound of formula 

• wherein R1 and R2 independently represent hydrogen or halogen, 

R3 and R4 independently represent phenyl, or C1-6 -alkyl 

optionally substituted by one or more substituents selected from 

OR5, C1-6 -alkylthio, NR6 R7, phenyl, COOR8 and halogen, 

R5, R6, R7 and R8 independently represent hydrogen or C1-6 -alkyl, 

and X represents an acidic moiety, or a pharmaceutically 

acceptable salt thereof. 

26

• Items requested to be considered:

1) WO 94/18216 (the ‘216 publication)

2) JP 58-74696 (‘the 696 publication)



Example of  SNQ Found: 96/000,021

USPTO:  “The ‘216 publication discloses that solutions containing a 

compound of formula I may be evaporated by freeze drying or 

spray drying to give a solid composition, … . The ‘696 publication 

discloses method of stabilization of [ATP] in a lyophilized 

state…[and] that the saccharides used in the invention include []… 

and one of these saccharides or a combination of two or more of 

them can be used…The ‘696 publication teaches that the 

concentration of the stabilizer should be 3% of higher… .

A reasonable examiner would consider the teachings of the ‘216 

publication and the ‘696 publication important in deciding whether 

claims 1-13 of the ‘313 patent are patentable.” 

Reexamination certificate issued: claims canceled, amended claims, new 
claims.
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Lessons Learned: 96/000,021

• Use supplemental examination to amend claims and 

obtain new claims.

• Some claims were canceled but original independent 

claims survived, as amended, and one new independent 

claim was added. 

• Win, win to extent that patent owner gets amended claims 

and new claims and those claims should be free of 

inequitable conduct charges based on the two items 

submitted for supplemental examination.
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Example: 96/000,045
IPR and Litigation After SE/Reexam Finished

29

• U.S. 6,346,532 compound claim amended during reexam instituted after SE request.
• Reexam certificate issued Feb. 24, 2015. 

• Oct. 2016 infringement litigations filed.

• Mar. 2017 litigations consolidated.

• Oct. 16, 2017 IPR petition filed  (IPR2018-00079) – includes reference on which SNQ 
was found in the SE and reexam ordered, although on different combination of art.

• Feb. 8, 2018: POPR argued 325(d) for reference that was already considered in 
prosecution, SE, and reexam. 

• May 4, 2018: IPR petition denied on the merits. The PTAB “decline[d] the invitation 
to exercise our discretion under §325(d).” 

• May 9, 2018: Joint Stipulation of Dismissal Without Prejudice entered in litigation.

• Some claims were canceled but patent resulted with amended and new claims.



Lessons learned from 96/000,045

30

• Finish SE and reexam, resulting in patent with 
amended and new claims surviving.

• The SE cleared the way for denial of an IPR.



96/000,267: SE Request Filed to Address an 
Inadvertent Failure to Cite Prior Art

• U.S. Patent No. 8,859,504 includes 15 claims directed to compounds, 

crystalline forms, and a pharmaceutical composition.

• July 9, 2018: SE request only for crystalline form claims 6-14, in view of 

documents submitted by the applicant during prosecution (response to 

restriction requirement) and an expert declaration newly presented in 

the request for SE.

• Expert declaration posited that crystalline form claims 6-14  recited a 5-

membered ring, but, according to the declaration, the specification and by the 

peaks recited in the claims disclosed a 6-membered ring. 

• Millennium: the data discrepancies “may render the claims unclear, raising a 

potential indefiniteness issue[]” and may also create a potential issue of written 

description support.
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96/000,267 (con’t)

• SNQ; ex parte reexamination ordered.

• Claims 6-14 rejected as indefinite, non-enabled, and lacking written 
description. 

• Patent owner canceled claims 6-14 and also amended claims 1, 3, and 
15, even though those claims were not mentioned in the Request for SE 
and were not rejected. 
• Corrected claim 3 to address an Office printing error and amended claims 1 

and 5 “for clarity or to correct typographical error(s).”

• Dec. 20, 2018: Reexam Certificate issued; claims 1, 3, and 15 patentable 
as amended, confirmed patentability of claims 2 and 4-5, and canceled 
claims 6-14. 
• Cites MPEP 2816.01 as authorization to allow the Office to reexamine claims 1-

5 and 15, despite not being the basis on which supplemental examination was 
requested.
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96/000,267 Lessons Learned

• Try to avoid errors in the claims, either as originally filed or as 

introduced during prosecution. 

• Query - are the claims that remain in the ’504 patent, i.e., 

claims 1, 3, and 15, as amended, as well as claims 2, and 4-5, 

insulated from a later finding of inequitable conduct based on 

the information submitted by the patent owner in its Request for 

Supplemental Examination?

• Probably. 

• Reexamination expressly examined other claims and pointed to MPEP

authority for doing so. 

• 35 U.S.C. 257(a) and (c)(1), clearly and literally recite Supplemental 

Examination is “of a patent,” not of claims of a patent.
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Chemical SE’s
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96/000,071: Claim of  U.S. Patent 7,229,509 
Canceled in SE/Reexam Upheld in IPR

35

Nov. 11, 2011

All claims but claim 10 
disclaimed

Nov. 2013

Reissue application filed

June 20, 2014

IPR2014-01002 petition 
filed on claim 10

July 3, 2014

Request for SE

96/000,071 of claim 
10

Aug. 7, 2014

Conference call, PO 
asking PTAB not to sua

sponte stay or terminate 
any related proceedings

Aug. 14 and 19, 2014

SNQ found

Reexam ordered

Dec. 29, 2014

IPR instituted

Jan. 20, 2015

Petitioner’s motion to stay 
reexam

PO motion to stay or 
terminate IPR

Feb. 19, 2015

Motions denied

Feb. 28, 2015

Claim 10 canceled, new 
claims 17-30

Aug. 19, 2015

PTAB orders PO to show 
cause why adverse 

judgment should not be 
entered in view of 

cancellation of claim 10

Aug. 20, 2015

Notice of intent to 
issue reexam 

certificate

Sept. 16, 2015

PTAB orders no adverse 
judgment will be entered

Nov. 2, 2015

FWD upholding claim 10 as 
patentable

Nov. 12, 2015

Reexam Cert. issued claim 
10 canceled, new claims 

17-30

Dec. 1, 2015

Petitioner request for entry of 
adverse judgment in light of 
reexam certificate deniedJ

Jan. 12, 2016

Request for rehearing of FWD
denied



Lessons Learned from 96/000,071

• Very complicated:  reissue, IPR, SE, and reexamination.

• Even though all of the reissue, the IPR, and the SE were before 
the USPTO, the SE canceled claim 10 but the IPR upheld claim10! 

• Claim 10 was canceled from the patent, but the SE allowed the 
patent owner to come out with 14 new claims including two 
independent claims!

• So, original claim 10, the only one left after patent owner’s 
disclaimer of all the other original claims, went down but the 
patent owner ended up with the patent and the added new 
claims.

• Thank you Supplemental Examination!!!!
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Timing Considerations, As Illustrated in the 
Next Slide

• Patent owners should carefully consider the timing of any 

effort at SE if they might soon seek to enforce the patent 

or if there is any indication that a third party might 

imminently file an IPR. 

• A decision on the request for SE must be made in three 

months, but then the patent could be tied up in the USPTO 

for over a year if the director orders ex parte re-examination 

or if a petition for IPR is filed and subsequently granted. And 

appealing an adverse decision in the ex parte re-examination 

could further delay any effort to enforce a patent.
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Example: 96/000,018
Litigation Brought After SE/Reexam Finished

38

• U.S. 7,631,671 Claim 1. A method for in-line blending of gasoline 
and butane comprising:

• Items of information
• butane blending instrument air diagram; and
• declaration regarding operation of butane blending plant.

• As a result of SE, reexamination was ordered and Claims 6, 14, 
15, 17-21, 24, 25, 50 and 51 rejected for public use or sale. No 
reexam ordered for all other claims.

• the plant contained all of the claim elements.  
• “[T]he sale of gasoline blended according to the claimed invention is 

seen as commercial exploitation… [t]hus, there was public use of the 
…claims on the date that the blended gasoline was delivered from the 
…plant.”

• Processes at plant occurred prior to 2006.
• Claims effective filing date is April 20, 2006 (because not entitled to 

priority date).

example of how items of 
information do not have to be a 

patent or printed publication



Example: 96/000,018
Litigation Brought After SE/Reexam Finished

39

• All claims subject to reexam were canceled and reexam 
certificate issued.

• Patent owner filed infringement action based on remaining 
claims.

• ILND-1-15-cv-08178

• Defendant raised defense of unenforceability for inequitable 
conduct alleging that the diagram and declaration submitted 
in the SE was false. 

• Oct. 6, 2018: district court judge granted motion for no 
inequitable conduct. Did not mention SE. Post-trial motions 
continue through Aug. 2019.



Lessons learned from 96/000,018

40

• Not over yet, but used SE to result in many, unamended 
claims presumably having gone through the car wash.

• Completed the SE and then brought the litigation with many 
claims that survived the SE. 



96/000,185: Inadvertent Failure To Cite Prior 
Art During Original Prosecution

• Request for SE of U.S. Patent 9,428,647 claim 1-8. 

• Nine items of information, which the patent owner said 

“[t]hrough a clerical oversight, no Information Disclosure 

Citation was filed during prosecution of the original . . . 

application.” 

• Note, no explanation of what exactly the clerical oversight 

was, how it occurred, or when it was discovered, and the 

USPTO did not request any explanation during the resulting 

reexamination proceeding.

• SNQ found based on two of the items of information 

submitted (Reference A and Reference B), and ex parte

reexamination ordered. 
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96/000,185: Inadvertent Failure To Cite Prior 
Art During Original Prosecution

• Non-final rejection of claims 2, 5, 6, and 7 based on § 112 and 
claims 1, 2, and 7 under §102(a)(1).
• Claims had an effective filing date of April 9, 2013. 
• References A and B had publication dates before April 9, 2013, but 

not before the critical date of April 9, 2012.
• The Office noted that claims 3-6 and 8 were free of the art. That 

meant that claims 3 and 4 were to remain unchanged because no 
§112 rejection of claims 3 and 4.

• Patent Owner canceled claim 5 and amended claims 1, 2, 6, and 
7 to incorporate limitations of claim 5 into independent claim 1, 
as clarifications. (to avoid Festo?)
• Inventor declaration to claim entitlement to §102(b)(1) prior art 

exception.

• Reexam Certificate issued.
• Office sua sponte held that the claims were distinguishable over 

References A and B (demonstrating that the §102(b)(1)(A) exception 
was not even necessary):
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96/000,185: Lessons Learned

• Do everything possible to ensure that all prior art 

documents/information that are even possibly material to 

patentability and are known to at least one person with a Rule 

56 duty, are submitted to the USPTO during original 

prosecution.

• But be prepared for the unexpected. 

• May not expect type of amendments have to make. 

• May take risk of filing declaration when not necessary. 

• Perhaps interview before committing to any course of action. 

• Query - same result even if the decision not to cite was 

purposeful rather than inadvertent? 35 U.S.C § 257(a) does not, 

within its literal language, require inadvertence.
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Mechanical SE’s
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96/000,005
• SE Request for U.S. Pat. 8,145,578.

• SNQ found on 8 of 9 items submitted, SE certificate issued.

• 187 additional items then submitted in IDS.

• All claims rejected for failure to comply with 35 U.S.C. §112 (a) 
(enablement) and for failure to comply with 35 U.S.C. §112(b).

• 251 additional items then submitted in IDS.

• 16 claims amended, 14 new claims added; more IDS’s filed (44 items) 
and declarations.

• Final rejection of all claims.

• One claim amendment, arguments, and declarations requested for entry 
after final.

• Rejected – proposed amendments would not overcome rejection.
45



96/000,005

• Appeal filed. 

• Another IDS submitted (20 references listed in an IPR filed on a related 
patent)

• PTAB: 
• Affirmed examiner’s indefiniteness rejection of claim 59 (limitation lacked proper 

antecedent basis);
• Overturned enablement rejection of all other claims (specification contains enabling 

disclosure); and 
• Added new rejection for failure to disclose best mode. 

― “Patent Owner describes an unspecified set of ‘proprietary algorithms’ as the method 
by which the invention is practiced, and then refers to a ‘variety’ of other algorithms 
which might be utilized. This gives rise to a presumption, in our minds, that Patent 
Owner withheld the ‘best mode’ for practicing the invention.” 

― “Consequently we reject claims 1-66 with regard to the claimed ‘calibration module,’ 
the claimed step of ‘calibrating,’ and the claimed step of ‘constructing a three-
dimensional geometry of the roof based solely on the received image files’ under 35 
U.S.C. §112, first paragraph, for failing to set forth ‘the best mode contemplated by the 
inventor of carrying out his invention.’”
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96/000,005

• Applicant amended claim to overcome definiteness and 
requested re-opening prosecution to address best mode; added 
two more new claims and inventor declarations. 

• Another IDS (90 items)

• Final rejection for failure to disclose best mode.
• Patent Owner did not overcome PTAB’s presumption.
• “[N]o corroborating factual evidence” to support statements of 

inventors.

• Response after final arguing against rejection.
• Inventor notebooks support;
• “[N]o evidence that a preferred algorithm was not disclosed.” 

• Advisory action that rejection will not be withdrawn.

• Another IDS (30 items).
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96/000,005

• Appeal filed July 27, 2017. 

• Board reversed, Ex parte Eagle View Technologies, Inc., Appeal 
No. 2018-003838 (Oct. 31, 2018)
• Inventors were in possession of a best mode;
• Expert declarations supported argument that the patent disclosed the 

best mode

. Reexam certificate issued: Claims 1-58 amended, newly added 
claims 53-68 patentable. 

48

6 years later, still not 
resolved and fighting 
about rejection not 

based on information 
submitted!  

Meanwhile, in district court litigation, 2:12-cv-00618
filed April 11, 2012, the judge granted a motion to stay pending the supplemental 
exam on Nov. 9, 2012 (before a SNQ was found).
April 16, 2014, court lifted stay to allow Plaintiff to file motion for default. Motion 
denied Aug. 7, 2014.
Case dismissed without prejudice Aug. 31, 2015.



Lessons learned from 96/000,005

• SE proved to be a way to resolve definiteness and 
best mode issues.

• No claims canceled; new claims added.

• “Car Wash” on the 9 items submitted with the SE.

• Is there a car wash on everything else (some 450 
pieces of information) submitted in the various IDS 
documents?
• Does “during” the SE include any reexam ordered as a 

result of the SE request?  
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For the Next Slide: 
Interplay with Other PTAB Proceedings

• 35 U.S.C. §315/ §325 Relation to other 
proceedings or actions

d) MULTIPLE PROCEEDINGS. - …during the pendency of 
an inter partes reivew [any post-grant review under 
this chapter], if another proceeding or matter 
involving the patent is before the Office, the Director 
may determine the manner in which the inter partes 
review [post-grant review] or other proceeding or 
matter may proceed, including providing for stay, 
transfer, consolidation, or termination of any such 
matter or proceeding. …
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96/000,007

• Oct. 31, 2012: SE request filed for U.S. Pat. 7,909,641 claims 1-
3 based on 7 items of information.

• Jan. 24, 2013: IPR petition filed on claims 1-6 (IPR2013-00122) 
based on references overlapping with SE request.

• Jan. 30, 2013: SNQ found on SE request.

• April 3, 2013: PTAB suspended reexam pending outcome of IPR.

• “Conducting the reexamination concurrently with this proceeding 
would duplicate efforts within the Office and could potentially result 
in inconsistencies between the proceedings. Notably, since claim 1-3 
are the subject of both proceedings, the Patent Owner could amend 
those claims, which in turn could change the scope of the challenged 
claims while the Board is conducting its review. Further, the 
patentability of the three claims would be determined in both 
proceedings based on the same allegations of unpatentability.”
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96/000,007 (con’t)
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Oct 31, 2012

96/000,007

Request for SE

Jan. 24, 2013

IPR2013-00122 
petition filed

Jan. 30, 2013

SNQ found

Mar. 22, 2013

motion to stay SE 
dismissed as moot 

(because SNQ
found so SE 
proceedings 
“concluded” 

April 1, 2013

Reexam ordered in 
SE

April 2, 2013

Reexam stayed

Mar. 19, 2014

Patent Owner 
requested 

cancellation of all 
claims in IPR and 
sought entry of 

adverse judgment

Mar. 25, 2014

Stay of reexam lifted

Dec. 30, 2014

PO request waiver to 
be allowed to enter 

amendment in reexam

Aug. 5, 2015

PO request 
dismissed (no claims 

left)

Mar. 30, 2017

Reexam terminated.



Lessons Learned from 96/000,007

• SE request to run claims 1-3 through the car wash on 7 
items of information.

• But IPR petition was filed on all claims 1-6 (IPR2013-
00122).

• The IPR petition led to the cancellation of all claims.

• Hence, the patent owner’s effort to run through SE was 
confounded by the IPR petition finding all claims 1-6 
unpatentable. 
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7,229,509 7,229,509 



Software SE’s

54



96/000,128: Use for §101?

• Request for SE of U.S. Patent No. 8,095,475 (“the ’475 
patent”). 
• Issued prior to Alice and included 34 claims directed to utility 

billing software. 
• Item of information: consider claims in light of U.S. Supreme 

Court decision in Alice. 
• Exceleron described in detail how the claims could be 

construed as abstract. (see 37 C.F.R. § 1.610(b)(5)).

• Using Exceleron’s own language on abstractness against 
it, the USPTO found a SNQ and ordered an ex parte
reexamination.

• Applying Alice and USPTO Guidance, all claims canceled 
for lacking subject matter eligibility. 
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96/000,128: Lessons Learned

• 37 C.F.R. § 1.610(b)(5) requires a “detailed description” of the 
relevance of submitted information, but the patent owner need 
not supply the examiner with the exact wording for rendering 
the claims unpatentable. 

• Try more strategic claim amendments to recite specific technical 
improvements to the existing technology. 

• Patent owners may also benefit from USPTO guidelines that were 
updated in January 2019 for examiners reviewing claims under §
101. See 84 Fed. Reg. 50 (Jan. 7, 2019). 

• But should SE even be used for Alice concerns? 35 U.S.C. §257 is 
directed to providing a tool for patent owners to proactively 
diffuse bases for inequitable conduct challenges. 
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96/000,096: More Alice

• U.S. Patent 8,423,402 describes methods for allowing users 

to earn, exchange, and redeem reward points. 
• Issue pre-Alice.

• Jan. 2015: Signature sued American Express for 
infringement. (1:15-cv-20063 (S.D. Fla.)). 

• March 12, 2015: Request for SE, submitted Supreme Court’s 
Alice decision. 

• April 30, 2015: SNQ found, ex parte reexam ordered. 

• May 22, 2015: Examiner rejected the claims under 35 U.S.C. 
§ 101.
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96/000,096: More Alice

• June 12, 2015: Am. Express filed CBM2015-00153 

• June 29, 2015: Signature amended claims.

• July 17, 2015: Court ordered stay in litigation pending the 
CBM.

• Sept. 10, 2015: Notice of Intent to Issue Reexam Certificate. 

• Nov. 2, 2015: Request for SE of 8,600,807 (child of ‘402).

• Nov. 24, 2015: Reexam Certificate issued with amended 
claims and canceled claims. 
• Subject-matter eligible; “the invention as a whole amounts to 

significantly more than the fundamental economic practice or 
idea of itself.”
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96/000,096: More Alice

• Dec. 28, 2015: PTAB denied institution of CBM.
• Challenged claims “no longer exist” due to their amendment 

during the SE. 

• Feb. 5, 2016: Reexam ordered of ‘807 patent. 

• Nov. 9, 2017: district court proceeding reopened.
• Signature filed an amended complaint alleging infringement 

of the reexamined claims of the ’402 patent.

• Dec. 18, 2017: Reexam Certificate issued of ’807 patent 
canceling all claims. 
• Signature contended that the ’807 claims were “identical in 

substance” to those of the ’402 patent. See Appeal Brief, 
Control. No. 96/000,132, at 9 (Oct. 11, 2016). 
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96/000,096: More Alice

• April 23, 2018: Am. Express filed a second CBM petition against 

the ’402 patent challenging reexamined claims as ineligible under 

§ 101 and indefinite under § 112. CBM2018-00035

• Discussed how the Office found the ’807 patent ineligible.

• Argued Signature’s representations on the “identical” scope of the 

claims estopped Signature from defending the ’402 patent’s eligibility. 

• Nov. 1, 2018: PTAB instituted second CBM. 

• Eligibility attack sufficiently new because supported with expert 

testimony that was not before the ’096 SE examiner.

• Case law developments.

• No estoppel because the ’807 patent represented “a separate patent 

with different claims.” 

• Oral hearing held August 1, 2019. 
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96/000,096: Lessons Learned

• The scope of protection provided by supplemental 
examination appears to be minimal for eligibility 
determinations.
• PTAB appeared to have no qualms revisiting the ’402 patent’s 

eligibility despite it surviving the SE. Did not mention § 257(c) 
in its second CBM institution decision.

• District court litigation remains pending.

• Maybe more protection in context of other post-grant 
proceedings such as IPRs.
• Attacks limited to novelty and obviousness.
• Cannot file IPR more than one year after the petitioner is 

served with a complaint alleging infringement of the patent. 
(CBMs have no such prohibition).
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96/000,132

• Nov. 2, 2015: Request for SE of U.S. 8,600,807 (child of 

the ‘402).

• Items of information: a news article, Supreme Court Alice

decision, and Loyalty Conversion Sys. Corp. v. Am. Airlines, 

Inc., 66 F. Supp. 3d 829 (E.D. Tex. 2014). 

• Feb. 5, 2016: Reexamination ordered. 

• Feb. 9, 2016: Claims rejected on §101 and §103 grounds 

and indefiniteness.
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96/000,132

• April 8, 2016: Patent Owner mentioned the ‘402 patent underwent 

supplemental examination on a §101-based SNQ and amended claims 

survived the ensuing reexamination. Patent Owner pointed out that the 

claim amendments it was proposing in the reexamination of the ‘807 

patent are “similar to those made in the ‘402 reexamination patent.” 

Argued that both patents should survive for the same reasons. 

• Patent Owner’s amendments overcame the §112 and §103 rejections, but 

the Office issued a final rejection on §101 – the core of turning one type of 

reward point into another type of reward point is an abstract idea no 

matter how it is dressed up. 

• August 11, 2016 Patent Owner filed an appeal. 

• April 3, 2017: PTAB upheld rejection. 

• Dec. 18, 2017: Reexam Certificate issued canceling all claims. 
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96/000,132: Lessons Learned

• Past performance is no guarantee of future results. 

• Patent claims may have to stand on their own, without any help 
from allowed claims in other patents in the patent family. 

• SE may limit insulation from charges of conduct, not from, e.g., 
unpatentability or invalidity.  

• Consider carefully the benefits and the risks of filing a Request 
for Supplemental Examination. Move very slowly to file a Request 
for Supplemental Examination as a matter of course. 

• When attempting to overcome a rejection, be careful not to 
over-correct. May end up losing claims for no benefit. 

64



SE as Tool

• A request for supplemental examination could 

provide a mechanism for such patent owners to 

strengthen their patents before litigation.

• May be especially attractive for OB-listed patents 

because timing of Hatch-Waxman litigation may be 

predictable.
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How to Balance Benefits and Limitations of  
SE Before Filing Request?

66

-Potentially insulated 

claims.

-Have really good 

arguments to address 

any prior art or other 

items of information that 

you submit. 

-If the PTO finds an SNQ, 

you’re locked into ex parte

reexamination before the CRU 

(not your original examiner) 

-Only one bite at the apple 

(no RCEs), so you must appeal 

if you don’t resolve 

everything with your response 

to the first OA.
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Were subjective evaluations presented as fact? Were 

assertions supported by science?

• Purdue Pharma L.P. v. Endo Pharms., Inc., 438 F.3d 1123 (Fed. 

Cir. 2006)

Is there any unsubmitted prior art?

Are there any unsubmitted pre- or post-filing date articles or 

publications related to the subject matter of the invention?

• Bristol-Myers Squibb Co. v. Rhône-Poulenc Rorer, Inc., 326 F.3d 

1226 (Fed. Cir. 2003) 

No
Image

Questions To Ask : 
Answers May Flush Out Information To Consider In 

Context Of  Supplemental Exam
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Were all the experiments described performed as described?

• Hoffmann-LaRoche, Inc. v. Promega Corp., 323 F.3d 1354 (Fed. Cir. 2003)
• Novo Nordisk Pharmaceuticals, Inc. v. Bio-Technology General Corp., 424 F.3d 

1347 (Fed. Cir. 2005) 
• Pharmacia Corp. v. Par Pharmaceutical, Inc., 417 F.3d 1369 (Fed. Cir. 2005)
• Apotex, Inc. v. UCB, Inc., 763 F.3d 1354 (Fed. Cir. 2014)

Are there experiments and/or experiment details that were not 
included in the specification?  

• Aventis Pharma S.A. v. Amphastar Pharmaceuticals, Inc., 525 F.3d 1334 (Fed. 
Cir. 2008)

Questions To Ask : 
Answers May Flush Out Information To Consider In 

Context Of  Supplemental Exam
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Are there undisclosed data?

• Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359 (Fed. Cir. 
2007)

Was data relied upon to establish patentability?

Questions To Ask : 
Answers May Flush Out Information To Consider In 

Context Of  Supplemental Exam
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Is there information in the files of those having a 

Rule 56 duty that is inconsistent with any data 

submitted? Inconsistent with arguments made?

• Monsanto Co. v. Bayer Bioscience N.V., 514 F.3d 1229 (Fed. 

Cir. 2008)

• Ferring B.V. v. Barr Labs., Inc., 437 F.3d 1181 (Fed. Cir. 

2006)

Questions To Ask : 
Answers May Flush Out Information To Consider In 

Context Of  Supplemental Exam
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Are there any related applications? Uncited Office 
Actions in any related applications?  Related 
patents? Litigation on related patents?

• McKesson Information Solutions, Inc. v. Bridge Medical, Inc., 
487 F.3d 897 (Fed. Cir. 2007) 

• Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223 (Fed. Cir. 
2007)

• Leviton Mfg. Co., Inc. v. Universal Sec. Instruments, Inc., 
606 F.3d 1353 (Fed. Cir. 2010)

Questions To Ask : 
Answers May Flush Out Information To Consider In 

Context Of  Supplemental Exam



SE and Unclean Hands?

• Could patent owner use supplemental exam to purge basis of 
unclean hands allegation? 

• Statutory language is broad:
― “A patent shall not be held unenforceable … if the information was 

considered, reconsidered, or corrected during a supplemental 
examination of the patent.”

• Basis for unclean hands allegation is that party acted fraudulently or in 
bad faith.

• Exceptions under 35 U.S.C. 257(e) suggest “fraud” cannot be cured by 
supplemental examination.

• But what if Director does not refer the matter to the Attorney General?

• No reason to use “fraud” as a basis for limiting Supp Exam to 
inequitable conduct
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A Need For Supplemental Examination 
To Clear The Path To Enforceability?

• Cleaning up own patent portfolio/health check.
• Assess the enforceability of valuable patent portfolios to determine whether 

requesting supplemental examination is an appropriate strategy in the 
particular circumstances

• Due diligence investigation.
• If there is a possible issue, is SE an option? 
• Also check if SE request filed and if the information submitted was then used 

as basis for challenge in PTAB or court. If not, may be a vulnerability (SE 
protects from inequitable conduct only, not from using item submitted as 
basis for patentability/validity challenge!)

• Prior to or when listing in the OB, assess whether requesting SE is an 
appropriate strategy. 
• Owners of Orange Book-listed patents may be able to make reasonably 

accurate predictions of when they will receive patent validity challenges -> 
may be well-suited to submit an appropriate request for supplemental 
examination before their patents become involved in a potential litigation or 
IPR.
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Remember

(1) SE is no guarantee that you will not need to worry about 

inequitable conduct; may generate a new inequitable 

conduct claim based on statements in the SE proceeding.

(2) SE provides a route for effectively seeking a reexam on 

information that cannot be considered in a conventional 

reexam.
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Reissue Another Option? 

▪ Amendment to §§251, 253:
– Whenever any patent is , through error without any deceptive 

intention, deemed wholly or partly inoperative or invalid, by 
reason of a defective specification or drawing, or by reason of 
the patentee claiming more or less than he had a right to 
claim in the patent, the Director shall, on the surrender of 
such patent and the payment of the fee required by law, 
reissue the patent…. [SEC. 20(d) and (e), 125 STAT. 333-334].

• The Federal Circuit has noted that inequitable conduct cannot be 

cured through reissue. But if the USPTO considers an item of 

information during a reissue proceeding and still reissues the 

patent, an accused infringer would be hard-pressed to argue 

that the item of information was “but for” material under the 

Therasense test for inequitable conduct.
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Resources
•

AIA Supplemental Examination Nuts and Bolts: Get it in your toolbox and don’t leave home without it!” 

https://www.finnegan.com/en/insights/blogs/america-invents-act/aia-supplemental-examination-nuts-

and-bolts-get-it-in-your-toolbox-and-dont-leave-home-without-it.html

• “A Tale of Two Supplemental Examinations: Part 1: Unraveling Confusion,” 

https://www.finnegan.com/en/insights/blogs/america-invents-act/a-tale-of-two-supplemental-

examinations-part-1-unraveling-confusion.html

• “A Tale of Two Supplemental Examinations, Part II: Surprising Events When Citing Art That, but for a Clerical 

Error, Would Have Been Cited During Original Prosecution,” 

https://www.finnegan.com/en/insights/blogs/america-invents-act/a-tale-of-two-supplemental-

examinations-part-ii-surprising-events-when-citing-art-that-but-for-a-clerical-error-would-have-been-

cited-during-original-prosecution.html

• “Supplemental Examinations and Alice: The Bare Essentials of When Not to Poke the Bear,” 

https://www.finnegan.com/en/insights/blogs/america-invents-act/supplemental-examinations-and-

alice-the-bare-essentials-of-when-not-to-poke-the-bear.html

• “In Supplemental Examination, Discretion Is the Better Part of Valor,” 

https://www.finnegan.com/en/insights/blogs/america-invents-act/in-supplemental-examination-

discretion-is-the-better-part-of-valor.html
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11955 Freedom Drive
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