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Agenda

• What legal framework is used to assess a party's intent for 

willfulness/enhanced damages and inducement of infringement, and 

what aspects are still unsettled?

• When should counsel seek FTO opinions to protect new research and 

products from infringement claims?

• What are best practices for patent counsel when analyzing FTO issues 

and structuring FTO opinions?

• What is the impact of the post-grant process on FTO opinions?
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Freedom to Operate Options

▪ Do nothing

▪ Stop commercial activities

▪ Seek a license or acquire patent

▪ Design-around

▪ Get opinion

▪ Proactively challenge the patent:

▪ Post-grant challenges

▪ District court DJ challenges
8



What legal framework is used to assess a 

party's intent for willfulness/enhanced 

damages and inducement of infringement, 

and what aspects are still unsettled?



Direct Patent Infringement Has a Strict Liability Character

• Either you fall within the scope of a (valid) claim (as properly 

construed), or you don’t

• But…

– The scope of patent claims (claim construction) as well as other elements 

of infringement, validity, and enforceability are often fiercely disputed 

– Plant patents are an exception
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Damages

35 U.S.C. § 284:

Upon finding for the claimant the court shall award the claimant damages 

adequate to compensate for the infringement, but in no event less than a 

reasonable royalty for the use made of the invention by the infringer, together 

with interest and costs as fixed by the court. 

When the damages are not found by a jury, the court shall assess them. In 

either event the court may increase the damages up to three times the 

amount found or assessed. Increased damages under this paragraph 

shall not apply to provisional rights under section 154(d).

The court may receive expert testimony as an aid to the determination of 

damages or of what royalty would be reasonable under the circumstances.
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Willfulness/Enhanced Damages

• Halo Electronics, Inc. v. Pulse Electronics, Inc., 579 U.S. 93 (2016)

– “Awards of enhanced damages . . . are not to be meted out in a typical 

infringement case, but are instead designed as a ‘punitive’ or ‘vindictive’ 

sanction for egregious infringement behavior. The sort of conduct 

warranting enhanced damages [is] willful, wanton, malicious, bad-

faith, deliberate, consciously wrongful, flagrant, or — indeed —

characteristic of a pirate. District courts enjoy discretion in deciding 

whether to award enhanced damages, and in what amount. But . . . such 

damages are generally reserved for egregious cases of culpable 

behavior.” 

– Discretionary enhanced damages avoid “the ‘injustice’ of subjecting a 

‘defendant who acted in ignorance or good faith’ to the same treatment as 

the ‘wanton and malicious pirate.’” 
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Willfulness/Enhanced Damages (cont.)

• Halo, 579 U.S. 93:

– “[G]enerally be reserved for egregious cases typified by willful 

misconduct.” 

– “The subjective willfulness of a patent infringer, intentional or knowing, 

may warrant enhanced damages, without regard to whether his 

infringement was objectively reckless [under Seagate].”

– “[C]ulpability is generally measured against the knowledge of the actor at 

the time of the challenged conduct.”

– Culpability for recklessness: “‘knowing or having reason to know of 

facts which would lead a reasonable man to realize’ his actions are 

unreasonably risky.”

– “Yet none of this is to say that enhanced damages must follow a finding of 

egregious misconduct.”

– “there is ‘no precise rule or formula’ for awarding damages under 

§284 . . . .”

– preponderance of the evidence standard
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Willfulness/Enhanced Damages (cont.)

• Post-Halo, Federal Circuit follows two stage inquiry:

1. Willfulness/bad faith (intent/culpability of behavior is reckless or worse 

at the time)

→ finder of fact

2. Ultimate enhanced damages award (moral judgment in terms of punitive 

damages award, if any) 

→ court
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Willfulness/Enhanced Damages (cont.)

• WBIP, LLC v. Koehler Co., 829 F.3d 1317, 1341-42 (Fed. Cir. 2016)

– “[Halo] leaves in place our prior precedent that there is a right to a jury 

trial on the willfulness question. ***  Whether the conduct is sufficiently 

egregious as to warrant enhancement and the amount of the 

enhancement that is appropriate are committed to the sound discretion of 

the district court.”

– “Knowledge of the patent alleged to be willfully infringed continues to be a 

prerequisite”

• WesternGeco LLC v. ION Geophysical Corp., 837 F.3d 1358, 1362 (Fed. 

Cir. 2016), reinstated 913 F.3d 1067, 1075 (Fed. Cir. 2019)

– Willfulness may be subjective willfulness alone, i.e., accused acted 

despite a risk of infringement that was known or so obvious that it should 

have been known
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Willfulness/Enhanced Damages (cont.)

• Arctic Cat, Inc. v. Bombardier Recreational Prods., Inc., 876 F.3d 1350, 

1371 (Fed. Cir. 2017)

– Willfulness satisfied by establishing accused actually knew or should have 

known that its actions constituted an unjustifiably high risk of infringement 

of a valid and enforceable patent

• Motiva Patents, LLC v. Sony Corp., 408 F. Supp. 3d 819, 836-38 (E.D. 

Tex. 2019)

– “Since . . . willful blindness is a substitute for actual knowledge in the 

context of infringement, it follows that willful blindness is also a substitute 

for actual knowledge with respect to willful infringement.”

• Boston Scientific Corp. v. Nevro Corp., 415 F. Supp. 3d 482, 495 (D. Del. 

2019)
– “[A] willful infringement-based claim for enhanced damages survives a motion to dismiss if it 

alleges facts from which it can be plausibly inferred that the party accused of infringement (1)

had knowledge of or was willfully blind to the existence of the asserted patent and (2) had 

knowledge of or was willfully blind to the fact that the party's alleged conduct constituted, 

induced, or contributed to infringement of the asserted patent.”

– [but what about “should have known” and/or recklessness?]

16



Willfulness/Enhanced Damages (cont.)

• Nonend Inventions, N.V. v. Apple. Inc., No. 2:15-CV-466, 2016 WL 

1253740, at *3 (E.D. Tex. Mar. 11, 2016), adopted, No. 2:15-CV-466, 2016 

WL 1244973 (E.D. Tex., Mar. 30, 2016)

– Policy of not reviewing third party patents does not per se constitute 

“willful blindness” if no suggestion defendant subjectively believed a high 

probability of patent infringement existed

• See also, e.g., 

– VLSI Tech. LLC v. Intel Corp., No.18-CV-966, 2019 WL 1349468, at *2 (D. Del. Mar. 26, 2019)

– Biedermann Techs. GmbH & Co.. KG v. K2M, Inc., No. 2:18-cv-585 (E.D. Va., March 25, 2021)

– Ansell Healthcare Prods. LLC v. Reckitt Benckiser LLC, No. 15-CV-915, 2018 WL 620968 at *7 

(D. Del. Jan. 30, 2018) 

– Radware, Ltd. v. F5 Networks, Inc., No. 5:13-CV-02024, 2016 WL 4427490 (N.D. Cal. Aug. 22, 

2016)

– DermaFocus LLC v. Ultera, Inc., No. 15-CV-654, 2016 WL 4263122 (D. Del. Aug. 11, 2016)
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Willfulness/Enhanced Damages (cont.)

• Need to investigate/monitor for other or later-issuing patent?

– No: e.g., Maxell, Ltd. v. Apple Inc., No. 5-19-cv-00036 (E.D. Tex., Oct. 23, 
2019); Vasudevan Software, Inc.  v. TIBCO Software Inc., No. 11-cv-06638, 
2012 WL 1831543, at *3 (N.D. Cal., May 18, 2012)

– Yes: e.g., SiOnyx, LLC v. Hamamatsu Photonics K.K., 330 F. Supp. 3d 574, 
609 (D. Mass. 2018); SIMO Holdings Inc. v. uCloudlink Network Tech. Ltd., 
No. 1:18-cv-05427, Slip Op. at *7-9 (S.D.N.Y., Aug. 29, 2019); Oxygenator 
Water Techs., Inc. v. Tennant Co., No. 20-cv-358, Slip Op. at *8-13 (D. Minn., 
Aug. 7, 2020)

– State Inds., Inc. v. A.O. Smith Corp., 751 F.2d 1226 (Fed. Cir. 1985) and 
Gustafson, Inc. v. Intersystems Ind. Prods., Inc., 897 F.2d 508 (Fed. Cir. 
1990) versus WCM Inds., Inc. v. IPS Corp., Nos. 2016-2211 and -2268 (Fed. 
Cir. Feb. 5, 2018) (nonprecedential)
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Willfulness/Enhanced Damages (cont.)

• Presidio Components, Inc. v. Am. Technical Ceramics Corp., 875 F.3d 

1369, 1382 (Fed. Cir. 2017) 

– “[A]n award of enhanced damages does not necessarily flow from a willfulness 

finding.” 

• WBIP, LLC v. Koehler Co., 829 F.3d 1317, 1341-42 (Fed. Cir. 2016)

– “Whether the conduct is sufficiently egregious as to warrant enhancement and the 

amount of the enhancement that is appropriate are committed to the sound 

discretion of the district court.”

• SRI Int’l, Inc. v. Advanced Tech. Labs., Inc., 127 F.3d 1462, 1469 (Fed. 

Cir. 1997)

– “The principal considerations in enhancement of damages are the same as those 

of the willfulness determination, but in greater nuance as may affect the degree of 

enhancement.”

• SRI Int’l, Inc. v. Cisco Sys., Inc., 14 F. 4th 1323, 1329-30 (Fed. Cir. 2021)

– Confusion over heightened Fed. Cir. state of mind requirements and divergence 

between willfulness vs. enhanced damages standards
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Willfulness/Enhanced Damages (cont.)

Negligent or 

Accidental
Blameless

Reckless or 

Voluntary
Knowing

Deliberate or 

Intentional

Underwater 

Devices

(1983) –

Duty of Due 

Care & 

Adverse 

Inference 

[abrogated]

Seagate (2007) – Objective 

Recklessness Prerequisite 

(But No Duty of Due Care) 

[abrogated in part]

Knorr-

Bremse 

(2004) –

Duty of Due 

Care (But 

No Adverse 

Inference) 

[abrogated]

Halo (2016) –

Recklessness

Eko (2020) / SRI (2021) –

Heightened Threshold 

(Enhancement Step) ≥ 

“deliberate or intentional” ?
AIA § 298 (2011) –

Recklessness w/o 

Counsel (Halo conc.) ?

Traditional Levels of “Egregious” Intent or Motive as 

Wanton, Bad Faith, Willful (Disregard/Indifference), etc.

Disputed 

Terminology for 

Degrees of Intent 

Within “Willfulness” 

(But It Is Always 

More Than 

Negligence)

Motiva (E.D. 

Tex. 2019) –

Willful 

Blindness

SiOnyx (D. Mass 

2018) etc. – Duty to 

Investigate/Monitor ?
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Willfulness/Enhanced Damages (cont.)

• Omega Patents, LLC v. CalAmp Corp., 920 F.3d 1337, 1353 (Fed. Cir. 

2019)

– “[A]n accused infringer's reliance on an opinion of counsel regarding 

noninfringement or invalidity of the asserted patent remains relevant to 

the infringer's state of mind post-Halo.”
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Willfulness/Enhanced Damages (cont.)

• Read Corp. v. Portec, Inc., 970 F.2d 816, 827 (Fed. Cir. 1992)

– Nine non-exclusive factors often used to evaluate enhancement (and 

willfulness): (1) whether the infringer deliberately copied the ideas of 

another; (2) whether the infringer investigated the scope of the patent 

and formed a good-faith belief that it was invalid or that it was not 

infringed; (3) the infringer's behavior as a party to the litigation; (4) the 

defendant's size and financial condition; (5) the closeness of the case; (6) 

the duration of the defendant's misconduct; (7) remedial action by the 

defendant; (8) the defendant's motivation for harm; and (9) whether the 

defendant attempted to conceal its misconduct. 

– “The paramount determination in deciding to grant enhancement and the 

amount thereof is the egregiousness of the defendant's conduct based on 

all the facts and circumstances”
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Enhanced Damages/ Willfulness (cont.)

• Courts often discuss how each Read factor favors one party or the 

other, or is neutral

But…

• Presidio Components, Inc. v. Am. Technical Ceramics Corp., 875 F.3d 

1369, 1382-83 (Fed. Cir. 2017) 

– District courts “not required to discuss the Read factors” at all.  
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Willfulness/Enhanced Damages (cont.)

• In re EchoStar Comm’ns Corp., 448 F.3d 1294, 1305 (Fed. Cir. 2006) 

– “[T]he advice-of-counsel defense to willfulness requires the court to decide, inter 

alia, whether counsel’s opinion was thorough enough to ‘instill a belief in the 

infringer that a court might reasonably hold the patent is invalid, not infringed, or 

unenforceable.’” 

• Read, 970 F.2d at 828-29 

– “Those cases where willful infringement is found despite the presence of an opinion 

of counsel generally involve situations where opinion of counsel was either 

ignored or found to be incompetent.”

• SRI Int’l v. Advanced Tech. Labs., 127 F.3d 1462, 1465 (Fed. Cir. 1997)

– “A factor to be considered is whether the adjudged infringer relied on legal advice. 

When this defense is raised the court may consider the nature of the advice, the 

thoroughness and competence of the legal opinion presented, and its 

objectivity. The court will determine whether the advice of noninfringement or 

invalidity or unenforceability could have reasonably been relied on, and whether, on 

the totality of the circumstances, exculpatory factors avert a finding of willful 

infringement.”
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Willfulness/Enhanced Damages (cont.)

• Arctic Cat Inc. v. Bombardier Recreational Prods. Inc., 876 F.3d 1350, 

1371 (Fed. Cir. 2017) (aff’g treble damages) 

– "[T]he district court found substantial evidence demonstrated that 

[Defendant] BRP knew about the patents before they issued, conducted 

only a cursory analysis of the patents, waited years before seeking 

advice of qualified and competent counsel, and unsuccessfully tried to 

buy the asserted patents through a third party."

25



Willfulness/Enhanced Damages (cont.)

• EchoStar, 448 F.3d at 1299

– “[T]he opinion formed by in-house counsel and conveyed to EchoStar 

executives, although not a traditional opinion of counsel, constituted a 

legal opinion.”

– “Use of in-house counsel may affect the strength of the defense” 

• Westvaco Corp. v. Int’l Paper Co., 991 F.2d 735, 744-45 (Fed. Cir. 1993)

– Counsel’s independence linked to reliability of opinion
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Active Inducement

35 U.S.C. § 271:

(b) Whoever actively induces infringement of a patent shall be liable as an 

infringer.
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Active Inducement (cont.)

• Global-Tech Appliances, Inc. v. SEB SA, 563 U.S. 754 (2011)

– “[I]nduced infringement under § 271(b) requires knowledge that the 

induced acts constitute patent infringement.” (scienter requirement)

– Can be established by “willful blindness”:

1. defendant must subjectively believe there is a high probability that a 

fact exists; and

2. must take deliberate action to avoid learning of that fact 

• TecSec, Inc. v. Adobe Inc., 978 F.3d 1278, 1287 (Fed. Cir. 2020)

– Inducement may rest on the subjective intent of the infringer even if it 

would be objectively reasonable to view the conduct at issue as non-

infringing
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Active Inducement (cont.)

• Commil USA, LLC v. Cisco Sys., Inc., 575 U.S. 632 (2015) 

– “[I]nvalidity is not a defense to infringement, it is a defense to liability. And 

because of that fact, a belief as to invalidity cannot negate the scienter 

required for induced infringement.”

• No liability on an invalidated patent claim though
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No Duty to Obtain or Rely on Opinion

35 U.S.C. § 298:

The failure of an infringer to obtain the advice of counsel with respect to any 

allegedly infringed patent, or the failure of the infringer to present such advice

to the court or jury, may not be used to prove that the accused infringer willfully 

infringed the patent or that the infringer intended to induce infringement of the 

patent.
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No Duty to Obtain or Rely on Opinion (cont.)

• In the past, failure to obtain an opinion of counsel resulted in an 
adverse inference of willfulness (Underwater Devices)

• Today, an asymmetrical framework: 

– A patent owner cannot use the absence of an opinion to establish 
willfulness or active inducement

but…

– An accused infringer can use reliance on advice of counsel as a defense 
against a charge of willfulness or inducement

• It is up to a potential infringer to decide if the cost and burden of an 
opinion of counsel is worthwhile
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No Opinion? 

• SRI Int’l, Inc. v. Cisco Sys., Inc., 930 F.3d 1295, 1309 (Fed. Cir. 2019)

– “[D]ecision not to seek an advice-of-counsel defense is legally irrelevant 

under 35 U.S.C. § 298.”

• Halo, 136 S. Ct. at 1936 (Breyer et al. concurrence)

– “[R]eferences to ‘willful misconduct" do not mean that a court may award 

enhanced damages simply because the evidence shows that the infringer 

knew about the patent and nothing more.” (emphasis in original)
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Opinion But No Waiver of Privilege?

• Oil-Dri Corp. of Am. v. Nestle Purina Petcare Co., No. 15-C-1067, Slip. 

Op. at *5-6 (N.D. Ill, March 8, 2019) 

– “Under 35 U.S.C. § 298, a party may not attempt to prove willful 

infringement through the alleged infringer’s failure to present advice-of-

counsel evidence.”

– “Because the documents were withheld as privileged, however, [Plaintiff] 

has no legitimate way to know their contents. *** [Plaintiff]’s proposed use 

of [privilege log] material amounts to a disguised use of [Defendant]’s 

invocation of privilege as evidence of willfulness, which is inappropriate.”

• Ultratec, Inc. v. Sorenson Comm’ns., Inc., No. 13-cv-346, 2014 WL 

4976596, at *2 (W.D. Wis., Oct. 3, 2014) 

– An “opening-the-door” argument that implies receipt of advice of counsel 

dissolves § 298 protections 33



Non-Lawyer Analysis? 

• Halo, 136 S. Ct. at 1936-37 (Breyer et al. concurrence)

– “[O]wner of a small firm, or a scientist, engineer, or technician working there, might, 

without being ‘wanton’ or ‘reckless,’ reasonably determine that its product does not 

infringe a particular patent, or that that patent is probably invalid”

• SSL Servs., LLC v. Citrix Sys., Inc., 769 F.3d 1073, 1092 (Fed. Cir. 2014)

– Court excluded testimony of non-lawyer analysis that might have supported belief 

in invalidity and noninfringement to rebut willfulness, because such testimony 

would have misled

• Schwendimann v. Arkwright Adv. Coating, Inc., No. 11-cv-820 (D. Minn., 

July 30, 2018)

– “Affirmative duty of due care” still abrogated post-Halo; old caselaw cited for Read

factor #2 no good

– Non-attorney investigation counseled against enhanced damages, despite jury 

verdict of willfulness 

• Tinnus Enters., LLC v. Telebrands Corp., 369 F. Supp. 3d 704, 716-18 

(E.D. Tex. 2019) 

– Non-lawyer analysis made Read factor #2 neutral
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Attorney’s Fees

35 U.S.C. § 285: 

The court in exceptional cases may award reasonable attorney fees to the 

prevailing party.
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Attorney’s Fees (cont.)

• Octane Fitness LLC v. ICON Health & Fitness, Inc., 572 U.S. 545 (2014) 

– “[A]n ‘exceptional’ case is simply one that stands out from others with 

respect to the substantive strength of a party's litigating position 

(considering both the governing law and the facts of the case) or the 

unreasonable manner in which the case was litigated. District courts may 

determine whether a case is ‘exceptional’ in the case-by-case exercise of 

their discretion, considering the totality of the circumstances.” 

– Preponderance of the evidence standard
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Attorney’s Fees (cont.)

• Courts are split over whether attorney’s fees for parallel PTAB 

proceedings can be awarded under § 285 

– Dragon Intellectual Property, LLC v. Dish Network L.L.C., Nos. 13-2066 

and 13-2067, Slip Op. at *13-17 (D. Del., Nov. 8, 2021) (limited to Article 

III “cases”)

– Am. Vehicular Sci. LLC v. Autoliv, Inc., No. 5:16-cv-11529, Slip Op. at *15-

17 (E.D. Mich., Aug. 30, 2019) (PTAB attorney’s fees posible in 

exceptional cases)

• Consider:

– Was district court litigation stayed?

– Did PTAB proceeding effectively take the place of district court litigation?

– Was PTAB proceeding optional/voluntarily undertaken?
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Privilege and Waiver

• EchoStar, 448 F.3d at 1299 and 1304

– “Once a party announces that it will rely on advice of counsel, for 

example, in response to an assertion of willful infringement, the attorney-

client privilege is waived.” (emphasis added)

– And “when an alleged infringer asserts its advice-of-counsel defense 

regarding willful infringement of a particular patent, it waives its immunity 

for any document or opinion that embodies or discusses a 

communication to or from it concerning whether that patent is valid, 

enforceable, and infringed by the accused.” (emphasis added)

→ subject matter waiver
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Privilege and Waiver (cont.): Scope of waiver and trial counsel

• In re Seagate Tech., LLC, 497 F.3d 1360, 1374 (Fed. Cir. 2007) 

abrogated on other grounds

– “[W]e hold, as a general proposition, that asserting the advice of counsel 

defense and disclosing opinions of opinion counsel do not constitute 

waiver of the attorney-client privilege for communications with trial 

counsel.” 

– However, waiver may extend to advice and work product given after 

litigation begins “when the advice is relevant to ongoing willful 

infringement . . . .”  EchoStar, 448 F.3d at 1302 n.4

• See also, e.g., 

– Celerity, Inc. v. Ultra Clean Holding, Inc., 476 F. Supp. 2d 1159, 1166 (N.D. Cal. 

2007) (casting doubt on a “wall” between opinion and trial counsel at same firm; 

extending waiver to post-commencement communications on same subject 

matter); 

– Krausz Inds. Ltd. v. Smith-Blair, Inc., No. 5:12-CV-00570, 2016 U.S. Dist. LEXIS 

191859 (E.D.N.C., Dec. 13, 2016) (extending waiver to trial counsel) 
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Privilege and Waiver (cont.)

• Pleadings and waiver:

– L.G. Philips LCD Co. v. Tatung Co., 243 F.R.D. 133, 139 (D. Del. 2007)

• advice of counsel not an affirmative defense

– But pleading advice of counsel as affirmative defense would result in 

waiver 

• See, e.g., Dawson v. New York Life Ins. Co., 901 F. Supp. 1362, 1369-

70 (N.D. Ill. 1995) (citations omitted) (defamation case; affirmative 

advice of counsel defense voluntarily injects issue into case and 

waives privilege)

• Local rules and scheduling orders usually determine timing

40



Privilege and Waiver (cont.)

• Common interest or joint defense doctrines may preserve privilege 

while allowing an opinion to be shared

– Should have an agreement in place before sharing an opinion of counsel

• The Procter & Gamble Co. v. Team Techs., Inc., No. 1:12-cv-552, 2013 

WL 3778740 (S.D. Ohio, July 18, 2013)

– Intentionally disclosing abridged opinions to various third parties waived 

privilege as to all communications for same subject matter
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Privilege and Waiver (cont.)

• Scope of attorney-client privilege:

– Anything that must be disclosed on a privilege log is not privileged 

– Privilege law varies, but some courts have held that acts of counsel, 

general topics of discussion, and ultimate legal conclusions are not 

privileged
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Privilege and Waiver (cont.)

FRCP 26:

(3) Trial Preparation: Materials.

(A) Documents and Tangible Things. Ordinarily, a party may not discover 

documents and tangible things that are prepared in anticipation of 

litigation or for trial by or for another party or its representative (including 

the other party's attorney, consultant, surety, indemnitor, insurer, or agent). 

But, subject to Rule 26(b)(4), those materials may be discovered if:

(i) they are otherwise discoverable under Rule 26(b)(1); and

(ii) the party shows that it has substantial need for the materials to 

prepare its case and cannot, without undue hardship, obtain their 

substantial equivalent by other means.
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Privilege and Waiver (cont.)

• Work product protection will not apply where business or technical 

considerations predominate.  

– Sioux Steel Co. v. Prairie Land Millwright Servs., Inc., No. 1:16-cv-02212 

(N.D. Ill., May 19, 2021) (factual information in technical drawings related 

to design around attempts discoverable, but counsel’s mental impressions 

and opinions about those efforts & legal advice sought/received not)

– Takeda Chem. Inds., Ltd. v. Alphapharm Pty., Ltd., No. 04-1966, 2005 WL 

1678001 (S.D.N.Y., July 19, 2005) (routine patent searches in ordinary 

course of business irrespective of litigation not protected work product)

– In re Google Inc., 462 F. App’x 975, 976-79 (Fed. Cir. 2012) 

(nonprecedential) (email expressing need for license was business 

decision not protected work product or A-C priv.)
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Privilege and Waiver (cont.)

• Privilege log may need to identify patents by number, and documents 
found during patent infringement/prior art searches or reviewed by an 
expert witness may need to be identified or disclosed. E.g.:

– Baxter Int’l, Inc. v. Becton, Dickinson and Co., No. 17-C-7576 (N.D. Ill, 
July 26, 2019)

– BASF Catalysts LLC v Aristo, Inc., No. 2:07-cv-222 (N.D. Ind., Jan. 23, 
2009)

– Adobe Inc. v. RAH Color Techs. LLC, Nos. IPR2019-00627, IPR2019-
00628, IPR2019-00629, IPR2019-00646 (PTAB, Dec. 12, 2019) (Paper 
59)

• But see, e.g., Shelton v. Am. Motors Corp., 805 F.2d 1323, 1326,1328-29 
(8th Cir. 1986) (mere existence of documents selected and compiled by 
counsel in preparation for litigation protected as work product)
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When should counsel seek FTO opinions to 

protect new research and products from 

infringement claims?



Freedom to Operate Options

▪ Do nothing

▪ Stop commercial activities

▪ Seek a license or acquire patent

▪ Design-around

▪ Get opinion

▪ Proactively challenge the patent:

▪ Post-grant challenges

▪ District court DJ challenges
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Freedom to Operate Options: Do Nothing

▪ Benefits:

▪ Low cost

▪ Law does not require action

▪ Opinions and challenges do not offer certainty anyway

▪ Disadvantages:

▪ Offers no clarity as to risk 

▪ Offers no additional protection against willfulness (or 

inducement) – and might be used as evidence of willfulness
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Freedom to Operate Options: Stop Commercialization

▪ Benefits:

▪ Lowers risk of lawsuit

▪ Certainty as to no future liability

▪ Disadvantages:

▪ Loss of future revenue

▪ Liability for past conduct might remain
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Freedom to Operate Options: Seek License/Acquisition

▪ Benefits:

▪ Offers certainty

▪ License may be exclusive 

▪ License may contain right to enforce against others

▪ Acquiring patent (or patent owning entity entirely) gives all rights

▪ Might obtain know-how, customer base, etc. in addition

▪ Disadvantages:

▪ Expensive

▪ Alerts patent owner to you

▪ Patent owner may not offer license or transfer
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Freedom to Operate Options: Design-Around

▪ Benefits:

▪ Reduces (slightly or greatly) risk of infringement

▪ Does not alert patent owner to your interest 

▪ Can be pursued in parallel with other options

▪ Disadvantages:

▪ May still infringe

▪ Design-around efforts discoverable if later sued

▪ May be expensive (or not)

▪ May be commercially undesirable
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Freedom to Operate Options: Opinion of Counsel

▪ Benefits:

▪ Reduces risk of willfulness/enhanced damages (if competent and 

relied upon)

▪ Noninfringement opinion may support complete defense to 

inducement (if competent and relied upon)

▪ Does not alert patent owner to your interest 

▪ Can be pursued in parallel with other options

▪ Relatively low cost (but not zero cost)

▪ Disadvantages:

▪ Litigation counsel might not like substance of opinion

▪ Use in court requires broad subject matter waiver of privilege

▪ May not be enough to avoid enhanced damages or inducement
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Freedom to Operate Options: Post-Grant Challenge

▪ Benefits:

▪ Zero liability if all asserted claims unpatentable

▪ Increased leverage for settlement negotiations

▪ Compared to district court litigation:

▪ Lower burden: preponderance vs. clear & convincing

▪ Often faster to decision

▪ Decided by subject matter experts

▪ Might stay district court proceedings

▪ Disadvantages:

▪ Limits on timing and grounds (including forum selection contracts)

▪ Petition might be denied (with your interest & art available to patentee)

▪ Might lose (including mixed outcome and possible amended claims)

▪ If you lose, use for defense against willfulness might be limited

▪ Standing for appeal?

▪ Estoppel can attach

▪ Relatively high cost
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What are best practices for patent counsel 

when analyzing FTO issues and structuring 

FTO opinions?



Value of Opinions of Counsel: Knowledge Prerequisite

• You have to know about the patent in order to obtain an opinion of 

counsel

– The range of options is much greater if you find a potentially problematic 

patent before it finds you

• But knowledge means possible willfulness/enhanced damages or 

inducement

– Are you looking for problems?
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Value of Opinions of Counsel

• Types of FTO opinions:

– Non-infringement

– Invalidity

– Unenforceability
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Value of Opinions of Counsel: Legal & Business

• Formal legal value in litigation—evidence that intent was not reckless 
(unreasonably risky) or knowing:

– Advice of counsel defense against willfulness/enhanced damages and/or 
attorneys fees (show good faith/lack of culpable conduct as rebuttal)

– Noninfringement advice of counsel defense against active inducement of 
infringement (absence of scienter)

• Pragmatic/business value:

– Can help to ascertain a non-infringing “design-around”

– Can help avoid repeating entire analysis in future

– Can help with continuity in spite of personnel changes

– Can help make complex patents and technology more understandable to 
business decision-makers

• In general: strategically position a party to have the best possible 
litigation defenses available
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Oral vs. Written Opinions of Counsel

• Omega Patents, LLC v. CalAmp Corp., 920 F.3d 1337, 1353 (Fed. Cir. 

2019) 

– Counsel’s “oral conclusions or the methodology used to arrive at them is . 

. . only relevant to the issue of defendant's state of mind . . . to the extent 

that information was actually communicated”

• Polara Eng’g Inc v. Campbell Co., 894 F.3d 1339, 1354 (Fed. Cir. 2018) 

– Willful infringement upheld; no corroborating documentary evidence of 

opinion substantively addressing actual configuration of accused product; 

jury entitled to give no credit to testimony about alleged further advice of 

counsel beyond the written opinion in evidence

• Minnesota Min. and Mfg. v. Johnson & Johnson Orthopaedics, Inc., 976 

F.2d 1559, 1580 (Fed. Cir. 1992) 

– “[O]ral opinions are not favored. Such opinions carry less weight, for 

example, because they have to be proved perhaps years after the event, 

based only on testimony which may be affected by faded memories and 

the forces of contemporaneous litigation.”
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Sample FTO Opinion Outline

I. Executive Summary

II. Background
A. Scope of Opinion

B. Procedural History of Opinion

C. Product/Process at Issue

D. Patent and File History

III. Legal Framework
A. Claim Interpretation

B. Literal Infringement

C. Doctrine of Equivalents

IV. Analysis
A. The Elements/Limitations at Issue Mean X

B. No Literal Infringement Under This Construction

C. No Equivalents Infringement Under This Construction

V. Conclusion
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Willfulness/Enhanced Damages (cont.)

• Establishes the foundation for a good faith advice of counsel defense

‒ Westvaco Corp. v. Int'l Paper Co., 991 F.2d 735 (Fed. Cir. 1993)

• Fed. Cir. has found opinions lacking reasonable conclusions based 

upon legal analysis insufficient to avert willfulness, e.g.,

‒ SRI Int’l v. Advanced Tech. Labs., 127 F. 3d 1462, 1465-67 (Fed. Cir. 1997) 

‒ Critikon, Inc. v. Becton Dickinson Vascular Access Inc., 120 F.3d 1253 (Fed. Cir. 1997) 

• SRI Int’l, 127 F.3d at 1466 (aff’g willful infringement despite advice of 

counsel defenses)

‒ Letter based on incorrect technologic information was "conclusory and woefully incomplete" 

as an opinion of counsel

‒ Opinion based on prior art that patent owner previously presented in reexam, upon which the 

patent examiner had reconfirmed patentability, with opinion simply repeating the examiner's 

arguments that were resolved in patentee’s favor; court found conclusion of invalidity lacking 

in both substance and analysis

‒ Offhand allegation of misrepresentation to USPTO insufficient to support a reasonable belief 

that patent would be held unenforceable for inequitable conduct
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Appreciating the Changing Landscape for FTOs

• Statements in foreign counterpart cases can affect US claim 

construction

• Apple v. Motorola, 757 F.3d 1286 (Fed. Cir. 2014)

• Later-issued, first-expiring patent is obviousness-type double 

patenting reference against first-issued, later-expiring patent

• Gilead Sciences, Inc. v. Natco Pharma Ltd., 753 F.3d 1208 (Fed. Cir. 2014)

• Prosecution latches may make later continuing patents unenforceable

• Symbol Techs., Inc. v. Lemelson Med., Educ. & Research Found., LP, 277 F.3d 

1361 (Fed. Cir. 2002) accord Hyatt v. Hirshfeld, 998 F.3d 1347 (Fed. Cir. 2021)

• Nonce words (module, mechanism, element, device) may invoke 35 

U.S.C. § 112(f) as they are substitutes for “means”

• Williamson vs. Citrix Online, LLC, 792 F.3d 1339 (Fed. Cir. 2015)
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Appreciating the Changing Landscape for FTOs

• “At least one of A, B, and C” may be conjunctive

• SuperGuide Corp. v. DirecTV Enters., Inc., 358 F.3d 870 (Fed. Cir. 2004)

• See also, Ex parte Jung, Appeal No. 2016-008290 (P.T.A.B. March 22, 

2017)
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Appreciating the Changing Landscape for FTOs

• Proving the existence of a Prior Publication

• Hulu, LLC v. Sound View Innovations, LLC, No. IPR2018-01039 (PTAB 

Dec. 20, 2019) (Paper 29)

• Vidstream LLC v. Twitter, Inc., No. 19-1734 (Fed. Cir. 2020) 

• Using Dictionary Definitions

• Include as exhibit – facilitates proof of basis for position

• Handling conflicting/different definitions
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Design Patents – Some Special Considerations

• Pac. Coast Marine Windshields Ltd. v. Malibu Boats, LLC, 739 F.3d 694, 

700-01 (Fed. Cir. 2014)

– Doctrine of equivalents “intertwined” with the baseline “ordinary observer” 

test

• Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 678 (Fed. Cir. 2008) 

(en banc)

– A three-way comparison between the patent figures, the accused product, and the 

closest prior art can be used in “close” cases -- can highlight the need to construe 

the range of equivalents to the claimed design very narrowly

– “[D]ifferences between the claimed and accused designs that might not be 

noticeable in the abstract can become significant to the hypothetical ordinary 

observer who is conversant with the prior art.”

– Burden is on the accused infringer to put forward prior art for a three-way 

comparison
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Design Patents – Use of Prior Art (cont.)

• Wallace v. Ideavillage Corp., No. 2015-107, 2016 WL 850860 (Fed. Cir., 

March 3, 2016) (nonprecedential)
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Privilege Waiver Scenario 1

• Facts:

– You got an opinion concluding that the patent is not infringed because 

the product does not include X

– You are sued for infringement

– Your only colorable argument is that the product does not include X

– You are probably going to lose

– Patent owner’s evidence of willfulness is strong

• Do you waive privilege?
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Privilege Waiver Scenario 2

• Facts:

– You got an opinion concluding that the patent is not infringed because 

the product does not include X

– You are sued for infringement

– The judge construes the term “X” unfavorably, such that the opinion is 

wrong

– The judge construes the term “Y” favorably, such that the accused 

product does not include Y

– Patent owner’s evidence of willfulness is neither strong nor weak

• Do you waive privilege?
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Privilege Waiver Scenario 3

• Facts:

– You got an opinion 

– You are sued for infringement

– You have several noninfringement and invalidity arguments, and you 

might win on the merits

– Patent owner’s evidence of willfulness is neither strong nor weak

– You want to waive privilege for the opinion, but do not want to waive 

privilege for other documents, including:

• Email with unfavorable legal analysis on the merits

• Email with offensive language

• Email embarrassing to the the CEO

• Do you waive privilege? 68



What is the impact of the post-grant process 

on FTO opinions?



Types of Post-Grant Proceedings

EX PARTE

• No third-party patent 

participation, beyond 

invitation

• Several tools available 

for patent owners to fix 

problems

• Other tools allow third 

parties to instigate 

challenges

- Lower success 

rates

- No legal limit to 

later challenges

INTER PARTES

• Challenger participates 

after launching 

challenge

• High success rates

• Limits later challenges
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Ex Parte Post-Grant Proceedings

POST-GRANT PROCEDURES
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Ex Parte Post-Grant Proceedings
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Inter Partes Post-Grant Proceedings
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Inter Partes Post-Grant Proceedings
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IPR/PGR Trial Proceedings/Timeline
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PTAB – The Most Active Forum 

Most active 

courts by number 

of cases
CY2017 CY2018 CY2019 CY2020 CY2021

PTAB 1801 1720 1322 1538 1386

WDTX 85 89 289 857 968

DED 775 875 1001 741 889

EDTX 864 504 332 397 449

Source: Lex Machina data taken 1/5/2022 76



AIA Petitions

93% IPR

4%… 3%…

13,953…

Source: Lex Machina as of 1/19/2022

DER petitions make up <1% of remaining petitions 77



Impact of Discretionary Denials on Institution Rates

*Source: USPTO
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2021 Discretionary Denials Consistent with 2020

4% 7%

15%

32% 32%

0%

10%

20%

30%

40%

2017 2018 2019 2020 2021

Institution Denials Addressing 
Discretionary Factors*

*Source: Docket Navigator as of 1/19/2022. Number of denials for discretionary factors divided by total denials.

79



What is the impact of the post-grant on FTO opinions?

• FTO opinions helping the post-grant process

• Post-grant helping the FTO process

• Post-grant as alternative to FTO process
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FTO opinions helping the post-grant process

• FTO opinions can be a first step toward filing a post-grant 

proceeding

• Prior art from the FTO can be used to support a post-grant 

proceeding

• Cost of post-grant proceeding reduced (some work already 

done)
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Post-grant helping the FTO process

• FTO opinions can use post-grant final decisions:

– Decisions invalidating the patent-in-question

– Decisions invalidating family members

– Proceedings filed by you or others

• FTO opinions can use post-grant documents:

– Claim constructions

– Expert declarations

– Admissions by the patent owner
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Post-grant as alternative to FTO process

• Post-grant proceedings can be used instead of a written opinion 

letter

• Options include:

– Prepare and file IPR or EPRx

– Prepare and share with patent owner IPR or EPRx

– Prepare and hold (do not file) IPR or EPRx
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Filing Now vs Holding For Later

Prepare and file IPR or 

EPRx

Prepare and hold (do 

not file) IPR or EPRx

Successful proceeding is 

stronger evidence of 

invalidity

(not if unsuccessful)

Less costly 

(preparation cost only)

Forces patent owner to 

defend

Keeps prior art and 

arguments confidential 

from the patent owner

Forces patent owner to 

make admissions

Keeps the fact that you 

care about the patent 

confidential from the 

patent owner 84



Written Invalidity Opinion vs IPR/EPRx Petition

Written Invalidity 

Opinion

IPR or EPRx Petition

Traditional document 

relied on to avoid finding 

of willfulness

Can be filed now to 

actually effect validity

Less expensive (typically)

Can be saved, and 

instantly used if ever 

accused of infringement

Signed by a lawyer as a 

legal opinion (not an 

argument)

Often a more detailed 

analysis of invalidity, 

complete with an expert 

declaration, written for a 

forum with power to 

invalidate

Confidential Can be confidential until

filed or shared
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