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Value of Opinions of Counsel

■ Types of opinions:

– Non-infringement

– Invalidity

– Unenforceability

■ Can be oral, but are typically written
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Value of Opinions of Counsel 
(cont.)
■ Omega Patents, LLC v. CalAmp Corp., 920 F.3d 1337, 1353 (Fed. Cir. 2019) 

– counsel’s “oral conclusions or the methodology used to arrive at them 
is . . . only relevant to the issue of defendant's state of mind . . . to the 
extent that information was actually communicated”

■ Polara Eng’g Inc v. Campbell Co., 894 F.3d 1339, 1354 (Fed. Cir. 2018) 
– willful infringement upheld despite advice of counsel defense when 

there was no documentary evidence of opinion that substantively 
addressed actual configuration of the accused product; jury entitled to 
give no credit to testimony about alleged advice of counsel beyond the 
written opinion in evidence

■ Minnesota Min. and Mfg. v. Johnson & Johnson Orthopaedics, Inc., 976 F.2d 
1559, 1580 (Fed. Cir. 1992) 

– “oral opinions are not favored. Such opinions carry less weight, for 
example, because they have to be proved perhaps years after the 
event, based only on testimony which may be affected by faded 
memories and the forces of contemporaneous litigation.”
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Value of Opinions of Counsel 
(cont.)
■ Formal legal value in litigation:

– Used for an advice of counsel defense against an award of 
enhanced damages or attorneys fees (lack of bad faith)

– Used for an advice of counsel defense against charge of 
active inducement of infringement (absence of scienter)

■ Pragmatic/business value:
– Can help to ascertain a non-infringing “design-around”
– Can help avoid repeating entire analysis in future
– Can help with continuity in spite of personnel changes
– Can help make complex patents and technology more 

understandable to business decision-makers

■ Strategically position a party to have the best possible litigation 
defenses available
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Value of Opinions of Counsel 
(cont.)
■ You have to know about the patent in order to obtain an 

opinion of counsel

– the range of options is much greater if you find a 
potentially problematic patent before it finds you
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Value of Opinions of Counsel 
(cont.)
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Direct Patent Infringement Has a 
Strict Liability Character

■ Either you fall within the scope of a (valid) claim (as properly 
construed), or you don’t

■ But…

– the scope of patent claims (claim construction) as well 
as other elements of infringement are often fiercely 
disputed 

– plant patents are an exception
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Damages

35 U.S.C. § 284:

Upon finding for the claimant the court shall award the 
claimant damages adequate to compensate for the infringement, but 
in no event less than a reasonable royalty for the use made of the 
invention by the infringer, together with interest and costs as fixed by 
the court. 

When the damages are not found by a jury, the court shall 
assess them. In either event the court may increase the damages up 
to three times the amount found or assessed. Increased damages 
under this paragraph shall not apply to provisional rights under 
section 154(d).

The court may receive expert testimony as an aid to the 
determination of damages or of what royalty would be reasonable 
under the circumstances.
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Enhanced Damages/ 
Willfulness
■ Halo Electronics, Inc. v. Pulse Electronics, Inc., 579 U.S. ___, 

136 S. Ct. 1923 (2016)
– “Awards of enhanced damages . . . are not to be meted 

out in a typical infringement case, but are instead 
designed as a ‘punitive’ or ‘vindictive’ sanction for 
egregious infringement behavior. The sort of conduct 
warranting enhanced damages [is] willful, wanton, 
malicious, bad-faith, deliberate, consciously wrongful, 
flagrant, or — indeed — characteristic of a pirate. District 
courts enjoy discretion in deciding whether to award 
enhanced damages, and in what amount. But . . . such 
damages are generally reserved for egregious cases of 
culpable behavior.” 
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Enhanced Damages/ 
Willfulness (cont.)
■ Halo Electronics, Inc. v. Pulse Electronics, Inc., 579 U.S. ___, 

136 S. Ct. 1923 (2016)

– Discretionary enhanced damages avoid “the ‘injustice’ 
of subjecting a ‘defendant who acted in ignorance or 
good faith’ to the same treatment as the ‘wanton and 
malicious pirate.’” (quoting Seymour v. McCormick, 16 
How. 480, 488, 14 L.Ed. 1024 (1854)).

– “there is ‘no precise rule or formula’ for awarding 
damages under § 284 . . . .”

– Preponderance of the evidence standard
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Enhanced Damages/ 
Willfulness (cont.)
■ WesternGeco LLC v. ION Geophysical Corp., 837 F.3d 1358, 

1362 (Fed. Cir. 2016), reinstated 913 F.3d 1067, 1075 (Fed. 
Cir. 2019)

– willfulness may rest on the subjective bad faith of the 
infringer alone, even if it would be objectively reasonable 
to view the conduct at issue as non-infringing
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Enhanced Damages/ 
Willfulness (cont.)
■ Presidio Components, Inc. v. Am. Technical Ceramics Corp., 875 F.3d 

1369, 1382 (Fed. Cir. 2017) 
– “an award of enhanced damages does not necessarily flow from a 

willfulness finding.” 

■ Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1274 (Fed. Cir. 
1999) 

– “while willful infringement may allow enhanced damages, such a 
finding does not compel the district court to grant them. Instead, 
the decision to grant or deny enhanced damages remains firmly 
within the scope of the district court's reasoned discretion, 
informed by the totality of the circumstances.”

■ SRI Int’l v. Advanced Tech. Labs., 127 F.3d 1462, 1469 (Fed. Cir. 1997)
– “The principal considerations in enhancement of damages are the 

same as those of the willfulness determination, but in greater 
nuance as may affect the degree of enhancement.”
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Enhanced Damages/ 
Willfulness (cont.)
■ Omega Patents, LLC v. CalAmp Corp., 920 F.3d 1337, 1353 

(Fed. Cir. 2019)

– “[A]n accused infringer's reliance on an opinion of 
counsel regarding noninfringement or invalidity of the 
asserted patent remains relevant to the infringer's state 
of mind post-Halo.”
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Enhanced Damages/ 
Willfulness (cont.)
■ Read Corp. v. Portec, Inc., 970 F.2d 816, 827 (Fed. Cir. 1992)

– Nine non-exclusive factors often used to evaluate willfulness: (1) 
whether the infringer deliberately copied the ideas of another; (2) 
whether the infringer investigated the scope of the patent and 
formed a good-faith belief that it was invalid or that it was not 
infringed; (3) the infringer's behavior as a party to the litigation; (4) 
the defendant's size and financial condition; (5) the closeness of 
the case; (6) the duration of the defendant's misconduct; (7) 
remedial action by the defendant; (8) the defendant's motivation 
for harm; and (9) whether the defendant attempted to conceal its 
misconduct. 

– “The paramount determination in deciding to grant enhancement 
and the amount thereof is the egregiousness of the defendant's 
conduct based on all the facts and circumstances”
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Enhanced Damages/ 
Willfulness (cont.)
■ Courts often discuss how each Read factor favors one party 

or the other, or is neutral

■ But district courts “not required to discuss the Read factors” 
at all.  Presidio Components, Inc. v. Am. Technical Ceramics 
Corp., 875 F.3d 1369, 1382-83 (Fed. Cir. 2017)
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Enhanced Damages/ 
Willfulness (cont.)
■ In re EchoStar Comm’ns Corp., 448 F.3d 1294, 1305 (Fed. 

Cir. 2006) 
– “[T]he advice-of-counsel defense to willfulness requires 

the court to decide, inter alia, whether counsel’s opinion 
was thorough enough to ‘instill a belief in the infringer 
that a court might reasonably hold the patent is invalid, 
not infringed, or unenforceable.’” 

■ Read, 970 F.2d at 828-29 
– “Those cases where willful infringement is found despite 

the presence of an opinion of counsel generally involve 
situations where opinion of counsel was either ignored 
or found to be incompetent.”
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Enhanced Damages/ 
Willfulness (cont.)
■ SRI Int’l v. Advanced Tech. Labs., 127 F.3d 1462, 1465 (Fed. 

Cir. 1997)
– “A factor to be considered is whether the adjudged 

infringer relied on legal advice. When this defense is 
raised the court may consider the nature of the advice, 
the thoroughness and competence of the legal opinion 
presented, and its objectivity. The court will determine 
whether the advice of noninfringement or invalidity or 
unenforceability could have reasonably been relied on, 
and whether, on the totality of the circumstances, 
exculpatory factors avert a finding of willful 
infringement.”

21



Enhanced Damages/ 
Willfulness (cont.)
■ SRI Int’l, 127 F.3d at 1466 (aff’g willful infringement despite advice of 

counsel defenses)
– letter based on incorrect technologic information was "conclusory 

and woefully incomplete" as an opinion of counsel
– opinion based on prior art that patent owner previously presented 

in reexam, upon which the patent examiner had reconfirmed 
patentability, with opinion simply repeating the examiner's 
arguments that were resolved in patentee’s favor; court found 
conclusion of invalidity lacking in both substance and analysis

– offhand allegation of misrepresentation to USPTO insufficient to 
support a reasonable belief that patent would be held 
unenforceable for inequitable conduct

■ See also, e.g., Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 
670 F.3d 1171, 1189-91 (Fed. Cir. 2012) (aff’g willful infringement 
despite invalidity opinion), vacated in part and remanded by Bard 
Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc. 682 F.3d 1003 
(Fed. Cir. 2012) abrogated by Halo
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Enhanced Damages/ 
Willfulness (cont.)
■ Arctic Cat Inc. v. Bombardier Rec. Prods. Inc., 876 F.3d 1350, 

1371 (Fed. Cir. 2017) (aff’g treble damages) 

– "[T]he district court found substantial evidence 
demonstrated that [Defendant] BRP knew about the 
patents before they issued, conducted only a cursory 
analysis of the patents, waited years before seeking 
advice of qualified and competent counsel, and 
unsuccessfully tried to buy the asserted patents through 
a third party."
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Enhanced Damages/ 
Willfulness (cont.)
■ EchoStar, 448 F.3d at 1299

– “the opinion formed by in-house counsel and conveyed 
to EchoStar executives, although not a traditional 
opinion of counsel, constituted a legal opinion.”

– “Use of in-house counsel may affect the strength of the 
defense . . . .” 

■ Westvaco Corp. v. Int’l Paper Co., 991 F.2d 735, 744-45 (Fed. 
Cir. 1993)

– counsel’s independence linked to reliability of opinion
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Active Inducement

35 U.S.C. § 271:

(b) Whoever actively induces infringement of a patent shall 
be liable as an infringer.
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Active Inducement (cont.)
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■ Global-Tech Appliances, Inc. v. SEB SA, 563 U.S. 754 (2011)

– “induced infringement under § 271(b) requires 
knowledge that the induced acts constitute patent 
infringement.” (scienter requirement)

– such knowledge can be established under doctrine of 
“willful blindness”

■ TecSec, Inc. v. Adobe Inc., 978 F.3d 1278, 1287 (Fed. Cir. 
2020)

– inducement may rest on the subjective intent of the 
infringer even if it would be objectively reasonable to 
view the conduct at issue as non-infringing



Active Inducement (cont.)
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■ Commil USA, LLC v. Cisco Sys., Inc., 575 U.S. __, 135 S. Ct. 
1920 (2015) 

– “invalidity is not a defense to infringement, it is a 
defense to liability. And because of that fact, a belief as 
to invalidity cannot negate the scienter required for 
induced infringement.”

– no liability on an invalid patent claim though



No Duty to Obtain Opinion

35 U.S.C. § 298:

The failure of an infringer to obtain the advice of counsel 
with respect to any allegedly infringed patent, or the failure of the 
infringer to present such advice to the court or jury, may not be 
used to prove that the accused infringer willfully infringed the 
patent or that the infringer intended to induce infringement of the 
patent.
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No Duty to Obtain Opinion 
(cont.)
■ In the past, failure to obtain an opinion of counsel resulted in an 

adverse inference of willfulness (affirmative duty of due care -
Underwater Devices)

■ Today, there is an asymmetrical framework: 
– a patent owner cannot use the absence of an opinion to 

establish willfulness or active inducement
but…

– an accused infringer can use reliance on advice of counsel 
as a defense against a charge of willfulness or inducement

■ It is up to a potential infringer to decide if the cost and burden of 
an opinion of counsel is worthwhile
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Attorney’s Fees

35 U.S.C. § 285: 

The court in exceptional cases may award reasonable 
attorney fees to the prevailing party.
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Attorney’s Fees (cont.)

■ Octane Fitness LLC v. ICON Health & Fitness, Inc., 572 U.S. 
545 (2014) 

– “an ‘exceptional’ case is simply one that stands out from 
others with respect to the substantive strength of a 
party's litigating position (considering both the governing 
law and the facts of the case) or the unreasonable 
manner in which the case was litigated. District courts 
may determine whether a case is ‘exceptional’ in the 
case-by-case exercise of their discretion, considering the 
totality of the circumstances.” 

– preponderance of the evidence standard
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Privilege and Waiver

■ EchoStar, 448 F.3d at 1299 and 1304
– “Once a party announces that it will rely on advice of 

counsel, for example, in response to an assertion of 
willful infringement, the attorney-client privilege is 
waived.” (emphasis added).

– And “when an alleged infringer asserts its advice-of-
counsel defense regarding willful infringement of a 
particular patent, it waives its immunity for any 
document or opinion that embodies or discusses a 
communication to or from it concerning whether that 
patent is valid, enforceable, and infringed by the 
accused.” (subject matter waiver)
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Privilege and Waiver (cont.)

■ Scope of waiver and trial counsel:
– “we hold, as a general proposition, that asserting the 

advice of counsel defense and disclosing opinions of 
opinion counsel do not constitute waiver of the attorney-
client privilege for communications with trial counsel.”  
In re Seagate Tech., LLC, 497 F.3d 1360, 1374 (Fed. Cir. 
2007) overruled on other grounds 

– However, waiver may extend to advice and work product 
given after litigation begins “when the advice is relevant 
to ongoing willful infringement . . . .”  EchoStar, 448 F.3d 
at 1302 n.4; see also, e.g., Celerity, Inc. v. Ultra Clean 
Holding, Inc., 476 F. Supp. 2d 1159, 1166 (N.D. Cal. 
2007) (extending waiver to trial counsel) 
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Privilege and Waiver (cont.)

■ Pleadings and waiver:
– L.G. Philips LCD Co. v. Tatung Co., 243 F.R.D. 133, 139 

(D. Del. 2007)
■ advice of counsel not an affirmative defense

– But pleading advice of counsel as an affirmative 
defense would result in waiver 
■ See, e.g., Dawson v. New York Life Ins. Co., 901 F. Supp. 

1362, 1369-70 (N.D. Ill. 1995) (citations omitted) 
(defamation case; affirmative advice of counsel defense 
voluntarily injects issue into case and waives privilege)

■ Local rules and scheduling orders usually determine timing
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Privilege and Waiver (cont.)

■ Waivers through disclosure:

– Common interest or joint defense doctrines may 
preserve privilege while allowing an opinion to be shared
■ should have an agreement in place before sharing an 

opinion of counsel

– The Procter & Gamble Co. v. Team Techs., Inc., No. 1:12-
cv-552, 2013 WL 3778740 (S.D. Ohio, July 18, 2013)
■ intentionally disclosing abridged opinions to various third 

parties waived privilege as to all communications for same 
subject matter
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Privilege and Waiver (cont.)

■ Scope of attorney-client privilege:

– Anything that must be disclosed on a privilege log is not 
privileged 

– Privilege law varies, but some courts have held that the 
acts of counsel, the general topics of discussion, and the 
ultimate legal conclusions are not privileged
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Privilege and Waiver (cont.)

FRCP 26:

(3) Trial Preparation: Materials.
(A) Documents and Tangible Things. Ordinarily, a party may 
not discover documents and tangible things that are 
prepared in anticipation of litigation or for trial by or for 
another party or its representative (including the other 
party's attorney, consultant, surety, indemnitor, insurer, or 
agent). But, subject to Rule 26(b)(4), those materials may 
be discovered if:

(i) they are otherwise discoverable under Rule 26(b)(1); and
(ii) the party shows that it has substantial need for the 
materials to prepare its case and cannot, without undue 
hardship, obtain their substantial equivalent by other means.
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Privilege and Waiver (cont.)

■ Work product protection will not apply where business 
considerations predominate.  

– Takeda Chem. Inds., Ltd. v. Alphapharm Pty., Ltd., No. 
04-1966, 2005 WL 1678001 (S.D.N.Y., July 19, 2005) 
(routine patent searches in ordinary course of business 
irrespective of litigation not protected work product)

– In re Google Inc., 462 F. App’x 975, 976-79 (Fed. Cir. 
2012) (No. 2012-M106) (email expressing need for 
license was a business decision not protected work 
product)
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Privilege and Waiver (cont.)

■ Besides formal opinions of counsel, case law is not well 
settled yet about what is or isn’t attorney-client privileged or 
protected work product as part of prospective patent FTO 
searches/studies/strategies prepared well before litigation

■ Privilege log may need to identify patents by number, and 
documents found during patent infringement/prior art 
searches or reviewed by an expert witness may need to be 
identified or disclosed.  E.g., Baxter Int’l, Inc. v. Becton, 
Dickinson and Co., No. 17-C-7576 (N.D. Ill, July 26, 2019); 
BASF Catalysts LLC v Aristo, Inc., No. 2:07-cv-222 (N.D. Ind., 
Jan. 23, 2009); Adobe Inc. v. RAH Color Techs. LLC, Nos. 
IPR2019-00627, IPR2019-00628, IPR2019-00629, 
IPR2019-00646 (PTAB, Dec. 12, 2019) (Paper 59)
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Strategies for Employing FTO Opinions
• “Right to use opinions” or “freedom to operate  opinions”

• Analyze whether there are patents that might affect a company’s 
ability to make, use, and sell product

• Search for relevant patents (and potentially pending cases) for 
potentially problematic claims

• Analyze patents identified in searches

• If necessary, work with client to design around patents, develop 
invalidity positions, or seek license
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Knowing When/How to Employ FTO Opinions
• FTO Opinions may have an Expiration Date

• Snapshot of product/process at moment in time

• New versions? Upgrades? Bug fixes? New case law?

• Evaluate the investment as well as the optimal timing
• A cost/benefit analysis may point to an FTO opinion: 

• for clients in a litigious industry, 

• for a product/process that is full baked for some time, 

• if development is still early enough to design around 

potential litigation, 

• if significant financial burden were to exist for an injunction 

or later design around, and/or

• if the product/process is tied to financial capital from 

investors looking to mitigate risk
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Knowing When/How to Employ FTO Opinions

Product Update
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Knowing When/How to Employ FTO Opinions

Product Update
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Knowing When/How to Employ FTO Opinions
• Again, per the Halo decision, there is no precise rule or formula 

in awarding damages and district courts should “take into 
account the particular circumstances of each case in deciding to 
award damages and in what amount.”

• The Supreme Court has made is easier for the  patentee to show 
willful infringement by eliminating the need to establish 
objective recklessness and by lowering the evidentiary standard 
to preponderance of the evidence. Now the “totality of the 
circumstances” test is the new norm.

• Case law can change, but was the FTO opinion based in good 
faith at the time of creation. 
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Sample FTO Outline
I. Executive Summary

II. Background
A. Product/Process at Issue
B. Scope of Opinion
C. Procedural History of Opinion
D. Patent and File History

III. Legal Framework
A. Claim Construction
B. Literal Infringement
C. Doctrine of Equivalents

IV. Analysis
A. The Elements/Limitations at Issue Mean X
B. No Literal Infringement Under This Construction
C. No Equivalents Infringement Under This Construction

V. Conclusion
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Who are FTO Opinions For?
• Initially, an FTO opinion is for a client seeking one

• Foundation for the client’s good faith belief that it is not infringing a 
patent

• Why the FTO opinion was prepared, 

• When the FTO opinion was prepared,

• Identified issues of the analysis, 

• Assessed client product/process and materials used in analysis, 

• Thorough analysis of the relevant issues, 

• Judgements on issues tied to a reasonable conclusion, 

• Summary for use in litigation – Story for launch
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Who are FTO Opinions For?
• But, the same FTO opinion may later be seen by a 
judge, jury, and competitor

• For damages, it may be used in an assessment of willfulness as to 
infringement

• Likely reviewed at a time when validity and infringement of the 
patent have already been confirmed

• An FTO opinion has conclusions of non-infringement based upon a 
reasonable conclusion with evidence of the analysis finding the same 
may overcome a willfulness and/or exceptional case argument

• Thus an invalidity opinion needs to be bifurcated from an FTO 
opinion
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Employ FTO Opinions to Avoid Common 
Mistakes

• Ignoring a competitor’s IP assets
• Understanding a competitor’s market share is great, appreciating a 

competitor’s portfolio may be vital

• Failing to protect client’s IP because of FTO opinion
• A client’s employees should be contractually obligated to assign 

rights and maintaining proper title may be relevant later

• Don’t infringe a competitor’s patent, so client is all 
good

• A competitor’s patent that has a child still pending may allow a 
competitor to remove the feature that is not infringed from the 
claims
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Employ FTO Opinions to Avoid Common 
Mistakes
• FTO opinions are only for patents

• Searching trademarks may be just as important when launching a 
new product/process

• An FTO opinion on a product/process is all a client 
needs

• New opinion, maintained opinion, or modified opinion needed

• Opinions should be bifurcated between non-infringement and 
invalidity

• License is the only answer
• Scope (exclusive or nonexclusive) and field of grant

• US and/or global

• Other options invalidity
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Appreciating the Changing Landscape for FTOs

• Statements in foreign counterpart cases can affect US 
claim construction

• Apple v. Motorola, 757 F.3d 1286 (Fed. Cir. 2014)

• Later-issued, first-expiring patent is obviousness-type 
double patenting reference against first-issued, later-
expiring patent

• Gilead Sciences, Inc. v. Natco Pharma Ltd., 753 F.3d 1208 (Fed. 
Cir. 2014)

• Nonce words (module, mechanism, element, device) 
may invoke 35 U.S.C. § 112, para. 6 as they are substitutes 
for “means”

• Williamson vs. Citrix Online, LLC, 792 F.3d 1339 (Fed. Cir. 2015)
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Appreciating the Changing Landscape for FTOs
• “At least one of A, B, and C” may be conjunctive

• SuperGuide Corp. v. DirecTV Enters., Inc., 358 F.3d 870 (Fed. Cir. 2004)

• See also, Ex parte Jung, Appeal No. 2016-008290 (P.T.A.B. March 22, 2017)

• Establishes the foundation for a good faith FTO 
opinion

• Westvaco Corp. v. Int'l Paper Co., 991 F.2d 735 (Fed. Cir. 1993)

• Fed. Cir. has found FTO opinions lacking reasonable 
conclusions based upon legal analysis and thus deficient 
to overcome willfulness

• SRI Int’l v. Advanced Tech. Labs., 127 F. 3d 1462, 1465-67 (Fed. Cir. 1997) 
(affirming the District Court)

• Critikon, Inc. v. Becton Dickinson Vascular Access Inc., 120 F.3d 1253 (Fed. 
Cir. 1997) (reversing the District Court)
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Appreciating the Changing Landscape for FTOs
• Practicing the Prior Art is not a Defense to 
Infringement

• In re Omeprazole Patent Litigation, 536 F.3d 1361 (Fed. Cir. 2008) 

• Proving the existence of a Prior Publication
• Hulu, LLC v. Sound View Innovations, LLC, No. IPR2018-01039 (PTAB Dec. 20, 

2019) (Designated: Dec. 20, 2019) (Paper 29)

• Vidstream LLC v. Twitter, Inc., No. 19-1734 (Fed. Cir. 2020) 

• Using Dictionary Definitions
• Include as exhibit – proof of basis for position

• Handling conflicting/different definitions
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Relation of Post Grant Proceedings on FTOs 
• FTOs are the jumping off point to:

o Further legal analysis  (invalidity/unenforceability)

o Further technical / market analysis 

o Identifying and monitoring pending applications

o Filing your own patent applications to occupy a particular 
technology space

o Making a business decision

• Licensing

• Design around

• Proactively clearing the technology space by attacking validity

• Litigation
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Relation of Post Grant Proceedings on FTOs 
Technological 
Landscape

Your Product
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Relation of Post Grant Proceedings on FTOs 
• FTO Identifies your product vs patent coverage in the 

technology space

Your Product

Competitor’s 
Patents
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Relation of Post Grant Proceedings on FTOs 
• Choices – Design around

Design
Around
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Relation of Post Grant Proceedings on FTOs 
• Choices – Take a license

License

Design
Around
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Relation of Post Grant Proceedings on FTOs 
• Choices – Post Grant Proceeding

Design
Around

Post Grant
Procedures

License
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Relation of Post Grant Proceedings on FTOs 
• Choices – File Applications to protect future development

File
Patent 
Applications

File Blocking 
Patent 
Applications
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What is a Post Grant Proceeding?
• Proceedings at the United States Patent Office in which a 

party can challenge the patentability of another’s patent.

• Inter partes review (IPR)
• Post grant review (PGR)
• Derivation

• IPR, PGR, Derivation proceedings are trials before the 
USPTO “Patent Trial and Appeal Board” (PTAB).

• Ex parte Reexamination is still an option.

• CBMs have sunset



Aspects of Post Grant Proceedings

• What are Post-Grant Proceedings?
PGR IPR Derivation Reexam

Target
patents

AIA patents only: 
EFD ≥ Mar. 16, 
2013

Any patent including 
those with EFD before 
Nov. 29, 1999

AIA patents
only: EFD ≥ 
Mar. 16, 2013

Any

Grounds 101, 102, 103, and 
112 (no best 
mode)

Only 102 and 103 (and 
only based on patents 
and printed 
publications)

Derived 
invention 
without 
authorization

Only 102 and 
103 (patents 
and printed 
publications)

When Within 9 months 
of patent grant

AIA patents: After 9 
months (end of PGR), 
Non-AIA patents: after 
issuance
Both: only within 1 
year of civil action

Within 1 year 
of grant or 
publication of 
claim, 
whichever is 
earlier

Anytime

Who Any 3rd party Any 3rd party Inventor Anyone

Threshold More likely than 
not

Reasonable likelihood Substantial 
evidence

Substantial 
new question
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Post Grant Proceedings Statistics
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Source: https://www.uspto.gov/sites/default/files/documents/trial_statistics_20200930.pdf



Post Grant Proceedings Statistics
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Source: https://www.uspto.gov/sites/default/files/documents/trial_statistics_20200930.pdf



91% of Reexam requests granted

Source: https://www.uspto.gov/sites/default/files/documents/ex_parte_historical_stats_roll_up.pdf

All Claims Confirmed
21%

All Claims Canceled
14%Claims Changed

65%

3rd Party Requester Reexam Claim Outcomes 
(1981-2019)

Post Grant Proceedings Statistics
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Post Grant Proceeding can be particularly 
relevant where induced infringement is a 
concern

o Commil USA, LLC v. Cisco Systems, Inc., 575 U.S. __, 
135 S. Ct. 1920 (2015)

• “[D]efendant’s belief regarding patent validity” is not a defense 
to a claim of induced infringement

• However, if it is ultimately found, through additional litigation or 
proceedings, that the patent is invalid, there can be no liability 
because there is no valid patent to infringe.

o Post grant proceedings may be a more economical approach 
to invalidating patent over litigation.
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Business Benefits of Post Grant Proceedings
• Dissuades low merit litigation

o Increased risk to plaintiffs, keeps weakest claims away

• Cheaper and faster

o No infringement/damages, limited discovery (validity first)

• D.Ct. litigation may be stayed pending IPR 

o 74% granted in 2019, varies by D.Ct.

• Increased leverage in settlement negotiations

• Results less likely to be upset on appeal

o Roughly 75% full affirmance by Fed. Cir.
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Strategic Benefits of Post Grant Proceedings

• Lower burden of proof

o Preponderance vs. clear and convincing

o No presumption of validity

o Specialized administrative patent judges vs. judge/lay jury

• Results useful for litigation

o Patent owner statements regarding claims and prior art

o PTAB findings regarding the interpretation of the claims

• E.g., Russo Trading Co., Inc. v. Donnelly Distribution LLC, No. 18-
CV-1851, 2019 WL 1493228, *2 (E.D. Wis., Apr. 4, 2019)
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Downsides of Post Grant Proceedings
• Non-institution decision not appealable and rehearing rarely granted

o Cuozzo Speed Techs., LLC v. Lee, 579 U.S. ___, 136 S. Ct. 2131 (2016); 
Thryv, Inc. v. Click-to-Call Techs., LP, 590 U.S. __, 140 S. Ct. 1367 (2020)

• Although cheaper than litigation, still expensive
o IPRs instituted on all-or-nothing basis

• SAS Inst. Inc. v. Iancu, 584 U.S. __138 S. Ct. 1348 (2018)

o If IPR unsuccessful, still have to fight the litigation

• Estoppel – any ground raised or reasonably could have raised
o Valve Corp. v. Ironburg Inventions Ltd., IPR2017-00137 (PTAB, Jan. 25, 2018) 

(Paper 43)
o A particular risk if filed proactively
o A reason to combine with a design around strategy

• Risk of claim amendments 
o Aqua Prods. Inc. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017)

• Potential lack of Article III standing to appeal adverse decision
o General Elec. Co. v. United Techs. Corp., 928 F.3d 1349 (Fed. Cir. 2019)



Design Patent Considerations

■ Design patents cover ornamental rather than functional (useful) 
inventions, but otherwise most of the same rules apply as with 
utility patents

■ Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665 (Fed. Cir. 
2008) (en banc)

– “ordinary observer” test is the sole test for design patent 
infringement

– Baseline is a two-way/side-by-side visual comparison

■ An opinion may itemize differences, as part of the assessment of 
whether patented design and accused product are substantially 
the same or plainly dissimilar overall in a side-by-side (two-way) 
visual comparison
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Design Patent Claim 
Construction
■ Usually limited, and might not be needed at all

■ Crocs, Inc. v. Int'l Trade Comm'n, 598 F.3d 1294, 1302 (Fed. Cir. 
2010)

– Must be adapted to the pictoral setting and depictions in 
words can easily distract from proper infringement analysis

■ Usually focused on “overall ornamental visual impression” 
created by the patent drawings – by way of identifications/ 
descriptions of each of the figures showing the claimed design –
and description of the role of particular conventions in design 
patent drafting (Contessa Food Prods., Inc. v. Conagra, Inc., 282 
F.3d 1370 (Fed. Cir. 2002); Egyptian Goddess, 543 F.3d at 680)

■ Prosecution history estoppel?
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Design Patent Claim 
Construction (cont.)
■ Words in the design patent, such as the title, can limit the 

scope 

– Curver Luxembourg SARL v. Home Expressions Inc., 938 
F.3d 1334, 1340 (Fed. Cir. 2019) (title “pattern for a 
chair” limited the article of manufacture even though no 
chair discernable in figures)

71



Design Patent Claim 
Construction (cont.)
■ OddzOn Prods., Inc. v. Just Toys, Inc., 122 F.3d 1396, 1405 

(Fed. Cir. 1997); accord Ethicon Endo-Surgery, Inc. v. 
Covidien, Inc., 796 F.3d 1312, 1333 (Fed. Cir. 2015)

– “Where a design contains both functional and non-
functional elements, the scope of the claim must be 
construed in order to identify the non-functional aspects 
of the design as shown in the patent.” 

■ An opinion may assemble a list of functional aspects of the 
ornamented article for claim construction purposes
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Design Patents – Use of Prior 
Art
■ Invalidity

– harder to establish invalidity based on prior art than with 
utility patents

– indefiniteness, or lack of ornamentality, inventiveness, or 
an article of manufacture might still come up
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Design Patents – Use of Prior 
Art (cont.)
■ Pac. Coast Marine Windshields Ltd. v. Malibu Boats, LLC, 739 

F.3d 694, 700-01 (Fed. Cir. 2014)
– Doctrine of equivalents “intertwined” with the baseline 

“ordinary observer” test

■ A three-way comparison between the patent figures, the accused 
product, and the closest prior art can be used in “close” cases--
can highlight the need to construe the range of equivalents to 
the claimed design very narrowly

■ Egyptian Goddess, 543 F.3d at 678
– “[D]ifferences between the claimed and accused designs 

that might not be noticeable in the abstract can become 
significant to the hypothetical ordinary observer who is 
conversant with the prior art.”
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Design Patents – Use of Prior 
Art (cont.)
■ Wallace v. Ideavillage Corp., No. 2015-107 (Fed. Cir., March 3, 

2016) (nonprecedential)
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Design Patents – Use of Prior 
Art (cont.)
■ Burden is on the accused infringer to put forward prior art for 

a three-way comparison

■ Worthwhile to gather prior art for a three-way comparison in 
the context of an opinion, in advance of litigation, because it 
might take considerable time to locate prior art evidence
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Design Patents – Comparison

■ Columbia Sportswear N. Am., Inc. v. Seirus Innovative 
Accessories, Inc., 942 F.3d 1119, 1131 (Fed. Cir. 2019)

– Finder of fact can consider “an ornamental logo, its 
placement, and its appearance as one among other 
potential differences between a patented design and an 
accused one.”
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Plant Patent Considerations

■ Much different considerations than for utility or design patents!

■ Imazio Nursery, Inc. v. Dania Greenhouses, 69 F.3d 1560, 1569-
70 (Fed. Cir. 1995)

– “[F]or purposes of plant patent infringement, the patentee 
must prove that the alleged infringing plant is an asexual 
reproduction, that is, that it is the progeny of the patented 
plant.” 

– legislative history defines asexual reproduction as 
reproduction by "grafting, budding, cuttings, layering, 
division, and the like, but not by seeds.“ (contra PVPA)

– independent creation is a defense to plant patent 
infringement

■ Plant patentability can be questioned. E.g., In re Beineke, 690 
F.3d 1344 (Fed. Cir. 2012)
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Thank You

Austen Zuege
azuege@wck.com

John M. Fleming
jfleming@bannerwitcoff.com
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