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SEPs and FRAND in the United States

Policy and Legislative Updates
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Biden Executive Order – Stronger Antitrust Enforcement 

• On July 9, 2021, President Biden issued an “Executive Order 
on Promoting Competition in the American Economy” 

• “To avoid the potential for anticompetitive extension of 
market power beyond the scope of granted patents, and to 
protect standard-setting processes from abuse, the Attorney 
General and the Secretary of Commerce are encouraged to 
consider whether to revise their position on the intersection of 
the intellectual property and antitrust laws, including by 
considering whether to revise the Policy Statement on 
Remedies for Standards-Essential Patents Subject to 
Voluntary F/RAND Commitments issued jointly by the 
Department of Justice, the United States Patent and 
Trademark Office, and the National Institute of Standards 
and Technology on December 19, 2019.”
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DOJ (Antitrust Division) – Policy Announcement 
• On September 29, 2021, DOJ (Antitrust Division) released a prepared speech 

for an SEP summit: 

• Protecting Competition During the Standards-Setting Process
– “[V]igorous competition between technologies to be incorporated into standards is good 

for the standards ecosystem. Deception about which of these technologies will be 
licensed on FRAND terms is not. …. Antitrust enforcement policy should discourage 
deception and protect competition in the standards-setting process.” 

• Promoting Procompetitive SEP Licensing Through Policy Making
– “The 2019 statement has been criticized as favoring patent holders and promoting the 

use of injunctions or ITC exclusion orders to remedy SEP infringement. … 
Consequently, President Biden’s Executive Order on promoting competition asked the 
agencies to take another look at the SEP Remedies Statement. …. we have begun this 
process, so stay tuned. …. The Antitrust Division plans to work in partnership with 
USPTO and NIST and consult with the FTC on how best to respond to the Executive 
Order’s call for a more procompetitive and balanced policy.” 
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FTC – IP Abuse and Monopoly As Priority Targets

• In September 2021, the FTC announced 8 new resolutions, listing 
“abuse of intellectual property” and “monopolistic practices” as 
the agency’s priority targets
– “Companies engaging in conduct implicated by these resolutions should be 

forewarned: the FTC looks forward to aggressively using these resolutions 
and will not hesitate to take action against illegal conduct to the fullest 
extent possible under the law.”
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FTC – IP Abuse and Monopoly As Priority Targets (cont’d)

• Abuse of Intellectual Property: allows staff to investigate abuses of 
intellectual property rights. Conduct involving abuse of intellectual 
property rights has been a source of much anticompetitive and deceptive 
conduct in many different areas, including pharmaceuticals, technology 
and gasoline refining, and this omnibus will allow staff to expeditiously 
investigate allegations in this area.

• Monopolistic Practices: Market power abuses by tech companies and 
other large companies are rightly a source of bipartisan concern. This 
omnibus will allow staff to more expeditiously investigate market power 
abuses by dominant firms that are precluding businesses and 
entrepreneurs from being able to compete, particularly in digital markets. 
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New (Draft) SEP Policy Statement 
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SEP Policy – 2013, 2019, and 2020 (draft)
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New (Draft) Policy – Limitations on Injunctive Relief 

• Less favorable than 2019 Trump administration policy
– 2019 policy: endorsed all remedies, including injunctive relief, as equally 

available for SEP infringement
– New draft policy: stressed that, in SEP cases, monetary damages are adequate 

“as a general matter”, and that FRAND commitments and the public interest 
both counsel against injunctions.

• One step further than 2013 Obama administration policy 
– Compared to the 2013 policy, the draft policy makes clear that the parties’ 

negotiation conduct would also affect the remedies available
– The draft policy provides a stronger statement against seeking or awarding 

injunctive relief.
• Lists several scenarios where a potential licensee should not be deemed unwilling 
• Provides little discussion on scenarios where an injunction would be justified 
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New (Draft) Policy – Guidance on Licensing Negotiations

• More guidance for FRAND negotiations, with more scrutiny on 
SEP holders
– An SEP holder “should alert a potential licensee of the specific SEPs,” 

“provide information as to how the SEPs … are being infringed” and 
“make a good-faith F/RAND offer” 

– An implementer can respond in good faith by accepting the offer, “raising 
specific concerns about the offer’s terms,” or “requesting that the SEP 
holder provide more specific information” 

– The SEP holder’s good faith response can be “addressing specific concerns 
about the original offer’s terms and making a new good-faith F/RAND 
offer,” or “responding to a request for information” 
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New (DRAFT) Policy – Effect on U.S. as a FRAND Forum

• The draft policy encourages the parties to “seek a F/RAND 
determination in a mutually agreeable jurisdiction,” should 
negotiations fail. 

• Would the draft policy, if adopted, make U.S. courts more 
attractive? 
– At the margins where equity may be dispositive, but unlike many 

countries, in the United States courts, Supreme Court and circuit 
precedent (e,g., eBay) will carry more weight than administration policy. 

• Increased risk of administrative enforcement actions?
– Scrutiny of SEP-holder negotiation tactics
– Discourage SEP-holders from seeking injunctive relief 
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Mixed Reactions to the Draft Policy 

• Over 160 comments from companies, industry associations, 
former agency heads, senators, professors, attorneys, inventors, 
etc. 
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SEP Holders Call for Withdrawal or Overhaul

– the Draft Statement (1) misapprehends the nature of the FRAND 
commitment and sets out an erroneous test for determining whether a 
licensee is “willing”; (2) fails to account for differences in licensing 
negotiations involving small portfolios and those involving large 
portfolios; (3) invites bad-faith implementers to continue to turn every 
garden-variety FRAND dispute into an antitrust case, prolonging disputes 
and distorting bargaining positions, including by failing to address 
potential misuse and misinterpretation of the Draft Statement, an issue 
that the DoJ has acknowledged occurred with prior SEP-related 
statements; (4) stands aside from and in certain respects conflicts with 
caselaw that has developed through the judicial process, adding 
unnecessary confusion to the respective roles of the DoJ and the courts ….
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SEP Implementers Welcome the Draft’s “Return to 
Balance” 

– The Draft Revised Statement is an important return to an evidence-based 
policy and consistent with accepted legal norms.

– The Draft Revised Statement correctly recognizes that the use of 
exclusionary relief in the form of injunctions by SEP holders undermines 
the benefits of standardization and is contrary to the voluntary 
commitments made on those SEPs. 

– The Draft Revised Statement properly suggests that potential licensees 
should be considered “unwilling” to take a FRAND license only in rare, 
clearly-defined circumstances.

– The Draft Revised Statement correctly recognizes that SEP holders are 
responsible for disclosing information necessary for potential licensees to 
verify that offered license terms are FRAND.
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SEP Implementers Requests Additional Clarification

– The Draft Revised Statement refers to [holdup] actions as “opportunistic 
conduct”—a term it also applies to holdout, which does not raise the same 
competition concerns. The Final Revised Statement should explicitly 
define this conduct as “holdup” … to avoid ambiguity.

– [T]he Final Revised Statement should more expansively address the 
adverse impact of exclusion orders at the International Trade Commission 
for FRAND-committed SEPs.

– Small businesses and others would be helped if the Final Revised 
Statement recognized that the goal of good-faith negotiations is fairness. 
Over emphasis on efficiency, where “efficiency” is meant to force speedy 
negotiations, can be harmful to obtaining a fair and reasonable 
agreement.
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SEPs and FRAND in Europe 

History of SEP/FRAND Litigation in Europe
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LTE standard (ETSI) essential for LTE-
Standard FRAND declaration

SEPs and FRAND in Europe 
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Base stations with 
LTE Software

Use of patent 
inevitable 

FRAND License 
Negotiations

Infringement claim

SEPs and FRAND in Europe 
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SEPs and FRAND in Europe

SEP patent holder Standard implementer

Notice of infringement
- Specify SEP and 

infringement
Willingness to license 

FRAND offer
- License fee
- explain calculation

FRAND Counter Offer
Reject FRAND Counter 
Offer 

Security and Accounting
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SEPs and FRAND in Europe

Challenge essentiality of 
asserted SEP

Delay FRAND negotiations

Implementer may Implementer may not

Deny infringement

Deny validity

Use patent for free
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• No injunctive relief
• claims for rendering of accounts and 

damages remainSEP Owner

•Unwilling licensee
•Compulsory license defense failsImplementer

SEPs and FRAND in Europe 
Consequences of violation of Huawei/ZTE obligations
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SEPs and FRAND in Europe

Decison applies only to EU Member States 

Only general framework for FRAND negotiations

No guidelines how to calculate a FRAND rate

Details are subject to national law

Divergent case law in Europe
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Divergent 
Case Law 
in Europe
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FRAND litigation and jurisdiction – United States

Contract v. Antitrust; License to All v. Access to All
Continental v. Avanci (appeal)
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Continental v. Avanci – Background

• Continental alleged:
– Avanci and its licensors offer non-FRAND terms, and only license OEMs
– Brought claims for antitrust violations under the Sherman Act, breach of 

FRAND obligations, and related state law violations 
• District court: 

– Found that Continental established Art. III standing under the Constitution
– But dismissed Continental’s antitrust claims for lack of antitrust standing and 

for failing to state an antitrust claim (dismissed non-antitrust claims on subject 
matter jurisdiction grounds)
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District Court: Article III Standing Established

Article III Standing
• Constitutional threshold to sue in a federal court 
• Requirements: injury in fact, causation, and redressability 
• District Court:

– Continental’s alleged indemnification obligations were found 
insufficient to create an injury

• Continental alleged that OEMs, if required to pay defendants non-
FRAND fees, they may pass on the cost to Continental through 
indemnity obligations. 

– But Continental pled sufficient injury based on alleged inability 
to obtain FRAND license from the defendants 
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District Court Dismissal – No Antitrust Standing 

Antitrust Standing 
• Requirements: injury in fact, antitrust injury, proper plaintiff 
• Court: 

– Continental was injured because of its inability to obtain FRAND licenses
– BUT that “does not harm its competitive position” – Continental can still 

produce TCUs for OEMs without having to pay for a license 
– Even if OEMs pay non-FRAND royalties – that may constitute antitrust injury 

for OEMs, NOT Continental 
• “Downstream anticompetitive conduct that adversely affects a relationship with an 

upstream entity rarely results in an antitrust injury for the upstream entity. . . . Plaintiff and 
the OEMs form distinct parts of the TCU supply chain.” 

• And for that injury, OEMs would be a more proper plaintiff 
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District Court Dismissal – No Antitrust Violation

Section 1 of the Sherman Act
• Requirements: (1) conspiracy (2) that restrained trade (3) in a particular market
• Continental alleged Defendants, through the Avanci platform, only offers licenses to OEMs
• Court: 

– BUT the “Avanci agreement allows the Licensor Defendants to independently license the 
SEPs outside of the platform”

Section 2 of the Sherman Act 
• Requirements: monopoly power, acquired or maintained through anticompetitive conduct 
• Continental alleged that Defendants attempt to abuse their monopoly power arising from the 

standardization process by excluding certain implementers and extracting non-FRAND fees
• Court: 

– “A patent holder, of course, has a lawful monopoly to license its patent. . . . An SEP holder may obtain 
additional monopoly power through inclusion in a standard.” 

– BUT that’s not enough, there must also be anticompetitive conduct
– “An SEP holder may choose to contractually limit its right to license the SEP through a FRAND obligation, 

but a violation of this contractual obligation is not an antitrust violation.” (citing FTC v. Qualcomm) 



3636

5th Circuit: Dismiss for Lack of Art. III Standing

• Continental appealed. The Fifth Circuit heard oral argument in 
October 2021, issued decision on February 28, 2022.

• VACATE and REMAND with instructions to DISMISS for lack of 
Article III standing, rejecting both of Continental’s theories of injury:
– Indemnity obligations: speculative – “none of the documents indicate that 

Continental has agreed or will agree to indemnify OEMs for non-FRAND 
royalties.” 

– Inability to obtain a license:
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5th Circuit: Alleged Inability To Obtain A License Insufficient

• “Continental does not appear to be an intended beneficiary …. 
And as an incidental beneficiary, it would have no right to 
enforce the FRAND contracts between the Patent-Holder 
Defendants and the SSOs.” 

• “As [Continental] does not need to personally own SEP 
licenses to operate its business, it has not been denied 
property to which it was entitled.” 

• “To the extent that Continental is alleging Patent-Holder 
Defendants have sued or threatened to sue OEMs for 
infringement, requiring OEMs to accept an Avanci license on 
non-FRAND terms, the OEMs may find it easier to establish 
an injury in fact.” 
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FRAND Obligations 
HTC v. Ericsson 
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HTC v. Ericsson – Compliance with FRAND Obligations

• After negotiation to renew a previous cross-license failed, HTC filed suit in 2017, alleging that
Ericsson had breached its FRAND commitments by insisting on non-FRAND terms and had failed 
to negotiate in good faith. 

• At trial, the parties disputed how to determine the value of Ericsson’s patents, which would affect 
whether Ericsson’s offers were FRAND. 

– (1) The value of Ericsson’s patents should be apportioned using the profit margin of the baseband processor as 
the royalty base, not the sales prices of the finished mobile device. 

– (2) Under the non-discrimination clause, terms of Ericsson’s FRAND commitment, HTC was entitled to the more 
favorable licensing terms granted to several larger mobile device manufacturers like Apple and Huawei.

– (1) The best way to determine whether its offers were fair and reasonable was to look at the licenses Ericsson 
had negotiated with other similarly situated companies, which were all based on prices of end-user products.

– (2) The licenses Ericsson granted to several HTC competitors contained terms similar to those offered to HTC. 
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No Good Faith in Negotiations But Offers Were FRAND

• Jury verdict: 
– Both parties had breached their duties to 

negotiate in good faith, but Ericsson had not 
breached its FRAND commitments

• The district court entered declaratory 
judgement that:
– “[I]n its dealings with HTC as presented in 

this case, Ericsson complied with its 
FRAND assurance to HTC, as set forth in its 
licensing declarations with ETSI.” 
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Ericsson v. HTC – The Appeal 

• HTC appealed three issues to the Fifth Circuit, including:  
– The district court’s declaratory judgment that Ericsson had complied with its 

obligation to provide HTC a license on FRAND terms
• The Fifth Circuit affirmed the district court’s judgment (August 31, 2021)
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FRAND Litigation and Jurisdiction in Europe 

European Court of Justice Decision Huawei/ZTE (2015) 

• applies only to EU Member States 
• only general framework for FRAND negotiations
• No guidelines how to calculate a FRAND rate
• details are subject to national law

divergent case law in Europe

Forum Shopping
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FRAND Litigation and Jurisdiction in Europe 

Why is Forum Shopping relevant?

Global license agreements 
are common for SEPs

Rules for negotiating a 
FRAND license may differ 
from country to country

FRAND rates may differ 
from country to country
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FRAND Litigation and Jurisdiction in Europe 

Unwired Planet 
(UP) vs. Huawei 

et al. 

action filed in 
the UK for 
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infringement in 
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refuses to take license
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Forum Shopping – The UK approach
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FRAND Litigation and Jurisdiction in Europe 

Conversant vs. 
Huawei/ZTE

Conversant alleged 
infringement of UK 

SEPs, seeking 

determination of 
global FRAND 
terms for its 

portfolio

FRAND injunction

Defendants 
challenged 
jurisdiction

less than 1% of 
accused products 
marketed in UK

manufacturing in 
China (Chinese 
court is right 

venue)

English courts have 
no jurisdiction over 
validity of foreign 

patents

Forum Shopping – The UK approach
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UK Court of Appeal - Conversant vs. Huawei/ZTE [2019] 
• UK High Court

– jurisdiction challenge fails
– proceedings are based on UK patents
– FRAND rate determination is related to infringement question

• UK Court of Appeal
– dismisses appeal

FRAND Litigation and Jurisdiction in Europe 
Forum Shopping – The UK approach
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Supreme Court considered following issues in the joint UP and 
Conversant appeals
1. Can UK court set the terms of a global FRAND license and thereby 

determine worldwide royalty rates for foreign patents that an 
implementer must pay to prevent UK injunction?

2. Is UK court the right venue? 
3. Steps of Huawei/ZTE mandatory or only safe harbor?
4. Is injunction proportionate or damages a suitable alternative?

FRAND Litigation and Jurisdiction in Europe 
Forum Shopping – The UK approach
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FRAND Litigation and Jurisdiction in Europe 

Conclusions for UK

Injunctive relief is available if implementer fails to accept a typically global FRAND license.

Courts are willing to define the terms of global FRAND license.

FRAND is considered from a contractual law perspective rather than from competition law perspective.

FRAND imposes obligations on both SEP owner and implementer.

Steps of Huawei/ZTE are not mandatory, only safe harbor.

Forum Shopping – The UK approach
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1. FRAND is a question of competition law
2. Steps of Huawei/ZTE are not mandatory, but

– SEP owner must give notice of infringement
– implementer must declare willingness to conclude FRAND license
– if SEP owner’s offer is FRAND, infringement is likely

3. German courts do not calculate FRAND rates, only assessment of 
rates suggested by parties

4. German courts decide on global FRAND offers

FRAND Litigation and Jurisdiction in Europe 
Forum Shopping – German approach
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Ericsson v. Samsung – Timeline 

Dec. 7, 2020: Samsung sues Ericsson in China (no notice)

Dec. 11, 2020: Ericsson sues Samsung in Texas

Dec. 14, 2020: Samsung files “Behavior Preservation Application” in China (again, no notice)

Dec. 25, 2020: China court issues anti-suit injunction (notice given)

Dec. 28, 2020: Ericsson asks Texas court for anti-anti-suit injunction
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Ericsson v. Samsung – Texas Anti-anti-suit Injunction

Dec. 28, 2020 (same day): Texas court issues TRO preventing 
Samsung from seeking to enforce Chinese anti-suit injunction

Jan. 11, 2021: Texas court issues preliminary anti-anti-suit injunction

• Order of case filings not dispositive
• Cases are different: Chinese case about FRAND rates, Texas case about negotiation 

behavior
• Chinese injunction interferes with Texas court’s jurisdiction 
• Enjoining Samsung will allow both cases to proceed in parallel

Jan. 15, 2021: Samsung appealed the decision to the Federal 
Circuit. The parties reached a settlement around May 2021. 
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Proposed Legislation on Anti-suit injunctions
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New Bill on Foreign Anti-suit Injunctions

• On March 8, 2022, a bipartisan group of Senators introduced a new bill, “Defending 
American Courts Act,” to “prevent China from stealing intellectual property from American 
companies through their corrupt court system” 
– Thom Tillis (R-NC), Chris Coons (D-DE), Tom Cotton (R-AR), Mazie Hirono (D-HI), and Rick Scott (R-FL) 

• The new bill imposes penalties on parties seeking to enforce foreign anti-suit injunctions in 
U.S. courts

Senator Tillis: “The Chinese Communist Party’s attempt to make Chinese 
courts the world arbiter of intellectual property must be stopped.” 

Senator Coons: “The broad ‘anti-suit injunctions’ being issued by foreign 
powers harm U.S. companies, innovation, and the rule of law.” 

Senator Cotton: “We shouldn’t allow the Chinese Communist Party to use its 
corrupt courts to excuse the theft of American intellectual property.” 
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New Bill on Foreign Anti-suit Injunctions (cont’d)
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0

Daimler

Continental
(supplier)

Nokia

German patent infringement
3G, 4G SEPs (2019)

Anti-anti-suit 
injunction

US litigation (2019): 
• Conclusion of global 

FRAND license
• Anti-suit injunction 

preventing Nokia from 
continuing German 
proceedings

3rd party 
defendant

Anti-suit injunctions, Anti-anti-suit injunctions … in Europe
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Anti-suit injunctions, Anti-anti-suit injunctions in Europe

Decision of Munich Courts
• The anti-anti-suit injunction was granted by the Munich Regional Court in July 2019. 
• Preventing Nokia from enforcing its patent was an illegitimate interference with Nokia’s IP rights.
• Anti-anti-suit injunction was not regarded as inadmissible interference with Continental’s 

proceedings in the US, because 
– the prevented anti-suit injunction in the US was only an interim measure,
– Continental could continue its US action for the setting of a FRAND royalty.

• Munich Higher Regional Court upheld the anti-anti-suit injunction on appeal (Dec 2019)

Nokia vs Daimler/Continental
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Anti-suit injunctions, Anti-anti-suit injunctions in Europe 

• Anti-anti-suit injunctions are becoming fashionable across Europe: 
– anti-anti-suit injunction was granted by the Munich Court in 2019
– In 2019, both the High Court of Justice in London and the Tribunal de Grande Instance de Paris 

issued anti-anti-suit injunctions in reaction to anti-suit injunctions originating from FRAND litigation in 
the United States.

• Implementer who request anti-suit injunction or who threaten with requesting an anti-
suit injunction are considered as unwilling licensees in German proceedings.

Conclusions
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Best practices for navigating FRAND issues
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The Narrowing Antitrust Window

Allegations based on SEP holders’ breach of FRAND obligations 
• Refusal to license certain implementers – Probably not 

– Competitors (Qualcomm): competitors free to use Qualcomm’s SEPs, no 
harm 

– Implementers (Continental): Continental can supply components to OEMs 
without paying royalties, NO antitrust injury 

• License on non-FRAND terms – Probably not 
– Qualcomm: excess rates may harm OEMs, but no “direct impact on 

competition” 
– Continental: alleged high rates paid by OEMs not an antitrust injury to 

Continental as a supplier 
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The Narrowing Antitrust Window (Cont’d)

Allegations based on SEP holders’ breach of disclosure obligations 
Failure to properly disclose patent rights to SSOs – Maybe? 
• Rambus Inc. v. FTC, 522 F.3d 456 (D.C. Cir. 2008)

– Deceiving the SSO, even if done to obtain higher licensing fees, did not in itself 
give rise to an antitrust violation

– The court found the FTC’s evidence insufficient to show the SSO would not have 
standardized the same technologies without the alleged deception

• Apple Inc. v. Samsung Elecs. Co., No. 11-CV-01846 (N.D. Cal. May 14, 
2012)
– In denying Samsung’s motion to dismiss, the court found Apple sufficiently 

alleged the ETSI would not have standardized Samsung’s technology had it 
timely disclosed its patent rights.

– Parties subsequently agreed to dismiss the antitrust claim
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The Narrowing Antitrust Window (Cont’d)

SEP holders’ fraudulent FRAND commitments during standardization 
False FRAND theory – Maybe? 
• Broadcom Corp. v. Qualcomm Inc., 501 F.3d 297 (3d Cir. 2007)

– In denying Qualcomm’s motion to dismiss, the Third Circuit held that an 
intentionally false FRAND promise, coupled with an SSO’s reliance, will 
support an antitrust claim if the patentee later breaches its FRAND 
commitments. 

• Other courts followed the Third Circuit’s reasoning. 
– See, e.g., Microsoft Mobile, Inc. v. Interdigital, Inc., No. 15-723-RGA (D. Del. 

Apr. 13, 2016); Wi-LAN Inc. v. LG Elecs., Inc., 382 F. Supp. 3d 1012 (S.D. Cal. 
2019). 

• BUT not every court: Continental court disagreed. 
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Contractual Theories

• Contract v. Antitrust 
– Neither Qualcomm nor Continental addressed the contractual issues 

arising from FRAND commitments

• Contract claims involve courts’ interpretation of the particular 
FRAND agreement
– SSO policy 
– FRAND agreement 
– Governing law 
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Contractual Theories (Cont’d)

FRAND and license-to-All
• Courts, in general, appear to favor the position that typical FRAND 

agreements obligate an SEP holder to license to “all comers”
– See, e.g., HTC, Corp. v. Telefonaktiebolaget LM Ericsson, No. 6:18-CV-00243-

JRG, (E.D. Tex. Jan. 7, 2019) (interpreting the ETSI policy as requiring SEP 
holders to offer licenses to device and component manufacturers)

– Microsoft Corp. v. Motorola, Inc., 795 F.3d 1024 (9th Cir. 2015) (noting an SEP 
holder “cannot refuse” a license to a manufacturer who commits to paying 
FRAND fees)

• In Qualcomm: the district court granted the FTC’s motion for partial 
summary judgment that Qualcomm’s FRAND commitments required 
it to license to all comers, including chip-supplier competitors
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Contractual Theories (Cont’d)

FRAND and injunctions
• Some SSOs impose contractual restrictions on SEP holders’ freedom to 

seek injunctive relief 
– E.g., IEEE, but in a supplemental business review letter issued in September 

2020 (Trump Administration), the DOJ urged the IEEE to change its policy on 
injunctions

• Absent explicit restrictions or waivers, contractual interpretation of 
typical FRAND language does not preclude an SEP holder from 
seeking injunctive relief
– Apple Inc. v. Motorola, Inc., 757 F.3d 1286 (Fed. Cir. 2014) (rejecting the 

argument for a separate injunction rule for SEPs, noting that the same eBay
framework applies)



‹#›67

Contractual Theories (Cont’d)

FRAND and injunctions (cont’d)
• In contrast with European courts, U.S. courts have not 

established hard-and-fast rules for how the parties’ negotiation 
conduct affect SEP holders’ ability to obtain injunctive relief

• BUT U.S. courts similarly frown upon gamesmanship
– Injunction may be justified if an infringer unilaterally refuses FRAND 

rates or unreasonably delays negotiations (Apple Inc. v. Motorola, Inc., 
757 F.3d 1286 (Fed. Cir. 2014))

– Injunctive relief may not be available if an SEP holder sues for 
infringement before initiating licensing negotiations (Realtek 
Semiconductor Corp. v. LSI Corp., 946 F. Supp. 2d 998 (N.D. Cal. 2013)) 
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Contract? Antitrust? 

Antitrust: 
– Post Qualcomm and Continental, antitrust challenges to SEP licensing 

practices face an uphill battle in U.S. courts
– But the Biden Administration has indicated it will investigate SEP 

licensing more aggressively, which will put pressure on patent holders 
even without court action.

Contract and Patent law: 
– A different perspective and more flexibility for implementers during 

negotiations and in court, especially for
• License-to-all
• Injunctions

– Requiring SEP holders to prove damages
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Patent Law and FRAND (Cont’d)

Case SEP Holders’ Demands Court-set Rates 
Microsoft Corp. v. Motorola, Inc., No. C10-
1823JLR (W.D. Wash. Apr. 25, 2013) 

$3.00 to $4.50 per unit for the 
802.11 portfolio

$0.03471

$0.50 to $0.63 per unit for the 
H.264 portfolio

$0.00555

In re Innovatio IP Ventures, LLC Patent 
Litig., No. 11 C 9308, (N.D. Ill. Sept. 27, 
2013)

$3.39 to $36.90 per end-device $0.0956 per chip 

TCL Commun. Tech. Holdings v. 
Telefonaktiebolaget Lm, No. SACV 14-341 
JVS(DFMx), (C.D. Cal. Mar. 9, 2018) (now 
vacated)

Nearly $100 million $16.5 million

• In the few cases where U.S. courts set FRAND rates (applying several 
different methodologies), in general, the rates were significantly lower 
than SEP holders’ demands
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Be Prepared (Cont’d) 

• Manage contractual relationship with suppliers
– Warranties, liability, control of litigation

• Understand and leverage different proceedings 
– Contract, infringement, antitrust
– Countries, forums, procedures 

• Keep updated as jurisdictions change their SEP policies, and 
adjust accordingly
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Key Takeaways for US

Escalating SEP litigation highlights conflicts between 
implementers and SEP holders. 

Biden administration announces implementer-friendly 
policies, and stronger antitrust enforcement. 

New draft SEP policy provides guidance on negotiations, 
scrutinizing SEP holders and favoring implementers. But 
policy may not carry much weight in courts.

Multi-venue and international SEP battles continue in 2022, 
and Texas courts remain most popular.
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Key Takeaways for Europe

ECJ Decision Huawei/ZTE (2015) provides general 
framework for FRAND license negotiations.

ECJ Decision Huawei/ZTE (2015) does neither provide 
details nor how to calculate specific FRAND rates.

UK courts set FRAND rates, German courts only assess 
rates offered.

Requesting an anti-suit injunction in the US is risky; it 
may result in being considered as unwilling licensee.
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Questions?
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Erik Puknys’ career in intellectual property began more than 25 years ago, 
when he joined the U.S. Patent & Trademark Office as a patent examiner.

Contact Erik:
+1 650 849 6644
erik.puknys@finnegan.com

Your Presenters

Erik R. Puknys is a Partner in our Palo Alto office

Dr. Dr. Jochen Herr, LL.M., is managing partner of Finnegan’s Munich 
office. Named as an IP Star in Germany by Managing Intellectual Property, 
Jochen is one of the rare lawyers in Germany admitted as an attorney at 
law, a German patent attorney, and a European patent attorney. Jochen 
has almost 20 years of experience in patent litigation proceedings and is 
admitted to practice before all German patent infringement courts, the 
German Federal Patent Court, and the German Patent and Trade Mark
Office (DPMA), and the European Patent Office (EPO).

Contact Jochen:
+49 89 2421 8067
jochen.herr@finnegan.com

Dr. Jochen Herr, LL.M. is a Partner in our Munich office
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These materials have been prepared solely for educational and entertainment purposes to 
contribute to the understanding of U.S. and European intellectual property law. These materials 
reflect only the personal views of the authors and are not individualized legal advice. It is 
understood that each case is fact specific, and that the appropriate solution in any case will vary. 
Therefore, these materials may or may not be relevant to any particular situation. Thus, the 
authors, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe LLP, 
Finnegan Europe (Germany) LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound 
either philosophically or as representatives of their various present and future clients to the 
comments expressed in these materials. The presentation of these materials does not establish 
any form of attorney-client relationship with these authors. While every attempt was made to 
ensure that these materials are accurate, errors or omissions may be contained therein, for which 
any liability is disclaimed.

Our Disclaimer
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