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Applicability of § 112 in IPR Proceedings

▪ § 112 challenges cannot be presented in an IPR.  

– 35 U.S.C. § 311(b)

▪ “A petitioner in an inter partes review may request to cancel as 

unpatentable 1 or more claims of a patent only on a ground that 

could be raised under section 102 or section 103 and only on the 

basis of prior art consisting of patents or printed publications.” 

– Cuozzo Speed Tech. v. Lee, 136 S.Ct. 2131, 2141-42 (2018)

▪ “[C]anceling a patent claim for ‘indefiniteness under § 112’ in inter 

partes review” is “outside [the PTAB’s] statutory limits.”

– Samsung v. Prisua Engineering Corp., 948 F.3d 1342 (Fed. Cir. 2020)

▪ “[W]e hold that the Board may not cancel claims for indefiniteness 

in an IPR proceeding.” 

– IPR2016-00436, Paper 12. The Board denied institution for a § 112 

challenge:

▪ “A petitioner in an inter partes review…is not permitted to assert a 

ground of unpatentability under 35 U.S.C. § 112.”
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Applicability of § 112 in IPR Proceedings

▪ IPR2016-01828, Paper 69:
– “[W]hile Cuozzo held that in an IPR proceeding the Board may not cancel a 

claim under § 112, Cuozzo does not require the Board to ignore issues 

arising under § 112 when determining whether a challenged claim is 

unpatentable under § 102 or § 103.”

▪ IPR2017-01080, Paper 9: 
– Declined to “issue an Order” finding “all claims indefinite.” Institution denied.

▪ § 112 issues arise in a number of circumstances in IPR 

proceedings: 
– PTAB treatment of potentially indefinite claims

– The indefiniteness standard applicable in AIA trials

– Means-plus-function claims

– Antedating a reference

– Establishing an earlier critical date for an asserted reference

– § 112 priority attacks to introduce intervening prior art

– Motion to amend practice



9

Common § 112 Issues in IPRs

▪ § 112(a)/¶1 (pre-AIA) Requirements

– The specification shall contain a written description of the invention.

– The specification shall contain an enabling disclosure of the invention 

(i.e., the manner and process of making and using the invention).

▪ § 112(b)/¶2 (pre-AIA) Requirements

– Claims must particularly point out and distinctly claim the invention. 

▪ § 112(f)/¶6 (pre-AIA) Requirements

– An element in a claim for a combination may be expressed as a means 

or step for performing a specified function without the recital of 

structure, material, or acts in support thereof, and such claim shall be 

construed to cover the corresponding structure, material, or acts 

described in the specification and equivalents thereof. 
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Indefiniteness: Historical Approach

▪ “[A] claim cannot be both indefinite and anticipated.”, Enzo 
Biochem, Inc. v. Applera Corp., 599 F.3d 1325, 1332 (Fed. Cir. 
2010)

▪ Globus Medical v. Flexuspine, IPR2015-01830, Paper 11 at 9 

• “If the scope of the claims cannot be determined without 
speculation, the differences between the claimed invention and 
the prior art cannot be ascertained.”

▪ Micron v. Innovative Memory Systems, IPR2016-00324, Paper 
11 at 8-9

• “If the scope and meaning of the claims cannot be determined 
without speculation, the differences between the challenged 
claims and the prior art cannot be ascertained….  [W]ithout 
ascertaining the proper claim scope, we cannot conduct a 
necessary factual inquiry for determining obviousness—
ascertaining differences between the claimed subject matter and 
the prior art.”
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Indefiniteness: Historical Approach

▪ Ams AG v. 511 Innovations, IPR2016-01787, Paper 15 at 6

• Institution was denied because the scope of claim terms could 
not be determined without “considerable speculation…and 
assumptions,” which would “lead to an obviousness 
determination based on such speculation and assumptions.”

▪ Oticon Medical v. Cochlear Bone Anchored Solutions, IPR2017-
01018, Paper 52 at 30

• Final Written Decision: “Because Petitioner has not identified 
structure corresponding to the functions recited in claims 7–10, 
we cannot ascertain the differences between the claimed 
invention and the asserted prior art….  Accordingly, we 
determine that Petitioner has not met its burden of 
demonstrating the unpatentability of claims 7–10….”
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PTAB: Alternative Pleading Is “Common Practice”

▪ Target v. Proxicom Wireless, IPR2020-00979, Paper 11 at 16–17

• “Patent Owner notes that in the district court, Petitioner served 

preliminary constructions stating that ‘local or personal area wireless 

protocol’ is indefinite … , but in this proceeding Petitioner argued that 

the prior art discloses the elements containing those terms….  

Petitioner’s alternative pleading before a district court is common 

practice, especially where it concerns issues outside the scope of inter 

partes review….  Without more, the mere existence of issues outside 

our purview that the statute anticipates a district court will address does 

not justify exercising discretion to deny institution of inter partes review.”

▪ Sony v. Bot M8, IPR2020-00963, Paper 9 at 11

• “[W]e find no inconsistency with Petitioner’s arguments in this 

proceeding and its assertion in district court that, in the alternative, a 

claim term is indefinite.”



13

Petitioner Adopts Patent Owner’s Construction from 

Litigation

• Hospira v. Amgen, IPR2021-00528, Paper 7 at 9

• “We discern no prejudice against Patent Owner in allowing 

Petitioner to adopt Patent Owner’s claim constructions before 

the Board (where Petitioner is precluded from arguing 

indefiniteness), while arguing that that claim construction is 

indefinite before the district court.”

• Spherix Inc. v. Matal, 703 F. App'x 982, 983 (Fed. Cir. 2017)

• “In its petition for IPR, Uniden adopted the claim constructions 

Spherix submitted to the district court. Specifically, Uniden 

agreed with Spherix that the [claim] terms … should be 

construed according to their plain and ordinary meaning.”

• Does patent owner’s broad construction encompass additional prior 

art?  This approach may depend on the overall litigation strategy
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CAFC: Prior Art Determination Must Be “Logically 

Impossible”

Intel v. Qualcomm, 21 F.4th 801 (Fed. Cir. 2021)

“We hold that the Board's conclusion was error and that a 

remand is required, because the Board did not decide for itself 

whether required structure is present in the specification or 

whether, even if it is not, the absence of such structure precludes 

resolution of Intel's prior-art challenges….  Importantly, it is not 

always impossible to adjudicate a prior art challenge, one way or 

the other, just because some aspect of a claim renders the claim 

indefinite….  The indefiniteness of a limitation (here, a 

means-plus-function limitation) precludes a patentability 

determination only when the indefiniteness renders it 

logically impossible for the Board to reach such a decision.

The Board simply accepted Intel's concession that the required 

structure for the means-plus-function claim was missing. The 

Board did not itself conclude that the prior-art analysis task was 

impossible….”
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CAFC: Prior Art Determination Must Be “Logically 

Impossible”

▪ Examples from Intel

– Indefiniteness of one limitation may not preclude the 

Board from rejecting a challenge by finding that 

another limitation is missing from the argued prior 

art and its argued combinations and modifications. 

– If a claim limitation requires alternative limitations A 

or B, and A is indefinite, but B is not, the Board may 

be able to determine that the prior art cover B

▪ Limitation encompasses a species but the extent of 

scope is unclear

▪ IPXL-type indefiniteness (claim directed to both 

apparatus and method)?
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IPXL-type Indefiniteness

▪ Samsung v. Prisua, 948 F.3d 1342 (Fed. Cir. 2020)

– “On remand, the Board should address Samsung’s argument 

that the Board may analyze the patentability of a claim even if 

that claim is indefinite under the reasoning of IPXL . The 

rationale of IPXL is that the claim conflates elements of both an 

apparatus and a method, rendering the claim indefinite for 

purposes of determining when infringement occurs.”

– “Even though the validity of the challenged claims may be 

subject to question for IPXL-type indefiniteness, that is simply 

another ground on which the claims might be challenged in an 

appropriate forum (other than the Board)….  It does not 

necessarily preclude the Board from addressing the 

patentability of the claims on section 102 and 103 grounds.”

– The court distinguished Enzo (“a claim cannot be both indefinite 

and anticipated”) because it did not involve IPXL indefiniteness

– Prior art challenge was successful on remand
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Standard for Indefiniteness in IPRs

▪ District courts apply Nautilus: 

– A claim is indefinite if it fails to “inform those skilled in the art about the scope of 

the invention with reasonable certainty.” Nautilus, Inc. v Biosig Instruments, Inc., 

134 S. Ct. 2120, 2129 (2014).   

▪ USPTO applies Packard during ex parte prosecution:

– “[A] claim is indefinite when it contains words or phrases whose meaning is 

unclear.” In re Packard, 751 F.3d 1307, 1322 (2014).

▪ Packard is “a lower threshold for indefiniteness”:

– Ex Parte McAward: “the courts have recognized that the PTO...may 

appropriately insist on a greater degree of clarity than would the court…. [T]he 

Office is ‘justified in using a lower threshold for indefiniteness.’”).

– During prosecution, the claims are interpreted under broadest reasonable 

interpretation (BRI); applicant has an opportunity to amend

▪ PTAB cited both Nautilus and Packard after adopting Phillips

– IPR2017-01785, Paper 91; IPR2017-00946, Paper 38
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Standard for Indefiniteness in IPRs

“Since the 2018 change to the claim 

construction standard used in AIA post-grant 

proceedings, the Board has noted confusion 

as to whether Nautilus or Packard applies….  

The office now clarifies that the Board shall 

follow Nautilus in AIA post-grant 

proceedings.  Because the office’s claim 

construction standard … now aligns with that 

used by courts in a civil action, and because 

indefiniteness questions are generally 

considered as part of the claim construction 

process, the office’s approach to 

indefiniteness … should likewise align with 

that used by the courts….” 

PTO Director Memorandum:
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Means-Plus-Function Claims

▪ For MPF claims, the petitioner must provide a construction 

identifying “the specific portions of the specification that describe the 

structure, material, or acts corresponding to each claimed function.” 

37 C.F.R. § 42.104(b)(3).

▪ The Board has denied institution when the specification does not 

disclose sufficient structure (e.g., a specific algorithm) for performing 

the recited function.  

– IPR2020-00474, Paper 14 (institution denied because specification did not 

disclose structure for “circuitry means,” making scope of claims uncertain; 

specification described only “black box” for claimed circuity).

• “If the scope of the claims cannot be determined without undue speculation, 

as is the case here, the differences between the claimed invention and the 

prior art cannot be ascertained.”

– IPR2019-00671, Paper 12 (institution denied when Board rejected petitioner’s 

construction of MPF terms, finding lack of structure for MPF terms). 

– IPR2015-01048, Paper 6; IPR2014-01378, Paper 6; IPR2014-00566, Paper 14 

(institution denied because insufficient structure for MFP features). 
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Means-Plus-Function Claims

▪ The Board construes MPF claims by (1) identifying the claimed 

function and (2) identifying in the specification the corresponding 

structure that performs the claimed function. IPR2020-00474, Paper 

14. 

– In the second step, the PTAB will interpret structure as corresponding to a 

claimed function “only if the specification or prosecution history clearly links or 

associates that structure to the function recited in the claim.” IPR2016-00989, 

Paper 8. 

▪ Arguing that the specification does not disclose supporting structure 

for MPF claim likely will result in non-institution, rather than an 

advisory opinion of indefiniteness. 

– IPR2020-00397, Paper 11 (Board denied institution, finding “Petitioner 

improperly [sought] an advisory opinion” on indefiniteness of MPF terms. Board 

“decline[d] to take a position on whether the challenged claims are indefinite.”). 

– IPR2020-01291, Paper 13 (denying institution when petitioner argued that 

specification did not provide structure for claimed “unit” terms, because petitioner 

did not meet burden to show structure for MPF terms).
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Means-Plus-Function Claims

▪ In determining whether § 112, ¶ 6 is invoked, the proper inquiry is 

whether a POSITA would have understood the claim language to 

sufficiently recite structure.

– Williamson v. Citrix Online LLC, 792 F.3d at 1348 (“the essential 

inquiry is not merely the presence or absence of the word 

‘means’ but whether the words of the claim are understood by 

persons of ordinary skill in the art to have a sufficiently definite 

meaning as the name for the structure.”).

– Typhoon Touch Techs., Inc. v. Dell, Inc., 659 F.3d 1376, 1383-

84 (Fed. Cir. 2011) (“[T]he specification must contain sufficient 

descriptive text by which a person of skill in the field of the 

invention would know and understand what structure 

corresponds to the means limitation.”). 

– IPR2020-00474, Paper 14 (faulted petitioner for not submitting 

testimony from a technical witness that a POSITA would have 

known specification disclosed structure for MPF terms).
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Means-Plus-Function Claims

▪ Under Williamson, the Board has sua sponte raised § 112 ¶6/(f) 

issues when neither the petitioner nor patent owner made such an 

assertion. 

– IPR2021-01294, Paper 13: The Board noted that several claim terms 

include a “mechanism,” and the “parties have not presented any 

briefing on how these claim terms should be construed and, more 

specifically, whether these terms are means-plus-function 

limitations….We invite additional briefing on this claim construction 

issue.”

– IPR2016-01372, Paper 11: The Board interpreted the term “drive 

module” as a MPF claim term because “module” is a well-known nonce 

word, and the specification did not disclose the corresponding structure. 

Institution was denied for claims reciting the term “drive module.”

– IPR2014-01770, Paper 9: The Board denied institution for claims 

reciting the term “logic for” because the specification did not disclose 

the corresponding structure or algorithm, and neither party identified the 

corresponding structure or algorithm.  
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Means-Plus-Function Claims

▪ Federal Circuit has affirmed Board’s approach to not addressing 

patentability when MPF terms lack structure.  

– Cochlear Bone Anchored Sols. AB v. Oticon Med. AB, 958 F.3d 1348 

(Fed. Cir. 2020).

▪ Petitioner cross-appealed Board’s decision to find MPF terms not 

unpatentable because specification lacked structure. 

▪ Federal Circuit: “If the specification fails to recite a corresponding 

structure, then there is a wholly undefined claim element....Such a 

claim cannot be compared to prior art, because an essential claim 

element has no discernible meaning.” 

▪ “Such a claim is indefinite,…but that is not the inquiry in an inter 

partes review, in which the Board may not hold a challenged claim 

indefinite.”

▪ Federal Circuit explained that where the specification fails to recite 

sufficient structure for a MPF term, the petitioner is not estopped 

from challenging those claims in another proceeding. 
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Means-Plus-Function Claims

▪ Takeaway

– Petitioner must identify structure for any MPF terms.

– As a precaution, petitioners should preemptively 

provide constructions for any non-means terms that 

may be construed as “nonce” words, even if not 

arguing that the claim terms invoke § 112, ¶ 6.

– If the Board finds that the terms invoke § 112, ¶ 6 and 

petitioner did not identify the corresponding structure, 

the petition will be denied. 
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Applicability of District Court Indefiniteness Findings at PTAB

▪ The Board has exercised its discretion to deny institution when a 

district court found the challenged claims indefinite.  

– IPR2020-01182, Pape 17 (Feb. 10, 2021)
• District court found the term “generally dependent” in independent claim “not reasonably 

certain.”  Claim held indefinite. 

• Board denied institution: “[P]roceeding with an inter partes review of claims already 

determined to be indefinite by the District Court would require us to assign a meaning to the 

claim language that is necessarily inconsistent with the determination by the District Court.” 

– IPR2020-00348, Paper 16 (July 6, 2020)
• District court found challenged claims indefinite because specification did not provide 

sufficient structure for means-plus-function limitations. 

• “[W]ere we to institute trial on this Petition, we would be comparing to the prior art a claim 

limitation that has been held indefinite in the related district court proceeding...[D]oing so 

would put us in the untenable position of assigning a definite meaning to a term that the 

District Court has found to be indefinite.” 

– IPR2017-00998, Paper 13 (Sept. 5, 2017)
• PTAB panel was “persuaded by the district court’s determination that [the challenged claim] 

was indefinite and accept[ed] the district court’s factual findings in support of that 

determination.” 
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Applicability of PTAB Indefiniteness Findings in District Court

▪ Petitioners have attempted to argue that a claim term is 

indefinite with the hope of using the PTAB’s decision on 

indefiniteness in parallel district court litigation. 

▪ In some cases, this tactic has backfired:

– IPR2015-00595, Paper 24 (Board disagreed with petitioner’s argument 

that claim terms are indefinite, and held that the claim terms are 

definite).  

– IPR2017-01785, Paper 91 (“we do not agree with [Petitioner] that the 

phrase ‘before a conference’ is indefinite. The breadth of a claim is not 

to be equated with indefiniteness….”).
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▪ Some district courts have refused to follow the PTAB’s 

determinations of indefiniteness. 
– IPR2015-01048, Paper 6 (Board determined that “means for pivoting” limitation 

was indefinite, and denied institution). 

▪ In the parallel district court litigation, the court “simply disagree[d]” that the 

“means for pivoting” term was indefinite.  While noting that the PTAB’s 

decisions can carry persuasive weight, the court indicated that “because its 

authorizing statute limits inter partes review to patentability determinations, 

the PTAB expressly disclaimed any indefiniteness analysis.” 2016 WL 

5092462 at *6, *8 (N.D. Ga. Sept. 20, 2016).    

– IPR2015-01801, Paper 10.  The Board agreed with petitioner that a MFP claim 

was indefinite because the corresponding structure was not disclosed.  In 

denying institution, the Board disagreed with the patent owner’s construction that 

a “network of computers” provided the structure for the MFP claim. 

▪ The district court did not give any weight to the PTAB’s indefiniteness 

finding, and agreed with the patent owner’s “network of computers” 

construction. Via Vadis, LLC v. Amazon.com, Inc., No. 14-cv-0813 (W.D. 

Tex. Sept. 20, 2016).      

Applicability of PTAB Indefiniteness Findings in District Court
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▪ Some district courts have followed the PTAB’s determinations 

of indefiniteness.  

– IPR2015-00848, Paper 9. The Board denied institution for a 

claim because the phrase “substantially different construction” 

was indefinite. 

▪ While noting that the PTAB’s indefiniteness finding was not 

binding, the district court agreed with the PTAB, and 

indicated that the PTAB’s decision should be “given great 

weight.” Cayenne Medical, Inc. v. Medshape, Inc., 14-cv-

0451, Dkt. No. 138 (D. Ariz. May 6, 2016).     

– Similar outcome: “The Court finds the PTAB's analysis during 

the IPR proceedings — although not binding in any way —

persuasive.” Fortinet, Inc. v. Sophos, Inc., 13-cv-05831, Dkt. No. 

218 (N.D. Cal. Oct. 28, 2015).

Applicability of PTAB Indefiniteness Findings in District Court
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Factors to Consider in Raising Indefiniteness 

Before the PTAB 

▪ Will the claim construction position before the PTAB contradict claim 

construction positions in district court?

– Can complying with the PTAB’s rules to provide a construction for a MFP claim 

(identify corresponding structure or algorithm) contradict a claim construction 

position before the district court? 

▪ Will institution for an arguably indefinite claim be used in the district 

court to support an interpretation that the claims are definite?

▪ Which argument is stronger: indefiniteness of the claim, or 

unpatentability of the claim?

▪ Is non-institution worth the risk? 

– Since § 112 challenges cannot be presented in an IPR, can the petitioner 

construct an unpatentability challenge that does not affect a later invalidity 

challenge in district court?  

– Due to the one-year time bar of § 315(b), IPR petitions likely will have to be filed 

before claim construction briefing in most district courts.         
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Antedating References

▪ Patent Owner attempts to remove a reference by demonstrating a 

date of invention that is earlier than the critical date of the reference.

▪ Two ways to antedate a reference; both involve a § 112 analysis:

– Swearing behind a reference.  Pre-AIA 35 U.S.C. § 102(g) (i.e., 

demonstrating earlier conception, diligence, reduction to practice). 

Conception requires showing that “inventor disclosed to others his 

completed thought expressed in such clear terms as to enable those skilled 

in the art to make the invention.”  Coleman v. Dines, 754 F.2d 353, 359 

(Fed. Cir. 1985).  RTP requires showing that (1) the inventor constructed an 

embodiment or performed a process that met all of the claim limitations; 

and (2) the invention would work for its intended purpose.  Cooper v. 

Goldfarb, 154 F.3d 1321, 1327 (Fed. Cir. 1998).

– Claiming the benefit of priority of an earlier application.  35 U.S.C. §§ 119, 

120.  Earlier application must describe the claimed invention in sufficient 

detail to demonstrate possession of the claimed invention.  In re Wertheim, 

541 F.2d 257, 261-62 (CCPA 1976); Vas-Cath Inc. v. Mahurkar, 935 F.2d 

1555, 1563-64 (Fed. Cir. 1991).
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Antedating References: Swearing Behind

▪ Patent Owner bears the burden, IPR2021-00624, Paper 20:

– “If a patent owner attempts to antedate a reference in an inter 

partes review, the patent owner bears the burden of producing 

evidence supporting an invention date before the reference’s 

effective date. See Dynamic Drinkware, LLC v. Nat’l Graphics, 

Inc., 800 F.3d 1375, 1379–80 (Fed. Cir. 2015)….”

▪ Difficulties in swearing behind in IPRs:

– Insufficient showing of conception, RTP of every claim limitation

– Insufficient corroboration of inventor activity

– Insufficient evidence demonstrating diligence (period beginning 

just prior to the reference’s effective date and ending on the 

invention’s RTP date)
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Antedating References: Swearing Behind

▪ Burden of persuasion always remains with the petitioner.  35 

U.S.C. § 316(e); Dynamic Drinkware, LLC v. National Graphics, Inc., 

800 F.3d 1375 (Fed. Cir. 2015)

▪ Burden of production may shift, e.g., IPR2016-00258, Paper 89:

– “Petitioner bears the burden of…establishing that any reference upon 

which it relies constitutes prior art.”  Burden → Petitioner

– “because Petitioner offered Jin into evidence, which qualifies on its face 

as prior art under §102(e), Patent Owner bears the burden of producing 

evidence supporting a date of invention prior to the critical date of Jin.”  

Burden → Patent Owner

– “Patent Owner elected to antedate, and thereby remove, Jin as prior art 

by showing that the inventor actually reduced the claimed invention to 

practice prior to Jin’s 102(e) priority date(s). As a result, the burden of 

production returned to Petitioner to demonstrate that the invention set 

forth in the challenged claims was not actually reduced to practice as of 

the date alleged.”  Burden → Petitioner
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Antedating References: Swearing Behind

Insufficient support for every claim limitation

– A signed and notarized sketch by inventor did not provide sufficient 

detail to establish possession of all claim limitations.  IPR2014-

00110, Paper 46.

– “[W]e are not persuaded that that the drawing provides sufficient detail to 

establish possession of an embodiment of the invention having the particular 

limitations set forth in the claims.”

– Claimed medical device – no disclosure of “ring member” and “arm” limitations

– Evidence of a circuit design insufficient to show RTP of a “graphics 

processing system” as claimed. IPR2015-00325, Paper 62.

– “a design, by itself, is not a physical hardware element, let alone a graphics 

processing system”

– Eaton, 203 F.3d 1094: no RTP “if the constructed embodiment …lacks an 

element recited in the [claim] or uses an equivalent of that element”

– Invention disclosure annotated by the inventor did not demonstrate 

conception of every claim limitation.  IPR2014-01200, Paper 29. 
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Antedating References: Swearing Behind

Insufficient corroboration of inventor activity

▪ “The sufficiency of the proffered corroboration is determined by a ‘rule of reason’ 

analysis in which all pertinent evidence is examined…. Even under the ‘rule of 

reason’ analysis, however, the ‘evidence of corroboration must not depend 

solely on the inventor himself.’” Apator Miitors ApS v. Kamstrup A/S, 887 F.3d 

1293, 1295 (Fed. Cir. 2018)

▪ Rule 1.131 practice does not apply (MPEP § 715.07 “averments made in a 

[Rule 131] declaration do not require corroboration”) 

▪ Examples

– Draft patent application was insufficient because it was only authenticated by 

inventor testimony. IPR2019-01258, Paper 29.

– Undated, handwritten specification prepared by the inventor insufficient because 

the inventor attempted to corroborate the document through his own testimony. 

IPR2013-00033, Paper 122.

– Documentary evidence of conception and reduction to practice authenticated by 

the inventors. IPR2013-00292, Paper 93.

– Photographs of prototypes insufficient because no corroborating testimony from 

non-inventors.  IPR2013-00500, Paper 33.
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Antedating References: Swearing Behind

Insufficient evidence concerning diligence

▪ Historically, the PTAB has applied a strict standard for 

demonstrating diligence.  See, e.g., IPR2013-00336, Paper 40; 

IPR2014-01209, Paper 77; IPR2015-00915, Paper 56.

▪ Perfect Surgical Techniques Inc. v. Olympus America Inc., 841 F.3d 

1004 (Fed. Cir. 2016).

– Appeal from an IPR where patent owner attempted to antedate a 

Japanese reference.  The PTAB determined that the patent 

owner’s evidence did not demonstrate diligence.  

– PTAB applied the wrong standard

▪ PTAB → “continuous activity of reasonable diligence”

▪ CAFC → “reasonably continuous diligence” 
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Antedating References: Swearing Behind

▪ Perfect Surgical Techniques Inc. v. Olympus America Inc., 841 F.3d 

1004 (Fed. Cir. 2016).

– “A patent owner need not prove the inventor continuously exercised 

reasonable diligence throughout the critical period; it must show there 

was reasonably continuous diligence.”

– “[A]n inventor is not required to work on reducing his invention to 

practice every day during the critical period.”

– “[P]eriods of inactivity within the critical period do not automatically 

vanquish a patent owner's claim of reasonable diligence.”

– “[T]he point of the diligence analysis is not to scour the patent owner's 

corroborating evidence in search of intervals of time where the patent 

owner has failed to substantiate some sort of activity. It is to assure that, 

in light of the evidence as a whole, "the invention was not abandoned or 

unreasonably delayed."

– PTAB erred by only focusing on the gaps of time. 
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Antedating References: Swearing Behind

PTAB after Perfect Surgical:

▪ IPR2018-00972, Paper 41 (Nov. 7, 2019): diligence was found

– Evidence demonstrated work was conducted on 17 out of 45 

days of the critical period

– Attorney/inventor prepared and exchanged 18 different versions 

of the draft patent application during that time

– Attorney testimony: “The only days during [the critical period] 

that I did not work on the ’062 application were either a holiday, 

a weekend, or days on which I worked on other matters for other 

clients.”

▪ IPR2015-01341, Paper 46 (Dec 20, 2016)

– PTAB discussed the “reasonably continuous diligence” standard 

from Perfect Surgical, went on to say that “[t]he rule of reason 

does not dispense with the need for corroboration of diligence 

that is specific as to dates and facts.”
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Antedating References: Swearing Behind

▪ Patent owner successes

– “Patent Owner has provided declarations from inventors and 

corroborating witnesses supporting a finding that the inventors 

designed, made, and tested fall detection systems embodying 

the subject claims.” IPR2015-00112, Paper 39.  See also 

IPR2016-00258, Paper 89. 

– “Petitioner offers no explanation or evidence rebutting Patent 

Owner’s evidence of prior invention.” IPR2015-00786, Paper 38.



39

§ 325(d): Previous Consideration of Priority Issues

▪ IPR2017-00739, Paper 16 (informative): The Board denied 

institution under § 325(d) because, during prosecution, the 

examiner had already considered the dispositive issue of 

whether the claims were entitled to the priority date of an 

earlier-filed application:

– “[T]he Examiner considered fully the written description and 

enablement issues underlying Applicant’s claim to priority in 

allowing the claims to issue, and Petitioner has not presented 

new evidence or arguments that would convince us that the 

Examiner’s determination was unreasonable.”
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§ 325(d): Previous Consideration of Priority Issues

▪ IPR2018-00505, Paper 10: the Board denied institution under 

§ 325(d) in view of priority determinations made during 

prosecution.

– “We have considered the prosecution history of both the ’843 

patent and the ’077 patent and determine that the issue of 

whether the ’077 patent is entitled to its earliest effective filing 

date was considered previously by the Office. Indeed, Petitioner 

appears to acknowledge as much….  Moreover, Petitioner has 

not presented further sufficient evidence here that would 

persuade us to reach a different conclusion from the Examiner’s 

position that the challenged claims are adequately disclosed in 

the priority applications.”

▪ Takeaway: Petitioners should review prosecution history and 

explain why its theory concerning non-entitlement differs from 

what was considered during prosecution.
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Antedating References: Priority to Earlier Application

▪ A petitioner challenging a pre-AIA patent may rely on the 

filing date of a priority application (e.g., a provisional 

application) that predates the priority date of the 

challenged patent. 

▪ For example:
– Earliest effective filing date of challenged patent is January 15, 2010.

– Petitioner asserts unpatentability over Patent XYZ, which was filed on 

March 15, 2010, after the filing date of patent being challenged. 

– Patent XYZ claims priority to a provisional application filed on October 

15, 2009.  

– What does a petitioner need to do to rely on the provisional application 

of Patent XYZ?
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Antedating References: Priority to Earlier Application

▪ Petitioner relying on priority application of asserted 

reference to challenge patent must satisfy two 

requirements:

1. Show that priority application provides support under §

112(a)/¶1 for at least one claim of asserted reference (Dynamic 

Drinkware requirement, 800 F.3d 1375 (Fed. Cir. 2015)).

2. Show that priority application (e.g., provisional of Patent XYZ) 

provides sufficient support for the subject matter relied upon for 

prior art purposes in the asserted reference (e.g., Patent XYZ) 

(In re Giacomini requirement, 612 F.3d 1380 (Fed. Cir. 2010)).

▪ Examples:
▪ IPR2021-00058, Paper 14 (petitioner met first requirement but not second)

▪ IPR2021-01328, Paper 12 (petitioner met first requirement but not second)
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Antedating References: Priority to Earlier Application

▪ Example:
▪ IPR2021-00378, Paper 14 (July 13, 2021):

– In institution decision, the Board found that asserted reference 

(published application) was entitled to priority date of provisional 

application that predated challenged patent when petition showed 

(1) provisional provided support for claims of asserted reference, 

and (2) petition included parallel cites to asserted reference and its 

provisional to show that subject matter of asserted reference and 

provisional taught claim features.  

▪ Expert testimony may be critical
▪ Whether written descriptive support exists “is factual and depends on 

the nature of the invention and the amount of knowledge imparted to 

those skilled in the art by the disclosure.”  Union Oil Co. of Cal. v. 

Atlantic Richfield Co., 208 F.3d 989, 996 (Fed. Cir. 2000).
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Establishing Earlier Critical Date for References

▪ Dynamic Drinkware, LLC, v. National Graphics, Inc., 800 

F.3d 1375 (Fed. Cir. 2015): the effective date of a 

reference U.S. patent is the filing date of an underlying 

provisional application only if:
▪ at least one of the issued claims is supported by the written description 

of the provisional application(§ 112(a)/¶1); and

▪ the subject matter relied upon in the patent is described in the 

provisional application.

▪ In re Giacomini, 612 F.3d 1380 (Fed. Cir. 2010). 
▪ “[A]n applicant is not entitled to a patent if another’s patent discloses 

the same invention, which was carried forward from an earlier U.S. 

provisional application or U.S. non-provisional application.” 

▪ Amgen v. Sanofi, 872 F.3d 1367 (Fed. Cir. 2017) 
▪ Dynamic Drinkware analysis applies to published U.S. patent 

applications (not just patents)
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Exemplary Cases of Establishing Earlier Critical Date 

of an Asserted Reference

▪ Illumina, Inc. v. Ravgen, Inc., IPR2021-01272, Paper 14

▪ Board granted institution when petitioner showed that reference 

(published application) was entitled to its provisional filing date. The 

petition showed that the provisional had corresponding disclosure cited 

in the reference publication to teach claim limitations.  Petitioner also 

showed that the provisional provided written description support for 

claims of the reference publication. 

▪ Lyft, Inc. v. Ikorongo Tech. LLC, IPR2021-00422, Paper 10 

▪ Institution denied when petitioner showed that provisional of reference 

(published application) supported claims of reference, but petitioner did not show 

that provisional provided “the required support for the subject matter used by 

[the reference].” 

▪ When the disclosure of the provisional and asserted reference differ, the 

petitioner must explain “the relationship between the cited portions of the two 

documents.” 
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Exemplary Cases of Establishing Earlier Critical Date 

of an Asserted Reference

▪ Vmware, Inc. v. Clouding Corp., IPR2014-01304, Paper 35.

▪ There is no presumption that a reference patent is entitled to the benefit of the 

filing date of an earlier provisional application.  Petitioner has the burden to 

demonstrate that a reference patent is entitled to the earlier date of a provisional 

application, and that burden never shifts to the patent owner. 

▪ The petitioner explained how the provisional disclosed the subject matter of the 

challenged patent, but did not explain how the provisional supported the claims 

of the reference patent.  Petitioner did not meet its burden.   

▪ Benitec Biopharma v. Cold Spring Harbor Lab., IPR2016-00015, Paper 7.      

▪ Petitioner did not demonstrate that an asserted reference qualified as prior art 

under 35 U.S.C. § 102(e) against the challenged patent, because petitioner did 

not show that reference patent was entitled to provisional filing date. 

▪ Petitioner did not present expert testimony to demonstrate that one skilled in the 

art would have understood the provisional application to disclose the features 

claimed in the reference patent. 
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Enablement of Prior Art

Raytheon Techs. v. General Electric Corp., 993 F.3d 1374 (Fed. 

Cir. 2021)

• Appeal from IPR determining challenged claims were unpatentable

• CAFC reversed PTAB based on non-enablement of prior art:

• “Raytheon submitted unrebutted evidence establishing that Knip's 

disclosure of highly aggressive performance parameters for a futuristic 

turbine engine was based on the use of nonexistent composite materials.” 

• “[T]he petitioner… never put forth any evidence suggesting a skilled artisan 

could have made a turbine engine with the power density recited in the 

claims. Because the relied-upon prior art fails to enable a skilled artisan to 

make and use the claimed invention, we reverse.”

• Takeaways

• Printed publications, prophetic examples/disclosures, may be higher risk

• For fact-intensive issues like enablement, ensure that you address other 

side’s expert’s assertions
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§ 112 Priority Attacks to Introduce Intervening Prior Art

▪ In re NTP, 654 F.3d 1268, 1276 (Fed. Cir. 2011)

– “[F]or a patent’s claims to be entitled to an earlier priority date, 

the patentee must demonstrate that the claims meet the 

requirements of 35 U.S.C. § 120.”

▪ Hollmer v. Harari, 681 F.3d 1351, 1355 (Fed. Cir. 2012)

– “[I]f any application in the priority chain fails to make the requisite 

disclosure of subject matter [under § 112], the later-filed 

application is not entitled to the benefit of the filing date of 

applications preceding the break in the priority chain.”

▪ Breaking the priority chain can result in introducing 

intervening prior art against the patent.
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§ 112 Priority Attacks to Introduce Intervening Prior Art

▪ IPR2014-00414, Paper 24:  

– The Board agreed with petitioner’s arguments that the challenged 

claims were not entitled to the earlier dates of any of the patent’s 

several ancestral applications due to lack of written description →

intervening art qualified as prior art

▪ IPR2014-00693, Paper 14:

– The Board agreed with petitioner that challenged claims were not 

entitled to the priority date of the provisional application because the 

provisional application did not provide written description support for the 

challenged claims → intervening art qualified as prior art

▪ IPR2013-00072, Paper 8:

– The Board determined that the patent’s parent application and an 

earlier PCT application did not provide written descriptive support for 

the challenged claims → intervening art qualified as prior art
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§ 112 Priority Attacks to Introduce Intervening Prior Art

▪ IPR2014-00693, Paper 14:

– The challenged patent claims priority to a PCT application and to an earlier 

provisional application. The Board agreed with the petitioner that the 

challenged claims are not entitled to the priority date of the provisional 

application because the provisional application did not provide § 112 ¶ 1 

support for the challenged claims → intervening art qualified as prior art

▪ IPR2013-00041, Papers 12, 69:

– Petitioner argued that a published priority application of the challenged 

patent constituted a § 102(b) reference against the challenged patent 

because the priority application did not provide § 112 ¶ 1 support for the 

challenged claims.

– The Board agreed with the petitioner and instituted the obviousness 

challenge on the basis of the priority application → intervening art (even a 

publication of a priority application) qualified as prior art

– In the FWD, the PTAB determined that the challenged claims are 

unpatentable as obvious over the priority application and two other 

references.
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§ 112 Priority Attacks to Introduce Intervening Prior Art

Indivior UK Ltd. v. Dr. Reddy’s Labs S.A., 18 F.4th 1323 (Fed. 

Cir. 2021)

• Appeal from IPR finding certain claims unpatentable

• Challenged patent was the fifth continuation in the priority chain

• Publication of the first ancestor application was used as intervening 

prior art

• In the IPR, Petitioner successfully argued that the recited range “about 

40 wt % to about 60 wt %” lacked written descriptive support

• CAFC affirmed unpatentability based on publication from challenged 

patent’s own family

• Takeaways

• Consider written description when challenging patents particularly 

with lengthy priority chains – this may lead to intervening art

• Patent prosecution implications
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§ 112 Issues in Motions to Amend

▪ Perception is that motions to amend are denied for prior art 

reasons, but several motions to amend have been denied for 

§ 112 reasons.  

Source: PTAB

(FY13 to FY20: 10/1/2012-3/31/2020)
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§ 112 Issues in Motions to Amend

▪ Amazon.com, Inc. v. Uniloc, IPR2017-00948, Paper 34 

(Jan. 18, 2019) (precedential): 

o “By its terms, § 311(b) limits a petitioner to requesting 

cancellation of existing claims of a patent only under § 102 and 

§ 103.”

o “It does not, however, limit the grounds of unpatentability that 

can be raised in response to proposed substitute amended 

claims presented in a motion to amend.” 

o “In contrast to § 311(b), the statutory provision providing a right 

to a motion to amend, 35 U.S.C. § 316(d), does not prevent us 

from considering unpatentability under sections other than § 102 

and § 103 with respect to substitute claims.”
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§ 112 Issues in Motions to Amend

▪ Federal Circuit affirmed PTAB’s rationale in Amazon v. 

Uniloc, IPR2017-00948. Uniloc 2017 LLC v. Hulu, LLC, 

966 F.3d 1295 (Fed. Cir. 2020).
▪ “The PTAB correctly concluded that it is not limited by § 311(b) in its 

review of proposed substitute claims in an IPR, and that it may consider 

§ 101 eligibility. The determination is supported by the text, structure, 

and history of the IPR statutes, which indicate Congress’s unambiguous 

intent to permit the PTAB to review proposed substitute claims more 

broadly than those bases provided in § 311(b).” 

▪ Following Aqua Products, the Federal Circuit has 

explained that petitioners have the burden to show that 

proposed substitute claims submitted with a motion to 

amend are unpatentable under § 112, Bosch 

Automotive, 878 F.3d 1027, 1039-40 (Fed. Cir. 2017).
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§ 112 Issues in Motions to Amend

▪ The Board has found that proposed substitute claims do 

not comply with § 112:

– IPR2021-00320, Paper 26 (Board agreeing with petitioner in 

preliminary guidance to original MTA that proposed substitute 

claims do not comply with 35 U.S.C. § 112, ¶1 because the 

claims add new matter, and are indefinite under § 112, ¶2). 

– IPR2020-00001, Paper 35 (Board denied patent owner’s revised 

MTA based on finding that proposed substitute claims were 

indefinite, while finding that substitute claims were enabled). 

– IPR2019-00862, Paper 90 (Board denied patent owner’s revised 

MTA, in part, because proposed substitute claims were 

indefinite). 
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§ 112 Issues in Motions to Amend

▪ Patent owners have the burden to show that proposed 

substitute claims are supported by the original priority 

application, 37 C.F.R. 42.121(b), so both parties have §

112 requirements in a motion to amend.

▪ While the primary focus in a motion to amend is to 

present amendments that are responsive to the grounds 

of challenge, patent owners may present amendments 

to address § 112 issues.

– Western Digital, IPR2018-00082, Paper 13 (informative) (“[O]nce 

a proposed claim includes amendments to address a prior art 

ground in the trial, a patent owner also may include additional 

limitations to address potential § 101 or § 112 issues, if 

necessary.”). 
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Recap

▪ Claims cannot be challenged under § 112 in an IPR, but § 112 is still 

relevant in IPRs.

▪ Consider pros/cons of challenging potentially indefinite claims.

▪ MPF claims: identify function/structure in the petition.

▪ Antedating a reference, establishing an earlier critical date for an 

asserted reference: provide sufficient evidence.

▪ Breaking the priority chain may allow for use of intervening prior art.

▪ MTA: consider challenging proposed substitute claims under § 112; 

consider addressing § 112 issues in existing claims.

Thank you!


