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• Factors for Determining Genericness and Types of Evidence Considered

• How Did We Get Here? Brief History Lesson

• New USPTO Examination Guidelines
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• Strategies for Overcoming Genericness Refusals

• Strategies for USPTO Inter Partes and Federal Court Proceedings

• Q&A
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Factors for Determining 
Genericness and 

Types of Evidence Considered
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Understanding the Spectrum of Distinctiveness
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The Basics – TMEP § 1209.01(c)  Generic Terms

Generic terms are terms that the relevant purchasing public 
understands primarily as the common or class name for the goods or 
services.

• In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQ2d 1807, 
1811 (Fed. Cir. 2001)

A generic term is “the ultimate in descriptiveness” under §2(e)(1) and 
incapable of acquiring distinctiveness under §2(f).

• H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989, 228 
USPQ 528, 530 (Fed. Cir. 1986). 

A generic term also does not meet the statutory definition of a mark 
because it is incapable of denoting a unique source.

• In re Merrill Lynch, Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1569 (Fed. 
Cir. 1987)
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The Two-Part Test - TMEP § 1209.01(c)(i)

A two-part inquiry is used to determine whether a 
designation is generic – “Primary Significance” Test

1) What is the genus of goods or 
services at issue?

2) Does the relevant public understand 
the designation primarily to refer to 
that genus of goods or services?

• In re Cordua Rests., Inc., 823 F.3d 594, 599, 118 
USPQ2d 1632, 1634 (Fed. Cir. 2016)
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Additional Factors - TMEP § 1209.01(c)(i)

• It is not necessary to show that the relevant public uses the 
term to refer to the genus.

• The correct inquiry is whether the relevant public would 
understand the term to be generic.

• In re 1800Mattress.com IP LLC, 586 F.3d 1359,

1364, 92 USPQ2d 1682, 1685 (Fed. Cir. 2009)
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Additional Factors - TMEP § 1209.01(c)(i)

• The genus of the goods or services may be defined by an 
applicant’s identification of goods or services. 

• See In re Cordua Rests., Inc., 823 F.3d 594, 602, 118 USPQ2d 1632, 1636 
(Fed. Cir. 2016) (quoting Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 
USPQ2d 1551, 1552 (Fed. Cir. 1991).

• The relevant public for a genericness determination refers to the 
purchasing or consuming public for the identified goods or 
services. 

• Loglan Inst., Inc. v. Logical Language Grp., Inc., 962 F.2d 1038, 1041, 22 
USPQ2d 1531, 1533 (Fed. Cir. 1992) (quoting Magic Wand Inc., 940 F.2d at 
641, 19 USPQ2d at 1553)
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Evidence - TMEP § 1209.01(c)(i)
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Evidence of the relevant public’s understanding of a term can be 
obtained from any competent source, including:

✓dictionary definitions

✓research databases

✓Internet websites

✓newspapers, and other publications, or

✓any other source of evidence bearing on how consumers perceive a 
term’s meaning

• USPTO v. Booking.com B.V., 140 S. Ct. at 2307 n.6, 2020 USPQ2d 10729, at 
*7 n.6



Trampoline

Originally a valid trademark 
owned by the Griswold-Nissen 
Trampoline & Tumbling 
Company for “Rebound 
Tumblers”
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How Did We Get Here? 

Brief History Lesson
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What is the evidentiary burden for proving 
that a mark is generic at the TTAB?

• “In an opposition or cancellation proceeding, the opposer or 
petitioner bears the burden of proving generic-ness by a 
preponderance of the evidence.”

• Princeton Vanguard, LLC v. Frito-Lay North America, Inc., 786 F.3d 960, 965 (Fed. 
Cir. 2015)

• “The PTO must establish this fact [genericness] with ‘clear 
evidence of generic use.’  On appeal, we must determine 
whether the Board’s factual finding is supported by substantial 
evidence, taking into account the clear evidence standard.”

• In re Nordic Naturals, Inc., 755 F.3d 1340, 1342 (Fed. Cir. 2014) (citing TMEP §
1305.04)
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What is the source of the “clear evidence” 
standard for examination?

• In 1987, the Federal Circuit decided the first case to refer to a “clear 

evidence” standard in the context of a genericness refusal:

• “The burden of showing that a proposed mark is generic remains with the 

Patent and Trademark Office.  The Trademark Manual of Examining 

Procedure 1305.04 (1974, rev. 1983) requires that the ‘substantial showing by 

the Examining Attorney that the matter is in fact generic . . . must be based on 

clear evidence of generic use.’”  In re Merrill Lynch, Pierce, Fenner, Smith, 

828 F.2d 1567, 1571 (Fed. Cir. 1987).

• The only source cited by the CAFC for the “clear evidence” standard 

was the TMEP itself.
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What is the source of the “clear evidence” 
standard for examination?

• However, the cited language in TMEP § 1305.04 related to 

certification marks indicating regional origin:

• “In order to refuse registration on the ground that matter is generic, 

there must be a substantial showing by the Examining Attorney that the 

matter is in fact generic.  This particularly true for indications of regional 

origin.  The showing must be based on clear evidence of generic use, 

not on fragmentary uses or possible infringing uses.”

• Read in context, the term “clear” was meant to convey the 

ordinary meaning of the term, not an evidentiary burden.
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What is the source of the “clear evidence” 
standard for examination?

• In subsequent cases involving genericness refusals, the Federal 
Circuit cited to Merrill Lynch, its later decisions citing that case, 
and/or the TMEP for the “clear evidence” standard.

• The CAFC further interpreted “clear evidence” to mean an 
evidentiary burden of “clear and convincing evidence” that is 
inconsistent with the preponderance burden applied in inter partes 
cases:

• “The Patent and Trademark Office (PTO) bears the burden of establishing 
that a that a proposed mark is generic, and must demonstrate generic status 
by clear evidence. . . ‘[C]lear evidence’ is equivalent to ‘clear and convincing 
evidence,’ which is a heavier burden than preponderance of the evidence.”  In 
re Hotels.com, 573 F.3d 1300, 1302 (Fed. Cir. 2009)  (citations omitted)
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New USPTO Examination 
Guidelines
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New USPTO Guidelines

• “Clarification of Examination of Evidentiary Standard for Marks 
Refused as Generic” 

• USPTO’s Examination Guide – issued May 2022

• Clarified confusing “clear evidence” standard articulated in 
Trademark Manual of Examining Procedure (TMEP)
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New USPTO Guidelines (cont.)

• “[F]or the purpose of refusing to register the mark . . . , there 
must be sufficient evidence to support a ‘reasonable predicate’ 
(i.e. reasonable basis) for finding the mark generic.

• Abolishing “clear evidence” standard on basis that 
heightened standard is inconsistent with:

• Standard for third parties to challenge the registration of marks as 
generic; and 

• “Reasonable predicate” meaning of “prima facie case” in the context of 
other refusals in examination
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New USPTO Guidelines (cont.)

• Revision does not change the nature or types of evidence 
needed to demonstrate genericness

• Examining Attorneys will still consider the term’s primary 
significance to consumers

• Sources of relevant evidence still include:

• Dictionaries

• Usage by consumers and competitors

• Any other source of evidence bearing on how consumers perceive a 
term’s meaning (e.g., consumer surveys)

23
23



Hovercraft

The name ‘Hovercraft’ was 
originally a trademark for 
an “air cushioned vehicle” 
(or ACV) held by the British 
engineering company, 
Saunders-Roe, which 
produced some of Britain’s 
largest and most 
successful rotor-propelled 
ACVs. 
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Best Practices for Avoiding 
Genericness Refusals
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TM Examiners will be issuing more 
genericness refusals

• Say it with me three times

• Failure to function as a mark – USPTO “failure to function” 

refusals have skyrocketed in recent years

• Through that lens,  the USPTO’s decision to abolish the “clear 

evidence” standard and instead merely require TM Examiners to 

prove a “prima facie case” of genericness will have inevitable 

consequences

26



Get Legal Advice / Don’t Be Bashful with Clients
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Think About Conceptual Strength at the Clearance & 
Before Adoption of Use

Conceptual Strength vs. Commercial Strength

• Undoubtedly, the best time to identify potential genericness issues is 
at the clearance stage and before adoption of use stage

• Conceptual strength = level of inherent distinctiveness of a mark in 
relation to the underlying goods/services and before adoption

• Commercial strength = amount of marketplace recognition of the 
mark

• Generic terms are incapable of acquiring distinctiveness
under §2(f), so the commercial strength of an allegedly generic 
term is irrelevant
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What’s the Relevant Genus (of the Species)?

What is the genus of the good or service at issue?

❖ What do you think is the relevant genus?

❖ What does the client think is the relevant genus?

❖ What does the relevant industry (i.e., competitors) think is the   
relevant genus?

❖ What do the relevant consumers (i.e., likely purchasers of the 
goods/services) think is the relevant genus?

❖ What is a TM Examiner likely to think is the relevant genus?
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Be Mindful with Description of Goods & Services

Remember -- The genus of the goods or services may be defined by 
an applicant’s identification of goods or services. (TMEP §
1209.01(c)(i))

▪ Don’t make it easy on the TM Examiner 

▪What’s the answer to the question, “What is the genus of the goods 
or services at issue?”?

▪ Look at the USPTO’s Manual of Acceptable Identification of 
Goods and Services

▪ Identify and consider relevant third-party registrations
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Consider Providing a Suggested Description of 
Goods/Services to the USPTO

• USPTO is particularly interested in descriptions of new technologies (goods 
or services) for inclusion in the ID Manual.

• DO NOT:

• Suggest an identification or recitation that has been included in an application 
for registration and was rejected by an Examining Attorney. 

• Submit overly specific descriptions that would not be useful to a variety of 
applicants. 

• Request pre-approval of descriptions before filing or legal advice on crafting 
acceptable descriptions or other matters.

• USPTO will inform the party that submitted the suggestion whether it is accepted, 
rejected, or accepted in a modified form, typically within 1-2 business days.

https://www.uspto.gov/trademarks/guides-and-manuals/trademark-identification-goods-and-services-
manual-suggestions
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Be Thoughtful with Use of the Mark

Based on TMEP and case law, TM Examiners are likely to review 
and consider:

• The applicant's own submissions, such as the specimen of use, 
(see, e.g., In re Country Music Ass'n, Inc., 100 USPQ.2d 1824, 
2011 WL 5600319, at *9 (TTAB 2011))

• Consider other sources reflecting the applicant’s use of the 
mark, such as the applicant's website (see, e.g., In re Reed 
Elsevier Props., Inc., 482 F.3d 1376, 1378-79 (Fed. Cir. 2007)) 
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Use of the Mark (cont.)
➢ Use the trademark registration symbol (“®”); or if unregistered, 

the trademark symbol (“™”)

➢ Trademarks are adjectives. Avoid using the trademark as a 
noun or a verb

✓ “Put on your RAY-BAN® sunglasses”

× “Put on your RAY-BANS”
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Use of the Mark (cont.)

• Display trademarks in a different font (caps, colors) or manner 
to distinguish them from surrounding text.

• Educate the public on proper use of the trademark.

• https://www.lego.com/en-us/legal/notices-and-policies/fair-play/

• If the underlying product is novel and creates a new product 
category, create a generic term to be used with the new brand 

• ROLLERBLADE™ in-line skates

34
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Strategies For Overcoming 
Genericness Refusals
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Strategies For Overcoming Genericness Refusals

Submit at least same amount of evidence as examining 

attorney refuting genericness

• Surveys

• Evidence of substantial marketing

• Evidence of third-party use of mark as source indicator

• Industry expert declarations
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Teflon Survey

• Close-ended questions

• Most accepted survey for testing genericness

• USPTO v. Booking.com B.V., 140 S. Ct. 2298 (2020)

• Asks respondents to classify marks as brand name or generic

• Only appropriate for inherently distinctive terms

• Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 124 USPQ2d 1184 
(TTAB 2017)
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Thermos Survey

• Open-ended questions

• Participants are asked what they would call a particular type of 
product or service.

• Might be inappropriate for stronger marks 

• See Nightlight Sys. V. NiteLites Franchise Sys., 2007 U.S. Dist. LEXIS 
95565 (N.D. Ga. 2007) (the drawback of a Thermos Survey is that for a 
very strong trademark, respondents with brand loyalty may answer with 
the trademark and not use what they consider to be a generic name.”). 
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In re America Online, Inc., 
77 USPQ2d 1618 (TTAB 2006)

• INSTANT MESSENGER for 
telecommunications services and 
computer services related to providing real 
time text messages

• Submitted evidence of substantial 
marketing:

• One mailing of its advertisement involved 
60 million copies

• Applicant has 80 million users
• Services deliver more than one billion 

messages every day
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In re Trek 2000 Int’l Ltd.
97 USPQ2d 1106 (TTAB 2010)

• THUMBDRIVE for portable digital electronic storage devices

• Applicant submitted evidence that it:

• Coined the term in 2000

• Sold over $4 million from 2002-2007; 

• Advertised and promoted the mark and authorized others to co-brand, 
and

• Policed the mark.

• Also submitted media usage of THUMBDRIVE as a brand name, 
Wikipedia entry referring to the term as a trademark, and negative 
dictionary evidence.
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In re Trek 2000 Int’l Ltd. (cont.)

“While evidence of competitor use is not 
required to satisfy this burden, where the 
record demonstrates both trademark and 
generic uses, evidence of the lack of 
competitor use, at a minimum, may create 
doubt sufficient to tip the balance in favor of 
registration.”
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In re Mr. Bator LLC, 
Serial No. 88244852 (TTAB 2022)

• MULLET for bicycles

• Overcame genericness refusal due to 
mixed record

• “Applicant offset [examining attorney’s 
evidence of genericness] by submitting 
approximately the same amount of 
evidence i.e., third party websites in the 
biking industry and declarations from 
persons familiar with the mountain bike 
industry, showing the terms as Applicant’s 
trade name or trademark used in 
connection with bicycles.”

42



In re GJ & AM, LLC
2021 USPQ2d 617 (TTAB 2021)

• COOKINPELLETS.COM for processed 
wood fuel in the nature of pellets for use 
in barbecue grills

• Applicant did not contest that “Cooking 
Pellets” is generic

• Submitted evidence that relevant 
consuming public recognizes 
COOKINPELLETS.COM and 
“Cookinpellets” as brand name.
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In re GJ & AM, LLC (cont.)

• Following recent Supreme Court decision in USPTO v. 
Booking.com B.V., 140 S. Ct. 2298 (2020), held that addition of 
“.com” justified reversal of genericness refusal

• Evidence of consumer perception was sufficient to create doubt 
about whether consumers perceive COOKINPELLETS.COM as 
a whole as generic. 
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Strategies for USPTO Inter 
Partes and Federal Court 

Proceedings

45



Laundromat
• It was a valid, registered trademark 

owned by Westinghouse Electric 
Corporation

• Registered in the U.S. in the 1947 
for “electric laundry washers” and 
1953 for “renting of washing 
machines to the public in self-
service laundries”

• But registrations now expired
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What should attorneys consider in connection 
with the USPTO’s new examination standard?

• Issue Preclusion
• Does B&B Hardware apply to USPTO determination of genericness?

• Evidence Relevant to Genericness Determination
• “Mixture of usages” no longer enough to avoid finding of genericness?

• Greater reliance on survey evidence?
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Issue Preclusion

• In 2015, the Supreme Court determined in B&B Hardware that issue preclusion can apply 

to TTAB decisions in certain circumstances:

• “This Court has long recognized that ‘the determination of a question directly involved 

in one action is conclusive as to that question in a second suit.’”

• “[W]here a single issue is before a court and an administrative agency, preclusion 

also often applies.”

• “This reflects the Court’s longstanding view that ‘[w]hen an administrative agency is 

acting in a judicial capacity and resolves disputed issues of fact properly before it 

which the parties have had an adequate opportunity to litigate, the courts have not 

hesitated to apply res judicata.’”

• B&B Hardware, Inc. v. Hargis Indus., Inc., 575 U.S. 138, 135 S.Ct. 1293 (2015)
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Issue Preclusion

• Issue preclusion applies where the following factors are met: 

• (1) an issue was raised and actually litigated in the prior proceeding; 

• (2) the issue’s determination was necessary to the outcome; 

• (3) the prior proceeding resulted in a final judgment on the merits; and 

• (4) the party against whom estoppel is sought had a full and fair opportunity to 

litigate the issue in the prior proceeding.

• “So long as the other ordinary elements of issue preclusion are met, 

when the usages adjudicated by the TTAB are materially the same 

as those before the district court, issue preclusion should apply.”

• B&B Hardware, 135 S.Ct. at 1310.
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Issue Preclusion

• Lower courts have found that issue preclusion can apply to 

genericness determinations by other courts.

• The Eleventh Circuit found that issue preclusion prevented a 

party from relitigating the issue of whether the term “ale house” 

was generic in 2009 where the Fourth Circuit had previously 

held that term to be generic in 2000.

• Plaintiff’s “evidence fails to indicate any change at all in the 

public perception of the term ‘ale house.’”

• Miller's Ale House, Inc. v. Boynton Carolina Ale House, LLC, 702 F.3d 

1312, 1317-21 (11th Cir. 2012)
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Issue Preclusion

• On its face B&B Hardware only applies to likelihood of 
confusion determinations.

• Nothing on its face limits the holding of B&B Hardware to TTAB 
findings in inter partes cases.

• The same test for genericness applies both at the TTAB and in 
federal courts – the primary significance of the mark to the 
relevant public.

• Trademark applicants or parties to inter partes proceedings 
have the ability to introduce the same types of evidence that a 
court would consider on the issue of genericness (third-party 
usage, surveys, etc.).
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Issue Preclusion

• Before May 2022, a mark owner could have argued that issue 

preclusion should not apply to genericness determinations 

because there were different burdens of proof in the USPTO 

(clear evidence) and in federal court (preponderance of the 

evidence).

• Now the USPTO has clarified that the “clear evidence” standard 

no longer applies to a genericness determination at any point, 

the burden is now the same (preponderance) in either forum.
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Issue Preclusion

Takeaways:

• A finding of genericness during examination could potentially 
come back to haunt you at a later date if you try to enforce.

• For applicants, make a complete record during examination of 
all evidence you would want to rely on at the TTAB or in federal 
court in determining whether the mark is generic – there may 
not be another bite at the apple.

• Overcoming a genericness refusal during examination or at 
TTAB may be a win in itself – a merely descriptive mark can 
acquire distinctiveness, but a generic mark cannot.
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Evidentiary Considerations –
“Mixture of Usages”

• A “mixture of usages” (both generic and source-identifying) may no 

longer be enough to overcome a genericness finding at the USPTO.

• In In re Merrill Lynch, the Federal Circuit found:  

• The “mixture of usages [in the record] does not show, by clear evidence, that 

the financial community views and uses the term CASH MANAGEMENT 

ACCOUNT as a generic, common descriptive term for the brokerage services 

to which Merrill Lynch first applied the term.  The evidence before the Board 

showed recognition in a substantial number of publications that the source of 

the CASH MANAGEMENT ACCOUNT was the appellant.  This evidence 

does not clearly place appellant’s mark in the category of a generic or 

common descriptive term.” 828 F.2d at 1571 (emphasis added).
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Evidentiary Considerations –
“Mixture of Usages”

• The Federal Circuit subsequently cited the “mixture of usages” 

analysis from Merrill Lynch with approval:

• “Unlike Merrill Lynch, the record here does not reflect a mixture of 

usages for ‘children’s DHA’ among the relevant public.  Here, there is a 

lack of third-party references recognizing Nordic as the source of 

‘children’s DHA.’  Instead, the record contains references that use this 

phrase in a generic and descriptive manner. . . In contrast, the 

evidence in Merrill Lynch included unsolicited references to Merrill 

Lynch as the source of CASH MANAGEMENT ACCOUNT in news 

outlets such as Newsweek and Business Week.”

• In re Nordic Naturals, Inc., 755 F.3d 1340, 1344-45 (Fed. Cir. 2014)
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Evidentiary Considerations –
“Mixture of Usages”

• Under the new USPTO examination standard, a “mixture of usages” 
may no longer be good enough to avoid a genericness finding.

• Examiners and the Board may now take the position that some
evidence of generic usage is sufficient under a preponderance of the 
evidence standard, even if there is also significant evidence of non-
generic usage by third parties.

• But see Elliott v. Google, Inc., 856 F.3d 1225, 1234-35 (9th Cir. 
2017):

• “Documented examples of generic use might support a claim of genericide if 
they reveal a prevailing public consensus regarding the primary significance 
of a registered trademark.  However, if the parties offer competing examples 
of both generic and trademark use, this source of evidence is typically 
insufficient to provide genericide.”
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Evidentiary Considerations –
“Mixture of Usages”

Takeaways:

• For examination purposes, bigger and more is better when arguing 
against genericness – submit as much evidence of non-generic 
usage (third-party articles, advertising, awards, etc.) as you can find.

• No longer enough to argue on appeal that the examiner did not meet 
his/her burden of proof.  Attack the examiner’s evidence of 
genericness as: 

• Unreliable (e.g., purported definitions from obscure sources)

• Irrelevant (e.g., showing usage in a foreign country or in relation to 
other goods/services)

• Showing non-generic use (i.e., relates to the applicant’s goods or 
services)
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Evidentiary Considerations –
Consumer Surveys

• Survey evidence can be persuasive on the issue of 
genericness:

• “[C]onsumer surveys are the ‘preferred method of proving genericness.’ 
Indeed, courts have recognized that ‘[c]onsumer surveys have become 
almost de rigueur in litigation over genericness.’ Accordingly, where, as 
here, the district court found that the survey was methodologically 
sound, the survey is strong evidence that the public does not 
understand BOOKING.COM to refer to the proposed mark's generic 
meaning.”

• Booking.Com B.V. v. U.S. Patent & Trademark Office, 915 F.3d 171, 183 (4th Cir. 
2019)

• Can be very effective in tipping the preponderance of the 
evidence in favor of registration.
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Evidentiary Considerations –
Consumer Surveys

• If you have the ability to undertake a survey at the examination 
stage, do it!  

• However, make sure you’re using the right survey method (Teflon or 
Thermos) depending on the nature of the mark at issue:

• “[W]e note that various courts have found that Teflon surveys are only 
appropriate to consider in a case where the question is whether a coined or 
arbitrary mark has become generic, and is not appropriate to prove 
recognition of an otherwise not inherently distinctive mark.”  Frito-Lay North 
America, Inc. v. Princeton Vanguard, LLC, 124 USPQ2d 1184, 1196 (TTAB 
2017) and cases cited therein.

• A Thermos survey “‘puts the respondent in an imaginary situation and asks 
how the respondent would ask’ for the type of good for which the trademark is 
alleged to be generic.”  Elliott v. Google, Inc., 856 F.3d 1225, 1234 (9th Cir. 
2017).
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Evidentiary Considerations –
Consumer Surveys

• If you didn’t have a survey at the examination stage, all is not 

lost!

• You can still appeal a TTAB decision to the US District Court 

under 15 U.S.C. § 1071(b), where you can introduce new 

evidence – including survey evidence.

• However, now you are in the inter partes context, and your 

adversary (the USPTO) gets the opportunity to rebut your 

survey evidence.
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Questions
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