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A Refresher

• Graham v. John Deere Co., 383 U.S. 1 (1966):
– (1) the scope and content of the prior art; 

– (2) differences between the prior art and the claims at issue; 

– (3) the level of ordinary skill in the pertinent art; and 

– (4) evaluation of any relevant secondary considerations. 

• Relied upon by CCPA, Federal Circuit, PTAB, and PTO (M.P.E.P.)

• Also called “objective indicia of nonobviousness” 
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A Refresher (Cont’d) 

• Types of secondary considerations: 
– Commercial success

– Industry praise

– Satisfying a long felt but unsolved need

– The failure of others

– Unexpected results

– Copying 

– Skepticism

– Anything else tending to show nonobviousness
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A Refresher (Cont’d) 

When to consider? 
(1) Against a prima facie showing of obviousness:

 Merck Sharp & Dohme Corp. v. Hospira, Inc., 874 F.3d 724, 730-31 
(Fed. Cir. 2017) (affirming the district court’s holding that the patent 
owner’s objective indicia evidence could not overcome the showing of 
obviousness based on the prior art). 

or
(2) Before reaching an ultimate obviousness determination: 

 Apple Inc. v. Samsung Elecs. Co., Ltd., 839 F.3d 1034, 1048 (Fed. Cir. 
2016) (“A determination of whether a patent claim is invalid as obvious 
under § 103 requires consideration of all four Graham factors, and it is 
error to reach a conclusion of obviousness until all those factors are 
considered.”)

 Not to be used as a rebuttal factor against the other three 
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A Refresher (Cont’d) 

But it has long been held that objective indicia must always be 
considered: 

• Objective indicia evidence “must always when present be 
considered” and “may often be the most probative and cogent 
evidence in the record.” Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 
1530, 1538 (Fed. Cir. 1983). 
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Recognized in the Less Predictable Arts

• Traditionally more often effectively applied in less predictable art: 
– Chemistry 

– Bio/pharma 

• E.g., unexpected results: 
– “The basic principle behind this rule is straightforward -- that which would 

have been surprising to a person of ordinary skill in a particular art 
would not have been obvious. The principle applies most often to the 
less predictable fields, such as chemistry, where minor changes in a 
product or process may yield substantially different results.” In re Soni, 54 
F.3d 746, 750 (Fed. Cir. 1995). 



11

But Also Viable in the Predictable Arts

• Many Federal Circuit cases on objective indicia relate to patents in the predictable arts
– E.g., mechanical or electronical inventions, medical devices, design patents, manufacturing process 
– Same for PTAB cases

• Sampling of recent Federal Circuit cases where objective indicia helped save a patent: 
– Fox Factory, Inc. v. SRAM, LLC, 813 F. App’x 539 (Fed. Cir. 2020) (bicycle chainring of a bicycle 

crankset for engagement with a drive chain)
– Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324 (Fed. Cir. 2019) (system for measuring the state 

of cooking oil degradation). 
– Apple Inc. v. Samsung Elecs. Co., Ltd., 839 F.3d 1034 (Fed. Cir. 2016) (unlock features for touch 

screens on portable devices). 
– WBIP, LLC v. Kohler Co., 829 F.3d 1317 (Fed. Cir. 2016) (marine engine exhaust systems that reduce 

the amount of carbon monoxide emissions). 
– Polaris Indus. v. Arctic Cat, Inc., 882 F.3d 1056 (Fed. Cir. 2018) (all-terrain vehicles having at least a 

pair of laterally spaced apart seating surfaces; remanding for the Board to properly assess objective 
indicia evidence). 

– PPC Broadband, Inc. v. Iancu, 739 F. App’x 615 (Fed. Cir. 2018) (coaxial cable connectors) (remanding 
for the Board to give due weight to patent owner’s objective indicia evidence) 

• And many more where objective indicia evidence may have helped . . . 
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Nexus 

• “The term ‘nexus’ is often used, in this context, to designate a 
legally and factually sufficient connection between the proven 
success and the patented invention, such that the objective 
evidence should be considered in the determination of 
nonobviousness.” Demaco Corp. v. F. Von Langsdorff Licensing, 
Ltd., 851 F.2d 1387, 1392 (Fed. Cir. 1988). 

• “The burden of proof as to this connection or nexus resides with the 
patentee.” Id. 
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• Background 
– SRAM owns a patent (9,182,027) 

directed to an “improved [bicycle] 
chainring structure that better 
maintains the chain, obviating the 
need for extraneous structures” to 
maintain a bike’s chain on the 
chainring

– Independent claims recite “a 
chainring with alternating narrow 
and wide tooth tips and teeth offset 
from the center of the chainring”

Nexus – Analysis Framework (Cont’d) 
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366 (Fed. Cir. 2019)
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• PTAB proceeding: 
– Fox Factory filed two IPRs challenging the patent 

– PTAB decision: two references in combination disclose the claimed features and 
there was motivation to combine, BUT claims are nonobvious due to SRAM’s 
“extremely strong overall showing of objective indicia of non-obviousness” 

• The Board determined that SRAM was entitled to a presumption of nexus, interpreting the 
coextensiveness requirement to mean only that the claims must broadly cover the product that 
is the subject of the objective indicia evidence

• Fox Factory appealed: 
– Contending that the Board applied the wrong standard for determining whether 

SRAM was entitled to a presumption of nexus between the challenged claims 
and SRAM’s evidence of secondary considerations

Nexus – Analysis Framework (Cont’d) 
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366 (Fed. Cir. 2019)
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• Federal Circuit
– Presuming nexus is appropriate “when the patentee shows that the asserted 

objective evidence is tied to a specific product and that product ‘embodies 
the claimed features, and is coextensive with them.’” 

– Presuming nexus is not appropriate “when the thing that is commercially 
successful is not coextensive with the patented invention—for example, if the 
patented invention is only a component of a commercially successful 
machine or process.”

– Co-extensiveness does not require “a perfect correspondence” and products 
may include unclaimed features

– Question is:  Are the unclaimed features “nothing more than additional 
insignificant features” or “critical” to product function?

Nexus – Analysis Framework (Cont’d) 
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366 (Fed. Cir. 2019)
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• Here: 
– X-Sync chainrings include unclaimed features – embody the independent claim of another

patent covering a chainring with both wide and narrow teeth and wide teeth with >80% gap 
filling feature

– SRAM described the gap filling feature as “critical” to the product’s ability to “better retain 
the chain under many conditions” and that it goes to the “heart” of the other patent 

– X-Sync chainrings also include additional features beyond the gap filling feature that 
“materially impact[]” the functioning of a chainring 

– NOT coextensive, NO presumed nexus 

• Vacated the Board’s nonobviousness determination and remanded
– No presumption, but SRAM still had an opportunity to prove nexus
– On remand, “SRAM will bear the burden of proving that the evidence of secondary 

considerations is attributable to the claimed combination of wide and narrow teeth with 
inboard or outboard offset teeth, as opposed to, for example, prior art features in isolation or 
unclaimed features.”

Nexus – Analysis Framework (Cont’d) 
Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366 (Fed. Cir. 2019)
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Nexus – Analysis Framework (Cont’d) 

• Presumption: 
– “[W]hen the patentee shows that the asserted objective evidence is tied to a 

specific product and that product ‘embodies the claimed features, and is 
coextensive with them.’” Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 1366, 1373 
(Fed. Cir. 2019) (quoting Polaris Indus., Inc. v. Arctic Cat, Inc., 882 F.3d 1056, 
1072 (Fed. Cir. 2018)).

– “Although we do not require the patentee to prove perfect correspondence to 
meet the coextensiveness requirement, what we do require is that the patentee 
demonstrate that the product is essentially the claimed invention.”  Id. at 
1374.

– To rebut, evidence must be provided; mere argument is not enough. WBIP, LLC 
v. Kohler Co., 829 F.3d 1317, 1329 (Fed. Cir. 2016).

• No presumption: 
– “[P]atent owner is still afforded an opportunity to prove nexus by showing that the 

evidence of secondary considerations is the ‘direct result of the unique 
characteristics of the claimed invention.’”  Fox Factory, 944 F.3d at 1373-74.
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Importance of Demonstrating Nexus 

“In order to accord substantial weight to secondary considerations in an 
obviousness analysis, ‘the evidence of secondary considerations must have a 
“nexus” to the claims.’” Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324, 
1332 (Fed. Cir. 2019).

Recent case examples: 
– Siemens Mobility, Inc. v. Iancu, 825 F. App’x 867 (Fed. Cir. Sep. 8, 2020) 

• Licensing evidence accorded little weight because the license request may have been sought 
for reasons unrelated to nonobviousness (e.g., “business judgments” and “to avoid litigation”) 
and employee testimony did not connect it to the claims 

– Sealy Tech., LLC v. SSB Mfg. Co., 825 F. App’x 801 (Fed. Cir. Aug. 26, 2020)
• Objective indicia evidence provided little probative value because patent owner failed to explain 

how its commercial success or industry praise linked to the claimed design, and its evidence 
highlighted unclaimed features 

Also evident from other cases we will cover today 
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129 (P.T.A.B. 
Jan. 24, 2020) (Precedential)

• Technology:
– A system and method for recording and processing audio having one or 

more tracks received from one or more wireless devices operating in either 
an asynchronous or synchronous mode.

• Submitted evidence:
– Declarations of Mr. Sarokin and Mr. Wexler

– User manuals for PO’s digital transmitter and digital recording transmitter 
products

– Evidence of awards for Patent Owner’s products and product manuals
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Original claims:
– “Patent Owner does not provide an analysis demonstrating that its products 

are coextensive (or nearly coextensive) with the challenged claims. We, 
therefore, find that a presumption of nexus is inappropriate." 

– “We determine that the evidence submitted by Patent Owner primarily is 
directed towards the feature of fixing dropouts. However, the feature of 
repairing dropouts by replacing data is not required by claims 7, 8, and 11, 
which instead are directed to locally recording and timestamping audio data.” 
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Contingent motion to amend:
– The Board found that the combined prior art “at best only slightly weigh[ed] 

in favor of a conclusion of obviousness.”

– “Patent Owner asserts that the submitted evidence demonstrates that: (1) 
there was a long-felt need for a wearable, wireless device that could reliably 
capture sound data from actors recording a movie or television show and the 
invention recited in the substitute claims satisfied this need; and (2) the 
invention received industry praise and recognition.” 
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Nexus:
– Relying on Fox Factory, the Board found no presumption of nexus because 

“Patent Owner does not provide an analysis demonstrating that its products 
are coextensive (or nearly coextensive) with the challenged claims.”

– But it found nexus between the evidence of long-felt need and industry 
praise:

• Long-felt need:
– The Board looked to the testimony of Patent Owner’s declarants.

– One declarant tied a specific limitation to the problems of “RF dropouts” and lost audio 
from actor’s moving out of wireless range (the “replacing” limitation).
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Nexus (cont’d):
• Industry praise:

– “[T]he Emmy award specifically praises the digital recording of microphone signals in the 
wireless transmitter to provide backup recording of the original microphone signal.”

• “[B]oth Mr. Wexler and Mr. Sarokin specifically identify the ‘replacing’ limitation as a basis 
for the praise… The Emmy similarly discusses providing a backup recording to the 
original recording, and identifies the ‘replacing’ limitation.”
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Long-felt need:
– “Although Mr. Sarokin generally asserts that there was a long-felt need as of 

2005, Patent Owner’s lack of further evidence regarding a specific date of 
the identified problem and efforts to solve the problem does not provide 
additional weight in favor of Patent Owner. Nonetheless, in view of the 
testimony from Mr. Sarokin and Mr. Wexler, we determine that Patent Owner 
provides sufficient evidence there was a long-felt need for a ‘wireless, 
wearable, transmitting and recording device that could reliably capture sound 
data from actors recording a movie or television show.’”
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Industry praise:
– “Patent Owner asserts the Emmy award specifically praises features of the 

proposed substitute claims including the digital recording of microphone 
signals in the wireless transmitter ‘to provide backup recording of the original 
microphone signal.’” 

– “Mr. DeFilippis, a member of the committee who granted the award, who 
explains that ‘Mr. Sanders also received the Emmy award from the Academy 
of Television Arts and Sciences for the Zaxcom, Inc. digital recording 
wireless products that embody the claimed invention of the ‘902 patent.’” 
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Failure of Others:
– As mentioned, the Board found that Patent Owner had not argued a nexus 

for the substitute claims, but said “[a]lthough Patent Owner presents the 
failure of others arguments as directed to the original claims of the ’902 
patent, we understand these arguments also to apply to the proposed 
substitute claims for the same reasons discussed above.”

– Patent Owner’s declarant stated: “Zaxcom would have no competition for 
almost 8 years. It was 2009 before SONY engineers were able to figure out 
the algorithms pioneered by Zaxcom. By the time Sony came out with their 
first digital radio Zaxcom was already on their 3rd generation.”
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Nexus (Cont’d) 

• Lectrosonics, Inc. v. Zaxcom, Inc., Case IPR 2018-00129, Paper No. 
33 (P.T.A.B. Jan. 24, 2020) (Precedential) (Cont’d)

• Failure of Others (cont’d):
– “We find Patent Owner’s evidence of the failure of others to be conclusory 

and without adequate support for the proposition that others failed. Mr. 
Sarokin describes a lack of competition and states, without evidentiary 
support, that ‘it was 2009 before SONY engineers were able to figure out the 
algorithms.’…The submitted evidence, by itself, is insufficient for us to find 
that Sony, or any other industry competitor, failed in developing a competing 
product as other business or economic factors may have come into play” 
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Practical Considerations

Patent Owner 
– Demonstrate how the claimed features are central to the objective indicia of 

nonobviousness

– Address unclaimed features included the commercial embodiments and their 
significance or lack thereof

• Present evidence that the claimed features, as opposed to the unclaimed ones, constitute the 
essence of the product, are significant to its function, or drive its market success.

– If objective indicia link to an unclaimed feature, consider submitting new claims 
reciting the unclaimed feature 

• If in IPR, submit substitute claims (motion to amend). E.g., Lectrosonics Inc. v. Zaxcom Inc., 
No. IPR2018-01129, Paper 33 (P.T.A.B. Jan. 24, 2020) (precedential) (patent owner added new 
feature to the substitute claims, and the Board found nexus between the new feature and the 
evidence of objective indicia)

• If prosecution remains open, submit new claims in a pending case or continuation application
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Practical Considerations (Cont’d)

Patent Challenger 
– Map patent owner’s evidence to the claim elements 

• Does the evidence sufficiently show how it connects to the claimed features? 

• Any gaps? 

– If products include unclaimed features, investigate the significance of those 
features

• How they affect the product function?

• What did the patent owner say about those features (e.g., marketing materials)?

– Investigate external factors
• Did the patent owner engage in an unprecedented marketing blitz?

• What was the rationale behind licensees choosing to license the patent?
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Commercial Success

Commercial success “is relevant because the law presumes an 
idea would successfully have been brought to market sooner, in 
response to market forces, had the idea been obvious to persons 
skilled in the art.” Merck & Co. v. Teva Pharm. USA, Inc., 395 F.3d 
1364, 1376 (Fed. Cir. 2005). 
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Commercial Success (Cont’d)

Requires evidence demonstrating the alleged success
• Robert Bosch, LLC v. Iancu, 778 F. App’x 871 (Fed. Cir. 2019)

– Bosch appealed the PTAB’s obviousness finding to the Federal Circuit, 
challenging, among others, the Board’s analysis of its objective indicia 
evidence 

– As evidence of commercial success: “presented sales figures of about $70M 
over three years that it asserted were ‘significant’ and showed commercial 
success”

– PTAB: “the Board gave this evidence little weight because it consisted only 
of raw sales data lacking supporting documentation, any explanation of how
the sales were significant, or any comparison to prior or subsequent years’ 
sales”

– Federal Circuit:  Affirmed.
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Commercial Success (Cont’d)

And evidence linking success to claimed features (nexus)
• Shoes by Firebug LLC v. Stride Rite Children’s Grp., LLC, 962 F.3d 1362 (Fed. Cir. 2020)

– Patent owner’s evidence of sales cover products unrelated to the patents-at-issue, licenses cover 
numerous other unrelated IP rights

– Accorded little weight

• Apple Inc. v. Samsung Elecs. Co., Ltd., 839 F.3d 1034, 1054 (Fed. Cir. 2016)
– Expert testimony showing nexus between the claimed slide-to-unlock feature and the iPhone’s 

commercial success
– Survey evidence that customers would be less likely to purchase a portable device without the 

slide-to-unlock feature and would pay less
– Marketing VP testified the slide-to-unlock feature was the first feature shown in advertisement
– Video of the crowd bursting into cheers when Steve Jobs demonstrated this feature 
– Inventor confirmed that this feature was possibly customers’ first experience in a retail environment 

when they decide whether to buy 
– Substantial evidence showing nexus, and commercial success evidence supports non-obviousness 
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020)

• Technology:
– A system and method for inspecting aspects of a railroad track using a laser, 

camera, and a processor, which assesses whether a “tie plate” is misaligned or 
sunken.

• Presumption of nexus:
– Patent Owner’s product contained many additional important features such as 

x-ray technology, enhanced GPS technology, and several important algorithms.

– “To the extent that a presumption of nexus does not apply, Patent Owner may 
still prove nexus ‘by showing that the evidence of secondary considerations is 
the ‘direct result of the unique characteristics of the claimed invention.’ ’ ”
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Presumption of nexus (cont’d):
– “Moreover, the advertisements for the Aurora system indicate that it uses ‘25 

variables,’ of which tie plate cut measurement is only one of the variables.”

– “Some of these features of the Aurora system are covered by other patents 
owned by Patent Owner, as identified in advertisements for the Aurora system.”

– “With the exception of the tie plate cut feature, none of these other features of 
the Aurora are claimed in the ’329 patent, at least not to the level of specificity 
presented in the advertisements showing these features and their operation.”
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Commercial success:
– “To establish a proper nexus between a claimed invention and the commercial 

success of a product, a patent owner must offer proof that the sales were a 
direct result of the unique characteristics of the claimed invention, and not a 
result of economic and commercial factors unrelated to the quality of the 
patented subject matter.”

– No context for “increasing revenue” was provided relative to the relevant 
market.
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Commercial success (cont’d):
– “Patent Owner also represents that it had inspection contracts with five or six of 

the seven Class 1 railroads, but provides no context for the significance of its 
number and type of contracts relative to the market as a whole….Without more 
information, it is difficult to tell how significant the number of contracts awarded 
to Patent Owner is compared to the industry overall.”

– “Patent Owner submits no further evidence from consumers indicating that the 
tie plate cut feature, rather than the totality of the Aurora system features, is the 
reason for the Aurora system’s success.”
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Commercial success (cont’d):
– “Patent Owner also admits that it did not present any sales figures from before 

the addition of the tie plate cut measurement technology, giving us inadequate 
basis to determine whether commercial success can be ascribed to this 
technology.”

– “Patent Owner submits that ‘without Aurora’s claimed algorithm for identifying 
misaligned or sunken tie plates, Aurora could not evaluate tie condition for 
anyone’…and that is the most important information….But that still does not 
help us understand how much if any commercial success stems from the 
claimed tie plate cut assessment feature.”
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Skepticism/Industry praise:
– “Patent Owner relies on a statement by Mr. Turner, Patent Owner’s retired Vice 

President, that in ‘2005, railroads dismissed as novelty, the thought of using 
machine vision technology for tie inspection and grading.’”

– “Patent Owner also relies on a competitor’s statement that ‘automated tie and 
ballast assessment is going to replace the walking tie and ballast inspectors. It’s 
just a question of when.’”

– “The competitor’s statement relied upon by Patent Owner treats the 
developments in machine vision as ‘just a question of when,’ and in inevitable 
rather than skeptical terms.”
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Commercial Success (Cont’d)
• Tetra Tech Canada Inc. v. Georgetown Rail Equip. Co., Case IPR2019-

00619 (P.T.A.B. Aug. 25, 2020) (Cont’d)

• Skepticism/Industry praise (cont’d):
– “Patent Owner’s ‘praise’ evidence is in the nature of magazine articles and the 

testimony is from Patent Owner’s agents generally describing the Aurora 
system and its various attributes rather than ‘praise’ by the industry at large of 
the claimed tie plate cut algorithm.”
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Commercial Success (Cont’d)
Licensing as evidence

• Apple, Inc. v. ZTE (USA) Inc., Case IPR2018-01476 (P.T.A.B. Apr. 8, 
2020)
– “Patent Owner also fails to provide key information regarding the Samsung 

license it relies on as evidence of non-obviousness. The license itself is not in 
the record. Instead, Patent Owner relies on a brief description of the 
license.…The only relevant information provided in this document is that 
Samsung holds a license to ‘the Asserted Patents,’ which comprises the ’711 
Patent and at least four other patents….No information is provided about critical 
details of this license—e.g., the relative contributions of each of the patents in 
the portfolio to the value of the license, whether the license also encompasses 
other unidentified patents, whether the license was taken to settle litigation—
such that we could discern whether Samsung took the license ‘out of 
recognition and acceptance of the subject matter claimed’ in the ’711 Patent.”
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Commercial Success (Cont’d)
Licensing as evidence and reliability of testimony

• Cisco Sys., Inc. v. Centripetal Networks, Inc., Case IPR2018-01512 
(P.T.A.B. Mar. 19, 2020)

• Technology:
– Methods and systems for protecting a secured network.

• Evidence:
– “Jonathan Rogers, Patent Owner’s Vice President of Operations and COO, 

testified that Patent Owner’s RuleGATE system has been sold to customers 
and that RuleGATE embodies the ’213 patent, although the record includes no 
technical analysis to support his testimony that RuleGATE embodies the ’213 
patent.”

– Mr. Rogers states he is familiar with Patent Owner’s licensing practices and 
assists in licensing Patent Owner’s patented technologies.
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Commercial Success (Cont’d)
Licensing as evidence and reliability of testimony

• Cisco Sys., Inc. v. Centripetal Networks, Inc., Case IPR2018-01512 
(P.T.A.B. Mar. 19, 2020)

• Evidence (cont’d):
– However, “Mr. Rogers does not state he has any personal knowledge of the 

’213 patent or its claims; he does not state what aspects of RuleGATE embody 
the claims of the ’213 patent; he does not state whether he draws on any 
personal technical background for his testimony; and he does not state whether 
his assertion is based on a legal assessment of counsel. Indeed, Mr. Rogers 
does not provide any basis for his assertion that RuleGATE does, in fact, 
embody the claims of the ’213 patent.” 

– “As an employee of Patent Owner, Mr. Rogers’ testimony, without foundation or 
corroboration of any kind, is unreliable.”
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Commercial Success (Cont’d)
Licensing as evidence and reliability of testimony

• Cisco Sys., Inc. v. Centripetal Networks, Inc., Case IPR2018-01512 
(P.T.A.B. Mar. 19, 2020)

• Commercial Success (cont’d):
– “Patent Owner cites a ‘worldwide, royalty-bearing, non-transferable, irrevocable, 

nonterminable, nonexclusive license to Centripetal’s worldwide patent portfolio,’ 
including the ’213 patent, taken by Keysight Technologies to settle a patent 
infringement suit.”

– “Patent Owner provides no information about the relevant details of this 
license—e.g., how many patents comprise the portfolio, or the relative 
contribution of the ’213 patent to the value of the license—such that we could 
discern whether Keysight took the license ‘out of recognition and acceptance of 
the subject matter claimed’ in the ’213 patent.” 
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Commercial Success (Cont’d)
• GrowlerWerks, Inc. v. Drink Tanks Corp., Case IPR2017-00262 

(P.T.A.B. Feb. 21, 2018)

• Technology:
– Beverage containers with double-walled 

construction such that a vacuum may be 

maintained between the walls

thus thermally insulating the contents.
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Commercial Success (Cont’d)
• GrowlerWerks, Inc. v. Drink Tanks Corp., Case IPR2017-00262 

(P.T.A.B. Feb. 21, 2018) (Cont’d)
– Commercial Success:

• Patent owner submitted evidence of a successful Kickstarter campaign and direct sales.

• “[T]he Kickstarter campaign appears to have included sales that did not include both the 
Insulated Growler and Keg Cap—Patent Owner asserts that ‘the overwhelming majority of 
backers’ received both items, but does not quantify that majority.”

• “Because both items must be used together to embody the claimed invention, and because 
Patent Owner sold other products that do not embody the claimed invention, Patent Owner's 
evidence has not demonstrated the actual revenue of products that embody the claimed 
invention.”

• The evidence showing obviousness outweighed the evidence of non-obviousness.
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Industry Praise 

“Industry participants, especially competitors, are not likely to 
praise an obvious advance over the known art. Thus, if there is 
evidence of industry praise in the record, it weighs in favor of the 
nonobviousness of the claimed invention.” WBIP, LLC v. Kohler Co., 
829 F.3d 1317, 1334 (Fed. Cir. 2016). 
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Industry Praise (Cont’d) 

Must provide evidence showing the praise 

• Robert Bosch, LLC v. Iancu, 778 F. App’x 871 (Fed. Cir. 2019) 
– At the PTAB, patent owner Bosch submitted evidence that its wiper blade 

products won three awards 

– PTAB:  Gave minimal weight to that evidence, “because Bosch provided ‘no 
description of these awards, copies of them, or persuasive evidence as to 
what these awards were for and how specifically they relate to the claimed 
invention’” 

– Federal Circuit:  Affirmed
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Industry Praise (Cont’d) 

Praise must address at least some claimed aspects 

• Bos. Sci. SciMed, Inc. v. Iancu, 811 F. App’x 618 (Fed. Cir. 2020)
– At the PTAB, Patent Owner offered evidence that the industry has praised its 

products that it relied on for secondary considerations

– But its evidence of industry praise was “undermined by evidence that this 
praise was linked to design features other than its [claimed] fabric seal and 
resulted, in part, from [its] existing market share.”

– Lends “minimal support to a conclusion of non-obviousness”

– Federal Circuit:  Affirmed
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Industry Praise (Cont’d) 

Does not have to be “precisely limited to the point of novelty”
• Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324 (Fed. Cir. 

2019)
– Frymaster owns a patent relating to a system for measuring the state of 

cooking oil degradation with a sensor that measures impurities
– At the PTAB: Frymaster submitted evidence that it marketed a product called 

the “Oil Quality Sensor” (OQS) that “won praise from two industry 
organizations and one customer”

– The Board: while the individual claim elements were in the prior art, it found 
that the praise was directed to the claimed combination as a whole, so it 
weighed in favor of patentability 

– Henny Penny appealed
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Industry Praise (Cont’d)

• Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324 (Fed. Cir. 
2019) (cont’d)

• Federal Circuit: 
– Objective indicia must be directed to what was not known in the prior art, but 

“what was not known in the prior art . . . may well be the novel combination 
or arrangement of known individual elements” 

– Here the praise was generally directed to the claimed invention as a whole, 
“the industry praise is probative of nonobviousness even if it was not 
precisely limited to the point of novelty of the claimed combination” 

– Affirmed the Board’s finding that the praise supports nonobviousness  
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Industry Praise (Cont’d) 

Adoption as industry standard 

• Apple, Inc. v. ZTE (USA) Inc., Case IPR2018-01476 (P.T.A.B. Apr. 8, 
2020)
– “Patent Owner provides a lengthy recounting of how ‘simultaneous PUCCH 

and PUSCH’ was purportedly adopted as an industry standard by ‘3GPP 
RAN1.’…Absent from Patent Owner’s briefing, however, is an explanation of 
what ‘simultaneous PUCCH and PUSCH’ is, or how it relates to the 
challenged claims, aside from conclusory assertions.”
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Industry Praise (Cont’d)

• Alaska Fuel Distributors Inc. v. Frac Shack Inc., Case IPR2019-
00995 (P.T.A.B. Oct. 15, 2020)

• Technology: systems and methods

for delivering fuel to equipment 

at a well site.
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Industry Praise (Cont’d)

• Alaska Fuel Distributors Inc. v. Frac Shack Inc., Case IPR2019-
00995 (P.T.A.B. Oct. 15, 2020) (Cont’d)
– Presumption of nexus:

• Patent owner submitted the testimony of the inventor and founder of patent owner

• He testified “the employees of my company practice, and have always practiced this 
method [in proposed substitute claim 48] using my company’s automatic frac equipment 
refueller, the Frac Shack.”

• “According to Mr. Van Vliet, ‘the patented method of the ’906 Patent ... is implemented 
whenever the referenced Frac Shacks are/were used, and the Frack Shacks are the 
‘heart’ of my company, as providing frac refueling services using the Frac Shack is my 
company’s main product.’” 

• This established a presumption of nexus.
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Industry Praise (Cont’d) 

• Alaska Fuel Distributors Inc. v. Frac Shack Inc., Case IPR2019-
00995 (P.T.A.B. Oct. 15, 2020) (Cont’d)
– Industry Praise:

• Patent Owner relied on a comment by Mr. Rob Montgomery of Calfrac Well Services that 
“[t]he Frac Shack system increases the efficiency of our crew, has had major positive 
impact on our safety record and has almost eliminated the environmental risk due to 
spills.”… As Patent Owner freely acknowledges, Patent Owner drafted this comment and 
only asked Mr. Montgomery for approval to attribute this testimonial to Calfrac.

• These comments of praise, which were either ghostwritten or solicited by Patent Owner 
for marketing purposes, are not the type of industry praise that is probative of 
nonobviousness.

• A safety inspection report of the Frac Shack stated, “The system is truly innovative in a 
lot of regards and quite frankly is the Best Available Practice I have encountered.”

• This assessment had no relation to the claimed features, however.
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Industry Praise (Cont’d)
• Alaska Fuel Distributors Inc. v. Frac Shack Inc., Case IPR2019-

00995 (P.T.A.B. Oct. 15, 2020) (Cont’d)

• Commercial success: Evidence contextualizing market share
– “When asked at his deposition, Mr. Van Vliet was unaware of how the Frac 

Shack’s usage compared to the usage of other fracking refueling systems.”

– “[S]ales figures alone can provide some evidence of commercial 
success…However, the lack of context-providing market data significantly 
diminishes the probative value of Patent Owner’s raw revenue and growth 
figures.”
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Long-Felt Need

“Evidence of a long felt but unresolved need tends to show non-
obviousness because it is reasonable to infer that the need would 
have not persisted had the solution been obvious.” WBIP, LLC v. 
Kohler Co., 829 F.3d 1317, 1332 (Fed. Cir. 2016)
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Long-Felt Need (Cont’d)

Must identify the need and actual failed attempts by others
– Conclusory assertions generally will not suffice 
– Lack of competition, without more, may be insufficient  

• WBIP, LLC v. Kohler Co., 829 F.3d 1317 (Fed. Cir. 2016) 
– WBIP owns patents directed to marine engine exhaust systems that reduce the amount of 

carbon monoxide released in the exhaust of generators
– WBIP argued that its invention solved the need for reducing carbon monoxide poisoning 

from marine generators
• WBIP presented evidence that the problem of carbon monoxide poisoning from houseboat generators 

was known prior to 2000 in the form of product liability suits against Kohler
• WBIP presented inventor (and company owner) testimony that carbon monoxide had been a known 

problem in the houseboat industry since his company first started selling gasoline marine generators 
in 1983

• Kohler presented evidence that it was making efforts to solve this problem
– Federal Circuit:  Substantial evidence supports finding that the invention solved a long-felt 

need
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Long-Felt Need (Cont’d)

Another example: 

• Sanofi-Aventis U.S., LLC v. Dr. Reddy’s Labs., Inc., 933 F.3d 1367 
(Fed. Cir. 2019)
– Sanofi provided evidence that multiple research groups around the world 

attempted to develop effective taxane cancer treatments

– Sanofi’s claimed compound was only the third to obtain FDA approval

– Federal Circuit:  This evidence warrants “significant weight” in the ultimate 
obviousness analysis
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Long-Felt Need (Cont’d)

• Ex parte Thompson, Appeal 2011-011620 (P.T.A.B. March 21, 2014) 
(Informative)

• Technology:
– Television cable distribution box that addresses the problem of cable theft 

from legacy cable distribution boxes by using an authentication device, an 
electronic access control system, and a lock that electronically unlocks the 
box when access to the box is granted.
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Long-Felt Need (Cont’d)

• Ex parte Thompson, Appeal 2011-011620 (P.T.A.B. March 21, 2014) 
(Informative) (Cont’d)
– Required showings:

• 1. “[T]he need must have been a persistent one that was recognized by ordinarily skilled 
artisans.”

• 2. “[T]he long-felt need must not have been satisfied by another before Appellant’s 
invention.”

• 3. “[T]he invention must, in fact, satisfy the long-felt need.”

– “Both Time-Warner experts indicate that cable theft in the multi-dwelling unit 
(MDU) environment using ‘Legacy Cable Distribution Boxes’ that require a 
physical key to unlock them has been, and continues to be, a problem since 
at least 1984.”
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Long-Felt Need (Cont’d)

• Ex parte Thompson, Appeal 2011-011620 (P.T.A.B. March 21, 2014) 
(Informative) (Cont’d)
– “Indeed, if these Legacy Boxes such as that disclosed by [the prior art cited 

by the Examiner] solved this problem as the Examiner asserts, it begs the 
question why cable theft from these boxes was still a widespread problem in 
2009, as all four experts agree.”

• “First, Cox was unsuccessful in its attempts to stop cable theft from Legacy Boxes for a 
decade.” 

• “Second, three experts declare that the design and operation of Legacy Distribution 
Boxes has remained unchanged for a number of years that, according to one expert, has 
been since at least 1980.”

• “[N]one of the cable distribution boxes that Mr. Wolsiffer reviewed from various vendors 
over the last 31 years included any functionality to enable remote unlocking or remote 
auditing-features that are provided by the RSS distribution box.”
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Long-Felt Need (Cont’d)

• Ex parte Thompson, Appeal 2011-011620 (P.T.A.B. March 21, 2014) 
(Informative) (Cont’d)
– The invention satisfies the long-felt need:

• “[C]laim 1 recites at least some elements that are reasonably commensurate with those 
used in RSS cable distribution boxes noted in the declarations, namely a distribution box 
that enables remotely (1) authorizing access to the box, and (2) unlocking the box after 
authorization is granted.”

• “The RSS boxes' authentication device, electronic access control system, and lock are 
also solely powered using power from the coaxial cable-another feature that is recited in 
claim 1 that is said to be critical to Time Warner, Cox, and Buckeye to easily deploy the 
boxes.”

• All four experts the RSS cable boxes eliminated theft where it had previously occurred.
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Long-Felt Need (Cont’d)

• Ex parte Thompson, Appeal 2011-011620 (P.T.A.B. March 21, 2014) 
(Informative) (Cont’d)
– The probative value of the evidence of secondary indicia:

• “Although each of the four declarations has some weaknesses that tend to reduce their 
probative value, they nonetheless have other aspects that tend to support Appellant's 
position that the claimed invention satisfies a long felt but unsolved need and failure of 
others.”

• “[T]he Examiner's premise in treating this evidence as insufficient because it allegedly 
involves improving on an already-solved problem of preventing cable theft is 
untenable…That mischaracterizes the problem: rather, it is cable theft in MDU 
environments using Legacy Distribution Boxes that require a physical key to unlock the 
boxes-a problem that has persisted for at least 29 years as evidenced by the 
declarations.”
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Long-Felt Need (Cont’d) 

Did any prior art address the alleged need? 
– Consider whether any reference had addressed the alleged need 

• Nike, Inc. v. Adidas AG, 955 F.3d 45 (Fed. Cir. 2020)
– At the PTAB: Nike argued its substitute claims solved the need of reducing 

material waste in the manufacture of knit textile shoe “uppers”

– Nike’s first appeal to the Federal Circuit: Remanded, concluding that Board 
erred in failing to examine Nike’s long-felt need evidence

– On remand, the Board determined Nike failed to establish a long-felt need 
because the prior art showed that the alleged need was already met

– Nike appealed again 
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Long-Felt Need (Cont’d)

• Nike, Inc. v. Adidas AG, 955 F.3d 45 (Fed. Cir. 2020) (cont’d)
– “Nike’s arguments and evidence on long-felt need focused solely on Nishida 

and its response to the problem in the art of making cutting waste less 
expensive, but ignored the teachings of other asserted prior art references”

– The Board found “any alleged, long-felt need was met by the teachings of at 
least [a different reference], namely, knitting textile elements ‘without 
requiring cutting.’”

– Federal Circuit:  Affirmed the Board’s finding that Nike failed to demonstrate 
a long-felt but unmet need
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Long-Felt Need (Cont’d) 

Firsthand knowledge versus objective evidence and 
“breakthrough” technology

• Cardiovascular Systems, Inc. v. Shockwave Medical, Inc., Case 
IPR2019-00405 (P.T.A.B. July 8, 2020)
– Technology: an improved angioplasty balloon catheter
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Long-Felt Need (Cont’d)

• Cardiovascular Systems, Inc. v. Shockwave Medical, Inc., Case 
IPR2019-00405 (P.T.A.B. July 8, 2020) (Cont’d)

• Nexus: the declarant’s description of the “essence of the innovation” 
was insufficient to link the structure of the commercial device with 
the testimony.
– Also, the claim chart submitted with the declaration did not address several 

claim limitations in its comparison to the commercial device.

– The Board found that PO “simply fails to carry its burden of persuasion that 
the claims cover its product,” but “assume[d]” that a nexus existed for the 
purpose of weighing the objective evidence.



68

Long-Felt Need (Cont’d)
• Cardiovascular Systems, Inc. v. Shockwave Medical, Inc., Case 

IPR2019-00405 (P.T.A.B. July 8, 2020) (Cont’d)
– Long-felt need: patent owner submitted testimony from Dr. Berger, a 

cardiologist, clinicians, and financial analysts from Wells Fargo.
• “We note that none of the Patent Owner’s clinicians support any of their testimony about 

the benefits of Shockwave IVL over competitive devices with citations to objective 
evidence.…We consider this fact to slightly reduce the weight of the testimony from 
these clinicians, but we also recognize them as having firsthand knowledge of outcomes 
in certain cases involving the use of Patent Owner’s Shockwave IVL device.”

• Petitioner provided testimony from five clinicians who agreed that “the presence of 
medial calcium alone does not call for treatment by cardiovascular intervention.”

• The PTAB determined no unmet need existed to effectively treat medial calcified lesions
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Long-Felt Need (Cont’d)
• Cardiovascular Systems, Inc. v. Shockwave Medical, Inc., Case 

IPR2019-00405 (P.T.A.B. July 8, 2020) (Cont’d)
– Long-felt need: patent owner submitted testimony from Dr. Berger, a 

cardiologist, clinicians, and financial analysts from Wells Fargo (cont’d)
• The patent owner argued that “the designation of the Shockwave IVL as a ‘breakthrough 

device’ by the FDA establishes that its device treats a condition for which ‘no approved 
or cleared alternatives exist.’”

• “[W]e ascribe little probative weight to the FDA’s ‘breakthrough device’ designation 
because: (i) Patent Owner failed to supply evidence of the precise basis for its request 
for designation or the FDA’s precise basis for granting it, (ii) manufacturers need only 
demonstrate a ‘reasonable expectation’ of meeting the criterion of section (1) based on 
‘literature or preliminary data,’ and (iii) about 71% of those seeking the designation get 
it.”



70

Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020)

• Technology: A pen-type injector (LANTUS® SoloSTAR®)
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Nexus:
– “As explained by Prof. Slocum, the inventions in the challenged claims 

describe a set of components that elegantly work together to provide the 
user a mechanical device that is easy to use and includes a combination of 
desirable features and properties, such as (i) low injection force, (ii) short 
injection stroke length or higher maximum dose per injection, and (iii) a 
relatively small number of components that decrease the complexity of the 
device.”

– Patent Owner argued “‘the claimed components and interfaces, such as the 
threaded engagements, piston rod, driver, and tubular clutch, are reflected in 
the LANTUS® SoloSTAR®’ device.”
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Nexus (cont’d):
– “Patent Owner does not explain sufficiently, however, how these components 

of the claimed invention embody the desirable features and properties.”

– “Noting that Patent Owner ‘does not argue that [LANTUS® SoloSTAR®] 
practices all challenged claims, just claim 1,’ Petitioner asserts that ‘the claim 
does not require [LANTUS®] (or insulin at all), an 80-unit cartridge, a short 
stroke length, or a low injection force….Sanofi’s argument ignores the claims 
and fails to apportion any secondary consideration to the active ingredient.’”  
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Long-felt Need (cont’d):
– “Patent Owner has provided evidence supporting its position that the 

asserted objective evidence of long-felt need is tied to a specific product (i.e.
LANTUS® SoloSTAR[®] ), [but] Patent Owner has not demonstrated that 
this product ‘embodies the claimed features, and is coextensive with them.’”

– The Patent Owner did not explain “where these claims require low injection 
force as compared to other pens.”

– “Patent Owner’s evidence does not show that others tried and failed to make 
such a pen. While, Patent Owner’s evidence may demonstrate that the 
LANTUS® SoloSTAR® pen is an improvement over prior art pens, such 
evidence is insufficient to establish a long-felt need for this pen.”
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Industry Praise:
– “Patent Owner directs our attention to evidence indicating that ‘SoloSTAR[®] 

won the Gold, International Export, and Grand Prix awards at the Design 
Business Association (DBA) Design Effectiveness Awards’ in 2009.”

– “The evidence provided indicates that LANTUS® SoloSTAR® received 
industry praise based on its visual design and its combination of low injection 
force and large maximum dose capability.”

– “Moreover, even if we assume Patent Owner has demonstrated nexus 
between the alleged industry praise and the claims at issue, much of the 
praise was generated by Sanofi’s affiliate DCA…. Such self-generated praise 
is not persuasive of industry praise.”
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Commercial Success:
– “Patent Owner asserts that ‘[t]he commercial success is demonstrated by the 

contribution of LANTUS® SoloSTAR® to the growth of the LANTUS® 
franchise overall, and by the strong performance of LANTUS® SoloSTAR® 
when compared to other long-acting insulin and insulin analog pens.’”

– The Board again noted that there was no nexus.
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Commercial Success (cont’d):
– The LANTUS® vial was introduced in 2002 and, until 2019, LANTUS® 

delivery products were the “by far” the most prescribed delivery devices.

– “As shown, from 2002 to 2011 prescriptions of LANTUS® Vial grew from 
roughly 1.3 to roughly 11 million prescriptions, while the most successful 
competing products (Humulin and Novolog) each grew to prescription levels 
of roughly 5 million prescriptions.”

– LANTUS® SoloSTAR introduced in 2008

– “During the time period from 2011–2016 (when prescriptions of LANTUS® 
SoloSTAR® hit their peak), prescriptions of LANTUS® Vial began to 
decrease at a rate of about 500,000 prescriptions per year.”
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Long-Felt Need (Cont’d)
• Mylan Pharm., Inc. v. Sanofi-Aventis Deutschland GmbH, Case 

IPR2019-00122 (P.T.A.B. May 29, 2020) (Cont’d)

• Commercial Success (cont’d):
– “[T]he evidence clearly shows that the number of LANTUS® SoloSTAR®’s 

prescriptions peaked in 2016 and that most of the increase in prescriptions 
for LANTUS® SoloSTAR® merely offset the decline in prescriptions for 
LANTUS® Vial.”

– Thus, the evidence showed “a fairly stable number of prescriptions for 
LANTUS® products from 2009–2016, with a decline in those prescriptions 
from 2017–2019.” 



78

Unexpected Results
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Unexpected Results (Cont’d)
• Lupin Ltd. v. Senju Pharm. Co., Ltd., Case IPR2015-01097 (P.T.A.B. 

Sept. 12, 2016)

• Technology:
– An aqueous liquid preparation that includes two components: (1) 2–amino–

3–(4–bromobenzoyl) phenylacetic acid (or its salts and hydrates), generically 
named “bromfenac”; and (2) tyloxapol. 

– “The ’290 patent discloses that bromfenac was known in the prior art as a 
non-steroidal anti-inflammatory drug (NSAID) used in eye drops to treat 
inflammatory disorders of the eye, including blepharitis, conjunctivitis, 
scleritis, as well as postoperative inflammation.”

– “The ’290 patent discloses that alkyl aryl polyether polymers, which are non-
ionic surfactants, and which include tyloxapol, may be used to stabilize 
bromfenac-containing ophthalmic solutions.”
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Unexpected Results (Cont’d)
• Lupin Ltd. v. Senju Pharm. Co., Ltd., Case IPR2015-01097 (P.T.A.B. 

Sept. 12, 2016) (Cont’d)

• Unexpected results:
– Patent owner provided evidence including comparative data, along with data 

from the ’290 patent:
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Unexpected Results (Cont’d)
• Lupin Ltd. v. Senju Pharm. Co., Ltd., Case IPR2015-01097 (P.T.A.B. 

Sept. 12, 2016) (Cont’d)

• Unexpected results (cont’d):
– “As is evident from the table, and as Patent Owner contends, after storage for 

four weeks under those conditions, the amount of bromfenac activity remaining in 
each of the tyloxapol-containing formulations, which include formulations A–28 
and A–29, is significantly higher than the polysorbate 80–containing formulations.”

– “Patent Owner's expert witness, Dr. Williams, characterizes these as ‘vastly 
superior chemical stability results ... [which] were entirely unexpected because, 
based on Ogawa, substituting one non-ionic surfactant for another would not 
have been expected to impact chemical stability at all.’…. moreover, that 
‘tyloxapol's ability to dramatically improve bromfenac's chemical stability at 
significantly lower amounts than polysorbate 80 formulations in Ogawa was 
completely unexpected and much more than a mere difference in degree .’”
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Unexpected Results (Cont’d)
• Lupin Ltd. v. Senju Pharm. Co., Ltd., Case IPR2015-01097 (P.T.A.B. 

Sept. 12, 2016) (Cont’d)

• Unexpected results (cont’d):
– “Patent Owner contends that tyloxapol’s stabilizing effect, discussed above, 

allowed formulation of a commercial embodiment, ‘Prolensa®,’ at a lower pH of 
7.8, closer to that of natural tears, and using less surfactant, thus resulting in a 
formulation exhibiting less burning and stinging as a side effect than other 
commercial ophthalmic NSAID eye drops, a result that would have been 
unexpected, given the presence of BAC in Prolensa.”

– “Patent Owner’s witness, Dr. Trattler, testifies that the improved side effect profile 
of Prolensa as compared to other commercial formulations was unexpected 
…particularly ‘given that it contains the preservative BAK [benzalkonium chloride, 
also known as BAC], which had long been known to be toxic to the eye…’”
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Copying

“[C]opying by a competitor may be a relevant consideration in 
the secondary factor analysis.” Iron Grip Barbell Co. v. USA Sports, 
Inc., 392 F.3d 1317, 1325 (Fed. Cir. 2004). 
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Copying (Cont’d)

Copying v. Infringement: 
– “Not every competing product that arguably falls within the scope of a patent 

is evidence of copying. Otherwise every infringement suit would 
automatically confirm the nonobviousness of the patent.” Iron Grip Barbell, 
392 F.3d at 1325.

Copying requires: 
– “Copying requires duplication of features of the patentee’s work based 

on access to that work, lest all infringement be mistakenly treated as 
copying.” Institut Pasteur v. Focarino, 738 F.3d 1337, 1347 (Fed. Cir. 2013). 
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Copying (Cont’d)

Evidence of Copying: 
– “Evidence of copying may include internal documents, direct evidence such 

as photos of patented features or disassembly of products, or access and 
similarity to a patented product.” Iron Grip Barbell, 392 F.3d at 1325.

• Examples: 
– Access to the issued patent + circumstantial evidence regarding changes to 

a competitor’s design (e.g., Depuy Spine, Inc. v. Medtronic Sofamor Danek, 
Inc., 567 F.3d 1314 (Fed. Cir. 2009)) 

– Access to published articles about a patented method (e.g., Institut Pasteur 
v. Focarino, 738 F.3d 1337 (Fed. Cir. 2013)) 
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Copying – Recent Case Example 

• Liqwd, Inc. v. L’Oreal USA, Inc., 941 F.3d 1133 (Fed. Cir. 2019)
– Liqwd owns a patent relating to formulations and methods of treating hair, skin, 

or nails using a bleaching formulation for a repairing or strengthening effect
• The described formulations contain “active agents” that may be maleic acid, salts thereof, or 

other compounds

– L’Oreal filed a PGR petition challenging the patent 

– For secondary considerations, Liqwd presented arguments and evidence 
showing L’Oreal copied its invention 

– The Board found L’Oreal would not have developed products using maleic acid
without having access to Liqwd’s confidential information, but determined that 
this evidence of copying was “irrelevant as a matter of law because Liqwd had 
not shown that L’Oreal copied a specific product”

– Liqwd appealed 
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Copying – Recent Case Example (Cont’d)

• Liqwd, Inc. v. L’Oreal USA, Inc., 941 F.3d 1133 (Fed. Cir. 2019) (cont’d)
• Federal Circuit: 

– “[W]here there is evidence of actual copying efforts, that evidence is always 
relevant.” 

– Liqwd presented evidence of L’Oreal’s copying efforts
• A L’Oreal email referring to an NDA and a planned May 2015 meeting with Liqwd’s founder and 

others, including a co-inventor
• Declarations discussing details of the May 2015 meeting, providing a copy of then-confidential 

application that led to the patented method, L’Oreal's receipt and review of the application, and 
L’Oreal’s subsequent loss of interest in purchasing Liqwd's technology

– The evidence “shows more than merely a ‘competing product that arguably falls 
within the scope of a patent.’”

• Vacated and remanded for the Board to consider this evidence in its 
obviousness analysis
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Copying (Cont’d)
• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 

2013) (Informative)

• Technology:
– Refrigerator with a freezer compartment 

containing an ice delivery system mounted 

on the freezer door (“IDI refrigerators”).
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Copying (Cont’d)
• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 

2013) (Informative)

• Nexus:
– “We agree with the Examiner that some of Patent Owner’s secondary-

considerations evidence…refers to features of the IDI refrigerators not found 
in claim 1, such as the removable ice bin feature.”

– “Here, it is undisputed that while IDI refrigerators may have been praised for 
features not part of claim 1 – i.e., a removable and transparent ice storage 
bin – the praise was also due to the claimed door-mounted ice bin.”

– Although a door mounted ice bin was known at the time of the invention, the 
prior art door-mounted ice bin did not include an ice maker—something 
considered necessary in the American market.

– “[T]he offered secondary consideration must result from ‘what is both 
claimed and novel.’” 
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Copying (Cont’d)
• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 

2013) (Informative) (Cont’d)

• Nexus (cont’d):
– “[W]e disagree with the Examiner that the lack of commercialization of a 

door-mounted ice storage bin and dispenser after Yasukawa’s publication 
date is irrelevant.” 

– “Recently our reviewing court held that ‘[t]he length of the intervening time 
between the publication dates of the prior art and the claimed invention can 
also qualify as an objective indicator of nonobviousness.’ Leo Pharma., Ltd. 
v. Rea, 726 F.3d 1346, 1359 (Fed. Cir. 2013).” 
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Copying (Cont’d)
• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 

2013) (Informative) (Cont’d)

• Industry praise:
– “Patent Owner submitted an October 2000 Consumer Reports article that 

praises the KENMORE ELITE 5059 refrigerator in part because the door-
mounted ice storage bin provides ‘a bit more usable volume within the 
freezer’s main space.’” 

• Copying:
– Whirlpool employees Mary Bolger and Dean Martin (while working for 

Amana) testified that considered the IDI refrigerator to be a ‘major 
innovation’ because of the IDI feature. 

– Another Whirlpool employee testified that Maytag had considered developing 
an ice in the door system in response.



92

Copying (Cont’d)

• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 
2013) (Informative) (Cont’d)

• Copying (cont’d):
– Internal presentations from competitor LG were also submitted:

• LG described the door feature as “advanced.”

• Noted positive customer feedback.

• Described as “expected to be problematic” to the development of LG’s own in-the-door 
ice dispenser.

• “Since Whirlpool has the uniquely advanced technology and rights in this area, a dispute 
is expected when product is developed.” 

• LG aimed to design around the patent.
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Copying (Cont’d)
• Ex parte Whirlpool Corp., Appeal 2013-008232 (P.T.A.B. Oct. 30, 

2013) (Informative) (Cont’d)

• Commercial success:
– “Dr. Kaplan testified that sales and revenue growth of IDI refrigerators greatly 

outpaced that of all non-IDI refrigerators over that time period in this market.”

– “According to Dr. Kaplan, IDI refrigerators made significant gains in market 
share, rising from 0.6% of all household refrigerators sold in 2000 to 4.2% in 
2005, despite the fact that IDI refrigerators generally cost more.”

– This market share increased even though Whirlpool decreased per-unit 
advertising spending during this time. 
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Skepticism

“Evidence of industry skepticism weighs 
in favor of non-obviousness. If industry 
participants or skilled artisans are 
skeptical about whether or how a 
problem could be solved or the 
workability of the claimed solution, it 
favors non-obviousness. Doubt or 
disbelief by skilled artisans regarding the 
likely success of a combination or 
solution weighs against the notion that 
one would combine elements in 
references to achieve the claimed 
invention.”

WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1335 (Fed. Cir. 2016)
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Skepticism (Cont’d)

“[W]ith knowledge of earlier failed 
efforts, both [experts] stated 
unequivocally that they believed the 
reduction of sulfur compounds to 
hydrogen sulfide would not adequately 
solve the problem. Expressions of 
disbelief by experts constitute strong 
evidence of nonobviousness.”

Envtl. Designs, Ltd. v. Union Oil Co. of California, 
713 F.2d 693, 697–98 (Fed. Cir. 1983)
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Skepticism – Recent Case Example 

• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 
(P.T.A.B. July 8, 2020)

• Technology:
– A system and method for spinal 

fusion comprising a spinal fusion 

implant of non-bone construction to 

introduce the spinal fusion implant 

into any of a variety of spinal target sites:
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Skepticism – Recent Case Example (Cont’d) 

• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 
(P.T.A.B. July 8, 2020) (Cont’d)

• Nexus:
– “Patent Owner states that the ‘CoRoent® XL implants are encompassed by 

the challenged claims and have overcome industry skepticism to achieve 
tremendous commercial success’ and that ‘Petitioner has sought to take 
advantage of the market dominance of CoRoent® XL implants by marketing 
a blatant copy.’”

– Patent Owner described the development of its “XLIF product line” that 
included the CoRoent® XL implant, which the Patent Owner presented as 
the specific product that is coextensive with the claims. 
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Skepticism – Recent Case Example (Cont’d) 
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020) (Cont’d)

• Nexus (cont’d):
– Dr. Youssef, Patent Owner’s expert, stated that the “‘CoRoent XL implant 

comes in various sizes, including those with a longitudinal length ... of 40 
mm, 45 mm, 50 mm, and 55 mm’ and identifies only those implants with 
longitudinal length of 40 mm, 45 mm, 50 mm, and 55 mm as embodying the 
limitation ‘wherein said implant has a longitudinal length greater than 40 mm 
extending from a proximal end of said proximal wall to a distal end of said 
distal wall,’ recited by claim 1.”

– Based on Patent Owner’s evidence, we determine that, because claims 6–9 
include the limitations of claim 1 by dependency, only CoRoent® XL implants 
of 50 mm and 55 mm longitudinal length embody at least the features of 
claim 1 incorporated into claims 6–9 and are coextensive with them.”
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Skepticism – Recent Case Example (Cont’d)
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020) (Cont’d)

• Skepticism:
– “Patent Owner argues that there was skepticism regarding the CoRoent® XL 

implant because surgeons were concerned that a safe surgical window 
would not be large enough for an 18 mm wide CoRoent® XL implant and 
thus there was doubt about the safety and efficacy of XLIF products.”

– “Here, the evidence of record regarding skepticism and CoRoent® XL 
implants of 50 mm and 55 mm length and 18 mm width is weak….Patent 
Owner’s evidence of skepticism is mostly directed to the procedure, not the 
implant itself and does not indicate widespread skepticism that an implant of 
the claimed structure and dimension was impossible to produce or insert 
safely during surgery.”
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Skepticism – Recent Case Example (Cont’d) 
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020) (Cont’d)

• Skepticism (cont’d):
– “The remaining proffered testimonial evidence relate to the size of an implant 

and do not address specifically the features recited by claims 6–9, such as 
the medial support or second fusion aperture.”

• “The deposition of Mr. Link indicates that larger implants ‘would put more pressure on 
the nerves in that muscle that you’re traversing.’”

• “Patent Owner also points to a declaration from IPR2013-00507 that states ‘NuVasive’s 
XLIF solution was met with substantial skepticism within the spinal orthopedics 
community, including concern over the size of our implant.’” 

– “We are not persuaded by the asserted evidence of skepticism because it is 
not specific to the products embodying claims 6–9 nor is it sufficient to 
support that there was expert or industry skepticism of particular products.”
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Skepticism – Recent Case Example (Cont’d) 
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020) (Cont’d)

• Skepticism (cont’d):
– “The remaining proffered testimonial evidence relate to the size of an implant 

and do not address specifically the features recited by claims 6–9, such as 
the medial support or second fusion aperture.”

• “The deposition of Mr. Link indicates that larger implants ‘would put more pressure on 
the nerves in that muscle that you’re traversing.’”

• “Patent Owner also points to a declaration from IPR2013-00507 that states ‘NuVasive’s 
XLIF solution was met with substantial skepticism within the spinal orthopedics 
community, including concern over the size of our implant.’” 

– “We are not persuaded by the asserted evidence of skepticism because it is 
not specific to the products embodying claims 6–9 nor is it sufficient to 
support that there was expert or industry skepticism of particular products.”
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Skepticism – Recent Case Example (Cont’d) 
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020)

• Commercial Success:
– Patent Owner argued that the CoRoent® XL implant is a commercial 

success because:
• XLIF products were the “only minimally invasive lateral procedure commercially 

available to surgeons until 2006,” 

• “Patent Owner leads the minimally invasive lateral spinal fusion commercial market it 
created” 

• The CoRoent® XL implant generates about $400 million in revenue. 

– “Patent Owner does not argue that commercial success was due to an 
implant with a medial support positioned along a central region or an implant 
with a second fusion aperture separated from a first fusion aperture by a 
medial support, as recited by claims 6–9.”
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Skepticism – Recent Case Example (Cont’d) 
• Alphatec Holdings, Inc. v. NuVasive, Inc., Case IPR2019-00361 

(P.T.A.B. July 8, 2020)

• Copying:
– Patent owner supported this assertion with its infringement contentions.

– “Patent Owner has not pointed to any evidence showing that Petitioner 
copied Patent Owner’s implant after expending great effort to develop their 
own solution.” 

– “[A] showing of copying requires evidence of efforts to replicate a specific 
product, which may be demonstrated through internal company documents, 
direct evidence such as disassembling a patented prototype, photographing 
its features, and using the photograph as a blueprint to build a replica, or 
access to the patented product combined with substantial similarity to the 
patented product.”
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Key Takeaways
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Key Takeaways

Patent Owner

• Establish a complete record with evidentiary support 
– Evidence, evidence, evidence! 

– Testimony (e.g., expert, marketing/sales personnel), consumer surveys, 
comparison of sales figures showing growth, description of awards or praise

• Address unclaimed features
– Explain how the claimed features, as opposed to the unclaimed ones, are 

more significant and more significantly tied to the objective indicia evidence 

– If not, consider including those features in new claims 
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Key Takeaways (Cont’d)

Patent Challenger 
– Refute nexus by investigating the gap between the claims and evidence of 

secondary considerations 

– Challenge the weight of evidence based on potential lack of evidentiary 
support 

– Evidence, evidence, evidence! 
• Show the disconnect and lack of support, NOT just “tell” 
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Key Takeaways (Cont’d)

Record in PTAB proceedings 

• In AIA trials, fully develop the record before the Board
– If appealed, with a proper record, the Federal Circuit will likely defer to the 

Board’s weighing of evidence

– The Board’s findings will likely be upheld if substantial evidence supports the 
Board’s ultimate obviousness determination, even if the Federal Circuit 
disagrees with the Board’s findings on nexus or weighing of certain evidence  
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Questions?
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Disclaimer

These materials have been prepared solely for educational and entertainment purposes to 

contribute to the understanding of intellectual property law. These materials reflect only the 

personal views of the authors and are not individualized legal advice. It is understood that each 

case is fact specific, and that the appropriate solution in any case will vary. Therefore, these 

materials may or may not be relevant to any particular situation. Thus, the authors cannot be 

bound either philosophically or as representatives of their various present and future clients to the 

comments expressed in these materials. The presentation of these materials does not establish 

any form of attorney-client relationship with these authors. While every attempt was made to 

ensure that these materials are accurate, errors or omissions may be contained therein, for which 

any liability is disclaimed.


