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The Basics: What is a trademark?

• A word, symbol, name, slogan or 
design that . . .

• distinguishes a particular product or 
service from others in the market.



Origins of the word “Trademark”
A specific mark (symbol) assigned to a tradesmen 
(by his guild).
Stamped his mark on his product.
Thus, his “trade mark.”

See 
(England, 1266)
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TRADEMARK = BRAND
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Trademarks: Among a company’s
most valuable assets
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• $241.2 B

• $207.5 B

• $162.9 B

Most valuable trademarks (Forbes, 2020)

• $135.4 B

• $70.3 B

• $64.4 B
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Value of Sports Trademarks: $$$
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• 1969 (my high school)

“There is nothing new under the sun” 

--Ecclesiastes

PRE-BLACK LIVES MATTER
• 1990
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• 1996 (my eldest child’s college) • 1997
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Amherst College Drops ‘Lord Jeff’ as Mascot
(The New York Times 1/27/2016)

AMHERST, Mass -- Lord Jeffery Amherst, the colonial-era military 
commander who gave this town its name, will no longer represent the 
prestigious liberal arts college here.
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DISCLAIMER

This presentation is intended for educational purposes only.  It 
does not constitute legal advice.  Attendees should consult with 
knowledgeable legal counsel to determine how applicable laws 
apply to their own specific facts and situations.    



Presentation Overview

1. Discussion of Section 2(a) of the Lanham Act

2. Cases Challenging Section 2(a)

3. The Impact of the Black Lives Matter Movement

4. Rebranding in the Wake of Racial Injustices

5. Brands that have Dropped Names/Logos



SECTION 2(A) OF THE LANHAM ACT



Section 2(a) of the Lanham Act

No trademark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it—

(a) Consists of or comprises immoral, deceptive, or scandalous 
matter; or matter which may disparage or falsely suggest a connection 
with persons, living or dead, institutions, beliefs, or national symbols, 
or bring them into contempt, or disrepute; or a geographical indication 
which, when used on or in connection with wines or spirits, identifies a 
place other than the origin of the goods and is first used on or in 
connection with wines or spirits by the applicant on or after one year 
after the date on which the WTO Agreement (as defined in 
section 3501(9) of title 19) enters into force with respect to the United 
States.



The Slants Case

• Matal v. Tam, 137 S. Ct. 1744 (2017)

• The Slants, a band, sought to trademark its name with the U.S. 
Trademark Office, but the mark was denied due to the name 
being disparaging to people of Asian descent

– USPTO cited the Disparagement Clause in section 2(a) of the Lanham 
Act as its basis for the denial 

• After multiple appeals, the Supreme Court agreed to hear the 
case



The Slants Case

• In June 2017, the Supreme Court held 8-0 
that the disparaging trademark ban is 
facially unconstitutional under the First 
Amendment’s free speech clause

• In his opinion, Justice Alito explained that 
trademarks constitute private speech, not 
government speech as the government 
had argued

• He stated: “Speech may not be banned on 
the ground that it expresses ideas that 
offend”



The Slants Case

• Thus, the Supreme Court held:
– that the disparaging trademark ban in the Lanham Act denies the 

registration of marks that are offensive to a substantial percentage of 
members in any group

– that because giving offense is a viewpoint, the disparagement clause is 
viewpoint discrimination, which violates the free speech clause of the 
First Amendment

• Accordingly, the Supreme Court struck down Section 2(a) of the 
Lanham Act as it relates to disparaging trademarks



The Redskins Case

• Pro-Football, Inc. v. Blackhorse, 709 F. App'x 182 (4th Cir. 2018)

• In 2014, the USPTO determined that 6 of the team’s trademarks 
violated section 2(a) of the Lanham Act

– The trademarks were canceled because they were offensive to American 
Indians

– The lower court affirmed this ruling

• Shortly after the Slants case was appealed, the Redskins filed a 
petition asking the Supreme Court to hear their case before the 
Fourth Circuit due to the same issue being presented in the Slants 
case



The Redskins Case

• After the Supreme Court issued its 
ruling in favor of the Slants, the fate 
of the Redskins’ trademarks 
became clear 

• In January 2018, the Fourth Circuit 
issued an order stating that, in light 
of the determination that the 
disparaging trademark ban violates 
the free speech clause, “we vacate 
the district court's order and 
remand for further proceedings 
consistent with Tam”



Redskins Set to Change Name

• In 2020, after years of fighting to protect their trademarks, the 
Redskins decided to change their team name just prior to the 
2020 football season 

– More on this later



The “Fuct” Case

• Iancu v. Brunetti, 139 S. Ct. 2294 (2019)

• Eric Brunetti attempted to register the trademark “FUCT” with 
the USPTO, which refused to register the mark

– The examining attorney found that the mark constituted “immoral or 
scandalous matter” forbidden under Section 2(a) of the Lanham Act

• On appeal, the Federal Circuit reversed the decision and found 
the ban on immoral and scandalous matter to violate the First 
Amendment



The “Fuct” Case

• On appeal, the Supreme Court reached the same conclusion and 
held that the immoral and scandalous ban is unconstitutional

• After looking at the dictionary definitions of “immoral” and 
“scandalous”, the Supreme Court found that the Lanham Act allows 
the registration of marks when “their messages accord with, but not 
when their messages defy, society’s sense of decency or propriety”

• The Supreme Court held that because the Lanham Act distinguishes 
between two opposing ideas, it is not viewpoint neutral and thus 
violates the First Amendment



Practical Result of These Cases

• People and companies can register disparaging, immoral, and 
scandalous trademarks, and the USPTO can no longer deny 
them trademark rights on the basis of Section 2(a) of the 
Lanham Act

• Thus, after Brunetti (the Fuct case) and Tam (the Slants case), 
no trademark application can be denied as vulgar or culturally 
offensive

PROOF??



Trademark Applications After 



Trademark Applications After 



THE IMPACT OF BLACK LIVES MATTER



The Killing of George Floyd

• On May 25, 2020, George Floyd, a 46 
year old black man, was accused of 
using a counterfeit $20 bill in a 
convenience store in Minneapolis, 
Minnesota

• An officer pinned his knee on Floyd’s 
neck for nearly 9 minutes

• Floyd was pronounced dead an hour 
later



Uprising for Social Justice Begins

• Communities of color were outraged because this was yet 
another instance of a white officer killing an unarmed black man

• For some, this brought back similar feelings that were felt when 
Philando Castile was shot in his car by an officer right outside of 
St. Paul, Minnesota

– Castile was shot after reaching for his wallet during a traffic stop

• Floyd’s killing also came right on the heels of the killings of 
Ahmaud Arbery and Breonna Taylor 



Aftermath of the Killing of George Floyd

• Nationwide protests emerged and left 
many Black Americans feeling unsafe 

• These killings sparked real 
conversations about race relations in 
America and the treatment that Black 
people in America have faced

• They also continued or renewed the 
discussion about companies with 
disparaging names, logos, etc.



What Does this Mean for Trademarks?

• In the wake of the killing of George Floyd and the continued racial 
injustices taking place across the country, many well known brands 
decided to do some rebranding

• Many such brands made the decision to change their names/logos 
after coming under fire for perpetuating racial stereotypes 

– And many acknowledged their reasons for doing so (e.g. their desire to 
stand in solidarity with communities of color)

• Rebranding can be a significant step in what many perceive as the 
right direction for society, but it is not without its obstacles

– More on this later



BRANDS THAT HAVE DROPPED NAMES/LOGOS



Washington Redskins à Washington 
Football Team*

*The Washington Football Team is the interim team name until a permanent name is agreed upon 



Washington Redskins à Washington 
Football Team

• Native American groups have long petitioned for Washington to 
change its team name due to it being an offensive term and 
racial slur

• This continued in Summer 2020 with nationwide conversations 
about social justice issues and race relations

• After receiving pressure from investors and sponsors in the 
wake of protests emerging from George Floyd’s death, 
Washington finally began the process of changing its name

– The Redskins have used the name since 1933



Cleveland Indians à Cleveland ????

• In 2019, the Cleveland Indians began rebranding 
when they dropped their mascot, Chief Wahoo, 
from the uniforms

• In July 2020, Cleveland Indians owner Paul Dolan 
ordered a review of the name

• In December 2020, the team announced that it 
would change the team name due to disapproval 
from Native American groups and the social 
justice awakening in 2020

– The team name has been used since 1915

– The team will play as the Indians for the 2021 season 



Cleveland Indians à Cleveland ????

• The Indians announced the name change on social media

• Both the MLB and Native American groups have supported
the change

• The Cleveland Indigenous Coalition said the club was finally 
creating a place where Native Americans could “feel valued 
and fully seen”

• “There is a credible number of people in this community 
who are upset by our name, are hurt by our name, and
there is no reason for our franchise to bear a name that is 
divisive.”

– Paul Dolan, controlling owner of the team



Impact of Changing a Sports Team Name

• Many issues are involved in a team name change 

• For example, the Indians and Redskins may experience issues 
trying to sell merchandise with their old names/logos

– The Indians have said they will donate the profits from merchandise 
sales to causes supporting the Native American community

• However, if the teams seek to maintain their trademarks in any 
way (e.g. to protect them from being used by others), they will 
need to continue their use of the marks in some way 

– More on this later 



Brands with Plans to Drop Names/Logos



Brands with Plans to Drop Names/Logos

• All of the previously pictured brands have decided to drop their 
names/logos due to them being offensive to African Americans

– Aunt Jemima and Uncle Ben in particular have been perceived to be based 
on racial stereotypes

– The owner of Eskimo Pie changed the name to Edy’s Pie after acknowledging 
that the name was offensive towards native artic communities

• These announcements came in the midst of the nationwide protests 
this past summer

• These companies have mentioned in the press that they are working 
towards racial equality and want to make sure their products reflect 
their values



Relevant Quotes

• "We understand that our actions help play an important role in eliminating 
racial bias and as a result, we have begun a complete brand and 
packaging review on Mrs. Butterworth's”

– Conagra Brands, owner of Mrs. Butterworth’s

• “As we work to make progress toward racial equality through several 
initiatives, we also must take a hard look at our portfolio of brands and 
ensure they reflect our values and meet our consumers' expectations”

– Quaker Foods North America, owner of Aunt Jemima

• "B&G Foods unequivocally stands against prejudice and injustice of any 
kind.“

– B&G Foods, owner of Cream of Wheat

• “Committed to being a part of the solution on racial equality”
– Dreyer’s Ice Cream, manufacturer of Edy’s pies 



Another Name Change Example

• Lady Antebellum à Lady A
– The band changed its name in response 

to the Black Lives Matter Movement

– The group had many talks with people of 
color about how the name is unsettling 
given its connection to the Antebellum 
south during the time of slavery



Name Change Led to Litigation

• The band knew that changing its name would be difficult and 
would possibly alienate fans, but it did not anticipate a legal battle

• Blues singer Anita White, better known by her stage name Lady A, 
sued the group claiming that she has a common law right to the 
name

– https://www.bbc.com/news/entertainment-arts-
54175094#:~:text=Seattle%20blues%20singer%20Anita%20%22Lady,ov
er%20its%20links%20to%20slavery.&text=She%20claims%20confusion%
20over%20the%20name%20has%20led%20to%20lost%20sales



Importance of Meeting Legal Requirements

• White had been using the name since the 1990s
– Her lawyers argued that the group’s use of Lady A has resulted in “lost 

sales, diminished brand identity, and diminution in the value of and 
goodwill associated with the mark”

• As the group now going by Lady A has seen, rebranding can have 
its consequences, including claims of infringement 

• It is important to be diligent and do your research prior to 
rebranding because it could save you money in the end



Good Business, Good Press, or Both?

• Many brands who have decided to rebrand have gotten good 
press by showing that they are committed to social justice 
issues 

• Thus, while rebranding has been important for these companies 
in order to address societal change, they’ve also received good 
publicity in the process

– More on this later



Exemplar News Sources

– Washington’s NFL team to retire Redskins name, following sponsor pressure and 
calls for change, https://www.washingtonpost.com/sports/2020/07/13/redskins-
change-name-announcement/

– Cleveland’s Baseball Team Will Drop Its Indians Team Name, 
https://www.nytimes.com/2020/12/13/sports/baseball/cleveland-indians-baseball-
name-change.html

– Aunt Jemima Will Change Name, Image As Brands Confront Racial Stereotypes, 
https://www.npr.org/sections/live-updates-protests-for-racial-
justice/2020/06/17/879104818/acknowledging-racial-stereotype-aunt-jemima-will-
change-brand-name-and-image



Exemplar News Sources

– Uncle Ben’s joins Aunt Jemima in brand overhaul amid concerns about racial 
stereotyping, https://abc13.com/aunt-jemima-quaker-oats-company-pepsico-
history/6251840/

– Mrs. Butterworth's, Cream of Wheat join brands changing images amid racial 
protests, https://abc13.com/mrs-butterworths-cream-of-wheat-aunt-jemima-uncle-
bens/6253968/

– Lady A opens up about name change: "The heart of our decision still rings true", 
http://abcnewsradioonline.com/music-news/2020/12/22/lady-a-opens-up-about-
name-change-the-heart-of-our-decision.html

– Eskimo Pie is getting rid of its derogatory name, https://abc7chicago.com/eskimo-
pie-new-name-edys-products-brands-that-have-changed-offensive-names-with-
racist/6945191/#:~:text=Eskimo%20Pie%20has%20decided%20on,the%20comp
any's%20founders%2C%20Joseph%20Edy
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Irony: The post-Brunetti trademark law 
collides with “cancel culture”
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The Cost of Abandoning a Brand

Before: $$$ After: $0
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What is “abandonment of a trademark”?
--§ 45(1) of Lanham Act, 15 U.S.C.A. § 1127(1) 

:

• A mark shall be deemed “abandoned” when “its use has been 
discontinued with intent not to resume such use.”

• “Intent not to resume may be inferred from circumstances.”

• The term “use of a mark” means “the bona fide use of such mark 
made in the ordinary course of trade, and not made merely to 
reserve a right in a mark.”
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• Public opinion (social media, etc.)

• Your consumers

• Your employees and other members of your 
organization

ABANDONMENT FACTORS TO CONSIDER:
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Once abandoned, a 
trademark may be 
seized immediately and 
the person so doing so 
may build up rights 
against the whole world.

What are the risks
of abandonment?
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June 17,2020
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• Option A: Copyright Registration

• Trademarks protect brand names and logos
• Purpose: avoid consumer confusion

• Copyrights protect original literary and artistic 
works
• Purpose: encourage creators 

How to minimize risks of abandonment?
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• Example 1:

Copyright protects “works of visual art”

• Example 2:
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Other Works of Visual Art



© 2020 Capes Sokol

Trademark infringement:

• Must prove that defendant’s trademark 
creates a “likelihood of consumer 
confusion” with plaintiff’s trademark

Trademark versus Copyright:

BUT: If plaintiff’s 
trademark is no longer in 
use, there probably is no 
infringement.
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• Plaintiff’s use is irrelevant; so 
is consumer confusion

• The test is “substantial 
similarity”

• Rights in a copyright continue 
for the term of the copyright 
(which can be 120 year from 
creation), regardless of use

Trademark versus Copyright
Copyright Infringement:

• Must prove that defendant’s work is 
“substantially similar” to plaintiff’s 
creation
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• “Aunt Jemima”

• “Cleveland Indians”

• “Uncle Ben’s”

. . . SO . . .

BUT . . . Copyright does not protect words 
or short phrases, such as . . .
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•Option B: Vestigial Use

• Try to keep your “abandoned” trademark in 
sufficient commercial use to avoid it being deemed 
“abandoned” under the law.

• Huh?

How to minimize risks of abandonment?
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What is “abandonment of a trademark”?
--§ 45(1) of Lanham Act, 15 U.S.C.A. § 1127(1) 

:

• A mark shall be deemed “abandoned” when “its use has been 
discontinued with intent not to resume such use.”

• “Intent not to resume may be inferred from circumstances.”

• The term “use of a mark” means “the bona fide use of such mark 
made in the ordinary course of trade, and not made merely to 
reserve a right in a mark.”
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PepsiCo, owner of the Aunt Jemima 
trademarks, announced it will continue using 
the old brand name on the back of its new 
packaging

*  *  *

Claims this will let PepsiCo hold “on to the 
trademark, which in turn enables us to 
appropriately preserve the history.” 

Vestigial Use: The Aunt Jemima Backside
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• Macy’s acquired several major department store chains over the 
years

• After each acquisition, Macy’s replaced its own trademark (brand) 
with that of the acquired department stores

• So, no longer a Filenes—now those stores are branded Macy’s

• Macy’s came up with a plan to keep those “abandoned” trademarks 
alive

Vestigial Use: The Macy’s Heritage Shop
Macy’s Inc. v. Strategic Marks, LLC, 2016 WL 37147 (N.D. Cal. 2016)
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Macy’s Inc. v. Strategic Marks, LLC
• 2016 WL 37147 (N.D. Cal. 2016

• “There can be no real question that Macy's offers products 
displaying the disputed trademark for commercial sale on its 
website . . .”

• “The Court finds there is no genuine factual dispute as to whether 
the disputed marks were used in commerce, and concludes that 
Macy's has a protectable interest in the disputed marks.”
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1. The Aunt Jemima backside

SO . . . two possible strategies to keep an 
“abandoned” trademark alive are . . .

2. The Macy’s Heritage Shop
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