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Current political position

• The UK left the European Union on 31 January 2020.

• There followed a “transition” period during which everything was much the same as it was before.

• This transition period expired on 31 December 2020.

• Implications of Brexit on trademark protection.
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Post-transition position – EUTM registrations

• As from 1 January 2021 EUTM registrations no longer have effect in the UK. 

• To compensate for this, the UK government has created a comparable UK registration for every 
existing EUTM registration as of 31 December 2020. This means that owners of EUTM registrations 
will automatically (and at no cost) have been granted a corresponding UK trade mark registration 
for all existing EUTM registrations.

• There is an opt out provision.
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Post-transition position – EUTM applications

• The position is different in respect of any EUTM applications that were filed that were still pending 
on 31 December 2020.

• There is no automatic creation of a comparable UK application, but there is the option to file a 
corresponding UK application within 9 months (up to 30 September 2021) and benefit from the 
original filing date of the EUTM application (and any priority claim).  

• The normal UKIPO filing fee will have to be paid and the application will go through the normal 
examination process.
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Review of portfolio – EUTM Registrations

• It will be important to review your EUTM portfolio to assess the relevance and importance of the 
newly created UK comparable rights.  

• Although the UK registrations are created automatically and at no cost, there will be potential future 
costs in maintaining these rights either in defending any later attacks on the registration and/or 
when renewals fall due.  

• Of course, if you already have corresponding UK registrations then there may also be an 
unnecessary element of duplication.
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Review of portfolio – EUTM Applications

• Whether you file UK applications based on your pending EUTM applications will require a decision 
as to whether the marks in question are relevant or may become relevant to the UK market.  

• This is more of a commercial decision rather than a legal one and will require an assessment of the 
importance of the UK market for the relevant goods/services.
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UKIPO/EUIPO Representation

• As from 1 January 2021, only UK based and qualified individuals/firms are able to represent owners 
of new UK registrations/applications and in proceedings before the UKIPO.  

• The appointment of a UK representative will also ensure that owners of UK registrations are notified 
of any future actions against them such as cancellation actions etc., and to receive notification of 
subsequently filed conflicting UK applications.

• UKIPO practice is also different in several aspects from the EUIPO procedures and hearings will be 
a regular feature of proceedings.

• A firm based solely in the UK will no longer be able to represent its clients before the EUIPO.
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Ongoing contentious proceedings

• The impact of the end of the transition period on any ongoing contentious proceedings involving an 
EUTM application or registration will need to be considered.

• If you have attacked an EUTM registration or application solely on the basis of an earlier UK right 
then this will cease to be a valid basis and will be rejected.

• If you have brought proceedings against an EUTM registration or application, you will need to 
assess whether you also will have to bring parallel proceedings against the newly created UK 
registration or subsequently filed UK Application.
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Litigation – in general

• UK courts will no longer be designated as EUTM courts and will not be able to hear EUTM 
infringement claims and/or grant pan-EU injunctions.  

• Similarly, an EU-wide injunction will not extend to the UK and separate proceedings will have to be 
brought in the UK based on UK rights to prevent any infringing use.  

• UK courts will not be bound by future decisions of the EU courts or tribunals including the CJEU.
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Review of agreements pertaining to an EUTM registration

• Many existing agreements involving an EUTM registration such as licences and co-existence 
agreements will have specified the European Union as the “Territory” of the agreement.

• As the UK will is no longer part of the EU then the question that needs to be considered is whether 
the agreement will still extend to the UK or whether a new agreement or an amendment to the 
existing agreement will be required.  This is likely to involve a consideration of the interpretation of 
the agreement according to the governing law of the agreement.
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Future protection in the United Kingdom

• Going forward it will be necessary to treat the UK in the same way as any other non-EU country 
when it comes to clearance and registration.  Separate searches of the UK register will be necessary 
if it is intended to market the relevant goods/services in the UK.  

• Applications will have to be filed for a UK registration and it will only be possible to attack a UK 
application/registration on the basis of an earlier UK right (other than the availability of any 
absolute grounds of objection).  

• Of course, searches of the UK register will also have to include the EUTM register up until 30 
September 2021 to identify any pending EUTM applications that could be refiled in the UK claiming 
the original filing date.
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Registered Community Designs

• The same principles described above will also apply to registered Community Designs and 
applications with the creation of comparable UK registrations and the opportunity to file 
corresponding UK applications. 
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Best practices for protecting trademarks post-Brexit
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• Now is the time to conduct a review of your rights that have been affected by the ending of the 
transition period:

- Review existing EUTM registrations/applications and assess relevance of the UK market and the 
need for UK protection.

- Review any ongoing proceedings and assess the impact of Brexit.

- Consider whether new proceedings should be initiated.

- Review any agreements pertaining to EUTM registrations or having the EU as territory to see if 
these will cover the UK or if new agreements need to be put in place.

- Appoint a UKIPO representative for your newly created UK rights.
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