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Basic principles:

▪ there are no necessary constitutional or statutory barriers 

to the protection of nontraditional marks; but

▪ proving the prerequisites for protection and liability as 

factual propositions is often more difficult than doing so for 

traditional word marks; and, therefore

▪ brand management techniques are just as, if not more, 

important where nontraditional marks are concerned. 

Introduction
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The Congress shall have power ... [t]o promote the 

progress of science and useful arts, by securing for 

limited times to authors and inventors the exclusive right 

to their respective writings and discoveries ....

U.S. Const. art I, § 8, cl. 8.

Trademark Protection Generally
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Congress has enacted the following types of protection under 

the Intellectual Property Clause:

▪ utility patent protection, available for useful, novel, 

nonobvious designs, 35 U.S.C. § 101 et seq.;

▪ design patent protection, available for nonfunctional 

“new, original and ornamental design[s] for ... Articles of 

manufacture,” id. § 171;

▪ copyright protection, available for nonfunctional and 

creative works, 17 U.S.C. § 101 et seq.; 

Trademark Protection Generally
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Congress has enacted the following types of protection under 

the Intellectual Property Clause:

▪ plant patent protection, available for innovative 

asexually propagated varieties of fauna, 7 U.S.C. §

2321 et seq.; 

▪ semiconductor chip protection, available for “the final 

or intermediate form of any product ... intended to 

perform electronic circuitry functions,” 17 U.S.C. §

901; and

▪ vessel hull protection, available for, well, the bottoms 

of boats, id. § 1301. 

Trademark Protection Generally
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The Congress shall have power ... [t]o regulate 

commerce with foreign nations, and among the several 

states, and with the Indian tribes ....

U.S. Const. art I, § 8, cl. 2.

Trademark Protection Generally
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Congress has enacted the following types of protection 

under the Commerce Clause:

▪ trademark protection, 15 U.S.C. § 1051 et seq.; 

▪ plant patent protection, available for innovative 

asexually propagated varieties of fauna, 7 U.S.C. 

§ 2321 et seq.; and

▪ semiconductor chip protection, available for “the 

final or intermediate form of any product ... 

intended to perform electronic circuitry functions,” 

17 U.S.C. § 901.

Trademark Protection Generally
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The Supreme Court has never expressly held that trademark 

protection is incompatible with the protection available under 

all Intellectual Property Clause-based bodies of law:

▪ Congress can, at least to some extent, escape the 

restrictions of the Intellectual Property Clause by 

relying on the Commerce Clause, see United States v. 

Steffens (The Trade-Mark Cases), 100 U.S. 82, 86-87 

(1879);

▪ “[s]haring in the goodwill of an article unprotected by 

patent or trade-mark is the free exercise of a right 

possessed by all ...,” Kellogg  Co. v. Nat’l Biscuit Corp., 

305 U.S. 111, 122 (1938) (emphasis added); and

Trademark Protection Generally
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The Supreme Court has never expressly held that trademark 

protection is incompatible with the protection available under all 

Intellectual Property Clause-based bodies of law:

▪ the right to copy extends only to those designs “not entitled 

to a design patent or other federal statutory protection.” 

Compco Corp. v. Day-Bright Lighting, Inc., 376 U.S. 234, 

238 (1964) (emphasis added).

Trademark Protection Generally
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The prerequisites for trademark rights:

▪ use in commerce;

▪ distinctiveness, whether inherent or acquired; and

▪ nonfunctionality.

Trademark Protection Generally
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There are two ways in which the rights to a mark can be 

violated:

▪ the defendant’s use creates a likelihood of confusion; 

and/or

▪ if the mark is famous and distinctive, the defendant’s 

use is likely to dilute, or actually does dilute, that 

distinctiveness.

Trademark Protection Generally
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Sound

Packaging

Registration of Nontraditional 

Trademarks in the U.S.



Functionality and Distinctiveness

• Two key hurdles for registration of nontraditional marks:

1) Functionality

• If mark is functional, it is not entitled to registration

2) Distinctiveness

• Mark must be distinctive either

– Inherently distinctive, or 

– Acquired distinctiveness
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Functionality - Overview

• TrafFix Devices, Inc. v. Mktg. 

Displays Inc., (2001) 

– Mark is functional if it is 

“essential to the use or 

purpose of the product or if it 

affects the cost or quality of 

the product.”
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Functionality – Burdens and Evidence

• Morton-Norwich Evidentiary Factors:

(1) Existence of utility patent (even 
abandoned) that discloses utilitarian 
advantages

(2) Advertising that touts utilitarian 
advantages 

(3) Availability of alternative designs

(4) Whether design results from 
comparatively simple or inexpensive 
method of manufacture 
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Inherent or Acquired Distinctiveness

• Seabrook Test for Inherent Distinctiveness:

– Whether mark is a common basic shape or design

– Whether mark is unique or unusual in field

– Whether mark is merely a refinement of a commonly 

adopted and well-known form of ornamentation recognized 

by public for those goods

– Whether mark is capable of creating a commercial 

impression separate from any word mark
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Acquired Distinctiveness

• Yamaha Int’l Corp. v. Hoshino Gakki Co. (Fed Cir. 1998) 

– “[E]xact kind and amount of evidence necessary to establish 

such secondary meaning necessarily depends on the 

circumstances of the particular case.”

– As mark's non-distinctiveness increases, greater 

evidentiary showing pursuant to Section 2(f) is required

• Proof of Acquired Distinctiveness:

– Prior existing Principal Registration

– Five years substantially exclusive and continuous use in 

commerce

– Direct and circumstantial evidence
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Acquired Distinctiveness – Direct & Circumstantial Evidence

• Length of use:

– In re Gibson Guitar Corp., (TTAB 2001) (sixty-six years of use 
insufficient for guitar design)

– In re Howard Leight Indst., LLC, (TTAB 2006) (fifteen years 
insufficient for earplug configuration)

– In re F. Schumacher & Co., (TTAB 2004) (five years sufficient 
to prove 2(f) for rounded book binding constituting product 
packaging) 

• Significant Sales & Advertising Figures:

– Yamaha Int’l Corp. v. Hoshino Gakki Co. ($120K guitars sold 
1980-85, and 1 million promotional materials distributed 
sufficient for guitar-head design)

– Goodyear Tire & Rubber Co. v. Interco Tire Corp. (TTAB 
1998) ($56 million revenues and 740,000 tires sold 
insufficient for tire tread design) 
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Acquired Distinctiveness – Direct & Circumstantial Evidence

• Significant Sales & Advertising Figures:

– In re Haggar Co., (TTAB 1982) ($5 million advertising; $150 
million sales for five years sufficient for black swatch clothing 
label)

– In re Kwik Lok Corp., (TTAB 1983) (several hundred 
thousands of dollars advertising insufficient for closure 
device)

• Nature & Extent of Use:

– Number of stores, signs, visitors, viewers, accounts, 
consumers readers exposed to mark

– Location of signage and billboards on major highways, 
intersections, major malls and streets, high visibility

– Number of products/units sold over years bearing mark
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Acquired Distinctiveness – Direct & Circumstantial Evidence

• Sophisticated Consumers & Industry Practice:

– Such consumers are accustomed to and “could expect color to 
serve a source-identifying function.” In re Chun Kee Steel & 
Wire Rope Co., (TTAB 2002) (color of rope and wire found to 
have acquired distinctiveness)

• Nature & Extent of Advertising:

– Identify major national magazines, newspapers, television 
containing advertising

– Number of issues, rotation, circulation, and viewership 
information related to advertisements

– Sponsorships and sporting events, and any media coverage

• “Look For” Advertising:

– Advertising and/or packaging that displays or touts mark (but 
not utilitarian or aesthetic features)
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Acquired Distinctiveness – Direct & Circumstantial Evidence

• Unsolicited Media & Internet Attention:

– Major national magazines, newspapers, television coverage 
mentioning or referring to mark, including “distinctive,”  
“unique,” “well-known,” “famous” mark

– Internet mentions or references to above

• Consumer, Dealer, Industry Affidavits/Declarations:

– Affidavits/declarations should specifically identify product, 

mark, and source-identifying function

– Form affidavits/declarations unpersuasive

• Surveys, Market Research, and Consumer Studies:

– Evidencing public identifies mark as source indicator
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Product Design - Functional

• Valu Eng’g, Inc. v. Rexnord Corp. (Fed. Cir. 2002)
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Product Design - Functional

• M-5 Steel Mfg., Inc. v. O’Hagins Inc. (TTAB 2001) 
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Product Design - Functional

• In re Howard Leight Indus., LLC (TTAB 2006)
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Product Design - Functional

• In re Richemont Int’l, S.A., (TTAB 2006)
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Color - Functional

• Brunswick Corp. v. British Seagull Ltd. (Fed. Cir. 1994)
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• In re Orange Comm., Inc. (TTAB 1996)

Color - Functional
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Color - Functional

▪ Saint-Gobain Corp. v. 3M Co. (TTAB 2007)
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Color –Acquired Distinctiveness

• Reg. No. 3317268 (Oct. 23, 2007) for the color 

yellow used on wristbands in the nature of a 

bracelet for use in fundraising and education in the 

field of cancer, cancer research, cancer recovery 

and survival 

• Reg. No. 2359351 (June 20, 2000) for a shade of 

blue often referred to as “robin's-egg blue” for use 

on boxes for jewelry and other goods

• Reg. No. 2901090 (Nov. 9, 2004) for the color 

chocolate brown, which is the approximate 

equivalent of Pantone Matching System 462C, as 

applied to the entire surface of vehicles and 

uniforms for transportation and delivery of personal 

property by air and motor vehicle
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Bottle Shape – Inherently Distinctive

• In re Creative Beauty Innovations, Inc. (TTAB 2000)
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Bottle Cap – Not Inherently Distinctive

• In re Pacer Tech. (Fed. Cir. 2003) 
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Bottle Cap & Shape – Inherently Distinctive

• In re The Procter and Gamble Co., (TTAB 2013)
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Taste/Flavor - Functional

• In re N.V. Organon (TTAB 2006) 
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Taste/Flavor - Functional

• In re Pohl-Boskamp Gmbh & Co., (TTAB 2013)
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Scents – Not Functional

• In re Clarke (TTAB 1990), floral plumeria blossom fragrance 

non-functional and registrable for yarn
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Scents –Acquired Distinctiveness/Supp. Reg. 

▪ Reg. No. 2463044 (June 26, 

2001) for cherry and other 

scents for synthetic 

lubricants

Supp. Reg. No. 5940433 

(December 17, 2019) for 

vanilla scent for modeling wax 

for dental purposes
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Scents—Acquired Distinctiveness

• Hasbro’s Reg. No. 5467089 Registered on May 
15, 2018, for the scent of Play-Doh.

• 2(f), claiming use since 1955.

40

“A unique scent formed 

through the combination of 

a sweet, slightly musky, 

vanilla-like fragrance, with 

slight overtones of cherry, 

and the natural smell of a 

salted, wheat-based 

dough.”



Van/Auto Trade Dress – Inherently Distinctive

▪ In re PRG Parking Mgmt., L.L.C. (TTAB 2003) 
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Sound - Functional

• In re Vertex Group LLP (TTAB 2009)
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Sound – Not Inherently Distinctive

• Nextel Comm., Inc. v. Motorola, Inc. (TTAB 2009)

“The mark consists of an 
electronic chirp consisting of a 
tone at 1800 Hz played at a 
cadence of 24 milliseconds ON, 
24 ms OFF, 24 ms ON, 24 ms 
OFF, 48 ms ON.”
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Sounds – Not Inherently Distinctive

• In re Powermat, Inc., 105 USPQ2d 

1789 (TTAB 2013)

“The mark is a sound. The mark 
consists of five short electronic chirps, 
lasting less than a half second, with 
each chirp increasing slightly in pitch 
from the previous chirp.”
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Sound Marks – Inherently Distinctive

Human Voice: Pillsbury 

Dough Boy Giggle

Musical Themes: 

“I don’t wanna grow up, 

I’m a Toys R Us Kid”

Animal Sounds: 

Duck quacking word AFLAC

Animal Sounds: 

lion roaring

Electronic Sounds: 

a metallic resonating sound 

followed by two electronic beeps 

and followed by a mechanical 

ratcheting sound

Single-note sounds: 

synthesized vibraphone-

musical note B

Rhythmic mechanical 

human breathing 

created by breathing 

through a scuba tank 

regulator.
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Sounds –Acquired Distinctiveness

▪ Reg. No. 2187082 (Sept. 8, 1998) for a combination of the 

sounds of thunder and rain with a strobe representation of 

lightening - for automatic produce misting units for delivering a 

timed water mist to fruits and vegetables in display cases

▪ Reg. No. 2495301 (Oct. 9, 2001) for a musical excerpt of 

fourteen bars from the second movement (Andante con 

tenerezza) of Howard Hanson's Symphony 2, op. 30 

(Romantic)) - for live and broadcast musical concerts
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Reg. No. 3155702 (Oct. 17, 2006) for 

wine

– The mark consists of a velvet textured 

covering on the surface of a bottle of wine. 

The dotted line in the drawing is not a 

feature of the mark but is intended to show 

the location of the mark on a typical 

container for the goods; the dark/lower part 

of the container drawing shows the mark. 

The stippling in the drawing is not a feature 

of the mark, but a representation of how 

one type of velvet covering may appear in 

visual form. The mark is a sensory, touch 

mark

Touch Mark – Inherently Distinctive
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Reg. No. 3250178 (June 12, 2007) for soft drinks

Touch Mark –Acquired Distinctiveness
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Reg. No. 2682410 (June 12, 2007) for skin soap

Touch Mark –Acquired Distinctiveness
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Color & Interior Motif– Not Inherently Distinctive

• In re Hudson News Co. (TTAB 1996), aff’d (Fed. Cir. 1997): 

“Applicant's blue design motif for retail newsstand services is 

not inherently distinctive, and therefore is not registrable 

without showing of acquired distinctiveness.”
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Building Interior/Exterior –Acquired Distinctiveness

• Reg. No. 3707623 (Nov. 10, 2009) for college sporting events

51



Building Interior/Exterior – Inherently Distinctive

• Doyle v. Al Johnson’s Swedish Restaurant & Butik, Inc., Cancellation 

No. 92054059

Reg. No. 2007624
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Buildings – Supp. Reg./Acquired Distinctiveness

Supp. Reg. No. 3150142 (Sept. 26, 2006) for restaurant services  
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Holograms – (Some) Inherently Distinctive

Clothing
Charge card and credit card 

services

Trading cards Pharmaceutical 

prescription pads Cosmetic products

▪PTO allows registration of hologram marks where application covers 

hologram of a particular design or shape. 
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Motion Mark - Functional

▪ In re Loggerhead Tools, LLC., 119 USPQ2d 1429 (TTAB 
2016)
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Motion – Inherently Distinctive

• Reg. No. 1928423 (Oct. 17, 1995) for computer 

generated sequence showing the central element from 

several angles as though a camera is moving around the 

structure – for motion picture films and other products

• Reg. No. 2092415 (Sept. 2, 1997) for  moving image 

design mark, comprised of an approximately five second 

visual sequence, depicts a city skyline, sky and water, 

enclosed in two concentric circles containing the words 

"BROADWAY VIDEO.”  As the city skyline comes into 

view the words "BROADWAY VIDEO" rotate clockwise 

within the circles surrounding the city.  The image 

concludes with a red lightning bolt entering the circle and 

forming a “V.”
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Motion –Acquired Distinctiveness

• Reg. No. 2793439 (Dec. 16, 2003) for a mark consisting of the 

unique motion in which the door of a vehicle is opened. The 

doors move parallel to the body of the vehicle but are gradually 

raised above the vehicle to a parallel position – for automobiles
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Motion – Human Gestures & Movement

• Reg. No. 3182163 (Dec. 12, 2006) 

(cancelled) for telecommunications 

services
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Motion – Failure to Function 

• In re The Ride, LLC, 2020 USPQ2d 

39644 (TTAB 2020)

59

live visual and motion 

elements of the trade dress 

of a guided bus tour in 

which as the bus 

approaches at least one 

predetermined location on 

the tour an entertainer who 

is dressed as a banker 

walks normally along the 

street and then performs a 

tap dance routine dancing 

act when the bus stops at 

the predetermined location 

as viewed from inside of the 

bus. 



The inherent utility of a claimed nontraditional mark may 

receive differing weight, depending on the circuit:

▪ most courts acknowledge that some degree of utility 

will not disqualify a claimed nontraditional mark from 

protection, see, e.g., Industria Arredamenti Fratelli 

Saporiti v. Charles Craig, Ltd., 725 F.2d 18 (2d Cir. 

1984); but

▪ the Third Circuit in particular equates functionality 

with usefulness. See Ezaki Glico Kabushiki Kaisha v. 

Lotte Int’l Am. Corp., 986 F.3d 250 (3d Cir.), as 

amended (Mar. 10, 2021), cert. denied, 142 S. Ct. 

420 (2021).

60

Protectability in the Regional Circuits—Functionality
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Protectability in the Regional Circuits—Functionality
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Protectability in the Regional Circuits—Functionality

So long as the design improves cost, quality, or the like, it 

cannot be protected as trade dress. The shape need only 

be useful, not essential.

….

[The plaintiff] argues that none of these features is 

essential to make the snack easy to eat. But that is the 

wrong test. [The defendant] has shown that [the 

plaintiff’s] design is useful and thus functional.

Ezaki Glico, 986 F.3d at 258, 259.



Courts differ on the evidentiary weight properly accorded to 

the disclosure of a related utility patent:

▪ consistent with the de facto practice of the TTAB, the 

claims and even the specification of a related utility 

patent often are fatal to trademark protection, see, 

e.g., Flexible Steel Lacing Co. v. Conveyor 

Accessories, Inc., 955 F.3d 632 (7th Cir. 2020); but

▪ some courts are receptive to arguments distinguishing 

that disclosure. See, e.g., McAirlaids, Inc. v. Kimberly-

Clark Corp., 756 F.3d 307 (4th Cir. 2014).
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Protectability in the Regional Circuits—Functionality
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Protectability in the Regional Circuits—Functionality



Results of past litigation involving the TrafFix patents:

▪ closely spaced springs did not literally infringe the 

patents; but

▪ closely spaced springs did infringe the patents under 

the doctrine of equivalents.

See, e.g., Sarkisian v. Winn-Proof Corp., 203 U.S.P.Q. 60 

(D. Or. 1978), aff’d, 697 F.2d 1313 (9th Cir. 1983).
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Protectability in the Regional Circuits—Functionality
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Protectability in the Regional Circuits—Functionality
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Protectability in the Regional Circuits—Functionality

Some opinions (and many law review articles) interpret TrafFix to 
hold that the disclosure of a related utility patent creates a 
presumption of utilitarian functionality, including:

▪ Specialized Seating, Inc. v. Greenwich Indus., L.P., 472 F. 
Supp. 2d 999, 1011 (N.D. Ill. 2007) (“The existence of a 
utility patent creates a presumption that the claimed 
features in a trademark registration are functional.”), aff'd, 
616 F.3d 722 (7th Cir. 2010); and

▪ Farmgirl Flowers, Inc. v. Bloom That, Inc., No. 14-CV-
05657-LHK, 2015 WL 1939424, at *6 (N.D. Cal. Apr. 28, 
2015) (“There is a heavy presumption that elements 
claimed in a utility patent are functional ….”).
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Protectability in the Regional Circuits—Functionality

A utility patent is strong evidence that the features therein 
claimed are functional. If trade dress protection is sought for 
those features the strong evidence of functionality based on 
the previous patent adds great weight to the statutory 
presumption that features are deemed functional until proved 
otherwise by the party seeking trade dress protection.

TrafFix Devices, 532 U.S. at 29-30 (emphasis added).
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Protectability in the Regional Circuits—Functionality

In a civil action for trade dress infringement under this 
chapter for trade dress not registered on the principal 
register, the person who asserts trade dress protection 
has the burden of proving that the matter sought to be 
protected is not functional. 

Section 43(a)(3) of the Lanham Act, 15 U.S.C. § 1125(a)(3) 
(2018).
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Protectability in the Regional Circuits—Functionality

[E]ven if there has been no previous utility patent the 
party asserting trade dress has the burden to establish 
the nonfunctionality of alleged trade dress features. 

TrafFix Devices, 532 U.S. at 31 (emphasis added).
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Protectability in the Regional Circuits—Functionality

McAirlaids, Inc. v. Kimberly-Clark Corp., 756 F.3d 307 (4th Cir. 

2014)
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Protectability in the Regional Circuits—Functionality

The presumption of validity that accompanies registered 
trade dress ‘has a burden-shifting effect, requiring the 
party challenging the registered mark to produce 
sufficient evidence’ to show that the trade dress is invalid 
by a preponderance of the evidence.”

McAirlaids, 756 F.3d at 312 (quoting Retail Servs., Inc. v. 
Freebies Publ’g, 364 F.3d 535, 542 (4th Cir. 2004)).



The role of design patents in the functionality inquiry does not 

lend itself to bright-line rules:

▪ many courts treat a related design patent as at least 

some evidence of nonfunctionality, see, e.g., Krueger 

Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 605 

(S.D.N.Y. 1996) (Sotomayor, J.); but

▪ not dispositive evidence. See, e.g., Secalt S.A. v. Wuxi 

Shenxi Constr. Mach. Co., 668 F.3d 677, 685 (9th Cir. 

2012).
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Protectability in the Regional Circuits—Functionality



Courts differ on the evidentiary significance of alternative 

designs:

▪ some hold that alternative designs are largely irrelevant 

to the functionality inquiry, see, e.g., Specialized 

Seating, Inc. v. Greenwich Indus., 616 F.3d 722 (7th 

Cir. 2010); but

▪ others have continued to take alternative designs into 

consideration. See, e.g., Bodum USA, Inc. v. Top New 

Casting Inc., 927 F.3d 486 (7th Cir. 2019).
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Protectability in the Regional Circuits—Functionality



Courts differ on the evidentiary significance of the plaintiff’s 

intent in adopting its nontraditional mark:

▪ a plaintiff’s intent to use its mark as an indicator of 

origin from its inception may favor a finding of 

nonfunctionality, see, e.g., Truck Equip. Serv. Co. v. 

Fruehauf Corp., 536 F.2d 1210 (8th Cir. 1976); but

▪ some courts have reacted negatively to such a 

showing. See, e.g., Groeneveld Transp. Efficiency, Inc. 

v. Lubecore Int’l, Inc., 730 F.3d 494 (6th Cir. 2013).
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Protectability in the Regional Circuits—Functionality



The significance of intentional copying to the secondary 

meaning inquiry may vary depending on the nontraditional 

mark at issue:

▪ where packaging is concerned, intentional copying 

usually is evidence of secondary meaning, see, e.g., 

Osem Food Indus. Ltd. v. Sherwood Foods, Inc., 917 

F.2d 161 (4th Cir. 1990); and

▪ this rule sometimes holds in the product configuration 

context, see, e.g., adidas Am., Inc. v. Skechers USA, 

Inc., 890 F.3d 747 (9th Cir. 2018); but

▪ it sometimes doesn’t. See, e.g., Craft Smith, LLC v. EC 

Design, LLC, 969 F.3d 1092 (10th Cir. 2020). 
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Protectability in the Regional Circuits—Distinctiveness



As in secondary meaning determinations, the significance of 

intentional copying to the infringement inquiry may vary 

depending on the nontraditional mark at issue:

▪ where packaging is concerned, intentional copying 

usually is evidence of infringement, see, e.g., 

Paddington Corp. v. Attiki Imps. & Distribs., Inc., 996 

F.2d 577 (2d Cir. 1993); and, once again,

▪ this rule sometimes holds in the product configuration 

context, see, e.g., Imagineering, Inc. v. Van Klassens, 

Inc., 53 F.3d 1260 (Fed. Cir. 1995) (applying Second 

Circuit law); but

▪ it sometimes doesn’t. See, e.g., Versa Prods. Co. v. 

Bifold Co. (Mfg.) Ltd., 50 F.3d 189 (3d Cir. 1995). 
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Liability in the Regional Circuits—Likely Confusion



When weighing the likelihood of confusion between colors, courts 

give Pantone number evidence differing weight:

▪ the Board has given it near-dispositive effect, see In re 

Medline Indus., 2020 U.S.P.Q.2d 10237 (T.T.A.B. 2020); 

and

▪ some courts similarly have held that the parties’ use of 

differing Pantone numbers weighs against liability, see, 

e.g., Vital Pharms., Inc. v. Monster Energy Co., No. 19-

60809-CIV, 2021 WL 3371942 (S.D. Fla. Aug. 3, 2021); but

▪ it may not be dispositive. See, e.g., Weems Indus. v. 

Teknor Apex Co., 540 F. Supp. 3d 839 (N.D. Iowa 2021).
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Liability in the Regional Circuits—Likely Confusion



A defendant’s labeling practices can have a significant effect 

on the likelihood of confusion between nontraditional marks:

▪ especially where product configurations are concerned, 

disclosure of the defendant’s name can preclude 

liability, see, e.g., Dorr-Oliver, Inc. v. Fluid-Quip, Inc., 94 

F.3d 376 (7th Cir. 1996); and, indeed,

▪ this rule dates back to the earliest litigation involving 

nontraditional marks, see, e.g., Flagg Mfg. Co. v. 

Holway, 59 N.E. 667 (Mass. 1901) (Holmes, C.J.); but

▪ the disclosure must be prominent enough to attract 

consumers’ attention. See generally Litton Sys., Inc. v. 

Whirlpool Corp., 728 F.2d 1423 (Fed. Cir. 1984) 

(applying Eighth Circuit law).
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Liability in the Regional Circuits—Likely Confusion



The eligibility of famous and distinctive nontraditional marks for 

protection against actual or likely dilution is a subject of 

controversy:

▪ at least some nontraditional marks have received 

protection under federal and state law, see, e.g., 

Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208 (2d Cir. 

1999) (federal and New York statutes); but

▪ the First Circuit has suggested in dictum that the 

constitution limits that protection, see I.P. Lund ApS v. 

Kohler Co., 163 F.3d 27 (1st Cir. 1998);
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The eligibility of famous and distinctive nontraditional marks for 

protection against actual or likely dilution is a subject of 

controversy:

▪ some courts have held that federal patent law has 

preemptive effect where product configurations are 

concerned, see, e.g., Schutte Bagclosures Inc. v. Kwik 

Lok Corp., 193 F. Supp. 3d 245 (S.D.N.Y. 2016), aff’d, 

699 F. App’x 93 (2d Cir. 2017); and

▪ at least one has held that the Copyright Act preempts 

the protection of product configurations under state 

dilution statutes. See Eyal R.D. Corp. v. Jewelex N.Y. 

Ltd., 784 F. Supp. 2d 441 (S.D.N.Y. 2011).
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An effective program for managing the brand equity of 

nontraditional marks under U.S. law should include:

▪ “look-for” advertising or some other affirmative notice that 

the claimed mark is, in fact, a mark;
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An effective program for managing the brand equity of 

nontraditional marks under U.S. law should include:

▪ “look-for” advertising or some other affirmative notice that 

the claimed mark is, in fact, a mark;

▪ federal registration, even if only on the Supplemental 

Register; 

▪ the careful drafting of utility patents; 

▪ the careful drafting of advertising copy; and

▪ a policing program.
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Considerations when drafting complaints:

▪ some courts require more than simple averments of 

nonfunctionality, see, e.g., Shandong Shinho Food Indus. 

Co. v. May Flower Int’l, Inc., 521 F. Supp. 3d 222 (E.D.N.Y. 

2021);  

▪ others require expanded averments of distinctiveness 

(especially acquired distinctiveness), see, e.g., Wolo Mfg. 

Corp. v. ABC Corp., 349 F. Supp. 3d 176 (E.D.N.Y. 2018);
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Considerations when drafting complaints:

▪ still other courts, especially in the Second Circuit, require 

complaints to define claimed nontraditional marks with 

specificity, see, e.g., Landscape Forms, Inc. v. Columbia 

Cascade Co., 113 F.3d 373 (2d Cir. 1997); but

▪ inclusion of photographs in a complaint can address that 

issue, see, e.g., Heckler & Koch, Inc. v. German Sports 

Guns GmbH, 71 F. Supp. 3d 866 (S.D. Ind. 2014); and, 

finally, 

▪ be careful with your exhibits. See Vaughn Custom Sports, 

Inc. v. Piku, 15 F. Supp. 3d 735 (E.D. Mich. 2014).
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Thank You

Theodore H. Davis, Jr.

Kilpatrick Townsend & Stockton

tdavis@kilpatricktownsend.com 

Kelu L. Sullivan

Kelly IP

kelu.sullivan@kelly-ip.com 


