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Converse, Inc. v. ITC (Fed. Cir. Oct. 30, 2018)

Converse, Inc. v. ITC
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Trademark Disputes in the ITC

Trademark Disputes at the ITC

• Jurisdiction:

• Domestic Injury Requirement

• Act of importation

• Remedy:

• limited or general exclusion 

orders and cease and desist 

orders.
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Converse v. ITC

• Clarifying the tests for determining 

secondary meaning and trade dress 

infringement, the U.S. Court of 

Appeals for the Federal Circuit 

vacated a 2016 ITC decision, holding 

that the ITC applied the wrong 

standard to both its invalidity and 

infringement determinations.

In Short
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Converse v. ITC

How Did We Get Here?

• Converse filed a complaint with 

the ITC in 2014 asserting trade 

dress rights in its signature 

Chuck Taylor® All Star ® shoe 

based on common law use since 

1932 and a 2013 federal 

trademark registration. The Midsole Mark
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1. Determination of

Secondary Meaning

2. Timing of Infringement

3. Likelihood of Confusion

Converse v. ITC

Issues on Appeal
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Converse v. ITC

Federal Circuit’s Multi-Factor Test for Secondary Meaning

1. Association of the trade dress with a particular source by actual 

purchasers;

2. Length, degree, and exclusivity of use; 

3. Amount and manner of advertising;

4. Amount of sales and number of customers;

5. Intentional copying; and 

6. Unsolicited media coverage of the product embodying the mark.
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Converse v. ITC

Timing of Infringement

• The ITC erred by not distinguishing 

between alleged infringers based on 

whether their infringement began 

before or after Converse’s 

September 10, 2013 registration 

date.
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Converse v. ITC

Likelihood of Confusion

• Borrowing from the “ordinary 

observer” test for design patent 

infringement, the Federal Circuit held 

in order to be infringing, the accused 

designs must be “substantially 

similar” to the protected trade dress

• Remanded for a reassessment using 

that standard
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Converse v. ITC

Dissent

• Judge O’Malley agreed that the panel 

was correct in vacating the ITC’s 

decision, but stated that the court 

should not have analyzed claims related 

to defendants that sold shoes prior to 

the issuance to Converse’s registration.  
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Converse v. ITC

• Converse must prove that its Chuck 

Taylor ® shoe acquired 

distinctiveness before the 

respondents began sales

• ITC must consider whether accused 

products are “substantially 

similar” to Converse’s trade dress

Issues on Remand
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Converse v. ITC

Scope of Converse

• Precedential effect—

proceedings before the ITC and 

TTAB proceedings on appeal to 

the Federal Circuit.
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Other ITC Apparel Cases

Certain Handbags, Luggage, Accessories, and Packaging 
Thereof, Inv. No. 337-TA-754, ID (Mar. 5, 2012) 

• The numerous and powerful 

remedies at the ITC, coupled with 

customs’ enforcement 

capabilities, may provide 

trademark owners with the ability 

to achieve effective non-

monetary relief against infringing 

activity.  
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Trade Dress: Nonfunctional & Distinctive

Secondary Meaning
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Secondary Meaning

Proving Secondary Meaning

• Trade dress is not 

inherently distinctive.

• Proving secondary 

meaning is a “serious 

burden.”

• Functionality 

considerations
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Secondary Meaning

MZ Wallace Inc. v. Black Diamond Group, Inc. et al, 1-18-cv-02265 
(S.D.N.Y. Dec. 20, 2018)

• MZ Wallace did not meet its 

burden of proving that its trade 

dress has acquired secondary 

meaning despite presenting 

evidence of millions of dollars of 

advertising expenditures. 
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Secondary Meaning Survey Evidence

Use of Consumer Surveys to Prove Secondary Meaning

• Survey methods should mirror the 

situation in which the ordinary 

person would encounter the 

trademark.

• The strength of the mark, factual 

circumstances, and positioning of 

the parties will dictate which survey 

format is most appropriate.
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Secondary Meaning Survey Evidence

Timing of Survey Evidence

• Some courts recognize it is unrealistic to expect a plaintiff to generate 

market studies until a potential infringer is discovered.

• But, Converse suggests that surveys conducted beyond 5 years from the 

registration date would be “too distant.”
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Secondary Meaning Survey Evidence

Considerations for Pre-Infringement Surveying

• Contemporaneous surveying 

would be the best evidence of 

acquired distinctiveness at the 

relevant time.

• However, these surveys may not 

find sufficient results and are 

likely discoverable.
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Secondary Meaning Survey Evidence

Considerations for Post-Infringement Surveying

• Survey questions may have a 

sufficiently reliable way of 

estimating consumer 

knowledge  at the time 

registration was sought. 

• Telescoping bias may lead to an 

underestimation of the passage 

of time. 
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Functionality Considerations

Determining Functionality

• A feature is functional if it is 

“essential to the use or purpose 

of the article or if it affects the 

cost or quality of the article.”

• Functionality is evaluated with 

regard to the trade dress as a 

whole.

26



Functionality Considerations

Aesthetic Functionality

• If a design’s aesthetic value lies in its ability to confer a significant benefit 

that cannot practically be duplicated by the use of alternative designs, then 

the design is “functional.” 

• The ultimate test of aesthetic functionality is whether the recognition of 

trademark rights would significantly hinder competition.

27



Timing Issues

Timing and Related Presumptions
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Timing and Presumptions

Registration Benefits

• Registration is prima facie evidence 

of the registered mark, the 

registrant’s ownership of the mark, 

and the registrant’s exclusive right 

to use the registered mark.
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Timing and Presumptions

Establishing Validity 

• Must establish secondary meaning before the 

first infringing use by each alleged infringer

• Registration entitles the owner to a presumption 

of validity that shifts the burden to the infringer

• Presumption of validity does not apply to 

infringement that began before registration.
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Timing and Presumptions

Rights Prior to Registration

• PTO is not asked to determine 

whether secondary meaning had 

been acquired at some previous 

date, and therefore registration 

cannot support a presumption of 

rights for the period before 

registration. 
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Timing and Presumptions

Registration Benefits

• The federal circuits are divided as to the 

evidentiary strength of the “prima facie 

evidence” of trademark validity.

• The majority rule is “prima facie evidence” 

shifts both the burden of proof and 

burden of persuasion.

• The minority rule is “prima facie evidence” 

shifts only the burden of production. 
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Timing and Presumptions

Burden Shifting Circuit Split
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Likelihood of Confusion

Factors and Types of Confusion
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Likelihood of Confusion

Relevant Inquiry

• “Whether there is a likelihood of 

confusion resulting from the total 

image and impression created by 

the defendant’s product or package 

on the eye and mind of an ordinary 

purchaser.”

35



Likelihood of Confusion

Initial Interest Confusion

• Infringement can be based upon confusion that 

creates initial customer interest, even though no 

actual sale is finally completed as a result of the 

confusion.
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Likelihood of Confusion

Post-Sale Confusion

• Likelihood of post-sale confusion is actionable and relevant to the 

trade dress infringement inquiry.

• Post-sale confusion occurs when consumers view a product 

outside the context in which it is originally distributed,” i.e., when 

someone other than the purchaser “simply see[s] the item after it 

has been purchased.”
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Likelihood of Confusion

Levi Strauss & Co. v. Blue Bell, Inc., 632 F.2d 817 (9th Cir. 1980)

• The Ninth Circuit held Wrangler’s use 

of a  projecting label is likely to cause 

confusion among prospective 

purchasers who carry even an 

imperfect recollection of Strauss’s 

mark and who observe Wrangler’s 

projecting label after the point of sale.
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• Converse held “[S]ubstantial similarity of 

appearance is necessarily a prerequisite 

to a finding of likelihood of confusion in 

product configuration cases.”

• In the design-patent context, 

infringement cannot be found unless an 

ordinary observer would perceive that 

the “two designs are substantially the 

same” to the ordinary observer.

Likelihood of Confusion

Substantial Similarity Requirement Comparison to Design Patent 
Ordinary Observer Standard  
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IP Protection for Products:
Case Studies in the Fashion Industry

IP Protection for Products
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IP Protection for Products

Types of IP Protection for Products

• A trademark protects a word, symbol, 

slogan, product configuration, color, 

design, etc., used with a product or 

service on the market. 

• A copyright protects the original artistic, 

literary, dramatic, or musical works 

presented in a tangible medium. 

• A patent protects a new and useful 

invention.  
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IP Protection for Products—Trade Dress

Adidas America et. al. v. Sketchers USA, Case 
No. 3:15-cv-01741-HZ (D. Ore. Aug. 3, 2017) 

• The District of Oregon denied Sketchers’ 

motion for summary judgment finding that 

Adidas could show it has protectable trade 

dress in its well-known Stan Smith shoe 

design because the design was recognizable 

to consumers and not functional.
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IP Protection for Products—Trade Dress

Christian Louboutin v. Yves Saint Laurent, 696 F.3d 206 
(2d Cir. 2012) 

• The Second Circuit held that the 

Red Sole Mark had acquired 

secondary meaning, but should 

be limited to uses in which the 

red outsole contrasts with the 

remainder of the shoe.
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IP Protection for Products

Case C-163/16, Christian Louboutin v. Van 
Haren Shoenen BV, 2017 E.C.R. 495

• Advocate General Szpunar of the CJEU 

classified the Red Sole Mark as a “shape 

mark” rather than a “colour mark” based 

on a finding that its source-identifying 

power stems from the color’s location on 

the shoe. 

• EU trademark law does not protect 

shape marks.
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IP Protection for Products

Case C-163/15, Christian Louboutin v. 
Van Haren Shoenen BV, 2018 E.C.R. 423

• The CJEU ruled that a mark 

consisting of a color applied to 

the sole of a shoe is not covered 

by the prohibition of the 

registration of shapes because 

the mark does not consist 

“exclusively of a shape.” 
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IP Protection for Products

Copyright

• Copyrights protect literary, musical, dramatic, and visual works.

• Visual arts include: pictorial, graphic, and sculptural works, as well as 

two and three-dimensional works of fine, graphic and applied art; 

examples can include jewelry, fabric patterns, appliqués, and belt 

buckles.
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IP Protection for Products--Copyrights

Star Athletica v. Varsity Brands, 137 S.Ct. 1002 (U.S. 2017)

• Creative elements that are “separable” from functional items can be 

protected under copyright law.
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IP Protection for Products

Patents

• Utility Patents protect the functional element of a product.

• Design Patents protect the ornamental appearance of 

utilitarian articles.

48



IP Protection for Products—Design Patents

Crocs, Inc. v. Int’l Trade Comm’n, 598 F.3d 1294 (Fed. Cir. 2010)

• In 2006, Crocs filed a petition with 

the ITC alleging importation of foam 

footwear that infringed both its 

utility and design patents.

• In 2008, the ALJ found that Crocs 

failed to meet the technical prong of 

the domestic industry requirement, 

and no infringement. 
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IP Protection for Products—Design Patents

Crocs, Inc. v. Int’l Trade Comm’n, 598 F.3d 1294 (Fed. Cir. 2010)

• The Federal Circuit, in reversing the 

ITC’s decision, cautioned against 

using a verbal construction as a 

checklist for design patent 

infringement, reiterating that the 

ordinary observer test requires a 

comparison of the patented and 

accused designs as a whole.
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Wrap Up: Takeaways and Best Practices
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Wrap Up: Takeaways and Best Practices

Vigilance and Mindfulness

• Consistent enforcement strategy.

• Consistent definition of the scope 

of protection 

• Conscious of global differences
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Wrap Up: Takeaways and Best Practices

Multipronged Approach

• One product can have trademark, copyright, and patent protection. 

• Trademark = Nike Swoosh

• Copyright = Fabric Pattern

• Design Patent = Shox Sole
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Questions?

Thank you!

Meredith M. Wilkes, Esq.

mwilkes@jonesday.com

Matthew Frisbee, Esq.

Frisbee@leasonellis.com


