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Today’s Discussion

• Ex Parte Reexamination Basics

• Reissue Basics

• Parallel Reexam/Reissue with AIA Trials and 
Litigation
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Overview of EPX Process

• Filing of request for reexamination 

– Anyone can file (third party, owner or PTO Director)

– During enforceable life of the patent

• PTO’s CRU (Central Reexamination Unit) 
evaluates request to determine whether it raises 
a substantial new question of patentability 
(SNQ).

• If request is granted, subsequent examination is 
conducted ex parte between owner and PTO.
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Reexam Requests by Requester
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Reexam Requests by Technology
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Criteria for Granting Request

• Must be based on printed publication prior art

• Must raise a question of patentability under

– 35 U.S.C. § 102 

– 35 U.S.C. § 103

– Double patenting

• SNQ – Substantial New Question of Patentability

– Substantial = Important to a reasonable examiner

– New = New to the PTO

• Question may be new, even if previously considered in court

• Typically a new question is based on new prior art

• But “old” prior art can raise an SNQP if viewed in new light.

10
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Request Grant Rate
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When Can a Request Be Filed?

35 U.S.C. §§ 301 and 302

• 35 U.S.C. § 302 states that a request may 
be filed “at any time”

• Rule 510(a):  “[A]t any time during the 
period of enforceability of a patent”

• The period of enforceability of a patent can 
be up to six years after the patent’s 
expiration

• A final court judgment of invalidity or 
unenforceability forecloses reexamination

12
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Request for Reexam 

35 U.S.C. §§ 301 and 302

• The initial document in any reexamination 
proceeding

• Very likely the only document submitted by 
a third-party requester in an ex parte 
reexamination

• Request must “set forth the pertinency and 
manner of applying cited prior art to every 
claim for which reexamination is 
requested.”
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Substantial

• “A prior art patent or printed publication 
raises a substantial question of patentability 
where there is a substantial likelihood that a 
reasonable examiner would consider the prior 
art patent or printed publication important in 
deciding whether or not the claim is 
patentable.”  MPEP § 2242(I)

• Need not create a prima facie case of 
unpatentability

14
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New Question of Patentability

• MPEP  § 2242(I):  “. . . a substantial new
question of patentability [may be] present, 
unless the same question of patentability 
has already been decided by

– (A) a final holding of invalidity, after all appeals, or

– (B) by the Office in a previous examination or 
pending reexamination of the patent.”

• Original examination, concluded reexamination, 
reissued patent, concluded review
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New Prior Art

• New prior art (i.e., not previously 
considered by the PTO) can be the basis 
for a successful request if it

– Is a printed publication

– Raises a substantial question of patentability 

– Is not cumulative to the old art in its technological 
teachings

– Catch phrase is “new, non-cumulative 
technological teaching”
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Old Art/SNQ

• Old art can present an SNQ:

– When the art is considered or presented in a new light
compared to its earlier use before the PTO

– Where there is a material new argument related to the art

– Where there is a material new interpretation of the art

– When the prior art is applied against different claimed subject 
matter compared to the subject matter the prior art was 
previously applied against

– When the prior art is combined in a new manner, including 
combinations of previously presented prior art with new prior art

– When a different statutory section provides the basis for using 
the prior art to reject the claim

– When a reissue is abandoned, the same outstanding rejection 
can raise an SNQ

17



ROPES & GRAY© Ropes & Gray LLP, 2018. All rights reserved. 

Order Granting Reexam

• If examiner finds an SNQ, examiner prepares 
an order granting reexam.

• A panel (examiner, examiner’s supervisor, 
and a person selected by the supervisor) 
must approve the order.

• Examiner may raise an SNQ not identified in 
the request (but this very rarely happens)

• Order is not an Office action, does not reject 
claims, just focuses on existence of SNQ(s).

18
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Order Granting Reexam cont’d

• Decision to order reexam is not petitionable

• But, owner can petition to vacate an ultra vires reexam 
(MPEP § 2246(II)) on the following grounds:

– Not based on printed publication

– All claims have been finally held invalid or unenforceable

– Wrong patent

– Request was a duplicate

– Based “wholly” on old question, old art

• Requester can oppose; opposition due in two weeks

• Owner can also appeal the existence of an SNQ, but 
must preserve issue by asking Examiner to reconsider

19
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Patent Owner Statement 

• If reexamination is ordered, patent owner may file a 
statement within 2 months (i) challenging existence 
of SNQ, (ii) pointing out reasons why the claims are 
allowable over the art, and/or (iii) amending claims.

• Most patent owners reasonably conclude the best 
course is to not file a statement

• If patent owner files a statement, requester may 
respond

• By waiting to respond to the first Office action, 
patent owner cuts off requester’s opportunity to be 
heard again

20
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Third-Party Response

• If a statement is timely filed, the requester 
may file a reply

• Must be filed within 2 months (no 
extensions)

• May address issues not raised in the 
patent owner’s statement and may include 
new art

• A copy of the reply must be served on 
patent owner

21
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First Office Action

• Once reexam is ordered, PTO is under statutory 
mandate to conduct reexam “with special 
dispatch.”

• PTO’s goal is to mail first Office action within six 
weeks, but it may take longer.

• Rejection must be based on SNQ

• PTO has discretion to reexamine claims for 
which reexamination was not requested, but 
policy is not to

• All Office actions are reviewed by panel
22
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Ex Parte Reexam Pendency
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Interviews

• Restricted by Rule 560:

– At a time the examiner designates

– Not conducted prior to the first Office action

– Must be arranged in advance

– Only between patent owner and PTO

– Must later file written summary per Rule 560(b)

• An excellent way to advance prosecution

• Only one interview granted between issuance of 
Office action and filing a response

• Can be conducted almost like a hearing
24
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Owner’s Response

• PTO normally sets a two months response period, 
but it might be one month or 30 day deadline 

• Response must be fully responsive

• Best (perhaps, only) time to present evidence 

– Hard to do after final rejection

– Board rules do not permit new evidence on appeal

– Substantial evidence standard of review at Federal Circuit 
means PTO almost always wins factual issues on appeal

– Evidence may be critical for obviousness issues

– If request had declaration to explain content of prior art, 
filing a counter declaration is strongly recommended
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Extensions of Time

in Third-Party-Requested Cases

• Request EOT under 37 C.F.R. §§ 1.550(c) and 1.181

• Not automatically granted

• Patent owner must show “sufficient cause” for an extension of a 
shortened statutory period and “exceptional circumstances” for 
subsequent petition

• Patent owner must show:

– What actions have been taken, and

– Why additional time is needed

• Extension must be requested on or before deadline.

• Decided by CRU.

• If response is late, revival for unintentional delay may be possible

• Easier in owner-requested reexams

26
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Claim Amendments

• Patent owner may cancel claims

– Canceled claims retain their original number

• Patent owner may add new claims

– New claims are sequentially numbered

– May require payment of an excess claim fee

• Patent owner may amend original claims

– Claim markings must be relative to the patent in effect on 
the date when the request was filed

– Use underlining and brackets (no strike-throughs)

– Parenthetical expressions are different — e.g., “(Twice 
Amended)”
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May Not Broaden Claims

• Amended and newly added claims may 
not have a scope that is broader than the 
originally issued claims

• Test for broadening in reexamination is the 
same as in reissue

– A claim is broadened if it is broadened in any 
respect (even if narrowed in other respects)

– Any-conceivable-apparatus-or-method test

28
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Amending Independent Claims

• A patent owner should avoid amending 
independent claims:

– to prevent intervening rights

– to avoid a clear path for a design-around

• When you must amend an independent claim: 

– Search specification for all options

– Dependent claims are safest choice to avoid 
broadening or adding new matter

– Make sure that each independent basis for 
patentability is independently presented
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Limited Purpose 

for Amending Claims

• 35 U.S.C. § 305 seems to permit only two 
reasons for amendments:

– Distinguish over § 301 prior art, or

– Respond to a rejection

• S.W. Bell Telephone v. Arthur A. Collins, 
279 F. App’x 989 (Fed. Cir. 2008) 
(nonprec.)

• Cordis v. Medtronic AVE, 511 F.3d 1157 
(Fed. Cir. 2008)
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Second Office Action

• Rejections usually made final

• Amended and new claims compared against the 
patentability requirements of 35 U.S.C. § 112

• The PTO will also consider whether new or 
amended claims present a double patenting 
issue

• The PTO says it does not currently consider §
101 issues during reexamination (other than 
statutory double patenting) but sometimes it 
does

31
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Reasons for Allowance

• The MPEP requires examiners to provide 
reasons for patentability of reexamined 
claims

• The patent owner may respond to the 
examiner’s reasons for allowance within 
the time specified by the examiner
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After-Final Practice: 

Amendments

• PTO normally sets a response period of two 
months

– If response is filed, the time period continues to run

– If response is the first after the final rejection and a 
notice of appeal has not yet been filed, the time 
period will be automatically extended by one month

• After-final amendments may be entered in the 
following circumstances:

– Historically permitted rather liberally

– But, criteria is Rule 116, so be prepared to satisfy it.
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No RCE or Continuation

• The patent owner may not file an RCE or a 
continuation application

• BUT, the patent owner can attempt to 
petition for permission to reopen 
prosecution 

– “RCR” – request for continued reexamination

– See Mar. 1, 2005 Official Gazette Notice 

• Appeal is the only other recourse

34
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Petitions in Reexamination

• Petition rules

– Rule 181:  General petition for supervisory review

– Rule 182:  Questions not specifically provided for

– Rule 183:  Suspension of rules

• Who decides?

– Rule 181:  CRU

– Rule 182:  OPLA

– Rule 183:  OPLA

• Search for petitions at:

– https://www.uspto.gov/patents-application-process/petitions

– http://www.google.com/googlebooks/uspto-patents-petitions.html
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Practice Tips for Petitions

• Do not combine separate requests for relief into a 
single petition.

– Identify correct rule and file a single petition for 
each relief requested

• Provide a caption with citation to correct rule.

• Do not petition appealable issues.

• If a time period applies, file within period.

• Include a general authorization to charge deposit 
account in addition to paying fee for petition in a 
reexam, which is $1,940 under 37 CFR 1.20(c)(6). 
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Multiple Reexaminations

• When a subsequent request is filed during 
the pendency of an earlier reexamination, 
the proceedings will generally be merged

• The merger decision is within the sole 
discretion of the PTO and is typically made 
after the patent owner and requester of the 
subsequent request are given an 
opportunity to file a statement and reply, 
respectively
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Request Filed During Pendency 

of Earlier Reexamination

• Subsequent request must raise SNQ based on 
claims in effect at time of decision (i.e., original 
claims).

• Reexam cannot be ordered based solely on SNQs 
relating to new or amended claims.

• If subsequent request raises SNQ regarding original 
claims, then new and amended claims can be 
attacked too.

• Examples

– 90/007,475 and 90/008,060

– 90/010,851, 90/010,981 and 95/001,505
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“Quasi Inter Partes” Examples

Third party files a second request . . .

1) citing additional prior art to cure a deficiency in 
the references relied on by the PTO in a 
pending reexamination

2) directed at new or amended claims (provided it 
raises an SNQ with respect to original claims)

3) with “new light” evidence, such as evidence 
establishing the dates of public availability of 
printed publications

39



ROPES & GRAY© Ropes & Gray LLP, 2018. All rights reserved. 

Today’s Discussion

• Ex Parte Reexamination Basics

• Reissue Basics

• Parallel Reexam/Reissue with AIA Trials and 
Litigation

40
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Reissue Filings and Grants
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Reissue vs. Owner-Requested 

Reexam
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Statutory Requirements for Reissue

• Oath/declaration must identify at least one error, 

• Not necessary to recite 

– How the error was made

– Who made the error

– When the error was discovered

• Other, unidentified errors can also be corrected 
if the errors are the type that can be corrected by 
reissue

– For example, a change of claim scope may require a 
change to inventorship
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Statutory Requirements for Reissue

• Reissue application is a modified version of regular 

application.

– Same fees for a regular patent application apply to 

reissues.

• The application for reissue of a patent constitutes an 

offer to surrender the patent

– Surrender takes effect upon reissue of the patent and 

physical surrender of the original patent is not required

• In contrast to reexamination, reissue can be granted 

only for the unexpired term of the original patent. 
44
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Errors Not Correctable by Reissue

• Failure to meet the requirements of
35 U.S.C. § 112(a)

• (Pre-AIA) Inequitable conduct

• Deliberate acts

– Failure to file divisional application

– Undesired or unnecessary terminal disclaimer
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Errors Correctable by Reissue

1. Broaden overly narrow claims

2. Claim different subject matter (overlooked aspects)

3. Narrow overbroad claims

4. Add new “hedge” dependent claims

5. Cancel unwanted claim (when correcting other error; otherwise just 
use disclaimer)

6. Correct defects in specification text

7. Correct defects in drawings

8. Change inventorship

9. Add or correct priority claim missing or incorrect

10. Address translation errors

11. Correct anything else that renders patent inoperative or invalid
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Errors Corrected by Reissue in 2011
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Correctable Errors –

New Dependent Claims

• Failure to include specific dependent claims is 
an error correctable by reissue

– In re Tanaka, 640 F.3d 1246 (Fed. Cir. 2011)

– MPEP § 1402 (9th ed.)

• Dependent claims are by definition narrower 
than the independent claim from which they 
depend

• Simple basis for filing a reissue application 
without altering the original claims
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Correctable Errors –

Broadened Claims

• A claim has been broadened if it is broader in 
scope than any claim of the original patent.

• Any conceivable product or process test

– “[I]f any amended or newly added claim in the reissue 

contains within its scope any conceivable product or 

process which would not have infringed the patent, 

then that reissue claim would be broader than the 

patent claims.”

– MPEP § 1412.03(I) 

• The deadline for filing a broadening reissue is 
the second anniversary of the patent grant. 
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Correctable Errors –

Broadened Claims

• Analysis of broadening is performed on a claim-by-
claim basis so a finding of invalidity of a claim is not 
relevant to other claims. Arcelormittal France v. AK 
Steel Corp., 2014-1189 (Fed. Cir. 2015). 

• Analysis relates to the status of the claims at the 
time that the reissue application was filed. 

– Reissue claims were held to be invalid despite being 
narrower than the original claims because they were 
broader than the claims remaining in the patent after a 
disclaimer and the reissue application was filed more than 
two years after the grant date of the original patent.  Vectra 
Fitness v. TNWK, 162 F.3d 1379 (Fed. Cir. 1998).
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Correctable Errors –

Broadened Claims

• Continuing Reissue Applications

– Once a broadening reissue application has been filed within the 

two-year period, additional broadening amendments can be 

made, even after the two-year deadline.  

• In re Doll, 419 F.2d 925 (CCPA 1970).

– Further broadening of claims is also permitted in a reissue 

application filed after the two-year deadline as a continuation of 

a broadening reissue that was timely filed within two years of the 

original patent grant.  

• In re Staats, No. 2010-1443 (Fed. Cir. Mar. 5, 2012).

• MPEP 1412.03(IV).
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Correctable Errors –

Broadened Claims – In re Staats
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Mechanics of Filing 

a Reissue Application

• Requirements for filing

– All requirements for regular application apply

• Use preliminary amendments 

• Example:  Appl. No. 14/198,368

– Additional unique requirements  

• Reissue oath or declaration 

• Either

– Written consent of all assignees or 

– Written confirmation of the absence of an assignee  

• Filed by patent owner voluntarily

– Assignee(s) can file if non-broadening or original patent 
was filed by assignee under AIA

– Otherwise, inventor(s) must file
53
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Examination of Reissue 

Applications

• The claims in a reissue application are subject to 
any and all rejections the examiner deems 
appropriate.

• No presumption of validity during reissue

• Examined by examiners at the Central 
Reexamination Unit (CRU)

• Usual prosecution rules apply (mostly)

– Deadlines

– Extensions of time (shortened if concurrent litigation)

– Finality, after-final practice

– Appeals
54
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Amendments in Reissue

• Format for showing amendments

– Omitted matter must be enclosed in brackets. 

– Added matter must be underlined. 

– All changes are with respect to the patent in its 
condition when the reissue application was filed 

– Amendments are not cumulative, so when text is 
amended again it must be done with respect to 
the patent in effect when reissue application was 
filed (usually the original patent).

– See 37 C.F.R. § 1.173(d); MPEP § 1453(IV).  
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Duty of Disclosure in Reissue cont’d

• Duty of Disclosure for “New” Prior Art

– A patent cannot be reissued solely for the purpose of adding 
citations of additional prior art.  

– However, new references can (and should) be submitted in a 
reissue application when some qualifying error has been 
identified as the basis for the reissue.

• Duty of Disclosure for “Old” Prior Art

– No need to cite again references cited in the original patent.

– Reissue examiner should consider and list on a PTO-892 form 
all references cited during the original prosecution (unless 
narrowing claim amendments cause some of the references to 
no longer be relevant).

– To ensure that all original prosecution references are listed on 
the front face of the reissue patent, file an IDS. 
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Divisional and Continuation 

Applications in Reissue

• Divisionals and continuations are permitted in 
reissue

– In re Graff, 111 F.3d 874, 876 (Fed. Cir. 1997); MPEP 
§ 1451.

– Treated, to the extent possible, like continuations and 
divisionals of non-reissue applications.  

– No limit to the number of divisional and continuation 
applications that can be filed.

• Rule 177 requires each of multiple reissues for 
the same patent to identify the others by 
application number.
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Restriction in Reissue

• Restriction is not permitted among the original 
claims

• Restriction affecting new claims is permitted

– Between new claims and original claims

– Among the new claims

– Usual restriction criteria apply in these scenarios

• Original claims are constructively elected unless 
disclaimed
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Protests

• When permitted?

– Permitted in reissue after publication of the reissue 
application in Official Gazette.  

– Not permitted in an application for an original patent

• Who may file a protest?

– Any member of the public

– May be filed anonymously

• How must a protest be filed?  

– By mail.  See MPEP Ch. 1900
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Content of Protest

• Identification of the patent application

• Certificate of service on applicant (in accordance with 37 
C.F.R. § 1.248)

• Listing of the information relied upon (Form PTO-1449 
recommended)

• Concise explanation of relevance of listed information

• Copies of all listed information in written form (or pertinent 
portions thereof)

• English translation of any non-English information

• Statement that either (a) this is the protestor’s first protest in 
the application or (b) why a second or subsequent protest 
should be entered
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Content of Protest cont’d

• No limit on content of protest

“Any information which, in the protestor’s opinion, 
would make the grant of a patent improper can be 
relied on in a protest under 37 CFR 1.291.”  MPEP 
§ 1901.02.

• Supporting declarations or affidavits

• Portions of litigation-related documents

• Must be complete; generally no opportunity to 
supplement

• Example:  Appl. No. 14/198,368
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PTO’s Handling of Protest

• No acknowledgment sent to protestor (except return 
postcard, if included)

• PTO will check for service

• PTO will generally not address issues of fraud or 
inequitable conduct

• PTO may give applicant opportunity to comment

– Deadline is usually one month

• If protest is proper, complete and timely, examiner will 
consider its merits

• Timing is key!
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Timing of Protest in Reissue

• File within two months following announcement in 
Official Gazette regarding reissue application

• Wait to file at your peril

– Filing a protest after the two-month period risks receipt of the 
protest after issuance of an action by an examiner.

– Worst case scenario:  First action allowance

• Protest is permitted later

– A protest may be submitted after a first Office action.

– If prosecution has not closed, examiner will consider the protest 
in the next Office action. 

– No petition required for entry of protest before final rejection or 
closure of prosecution but after prosecution has closed, it is 
necessary to file a petition for entry under 37 C.F.R. § 1.182
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Reissue Ex Parte Reexam

Reissue Ex Parte Reexam

Broadening permissible within two years of 

issuance

No broadening permitted

Many types of corrections may be made such as 

addition of a claim.  However, if reissue is sought 

based only on a prior art document then at least 

one claim must be narrowed.

Basis for request must be printed prior art 

document, but the claims need not necessarily be 

narrowed.

Reissue and reexamination are handled by Central Reexamination Unit

Familiar and flexible rules of prosecution generally 

apply

Prosecution rules are unique and less flexible.

Reissue permits extension of time as a right Must petition for extension of time

Reissue permits the filing of continuations, 

divisionals, and requests for continued exam

Claims subject to restriction requirement, which 

may provide protection against patent owner 

estoppel under 37 C.F.R. § 42.73(d)(3)

No restriction requirements
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Reissue Ex Parte Reexam

Reissue Ex Parte Reexam

Prosecution is re-opened and all issues may be 

considered with respect to all claims in the patent

Prosecution is re-opened but only regarding a 

ground that raises a substantial new question 

(SNQ) of patentability under §§ 102 or 103 for 

specified claims.  No analysis of §§ 101 or 112.  

Third parties can file anonymous protests. No participation by third parties.

Reissue prosecution can be terminated by patent 

owner.

Patent owner cannot terminate reexamination.

If a reissue application is pending when all claims 

are cancelled via a review proceeding or a 

reexamination, file a petition under 37 C.F.R. 

1.183 to request waiver of the provisions that 

would otherwise prevent claims to be prosecuted 

that were previously pending in the reissue 

application.

If a reexamination is pending when a certificate 

issues in another proceeding cancelling all of the 

claims of the patent, no further Office proceedings 

will be conducted.  MPEP § 2288.

Amended/added claim effective from the date of the reissue/reexam certificate forward, unless the 

claim has the same scope as an original claim, in which case it has a retroactive effect.  Intervening 

rights may arise.
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Timing and Reissue vs. 

Reexamination

• Thresholds

– May be difficult to raise an SNQ after institution of a review 
proceeding

– Reissue is easily initiated

• Time bars

– If a petition for a review proceeding is potentially time barred use 
reexamination instead of reissue because reissue results in the 
surrender of the original patent and the issuance of a new patent 
while reexamination merely amends the patent. 

– See BioDelivery Science Int’l, Inc. v. MonoSol, LLC, IPR2013-
00315 (PTAB Nov. 13, 2013); Aspex Eyewear, Inc. v. Marchon 
Eyewear, Inc., 672 F.3d 1335, 1341-42 (Fed. Cir. 2012). 

66



ROPES & GRAY© Ropes & Gray LLP, 2018. All rights reserved. 

Board Authorization

• Reissue and owner-initiated reexamination require 
prior Board authorization because the Board 
exercises jurisdiction over the patent under 37 
C.F.R. § 42.3(a)

– Greene’s Energy v. Oil States Energy, IPR2014-
00216, Paper 15 (July 1, 2014) 

• If Patent Owner files a request for reexamination 
or reissue, Patent Owner must file an updated 
mandatory notice with the Board to satisfy 37 

C.F.R. § 42.8(a)(3).

– Game Show Network v. Stephenson, IPR2013-00289, 
Paper 21 (Jan. 21, 2014).
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Reissue and Notification Duty

• Duty to Notify

– Upon filing a reissue application, the applicant 
“must call to the attention of the Office any prior 
or concurrent proceedings in which the patent (for 
which reissue is requested) is or was involved, 
such as interferences, reissues, reexaminations, 
or litigations and the results of such proceedings.” 

– This duty continues until the reissue application is 
abandoned or issues as a reissue patent. 
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Concurrent Reissue & Review/Reexamination:

Merger, Suspension & Concurrent Prosecution

• PTO decides on a case-by-case basis but seeks to avoiding 
inconsistent results that may occur from concurrent 
prosecution of a reissue application while another proceeding 
is pending

• For reissue and a review, 

– Consider stipulating not to amend any original claims.  See GEA 
Process Eng’g, Inc. v. Steuben Foods, Inc., IPR2014-00041, Paper 13 
(Dec. 6, 2013)

• For reissue and reexam, OPLA decides in response to a 
petition or sua sponte

– Merger with reexamination is generally favored by PTO.  Exceptions:  
One proceedings is close to completion and the other proceeding is in 
an early stage.  In such a situation, the mature proceeding will be 
allowed to proceed and the other proceeding will be suspended.

– Suspension is the usual result if no merger
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Today’s Discussion

• Ex Parte Reexamination Basics

• Reissue Basics

• Parallel Reexam/Reissue with AIA Trials and 
Litigation
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In re Gordon F. Bremer

Background

• April 6, 2004

– U.S. Patent No. 8,023,580 (the ’580 patent) issued

• March 20, 2014

– Third Party Requester (“Requester”) filed an IPR petition of 
claims 1-2, 4-5, 10, 13, 19-22, 49, 52-54, 57-59, 61-62, 66, 
70, and 76-79 of the ’580 patent based on a “Draft 
Standard” reference alone or in view of U.S. Patent No. 
5,706,428 (Boer) (IPR2014-00514)

– Requester also filed a second IPR petition of the same 
claims of the ’580 patent based on the admitted prior art in 
view of Boer (IPR2014-00518)
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• September 9, 2014

– PTAB denied institution of the ’514 petition of all 
challenged claims for failing to establish that the “Draft 
Standard” reference is a printed publication

• September 23, 2014

– PTAB instituted the ’518 petition with respect to claims 1, 
4, 5, 10, 13, 20-22, 54, 57, 58, 61, 62, 66, 70, and 76-79 
(pre-SAS Institute), and it denied institution with respect to 
claims 2, 19, 49, 52, 53, and 59

• October 21, 2014

– Requester filed a third IPR petition of the claims denied in 
the ’518 petition based on the same art (IPR2015-00114)
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In re Gordon F. Bremer

Background

• January 28, 2015

– PTAB denied institution of the ’114 petition under 325(d) 
because its only difference from the ’518 petition is the 
presence of “further reasoning in support of the same 
combination of prior art”

• September 17, 2015

– PTAB issued an FWD in the ’518 IPR holding that all of the 
claims under review were unpatentable
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Request for Ex Parte Reexam

• September 12, 2016

– Requester filed a request for ex parte reexamination of 
claims 2 and 59 of the ’580 patent, and reexamination was 
ordered

• September 30, 2016

– After reexam was ordered, Patent Owner filed a petition 
requesting the Director to exercise her authority under 
325(d)

• November 28, 2016

– The Office dismissed Patent Owner’s petition
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Ex Parte Reexam

• March 31, 2017; July 18, 2017

– The Office rejected claims 2 and 59 in a non-final Office 
Action and again in a final Office Action

• September 18, 2017

– Patent Owner filed a petition requesting reconsideration of 
the Director’s decision to not exercise her authority under 
325(d)

• December 18, 2017

– Patent Owner appealed the final rejection to the PTAB
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Patent Owner’s Petition

• Patent Owner requested the Office to:

– Reconsider the Office’s denial of the petition 
requesting reexam denial under 325(d)

– Vacate the order for reexam

– “Terminate” the reexam and issue an order 
denying reexam under 325(d)
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USPTO Denied 

Patent Owner’s Petition

• The Office stated that 325(d) does not 
“provide the Office with the discretion to 
terminate an ongoing reexamination 
proceeding . . . if no petition requesting 
such relief is filed until after reexamination 
has been ordered.”

• The Office’s discretionary determination 
under 325(d) is not petitionable once the 
order granting reexam has issued
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New Arguments Presented

• The Office further found that Requester 
presented new arguments in its request for 
reexam

– In the ’518 IPR, the Board found that the Requester had 
not sufficiently explained how Boer taught one of the 
limitations of claims 2 and 59

– In the ’114 IPR, the Board denied institution because the 
Requester only presented “further reasoning in support of 
the same combination of prior art” to show claims 2 and 59 
unpatentable

– But in the request for reexam, the Requester presented art 
not previously cited or considered by the Office that more 
clearly teaches the missing limitation of claims 2 and 59
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Patent Owner Harassment 

• Where multiple challenges have been filed with 
the Office against the patent requested to be 
reexamined, the Office balances the protection 
of the patent owner against harassment with the 
public interest in ensuring the validity of patent 
claims

• Office found no harassment

– IPR petitions filed against different patents are irrelevant

– The simultaneous filing of IPR petitions is not necessarily 
evidence of harassment due to petition word limit 
constraints
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Patent Owner Harassment 

• Specifically, the Office found persuasive that:

– The Requester’s arguments apply to a limitation recited in each 
of the only two claims requested to be reexamined

– That claim limitation is the focus of the reexamination proceeding

– The Requester’s arguments in the request, with respect to how 
the prior art specifically teaches that claim limitation, were not 
previously presented to the Office

– Requester’s arguments clearly set forth how the prior art relied 
upon in the request is believed to teach that claim limitation

– The Office determines that Requester’s arguments with respect 
to that claim limitation have merit, such that order for 
reexamination is warranted

80



ROPES & GRAY© Ropes & Gray LLP, 2018. All rights reserved. 

35 U.S.C. § 314(a) Inapplicable 

to Ex Parte Reexamination

• “An ex parte reexamination proceeding . . . 
is not an inter partes review proceeding. 
35 U.S.C. 314(a) does not apply to ex 
parte reexamination proceedings.”

• Therefore, the Board’s denial of institution 
in the ’114 IPR—particularly its reasoning 
pursuant to 314(a)—was inapplicable in 
the Office’s reexam order
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Requirements for Filing 325(d) 

Petitions in Reexam

• A petition must be filed before the USPTO 
issues the order for reexam

• The petition must not address any other 
issues

• The petition should request waiver under 37 
CFR 1.183 of the provisions of 37 CFR 
1.530(a) and the second sentence of 37 CFR 
1.540, on the basis that the petition is limited 
to issues involving 35 U.S.C. 325(d)
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Section 304 Does Not Bar 

Consideration of § 325(d)

• Since Congress passed § 325(d) after §
304, the Office may deny reexam “on the 
basis that the same or substantially the 
same prior art or arguments previously 
were presented to the Office, even if a 
substantial new question of patentability is 
determined to be raised by the request.”
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Apple v. IXI IP, LLC

Background

• October 2, 2014

– Patent Owner filed a patent infringement suit against 
Petitioner in district court

• June 19, 2015

– Petitioner filed an IPR petition challenging every claim of 
Patent No. 7,039,033 asserted in the district court litigation

• December 21, 2016

– The Board instituted and issued a FWD holding every 
challenged claim unpatentable
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Apple v. IXI IP, LLC

Background

• The Board’s decision was appealed and upheld by 
the Federal Circuit

• March 24, 2017

– While the IPR was on appeal, Patent Owner sought ex 
parte reexamination of the ’033 patent

• May 17, 2017

– USPTO granted the reexamination request
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Apple v. IXI IP, LLC

Background

• February 1, 2018

– USPTO issued a reexamination certificate cancelling 
original claims 48-55, amending claim 56, and adding 
claims 57-124

• November 8, 2018

– Petitioner filed six IPR petitions directed towards the newly 
issued claims with motions for joinder and/or consolidation 
to join and/or consolidate the six petitions with the ’1444 
IPR

• January 16, 2019

– The Board issued a trial certificate cancelling all claims 
challenged in the IPR
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The Board Denied Motion for Joinder 

and/or Consolidation

• Joinder to an already-instituted proceeding may be 
authorized when warranted, but the decision to 
grant joinder is discretionary. 35 U.S.C. § 315(c).

• Consolidation, like joinder, is discretionary and may 
occur “during the pendency of an inter partes 
review, if another proceeding or matter involving the 
patent is before the Office.” 35 U.S.C. § 315(d).

• Board denied to join and/or consolidate:

– The petitions were filed several years after the one-month 
deadline set by rule. 37 C.F.R. § 42.22

– There was no pending IPR to join and/or consolidate—
after the trial certificate issued, the IPR ended
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Petitions were Time-Barred

• IPR may not be instituted if the petition requesting the 
proceeding was filed more than one year after the date on 
which the petitioner was served a complaint alleging patent 
infringement. 35 U.S.C. § 315(b)

• Click-to-Call Tech., LP v. Igenio Inc., 899 F.3d 1321 (Fed. 
Cir. 2018): Fed. Cir. found that a reexamined patent is still 
the original patent.

• Senju Pharmaceuticla Co. v. Apotex Inc., 746 F.3d 1344, 
1352 (Fed. Cir. 2014): “Reexamination does not involve the 
filing of a new patent application nor the issuance of a new 
patent.”

• Therefore, the Board found that the six petitions against the 
’033 patent were time-barred.
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Toshiba v. Anza Tech.

Background

• September 11, 2018

– Petitioner filed an IPR petition

• March 14, 2019

– Board instituted the IPR

• April 16, 2019

– Third party requested ex parte reexamination

• May 2, 2019

– Reexamination request granted
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Toshiba v. Anza Tech.

Background

• June 24, 2019

– Patent Owner requested permission to file a 
motion seeking a stay of the ’287 Reexam

• June 27, 2019

– Petitioner indicated that it did not oppose Patent 
Owner’s motion provided that a stay would not 
impact the schedule in the IPR

• June 28, 2019

– Board authorized filing the motion
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PTAB Stayed the Reexam

• The Board considered factors identified in the USPTO’s Notice 
Regarding Options for Amendments by Patent Owner Through 
Reissue or Reexamination During a Pending AIA Trial Proceeding:

– Whether the claims challenged in the IPR are the same as or depend directly or 
indirectly from claims at issue in the reexamination;

– Whether the same grounds of unpatentability or the same prior art are at issue in 
both the IPR and the reexamination;

– Whether simultaneous conduct of the reexamination and IPR will duplicate 
efforts within the Office;

– Whether the reexamination and could result in the inconsistent results with the 
IPR;

– Whether amending the claim scope in one proceeding would affect claim scope 
in the other;

– The respective timelines and stages of each proceeding;

– The statutory deadlines of the reexamination and IPR; and

– Whether a decision in the IPR would likely simplify issues presented in the 
reexamination or render it moot.
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The Board’s Findings

• Despite the IPR and reexam having only 
one common claim, the Board still stayed 
the reexam for the following reasons:

– Prior art cited in IPR and reexam substantially 
overlap, therefore likely resulting in wasteful 
duplication of effort within the Office

– Reexam was at an earlier stage than IPR; no 
Office Actions were issued, and the Patent Owner 
already filed a response
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Thank You!

93


