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 Sanctions applicable to U.S. persons

 Focus on patents

U.S. Sanctions
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 Within three months of taking office, President
Joe Biden issues Executive Order 14024
on April 15, 2021

 Was in response to:
• Interference in 2020 U.S. elections
• Russia’s continuing occupation/annexation of Crimea of Ukraine
• SolarWinds cyberattack

 Significantly expanded categories of Russian 
entities that could be targeted for sanctions.

April 2021
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 Directive issued by OFAC concurrently with 
Executive Order

 Prohibits U.S. banks from primary market for 
trading bonds issued by Central Bank of Russia

April 2021
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 OFAC (Office of Foreign Assets Control) issues and 
manages U.S. sanctions

 Part of U.S. Treasury Department

 Under U.S. Treasury Department’s
Office of Terrorism and Financial Intelligence

OFAC
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Treasury Annex



 OFAC determines who to sanction, 
called “Specially Designated 
Nationals” (SDNs)

 SDNs includes people, organizations, 
ships, and aircraft

 Lists are part of sanctions programs 
on countries, terrorism, narcotics, 
WMD

OFAC
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OFAC’s web site



 OFAC issues directives to carry out 
executive orders & Treasury 
regulations (31 CFR)

 OFAC is mostly lawyers and financial 
investigators

OFAC
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 OFAC issues Directive 1A on 22 Feb. 2022,
two days before invasion

 Adds prohibitions on U.S. banks from trading in 
secondary markets for bonds issued by Central 
Bank of Russia

T minus 2 days
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T minus 0 – Invasion Begins
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Ukraine Russian 
Federation



Russian colonel Mikhail Khodarenok
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 Four days after invasion, OFAC issues 
Directives 2, 3, 4 concurrently

 Directive 4 prohibits:
• “any transaction involving the Central Bank of the Russian 

Federation”

• “evades or avoids, has the purpose of evading or avoiding”
• “causes a violation of, or attempts to violate”
• “any conspiracy formed to violate” prohibition

T plus 4 days
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 OFAC issues General License listing exceptions 
to Directive 4

 Transactions that “are ordinarily incident and 
necessary to . . . day-to-day operations in the 
Russian Federation, . . .

 through 12:01 am [EDT] on June 24, 2022.”

T plus 6 days
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 OFAC sometimes issues “General Licenses” with 
its directives

 A general license authorizes a particular type of 
transaction without the need to apply for a license

 Contrast with “specific license,” which requires a 
license application

OFAC General license
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 Biden signs Executive Order 14066, 8 Mar. 2022

 Prohibits oil imports from Russia

 Prohibits “new investment in the energy sector” of 
Russia

T plus 12 days
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 Biden signs Executive Order 14068, 11 Mar. 2022

 Prohibits imports from Russia of seafood, alcohol, 
diamonds

 Prohibits exports of “luxury goods” to Russia

 Prohibits “new investment in any sector” of 
Russia as may be determined by Treasury Dept.

T plus 15 days
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T plus 35 – Bucha Massacre Uncovered

22

By Військове телебачення України - File:Місто_Буча_після_звільнення_від_російських_окупантів.webm, CC BY 
3.0, https://commons.wikimedia.org/w/index.php?curid=116665772

By Ukrinform TV, CC BY 3.0, https://commons.wikimedia.org/w/index.php?curid=116667064



 Biden signs Executive Order 14071

 Prohibits “new investment” in Russia
by a U.S. person, wherever located,
as determined by U.S. Treasury

 Applies to foreign offices of U.S. corporations
 Applies to foreign nationals located in U.S.
 Prohibits “facilitation” of new investment too

T plus 15 days (6 Apr)
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 “investment” = a commitment or contribution of 
funds or other assets . . . drawdowns on existing 
lines of credit

- U.S. Treasury FAQ 540 on Ukraine/Russia-Related Sanctions

New Investment
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 U.S. Congress passed H.R. 6968 on Apr. 7

 Bans importation of Russian coal, gas, oil

 President is authorized to remove the ban after 
certifying to Congress that Russia:

• (1) has agreed to withdraw forces from Ukraine;
• (2) poses no immediate military threat to any NATO member; 

and
• (3) recognizes right of Ukrainian people to freely choose their 

own government

U.S. Congress
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U.S. House of Representatives, Wikipedia



 U.S. and Russia are members of the WTO

 Treaty requires countries to offer each other best possible 
trade terms, i.e. “most favored nation” status.

• U.S. calls it “permanent normal trade relations (PNTR)”

 Treaty has exception for national security (Article XXI)

 U.S. banned Russian oil–and diamonds, seafood, vodka

U.S. Congress
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U.S. House of Representatives, Wikipedia

Apr. 7, U.S. Congress voted to strip 
permanent normal trade 
relations (PNTR) from Russia, 
100-0 in Senate, 420-3 in House

Apr. 11, President signed



 OFAC authorizes, without an end date:

 “filing and prosecution of any application to obtain a patent, 
trademark, copyright, or other form of intellectual property 
protection”

 “receipt of a patent, trademark, copyright”

 “renewal or maintenance”

 “opposition or infringement proceeding”

T plus 70 days (5 May)
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 OFAC prohibits, starting on 7 June:

 “accounting, trust and corporate formation, and 
management consulting” in Russia

 Excludes services to U.S.-owned entities with a subsidiary 
in Russia

 Excludes services to wind down business as long as not 
owned by Russian

T plus 73 days (8 May)
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Timeline
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March 2

Exception issued 
through 12:01 
a.m. on June 24, 
2022

March 4

USPTO terminated 
engagement with 
Rospatent

March 11  

USPTO terminated 
Patent Prosecution 
Highway relationship 
with Rospatent

April 6 

Executive order 
prohibiting “new 
investment” in 
Russia by U.S 
person

May 5

Treasury authorized 
certain transactions 
in IP protection in 

the Russian 
Federation that 

otherwise would be 
prohibited under the 

sanctions

Russian Invasion 
of Ukraine Begins

February 24

Amendment to 
Compulsory Licensing 
Decree – for patent 
holders from 
“unfriendly” countries, 
compensation rate 
reduced to 0%

March 6

Law Allowing for 
Suspension of IP 
rights – Permits 
list of goods for 
which IP rights 
can be suspended

March 8

Resolution providing 
exception to exhaustion of 
rights – once certain goods 
are sold outside Russia, the 
owner is no longer able to 
prevent the resale of such 
goods in Russia by others 
(list of such goods published 
May 6)

March 29

February 28 

Directive from 
Office of Foreign 
Assets Control in 

Treasury 
Department

Published list of 
goods for which 
parallel imports 
are allowed

May 6
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Innovation Law | E. Jay Wilusz | May 31, 2022

What IP Related Transactions are Allowed under the US 
Instituted Sanctions (under G.L. 31 to E.O. 14024)?

I.  US INSTITUTED SANCTIONS DO NOT PROHIBIT IP TRANSACTIONS:

A.   Communications with the Eurasian Patent Office (EAPO)

B.   Payments to the EAPO 

C.   Communications with Russia Patent Office (Rospatent)

D.   Payments to Rospatent (via Central Bank under G.L. 31) for patent prosecution 
proceedings can proceed as usual
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Innovation Law | E. Jay Wilusz | May 31, 2022

What IP Transactions are Prohibited under the US Instituted 
Sanctions (E.O. 14024, 31 CFR part 587, and G.L. 31) ?

I.  US INSTITUTED SANCTIONS DO PROHIBIT transactions for the following:

A.  Opening or maintaining a correspondent account or payable-through account for or on   
behalf of foreign financial institutions determined to be subject to prohibitions of Directive 2

B.  Any debit to an account on the books of a U.S. financial institution of the Central Bank    
of the Russian Federation, the National Wealth Fund of the Russian Federation, or the 
Ministry of Finance of the Russian Federation; or 

C.  Any transactions prohibited by: 

1. E.O. 14066 (importation of Russia fossil fuels into the US or investments into the   
energy sector of Russia) or 

2. E.O. 14068 (certain importations in the US of non-pharmaceutical products and 
certain non-pharmaceutical related transactions). 
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Innovation Law | E. Jay Wilusz | May 31, 2022

Delay or Avoid Prosecution of RU Patent Applications?

35

I. Why Delay Prosecution Now?

A. You may want to take a “wait and see” approach for the war in the Ukraine to resolve

B. Moral reasons

C. USPTO has terminated engagement and PPH with Rospatent and EAPO     
NOTE: Do NOT use Rospatent as an ISA or IPEA for PCT applications

D. Russia Countersanctions - Lack of Respect for IP owned by entities from 
“Unfriendly States” 

II. Why Pursue Filings Now?

A. Russia Intellectual Property Rights have terms of protection that last decades  
(patents 20 years trademarks unlimited 10-year renewals)

B. US Business Interests in Russia will one day Re-emerge 



Innovation Law | E. Jay Wilusz | May 31, 2022

List of Unfriendly States Subject to Russia Countersanctions 

The countries which have instituted sanctions 
against Russia and which are subject to Russia 
Countersanctions as “Unfriendly States” include:

Albania, Andorra, Anguilla, Australia, Bahamas, 
British Virgin Islands, Canada, the European Union, 
Finland, Gibraltar, Iceland, Japan, Liechtenstein, 
Micronesia, Monaco, Montenegro, New Zealand, 
North Macedonia, Norway, Republic of Korea, San 
Marino, Singapore, Switzerland, Taiwan, Ukraine, 
the United Kingdom and the United States.
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Innovation Law | E. Jay Wilusz | May 31, 2022

Expectation: File/Prosecute EAPO Patent Applications that 
Designate Russia but Delay Rospatent RU Registration
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I.   Delay Prosecution and Grant of RU Patents - File in the Eurasian Patent Office (EAPO): 

A. File patent applications in the EAPO (to designate and eventually enter Russia)

B. Utilize the 12-month EAPO grace period to delay patent examination (i.e., file in EAPO 43 
months after PCT filing – EAPO has 31-month filing deadline and 12-month grace period)

C. Utilize unlimited extensions of time to delay RU patent grants (to prevent Rospatent 
registration and maintenance fee payments)



Innovation Law | E. Jay Wilusz | May 31, 2022

Expectation: Maintain Existing Patent Applications in 
Rospatent but Delay Responses and Avoid Payments

I.   Existing Patent Applications filed in Rospatent (not in the EAPO)

A. For RU applications with an outstanding office action 

File an office action response without incurring fees 
(no new claims and within un-extended response period)

B.  Hybrid Approach - *File a divisional application (fee is required but allows up to 36 
months to request exam and an additional 12 months for revivals if abandoned) 
AND either:

1. Allow the parent application to go abandoned – OR
2.  Maintain the parent application as per A

*If a divisional application cannot be filed, then respond to any office actions per A
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Innovation Law | E. Jay Wilusz | May 31, 2022

Expectation: Passive Abandonment and Revival 

I.   PATENT APPLICATIONS

RU patent applications may be revived within 12 months after lapse

II.  PATENTS

RU patents may be revived from failure to pay maintenance fee within 2 years from due date
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Innovation Law | E. Jay Wilusz | May 31, 2022

US Office of Foreign Asset Control Specially Designated 
Nationals and Blocked Persons List (SDN)

• If you are concerned that any entities with whom you are doing business in Russia may be an 
SDN barred entity, please consult the searchable OFAC SDN List at 
https://sanctionssearch.ofac.treas.gov/

40

https://sanctionssearch.ofac.treas.gov/


Trademark and Copyright 
Protection in Russia

September 6, 2022



Trademark and Copyright Protection in 
Russia
• Peppa Pig, Gaston the Ladybird, and Other IP Court Cases

– Some judges using sanctions as justification to find no infringement
– Others focusing on the merits

• Copycat Trademark Filings
• Parallel Imports
• Active Copyright Infringement – movie pirating

© 2022 Fredrikson & Byron, P.A.42



Court Decision – eOne’s Peppa Pig
• Peppa Pig Lawsuit filed September 2021 – trademark infringement
• Plaintiff:  Entertainment One UK Ltd (“eOne”) (UK Company) owned 

by Hasbro (US Company)
• Peppa Pig – animated British TV show

– 2004 – First season
– Currently renewed through 2027
– Broadcast in over 160 countries
– Translated into more than 40 languages
– Theme parks, books, feature films, video games
– 2019 – Hasbro purchased eOne for $3.8 billion

• eOne actively enforces its IP
– In Russia, filed multiple lawsuits in 2021
– Several Peppa Pig infringement cases currently pending

© 2022 Fredrikson & Byron, P.A.43



Court Decision – Peppa Pig (cont’d)
• Defendant:  Russian entrepreneur who created his own infringing version of Peppa Pig

– Used two Peppa Pig trademarks:  “Peppa Pig” and “Daddy Pig”
• Regional court:  Russian Arbitration Court in Kirov (north of Moscow)
• Initial Judgment:  awarded $400 
• Subsequent ruling on March 3rd (one week after invasion):  case dismissed

– Defendant can continue to use the plaintiff’s IP without owner’s consent or compensation
• Justification:  The judge called the plaintiff’s case an “abuse of rights” under Article 10 of 

the Russian Civil Code as a result of the UK sanctions.
– Article 10:  if a person acts unfairly or with intent to harm another person, a court can deny 

protecting the perpetrator’s rights based on the abuse.
– Judge:  decision was based at least in part on the “unfriendly actions of the United States of 

America and affiliated foreign countries.”
• Lowest level court for civil economic disputes

© 2022 Fredrikson & Byron, P.A.44



Reaction to Peppa Pig
• Immediate reaction in IP world
• Multiple articles discussing implications since decision

– Indication of “Russian courts’ attitude toward trademark rights of owners from 
unfriendly countries.”

– The ruling “may have severe global implications for IP rights and protections.”
– The ruling “is alarming for many reasons and opens up the door to rampant 

abuse of others’ intellectual property rights, including trademark and copyright 
rights.”

– “[M]any famous brand owners and retailers are now concerned that their 
goods will be subject to rampant infringement in Russia.”

• Doomsayers could be 100% correct

© 2022 Fredrikson & Byron, P.A.45



Court Decision – eOne’s Gaston the Ladybird
• Trademark opposition filed by eOne in 2021
• Gaston the Ladybird

– From Ben & Holly’s Little Kingdom – British animated TV series
• Defendant was using a logo similar to the Gaston character
• August 2021 – Rospatent sided with eOne and refused registration
• Applicant filed appeal in Court of Intellectual Property Rights in Moscow

– Similar to Court of Appeals for the Federal Circuit here in the U.S. – all IP appeals 
handled by this court

• March 18, 2022 – Court dismissed appeal
– Court did not consider the home jurisdiction of eOne
– Held that an appeal to protect IP is not an “abuse of rights”

• Subsequently – eOne filed Peppa Pig appeal on March 21st 
– Didn’t consider merits of claims
– Not based on any laws/treaties
– Conclusion of “abuse of rights” incorrect

© 2022 Fredrikson & Byron, P.A.46



Other Court Decisions
• Trademark infringement lawsuit in Crimean court

– Filed by U.S. company
– Court rejected lawsuit, relying the same “abuse of rights” rationale as the 

Peppa Pig decision
– “Taking into account the restrictive measures against Russia and location 

of the plaintiff (the US), the court finds that plaintiff’s actions aimed at 
obtaining financial compensation while Russian residents do not have the 
same opportunities in the US constitute abuse of rights.”

• Other courts finding middle ground
– At least one court held an infringer liable for infringement occurring prior 

to the sanctions

© 2022 Fredrikson & Byron, P.A.47



Copycat Trademark Filings
• Multiple Russian applicants filing trademark applications for well-known Western marks

• Typically – clear cases of “trademark squatting” prohibited by trademark offices
• May not be rejected by Rospatent
• Most filed without fee payment – can be delayed as much as 8 months

– Waiting to see what happens?

• Could be existing franchisees seeking to continue running their businesses
• Unpredictable situation

© 2022 Fredrikson & Byron, P.A.48



McDonalds
• March – temporarily closed all 850 outlets
• Uncle Vanya logo

– Chair of Russian State Duma (reportedly):  all McDonald’s should be replaced 
with a restaurant called “Uncle Vanya”

– Soon after – trademark application was filed for a logo that looks like the 
Golden Arches turned sideways (with the name “Uncle Vanya” beneath it)

– Subsequently – the application was withdrawn
• Last week – McDonald’s announced it is planning to sell its 

Russian locations and exit the Russian market after 32 years
– Removing branding (Golden Arches, etc.)
– But will retain its trademarks to the name and logo

© 2022 Fredrikson & Byron, P.A.49



Parallel Imports
• New Law (March 8th)

– Emergency powers created under which any IP rights can be suspended
– The Ministry of Industry and Trade can create a list of goods/groups of goods to which 

the suspension applies
– Rationale: to address product shortages resulting from sanctions and embargoes

• Russian authorities:  This is an attempt to “defend the interests of domestic consumers for 
products of those foreign companies that left the Russian market under the sanctions
regime imposed by ‘unfriendly’ countries.”

• Decree 506 (March 30th) – exception to exhaustion of rights
– Goods first sold outside Russia by IP owner cannot be prevented (by the owner) from 

being resold IN Russia
• Not counterfeit goods – must be sold legitimately by the owner outside Russia

– Provides for the creation of a list (as authorized by the March 8th law)
– Considered temporary (but no time limitation provided in decree)

© 2022 Fredrikson & Byron, P.A.50



Parallel Imports – List of Goods Published
• April 19th – Ministry adopted Order 1532 – List of Categories of Goods

– More than 50 broad product categories
– Examples:  pharmaceuticals, chemical products, medical devices, mineral fuel, 

cosmetics, paper and cardboard products, toys, electrical devices, textiles, wool, 
soaps

– Categories subdivided to clarify/define certain goods
– Also included list of companies with products that fall into these categories

• Examples:  Apple, Samsung, Siemens, Volvo, Philips, IBM, Lenovo, 3M, Nintendo
– Also included list of specific trademarked names that qualify

• Examples:  X-Box, Huggies, Cadillac, Bentley, Playstation

• Published May 6th and Effective May 7th

• Expected to be amended and likely expanded 

© 2022 Fredrikson & Byron, P.A.51



Parallel Imports – What Happens Next?
• Before Decree 506 – Standard IP Registration Process for Foreign Companies

– Register their IP with the Federal Custom Service (FCS)
– FCS then notified the registrant of any suspicious import

• What Happens as a Result of Order 1532?
– Likely no tracking or notification by the FCS
– Could result in increase in both parallel imports AND counterfeit goods

• Exclusion from List May Be Possible
– Reports:  Ministry wants to determine exclusions on case-by-case basis

• One reported rationale:  to remove goods of IP owners who resume production/importation
– Head of Ministry (in early May interview):  No one has contacted the Ministry to date to 

request removal
– Process and expectations of success unknown

© 2022 Fredrikson & Byron, P.A.52



Active Copyright Infringement

• Paramount, Disney, Warner Bros, and Sony cancelled movie 
releases after invasion, and Netflix pulled out as well

• Movie Piracy – Russian cinema chains now showing U.S. movies 
downloaded from the Internet

– Batman – premiere in April
– Don’t Look Up
– Red Notice

© 2022 Fredrikson & Byron, P.A.53



Trademark/Copyright Outlook

• Questionable IP enforcement BEFORE invasion
– 2020 – Office of U.S. Trade Representative put Russia on watch list

• Cited “lack of robust enforcement of IP rights”
• Huge market for counterfeit goods

– December 2020 – Putin signed law under which Russia’s national laws take 
precedence over international treaties

• Likely violate the prevention of domestic legislation circumventing international 
obligations (Vienna Convention)

– 2018 – Russian Supreme Court – some parallel imports permissible (based 
on behavior of rights owner)

• Could go back to Soviet-era IP regime, with little protection for 
foreign companies

© 2022 Fredrikson & Byron, P.A.54
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