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What Is The Metaverse?

One or more immersive, often taking the form of 3D, interactive 
online experiences typically utilizing virtual reality and/or 

augmented reality technology and/or devices and frequently, 
though not exclusively, used for gaming, whether through 

“centralized” gateways or “decentralized” gateways.

“ “
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What Is The Metaverse?

One or more immersive, often taking the form of 3D, interactive 
online experiences typically utilizing virtual reality and/or 

augmented reality technology and/or devices and frequently, 
though not exclusively, used for gaming, whether through 

“centralized” gateways or “decentralized” gateways.“
“ COMMON DEFINITION

A SERIES OF VIRTUAL 

WORLDS THAT CAN BE 

EXPLORED AS AN AVATAR
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Metaverse Platforms

Centralized Decentralized
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Plant Patents

Design Patents

• Novel

• Originality

• Ornamentality

• Subject matter must be 

an article of manufacture

Utility Patents

• Novel

• Useful

• Non-obvious

• Subject matter eligible

Types of Patents
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Whoever invents or discovers any new and useful 

process, machine, manufacture, or composition of 

matter, or any new and useful improvement thereof, may 

obtain a patent therefor, subject to the conditions and 

requirements of this title. 

35 U.S.C. § 101
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Inventions That Are Patent Eligible
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Laws of nature, natural phenomena, and abstract ideas are 

not patentable. We have interpreted § 101 and its 

predecessors in light of this exception for more than 150 

years. 

Alice Corp. Pty. Ltd. v. CLS Bank Intern., 573 U.S. 

208, 216 (2014)
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Inventions That Are Not Patent Eligible
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• Hardware based inventions

• Improved CPUs and GPUs supporting metaverse processes

• VR/AR/XR headsets

• Software based inventions

• Processes performed in the metaverse

• Utilizing non-fungible tokens 

• Synchronizing states of the metaverse environment

• Proving and maintaining ownership of assets in the metaverse

• Simulating real-world environments in a virtual environment

1

Types of Metaverse Inventions 
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• Within the past 2-3 years, the bar for overcoming or avoiding subject matter eligibility challenges 

has been lowered since Alice

• The 2019 PEG and 2019 Update clarified the standard for eligibility at the examination stage

• Step 2A has been split into two prongs

• Step 2A, Prong One

• Step 2A, Prong Two

• Step 2B has largely remained the same

2

Subject Matter Eligibility - Overview
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• Step 2A, Prong One

• Identify the specific limitation(s) in the claim under examination (individually or in combination) 

that the Office believes recites an abstract idea; and 

• Determine whether the identified limitation(s) falls within the subject matter groupings of 

abstract ideas enumerated in Section I of the 2019 PEG

• Subject Matter Groupings

• Mathematical concepts

• Certain methods of organizing human activity

• Mental processes
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Subject Matter Eligibility - Overview
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• Step 2A, Prong Two

• The Examiner must evaluate whether the claims, as a whole, integrate the recited judicial 

exception into a practical application of the alleged exception

• What does integrating the recited judicial exception to a practical application mean?

• A claim that integrates a judicial exception into a practical application will apply, rely on, or 

use the judicial exception in a manner that imposes a meaningful limit on the judicial 

exception, such that the claim is more than a drafting effort designed to monopolize the 

judicial exception

• Ways to show a practical application?

• Improvement to the functioning of the computer

• Improvement to technology

4

Subject Matter Eligibility - Overview
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• What does this mean for metaverse innovations?

• For hardware based innovations, subject matter eligibility is likely to not be an issue

• For software based innovations, petitioners would be prudent to continue taking steps to 

anticipate a subject matter challenge

• How to position yourself in a strong position to avoid or anticipate a subject matter challenge?
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Subject Matter Eligibility – Metaverse innovations
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You already know how to do this!
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Subject Matter Eligibility – Metaverse innovations

Metaverse

Blockchain

AI
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• Techniques for overcoming or avoiding subject matter challenges in other technical fields, such 

as, blockchain innovations and artificial intelligence innovations can be extended to metaverse 

innovations

• Simply performing the same process in a metaverse environment is not enough

• First and foremost, get technical

• Go beyond simply referring to a process executing within a generic metaverse environment

• What step or steps are needed for the process to work within a metaverse environment?

• Establish a narrative

• Why is this invention important?

• Why is it an improvement over prior metaverse systems

• How does it achieve this improvement, in a technical sense
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Subject Matter Eligibility – Metaverse innovations
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• Adequately describe the claimed improvement

• Per the October 2019 Update, an avenue for overcoming SME challenges is by pointing to 

portions of the specification that describes the improvement set forth by the invention

• When conducting the disclosure call, be sure to understand what the improvement is for the 

invention

• Understanding how prior art or conventional systems work, the limitations of these 

systems, and how the present invention overcomes these limitations

• Enough detail such that a POSITA can understand that there is an improvement

• Avoid using boiler plate language and figures

• Examiners tend to focus on phrases in the specification such as “general-purpose computer”

• Describe the point-of-novelty with as much detail as possible

Drafting Techniques for Anticipating SME Challenges
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• Interview, interview, interview

• Despite the constant training and updates from the Patent Office, each examiner has their own 

interpretation of the guidelines

• Identify the true concerns of the examiner

• Remember, this may be new territory for some examiners

• Being able to explain the invention and how it differs from conventional systems is key

• Focus on the guidelines

• Challenge Step 2A, Prong One “groupings” using the detailed analysis in the October Update

• Challenge a lack of practical application 

• Challenge the Examiner’s analysis for each step

Techniques for Overcoming SME Challenges in Prosecution 
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Subject Matter Eligibility – Metaverse innovations
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• Companies have been filing applications focused on innovations in the metaverse for several 

years

• Novelty/Non-Obviousness

• Similar considerations to eligibility

• Simply confining a process to the metaverse may not be enough for obviousness

• Identify any step or steps that differ because of the change in environments

• Describe the step or steps in sufficient detail
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Novelty/Non-Obviousness – Metaverse innovations



www.dlapiper.com 11



www.dlapiper.com

Thank you
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Alice and the 

risks it creates for 

metaverse 

inventions

8
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Laws of nature, natural phenomena, and abstract ideas are 

the basic tools of scientific and technological work. 

Monopolization of those tools through the grant of a patent 

might tend to impede innovation more than it would tend to 

promote it, thereby thwarting the primary object of the patent 

laws. 

9

Rationale For Patent-Eligibility Exclusions
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Stating an abstract idea while adding the 

words “apply it” is not enough for patent 

eligibility. Nor is limiting the use of an 

abstract idea to a particular technological 

environment. Stating an abstract idea 

while adding the words “apply it with a 

computer” simply combines those two 

steps, with the same deficient result.

Alice Corp. Pty. Ltd. v. CLS Bank 

Intern., 573 U.S. 208, 223 (2014)
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The Alice Decision:
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The Alice Test

Step one:  Is the claim directed to a 

patent-ineligible concept, 

i.e., a law of nature, a 

natural phenomenon, or an 

abstract idea?

Step two:  Do the claim elements, 

considered both individually 

and as an ordered 

combination, add 

“significantly more” than the 

patent-ineligible concept?

11
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Patent-Ineligible Abstract Ideas

Data processing

• collection/analysis of info

• encoding/decoding image data

Mathematical algorithms

• converting BCD numerals to 

pure binary numerals

12

Methods of organizing 

human activity

• hedging

• intermediated settlement

Mental steps

• email screening

• managing a game of bingo

• comparing genetic sequences



Reed Smith

Patent-Eligible Non-Abstract Inventions

Computer memory 

• self-referential table promoting 

smaller memory requirements

• enhanced computer memory 

system

Computer security

• behavior-based virus scanning

• BIOS-stored license authorization

Sensor arrangements
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3-D

• lip synchronization of 3-D 

characters

• method for navigating 3-D 

spreadsheet

Certain GUIs

• Electronic trading GUI

• improved user interface for 

small screens

Curing synthetic rubber
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Example of 

Eligible Patent
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Example of Eligible Patent
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Example of Eligible Video Game Patent

Blackbird Tech LLC v. Niantic, Inc., 2018 WL 5630452 

(D. Del. Oct. 31, 2018)  
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The claimed technology allegedly solves the problem in the existing art of 

being confined to a “predetermined and merely virtual location” in a video 

game by “incorporating a user’s physical location as part of the game 

environment.” (D.I. 13 ¶ 15 (quotation marks omitted) ). This is done by 

the specific means of first taking camera images of the user’s physical 

location, and then mapping those images as a video into the virtual 

game environment. ’127 patent, claim 1. The asserted claims, like in 

McRO, are “directed to the creation of something physical”—the display of 

camera images depicting the user’s location overlaid with the virtual 

images from the video game “for viewing by human eyes.” 

Blackbird Tech LLC v. Niantic, Inc., 2018 WL 5630452, *4 

(D. Del. Oct. 31, 2018) (emphasis added)
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Example of Eligible Video Game Patent
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Claim 1, for example, recites a “computer system” with two standard 

components: memory and a processor. See ‘325 Patent at 42: 39–40, 58. 

The memory must be capable of running a program which retrieves 

information over the internet—for example the user’s location—and 

integrates that information into a virtual environment. Id. at 41–52. 

However, the claim does not recite what is unique about the computer 

memory used, such that some specialized memory would be required, or 

how the enumerated tasks are to be accomplished.

Barbaro Technologies, LLC v. Niantic, Inc., No. 18-cv-02955-RS, 

slip. op. at 5 (N.D. Cal. May 31, 2020) (emphasis added)
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Example of Ineligible Patent
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Ubisoft Entertainment, S.A. v. Yousician Oy, 401 F.Supp.3d 644 (E.D.N.C. 

2019) (interactive guitar game)

White Knuckle Gaming, LLC v. Electronic Arts Inc., 2016 WL 3129133 (D. 

Utah June 2, 2016), aff’d 683 F. App’x 931 (Fed. Cir April 6, 2017) 

(updating software parameters of sports video games)

Barbaro Technologies, LLC v. Niantic, Inc., No. 18-cv-02955-RS, slip op. 

(N.D. Cal. May 21, 2020) (integrating real-time location information into a 

three-dimensional virtual environment)

iLife Technologies, Inc. v. Nintendo of America, Inc., No. 3:13-cv-4987-M, 

slip op. (N.D. Tex. Jan. 17, 2020) (system within a communications device 

capable of evaluating movement of a body relative to an environment)

Worlds Inc. v. Activision, 537 F. Supp. 3d 157 (D. Mass. 2021), aff’d No. 

2021-1990 (Fed. Cir. Mar. 20, 2022) (system and method for enabling 

users to interact in a virtual space)

19

Patents Found Ineligible
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Gree v. Supercell, 2020 WL 4799770 (E.D. Tex. Aug. 6, 2020) (patents 

disclosing, inter alia, a specific manner of displaying a shooting 

mechanism involving a two-touch operation)

Blackbird Tech LLC v. Niantic, Inc., 2018 WL 5630452 (D.Del. Oct. 31, 

2018) (patent directed to incorporating a user’s physical location as part of 

the video game environment)

20

Patents Found Eligible
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Questions?

21
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Thank you!
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