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Basis for Willful Patent Infringement  - 35 U.S.C. 
§ 284 - Damages

2

Upon finding for the claimant the court shall award the claimant 

damages adequate to compensate for the infringement, but in no event 

less than a reasonable royalty for the use made of the invention by the 

infringer, together with interest and costs as fixed by the court.

When the damages are not found by a jury, the court shall assess them. 

In either event the court may increase the damages up to three times 

the amount found or assessed. Increased damages under this 

paragraph shall not apply to provisional rights under section 154(d).

The court may receive expert testimony as an aid to the determination of 

damages or of what royalty would be reasonable under the 

circumstances.
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Willful Infringement  (Prior to 2007)

Underwater Devices Inc. v. Morrison-Knudsen Co. (Federal 
Circuit 1983)

• The standard for whether an accused infringer willfully infringed a 
patent was whether the accused infringer employed an “affirmative 
duty of care” 

• A finding of patent infringement carried a high risk of a finding of 
willful infringement absent some form of prior mitigation by the 
defendant

• Vast majority of companies addressed the willful infringement risk by 
pro-actively seeking invalidity and non-infringement opinion letters

3
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Willful Infringement (2007 – 2016)

In re Seagate Technology LLC (2007)

• The Federal Circuit’s 2007 Seagate decision effectively decreased the 
risk of a court finding willful infringement in patent infringement cases by 
eliminating the “affirmative duty of care” 

• The  Federal Circuit replaced it with a requirement that the patentee show 
"clear and convincing evidence that the infringer acted despite an 
objectively high likelihood that its actions constituted infringement of a 
valid patent, and if the patentee met this threshold showing, it then had to 
show that the "objectively-defined risk... was either known or so obvious 
that it should have been known to the accused infringer

• Under this legal and legislative landscape, the practice of obtaining 
opinion letters became much less common
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Willful Infringement (Post 2016)

Halo Elecs. Inc. v. Pulse Elecs. (Supreme Court 2016)

• The Supreme Court abrogated Seagate and renewed the emphasis on 
pre-litigation knowledge in a determination of willful infringement 

• The inquiry is now flexible, and focuses on the culpability of the accused 
infringer as measured by what it knew at the time of the challenged 
conduct

• The Court explained that it is "egregious infringement behavior" that 
warrants enhanced damages, such as behavior that is  "willful, wanton, 
malicious, bad-faith, deliberate, consciously wrongful, flagrant, or ... 
characteristic of a pirate."

• The Court also rejected the clear and convincing evidentiary burden in 
favor of a preponderance of the evidence 

• Practical effect of Halo:

• Willfulness and enhanced damages are easier to establish

• Documenting belief of non-infringement/invalidity at the time of the 
alleged infringement in a legal opinion or otherwise can be helpful 
(with respect to willfulness and induced infringement (see Omega 
Patents, LLC v. CalAmp Corp. (Federal Circuit 2018))

5
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Willful Infringement – Enhanced Damages – Different 
Tests

SRI Int’l., Inc. v. Cisco Sys., Inc. (Federal Circuit 2021)

• The Federal Circuit clarified that under the Supreme Court’s Halo decision, there are two 

different tests for willfulness and enhanced damages. 

• Willfulness is the lower standard of the two.  Willful infringement requires “no more than 

deliberate or intentional infringement.” 

• Enhanced damages flows from a finding of willful infringement.  Enhanced damages 

requires egregious conduct on the part of an infringer. The conduct is measured from 

the date an adjudged infringer has notice of infringement. 

• Quoting Halo, the Federal Circuit noted that the standard for willfulness is lower than what is 

necessary for conduct warranting enhanced damages, which requires “willful, wanton, 

malicious, bad-faith, deliberate, consciously wrongful, flagrant, or…characteristic of a 

pirate.”

• The Federal Circuit also reinstated the award for enhanced damages finding that the district 

court appropriately considered the Read factors including “the infringer’s behavior as a party 

to the litigation,” the infringer’s “size and financial condition,” the infringer’s “motivation for 

harm,” and the “[c]loseness of the case.”
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Willful Infringement – Enhanced Damages – Different 
Decision Makers

• Per Eko Brands, LLC v. Adrian Rivera Maynez Enters (Federal 
Circuit 2020),

• The responsibility for deciding willfulness (in a jury trial) falls 
on the jury, who decides whether the infringement is 
“deliberate or intentional.”  (See following slides for sample 
jury instructions)

• Knowledge of the patent by the accused infringer is still a 
prerequisite to enhanced damages (see WBIP, LLC v. 
Kohler Co. (Federal Circuit 2016)

• Knowledge can be established by “willful blindness” (see 
Boston Scientific Corp. v. Nevro Corp. (D. Del. 2019)

• If the jury reaches a conclusion of willful infringement, it is 
then the judge who considers enhancement in post-trial 
motions, usually per the Read factors

7



© 2022 Knobbe Martens

Federal Circuit Bar Association’s Model Patent 
Jury Instructions No. 3.10 (May 2020):

• If you have decided that alleged infringer has infringed, you must go on and 
address the additional issue of whether or not this infringement was willful. 
Willfulness requires you to determine whether patent holder proved that it is more 
likely than not that alleged infringer knew of patent holder’s patent and that the 
infringement by alleged infringer was intentional. You may not determine that the 
infringement was willful just because alleged infringer was aware of the  patent and 
infringed it. Instead, you must also find that alleged infringer deliberately infringed 
the patent. 

• To determine whether alleged infringer acted willfully, consider all facts and assess 
alleged infringer’s knowledge at the time of the challenged conduct. Facts that may 
be considered include, but are not limited, to:

(1) Whether or not alleged infringer acted consistently with the standards of 
behavior for its industry; 
(2) Whether or not alleged infringer intentionally copied a product of patent holder 
that is covered by the patent; 
(3) Whether or not alleged infringer reasonably believed it did not infringe or that 
the patent was invalid; 
(4) Whether or not alleged infringer made a good-faith effort to avoid infringing 
the patent, for example, whether alleged infringer attempted to design around the 
patent; and 
(5) Whether or not alleged infringer tried to cover up its infringement. 

8
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Federal Circuit Bar Association’s Model Patent 
Jury Instructions No. 3.10 (May 2020):

• Give this additional instruction only if the alleged infringer relies on a legal opinion 
as a defense to an allegation of willful infringement 

Alleged infringer argues it did not act willfully because it relied on a legal opinion 
that advised alleged infringer either 

(1) that the product/method did not infringe the patent or 

(2) that the patent was invalid. You must evaluate whether the opinion was 
of a quality that reliance on its conclusions was reasonable. 

• If jury is made aware that there was not a legal opinion that alleged infringer is 
relying on 

You may not assume that merely because alleged infringer did not obtain a legal 
opinion about whether it infringed the patent, that the opinion would have been 
unfavorable. The absence of a legal opinion may not be used by you to find that 
alleged infringer acted willfully.* Rather, the issue is whether, considering all the 
facts, patent holder has established that the alleged infringer’s conduct was 
willful.

*Note that the absence of a legal opinion may be legally irrelevant under 35 U.S.C. §298 in the 
jury’s willfulness determination, but the judge may still consider it in their enhancement 
determination. (See Alfred E. Mann Found. Sci. Research v. Cochlear Corp. (C.D. CA. 2018))

9
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Factors for Considering Enhanced Damages 

Read Corp. v. Portec, Inc. (Federal Circuit – 1992)

• (1) whether the infringer deliberately copied the ideas or design of 
another; **

• (2) whether the infringer, when it knew of the other’s patent 
protection, investigated the scope of the patent and formed a good-
faith belief that the patent was invalid or not infringed; **

• (3) the infringer’s behavior as a party to the litigation;

• (4) the infringer’s size and financial condition;

• (5) the closeness of the case;

• (6) the duration of the infringer’s misconduct after receiving notice; **

• (7) remedial action by the infringer; **

• (8) the infringer’s motivation for harm; and **

• (9) whether the infringer attempted to conceal its misconduct.

10
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When Should One Consider Obtaining 

a Legal Opinion?
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During Patent Prosecution

Question:  Does citation of a patent or published patent application 
during prosecution require an analysis of the claims or an opinion?

• Generally, citation of issued patents or published patent applications 
during prosecution does NOT create an obligation to review any claims 
for possible infringement

• No strict rule – the more relevant a reference is during prosecution, the 
greater knowledge that will be inferred

• Note – there are examples in U.S. patent litigation where willfulness is 
based on knowledge of the asserted patent based on citation and 
application during prosecution

12
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During Patent Searching/Clearance Searching

Question:  Does identification of a patent as part of a patent 
search/clearance search require an analysis of the claims or an 
opinion?

• Generally, conducting patent searches/clearance searches provides 
additional knowledge of patents and may require additional follow up

o Was there a good-faith belief that the patent was invalid or not 
infringed?

o Was there deliberate copying?

o Was there any attempt to conceal? 

• No strict rule – the more relevant a patent, the greater knowledge that will 
be inferred

13
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When a General Assertion Letter Is Received

Question:  Does identification of a patent as part of a general assertion 
letter without details of infringement require an analysis of the claims 
or an opinion?

• Generally, the assertion letters provides additional knowledge of patents 
and may require additional follow up

o Was there a good-faith belief that the patent was invalid or not 
infringed?

o Was there deliberate copying?

o Was there any attempt to conceal? 

• No strict rule – the more relevant a patent, the greater knowledge that will 
be inferred

14
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When a Specific Assertion Letter Is Received

Question:  Does identification of a patent as part of a specific 
assertion letter including details of infringement require an analysis of 
the claims or an opinion?

• Generally, the specific assertion letters may require additional follow up

o Was there a good-faith belief that the patent was invalid or not 
infringed?

o Was there deliberate copying?

o Was there any attempt to conceal? 

• No strict rule – the more relevant a patent, the greater knowledge that will 
be inferred

• However, with a specific assertion letter, the relevance of the patent may 
be more readily appreciated, so the risk may be greater
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Agenda
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• Scope of Discovery – FED. R. CIV. P. 26(b)(1)

• A-C Privilege Elements

• Scope of Waiver of the Attorney-Client Privilege 

• Substantive scope of waiver

• Temporal scope of waiver

• Opinion counsel & In-House counsel

• Trial counsel

• Other in-house personnel



Agenda (cont’d)
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• Work Product Immunity Waiver

• In-house investigations

• “Work product” defined

• “Fact” work product vs. “opinion” work product

• Echostar’s WP waiver standards



Scope of Discovery; 
Federal Circuit Law



Scope of Discovery: 
FED. R. CIV. P. 26(b)(1)
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(1)  Scope in General. Unless otherwise limited by court 
order, the scope of discovery is as follows: Parties may 
obtain discovery regarding any nonprivileged matter that is 
relevant to any party's claim or defense and proportional
to the needs of the case, considering the importance of the 
issues at stake in the action, the amount in controversy, the 
parties’ relative access to relevant information, the parties’ 
resources, the importance of the discovery in resolving the 
issues, and whether the burden or expense of the proposed 
discovery outweighs its likely benefit. Information within 
this scope of discovery need not be admissible in evidence 
to be discoverable.



Federal Circuit Law Applies to Privilege & 
Work Product Issues in Patent Cases
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• “We . . . apply Federal Circuit law in determining 
whether the attorney-client privilege applies.” In re 
Spalding Sports Worldwide, Inc., 203 F.3d 800, 804 
(Fed. Cir. 2000).

• “Federal Circuit law applies when deciding whether 
particular written or other materials are discoverable 
in a patent case, if those materials relate to an issue 
of substantive patent law.” Advanced Cardiovascular 
Sys. v. Medtronic, Inc., 265 F.3d 1294, 1307 (Fed. Cir. 
2001).
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Waiver of the Attorney-
Client Privilege



Elements of the Attorney-Client Privilege
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• “It [the A-C privilege] protects communications made in 
confidence by clients to their lawyers for the purpose of 
obtaining legal advice.” Am. Standard Inc. v. Pfizer Inc., 
828 F.2d 734, 745 (Fed. Cir. 1987).

• “[We agree with] requiring application of the privilege to 
lawyer-to-client communications that reveal, directly or 
indirectly, the substance of a confidential communication 
by the client.” Id.



Substantive Scope of Waiver of 
the A-C Privilege: “Subject Matter” Waiver
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• Standard: “The widely applied standard for determining 
the scope of a waiver of attorney-client privilege is that 
the waiver applies to all other communications relating 
to the same subject matter.” Fort James Corp. v. Solo 
Cup Co., 412 F.3d 1340, 1349 (Fed. Cir. 2005).

• Factors: “There is no bright line test for determining 
what constitutes the subject matter of a waiver, rather 
courts weigh the circumstances of the disclosure, the 
nature of the legal advice sought and the prejudice to 
the parties of permitting or prohibiting further 
disclosures.” Id. at 1349-50.



Temporal Scope of Waiver of the A-C 
Privilege: Are Post-Lawsuit Docs. Waived?
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The law on this issue is unsettled.

• On one hand, since a post-Halo willfulness inquiry 
focuses on the accused infringer’s pre-litigation state of 
mind, the balance of authorities would appear to favor 
shielding post-lawsuit documents from waiver.

• On the other hand:
• Ominous Footnote 4 from Echostar raised specter of 

waiver extending to post-filing communications when 
advice relates to “ongoing willful infringement.”

• A post-Halo district court decision, citing that 
Echostar footnote, allowed waiver of post-filing 
communications.



Temporal Scope of Waiver of the A-C 
Privilege: Are Post-Lawsuit Docs. Waived?
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Case Law for Arguing Against Waiver of Post-Filing Materials

• “[C]ulpability is generally measured against the 
knowledge of the actor at the time of the challenged 
conduct . . . Nothing in Safeco suggests that we should 
look to facts that the defendant neither knew nor had 
reason to know at the time he acted.” Halo Elecs., Inc. v. 
Pulse Elecs, Inc., 136 S. Ct. 1923, 1933 (2016).

• “[I]n ordinary circumstances, willfulness will depend on 
an infringer’s prelitigation conduct. . . . [R]eliance on the 
opinions after litigation was commenced will likely be of 
little value.” In re Seagate Tech., Inc., 497 F.3d 1360, 1374 
(Fed. Cir. 2007), abrogated on other grounds, Halo, supra.



Temporal Scope of Waiver of the A-C 
Privilege: Are Post-Lawsuit Docs. Waived?
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Case Law for Arguing Against Waiver of Post-Filing Materials

• “We note that Bailey’s written opinions to CalAmp after 
the current suit was filed were appropriately excluded 
since they were not contemporaneous with the infringing 
activity.” Omega Patents, LLC v. CalAmp Corp., 920 F.3d 
1337, 1353 (Fed. Cir. 2019).

• If a post-filing opinion is properly excluded from evidence 
under Omega Patents then, even recognizing that the 
concept of relevance is broader during discovery than at 
trial, how would post-filing materials still be relevant and 
be regarded as within the scope of a privilege waiver?



Temporal Scope of Waiver of the A-C 
Privilege: Are Post-Lawsuit Docs. Waived?
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Case Law for Arguing For Waiver of Post-Filing Materials

• “EchoStar contends that waiver of opinions does not 
extend to advice and work product given after litigation 
began. While this may be true when the work product is 
never communicated to the client, it is not the case when 
. . . . ongoing infringement is at issue in the litigation.” 
Echostar, 448 F.3d at 1302 n.4.

• “Seagate does not prohibit the court from looking 
beyond a party’s pre-litigation conduct to determine 
whether enhanced damages are appropriate.” Krausz 
Indus. Ltd. v. Smith-Blair, Inc., No. 5:12-CV-00570, 2016 
U.S. Dist. LEXIS 191859, at *18 (M.D.N.C. Dec. 13, 2016).



A-C Privilege Waiver as to 
Opinion & In-House Counsel
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Scope of waiver can even encompass opinions on which the 
producing party did not rely. In re Echostar Commc’ns Corp., 
448 F.3d 1294 (Fed. Cir. 2006). There:
• “Prior to the filing of the action, EchoStar relied on advice of 

in-house counsel. After the action was filed, EchoStar 
obtained additional legal advice from Merchant & Gould but 
elected not to rely on it.” Id. at 1297.

• “[W]hen EchoStar chose to rely on the advice of in-house 
counsel, it waived the [A-C] privilege with regard to any [A-C] 
communications relating to the same subject matter, 
including communications with counsel other than in-house 
counsel, which would include communications with Merchant 
& Gould.” Id. at 1299 (emphasis added).



A-C Privilege Waiver as to 
Other In-House Personnel
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In Tech Pharm. Servs., LLC v. Alixa Rx LLC, No. 4:15-CV-766, 2017 
U.S. Dist. LEXIS 127965 (E.D. Tex. Aug. 11, 2017), the district 
court held that Defendants’ production of an attorney Opinion 
Letter to support an advice-of-counsel defense waived the A-C 
privilege as to communications between the attorney and the 
following in-house personnel, where the communications 
concerned “the same subject matter that the Opinion Letter 
purports to analyze”:

• Huan Nguyen, an employee of defendant Alixa. The 
Opinion Letter expressly footnoted Mr. Nguyen as an 
information source. Id. at *9-*10.

• Chief Executive Ronald Silva + “any other Defendant.” Id.
at *10-*11.



A-C Privilege Waiver as to Trial Counsel
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• General (Not Absolute!) Rule: “[W]e hold, as a general 
proposition, that asserting the advice of counsel defense 
and disclosing opinions of opinion counsel do not 
constitute waiver of the attorney-client privilege for 
communications with trial counsel.” Seagate, 497 F.3d at 
1374. 

• Exceptions to General Rule
• “We do not purport to set out an absolute rule. 

Instead, trial courts remain free to exercise their 
discretion in unique circumstances to extend waiver to 
trial counsel, such as if a party or counsel engages in 
chicanery.” Id. at 1374-75 (emphasis added).



A-C Privilege Waiver as to Trial Counsel
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• Exceptions to General Rule – cont’d

• “By allowing opinion counsel to take an active role in 
ongoing litigation, the alleged infringer eliminates the 
safeguards justifying the omission of trial counsel from 
the broad waiver of both attorney-client privilege and 
work product immunity that results from asserting an 
advice of counsel defense.” Krausz Indus. at *28.

• Trial counsel first sought to settle: “The moment at which 
an attorney’s role morphs from pre-suit advisory counsel 
into pre-trial strategy counsel is not easily defined by a 
distinct point in time and is better suited to a fact-
intensive case-by-case analysis.” Zen Design Grp., Ltd. v. 
Scholastic, Inc., 327 F.R.D. 155, 162 (E.D. Mich. 2018).
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WAIVER OF THE WORK 

PRODUCT IMMUNITY
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What is “Work Product”?
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“Proper preparation of a client’s case demands that [the 
attorney] assemble information, sift what he considers to 
be the relevant from the irrelevant facts, prepare his legal 
theories and plan his strategy without undue and needless 
interference. . . . This work is reflected, of course, in 
interviews, statements, memoranda, correspondence, 
briefs, mental impressions, personal beliefs, and countless 
other tangible and intangible ways--aptly though roughly 
termed by the Circuit Court of Appeals in this case as the 
‘Work product of the lawyer.’” Hickman v. Taylor, 329 U.S. 
495, 511 (1947) (citation omitted; emphasis added).



“Fact” Work Product
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(A) Documents and Tangible Things. Ordinarily, a party may not 
discover documents and tangible things that are prepared in 
anticipation of litigation or for trial by or for another party or 
its representative (including the other party’s attorney, 
consultant, surety, indemnitor, insurer, or agent). But, subject to 
Rule 26(b)(4), those materials may be discovered if:

(i) they are otherwise discoverable under Rule 26(b)(1); 
and

(ii) the party shows that it has substantial need for the 
materials to prepare its case and cannot, without undue 
hardship, obtain their substantial equivalent by other means.

FED. R. CIV. P. 26(b)(3)(A) (emphasis added).



“Opinion” Work Product
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(B)  Protection Against Disclosure. If the court orders 
discovery of those materials [i.e., “documents and tangible 
things”], it must protect against disclosure of the mental 
impressions, conclusions, opinions, or legal theories of a 
party’s attorney or other representative concerning the 
litigation. 

FED. R. CIV. P. 26(b)(3)(B).



“Opinion” Work Product
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“[This] category of work product, which is never 
communicated to the client, is not discoverable. Under 
Rule 26(b)(3)[B], this so-called ‘opinion’ work product 
deserves the highest protection from disclosure. . . . 
[C]ounsel’s legal opinions and mental impressions that
were not communicated do not acquire such factual 
characteristics and are, therefore, not within the scope of 
the waiver.”

In re Echostar Commc’ns Corp., 448 F.3d 1294, 1303-04 
(Fed. Cir. 2006) (emphasis added).



WP Waiver ≠ A-C Privilege Waiver
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“[W]ork product waiver is not a broad waiver of all work 
product related to the same subject matter like the 
attorney-client privilege. Instead, work-product waiver 
only extends to ‘factual’ or ‘non-opinion’ work product 
concerning the same subject matter as the disclosed work 
product.”

In re Echostar Commc’ns Corp., 448 F.3d 1294, 1302 (Fed. 
Cir. 2006) (citation omitted).



Scope of WP Waiver under Echostar
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Given Echostar’s definition of “opinion WP” as that WP 
“which is never communicated to the client,” Echostar 
extended WP waiver to the 2 following categories of 
documents:

1. Documents that embody an A-C communication 
“concerning the subject matter of the case, such as a 
traditional opinion letter”; and

2. Documents that, while not themselves 
communicated to the client, discuss an A-C 
communication of the type mentioned in #1 above.

Echostar, 448 F.3d at 1302.



Work Product Waiver & 
In-House Investigations



WP Waiver & In-House Investigations
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Notably, Echostar pointed out: “We by no means anticipate 
that all work product in every case will fit into one of these   
. . . categories.” Echostar, 448 F.3d at 1302 n.3. 

The FRCPs themselves identify another type of “fact” 
(quasi-“opinion”) WP, namely, investigations (whether in-
house or otherwise) conducted by non-testifying experts. 
Even if an investigation conducted by such an expert is 
communicated to the client, it may not be subject to WP 
waiver under Echostar because it is protected by a specific 
FRCP. However, as will be seen, such WP can still be waived 
for lack of adequate attorney control.  



WP Waiver & In-House Investigations
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(D) Expert Employed Only for Trial Preparation. Ordinarily, a 
party may not, by interrogatories or deposition, discover facts 
known or opinions held by an expert who has been retained or 
specially employed by another party in anticipation of 
litigation or to prepare for trial and who is not expected to be 
called as a witness at trial. But a party may do so only:

(i) as provided in Rule 35(b); or

(ii) on showing exceptional circumstances under which it 
is impracticable for the party to obtain facts or opinions on 
the same subject by other means.

FED. R. CIV. P. 26(b)(4)(D) (emphasis added).



WP Waiver & In-House Investigations
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General Rule 26(b)(4)(D) Principles

“‘The purpose of Rule 26(b)(4)(D) is to shield the facts or 
opinions of experts retained at the expense of one party in 
anticipation of litigation from discovery and use by an 
adversarial party.’ ‘In essence, the doctrine exists to ensure 
that a party cannot freely benefit from expert legal 
information obtained at the expense of an adversarial party 
in anticipation of litigation.’ ‘Exceptional circumstances are 
shown if the party seeking discovery is unable to obtain 
equivalent information from other sources.’”

Pable v. Chi. Transit Auth., No. 19 CV 7868, 2021 U.S. Dist. LEXIS 
200530, at *8-*9 (N.D. Ill. Sept. 13, 2021) (citations omitted). 
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WP Waiver & In-House Investigations
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General Rule 26(b)(4)(D) Principles

“The purpose behind protecting these types of witnesses is, 
in part, that they are thought to serve ‘as a collaborator in 
the development of pretrial strategy, a non-testifying expert 
may become a unique repository of insights into counsel’s 
opinion work product although the expert’s information is 
not itself work product.’” 

J-B Weld Co., LLC v. Gorilla Glue Co., No. 1:17-cv-039467, slip 
op. at 4 (N.D. Ga. May 9, 2022) (emphasis added) (quoting 8A 
CHARLES ALAN WRIGHT & ARTHUR R. MILLER, FEDERAL PRACTICE & 
PROCEDURE § 2032 (3d ed. & Supp. 2022)). 



WP Waiver & In-House Investigations
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General Rule 26(b)(4)(D) Principles

• “[C]ounsel must carefully control the circumstances in 
which the consulting expert’s work is performed and 
disclosed.” J-B Weld, slip op. at 2.

• “‘[D]ocuments prepared in the ordinary course of business 
. . . For other non-litigation purposes are not protected if 
they were not also created ‘because of’ or for use in 
litigation.’ ‘The Court must thus determine when the 
contested documents were created, and why the 
documents were created in assessing the applicability of 
the work product doctrine.’” Id. at 5 (citations omitted).



WP Waiver & In-House Investigations

32

Waiver of Rule 26(b)(4)(D) Protection in J-B Weld

• J-B Weld hired outside company (CTL) to perform not only 
the litigation testing, but also non-litigation testing.

• After CTL completed both the litigation and non-litigation 
testing, CTL reported the results from both types of testing 
together in a single report without indicating that certain 
portions were to be protected.

Facts

• J-B Weld employees worked directly with CTL to perform 
the testing.

• Counsel for plaintiff J-B Weld requested that J-B Weld have 
specific litigation testing performed.
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Waiver of Rule 26(b)(4)(D) Protection in J-B Weld

• J-B Weld produced the entire CTL report to Gorilla Glue in 
discovery, but then sought to “claw it back,” arguing that 
the litigation testing was attorney work product.

Facts – (Cont’d)

• J-B Weld distributed CTL’s report “internally without any 
limitation on its use.”
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Waiver of Rule 26(b)(4)(D) Protection in J-B Weld

• “[T]he fact that CTL combined them in a single document 
that Plaintiff circulated shows that there has been 
insufficient quarantining of the ‘litigation testing’ to qualify 
it for protection from discovery.” Id.

Findings

• “In this case, the CTL report’s creation, circulation, and 
usage among Plaintiff’s employees was far removed from 
the process of collaborating over litigation strategy that 
the rule was meant to protect.” J-B Weld, slip op. at 4.
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Waiver of Rule 26(b)(4)(D) Protection in J-B Weld

• Result: Court grants Gorilla Glue’s motion to compel not 
only the CTL report itself, but also all other clawed-back 
materials in unredacted format, because all of those other 
materials “consist[ed] of the test results and emails 
discussing the logistics of the testing and reporting.” Id.

Findings – (Cont’d)

• “What started out as possible work product lost this 
categorization in the way this testing was performed, 
compiled, and then distributed throughout the company.” 
J-B Weld, slip op. at 7.
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1. Producing a single pre-lawsuit attorney opinion to support 
an advice-of-counsel defense to willful infringement 
results in a waiver of all other pre-lawsuit opinions 
addressing the same subject as the produced opinion, 
regardless of whether any other opinion is relied upon.

2. Law is unsettled regarding whether post-lawsuit materials 
will be included in the scope of A-C privilege waiver.

3. Scope of waiver generally will not include communications 
with trial counsel, but beware of exceptions.

4. Counsel should closely monitor any in-house investigation 
conducted in anticipation of, or for purposes of, litigation.
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Court Treatment of Opinion of Counsel Defense

• Avoiding enhanced damages post-Halo

• Effect of 35 U.S.C. § 298

• Competency Requirement

• Reliance Requirement

Slide  2



Read Factors
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• Deliberate copying of ideas or design of another

• Knowledge of the patent, whether there was an investigation into the scope of the patent, and whether 
there was a good faith belief that the patent was invalid or not infringed (e.g., opinion of counsel)

• Infringer’s behavior in litigation

• Infringer’s size and financial condition

• Closeness of the case

• Duration of infringer’s conduct

• Remedial action by infringer

• Infringer’s motivation for harm

• Whether infringer attempted to conceal misconduct



Avoiding Enhanced Damages
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Omega Patents, LLC v. CalAmp Corp. (Fed. Cir. 2019)

“As to willfulness, an accused infringer’s reliance on an opinion of counsel 
regarding noninfringement or invalidity of the asserted patent remains relevant 
to the infringer’s state of mind post-Halo.”

Loggerhead Tools v. Sears Holding Corp. (N.D. Ill. 2016)

“[O]n-going consultation with a patent lawyer is highly probative evidence of 
good faith.”

Halo Elecs., Inc. v. Pulse Elecs., Inc., (D. Nev. 2017)

Court finds that opinion letters are “powerful evidence” that the defendant was 
not intentionally infringing the patent.



Avoiding Enhanced Damages
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Trustees of Boston University v. Everlight Electronics Co. (D. Mass 2016)

• The jury found that the defendant had willfully infringed the asserted patent.

• The Court exercises its discretion and declines to award enhanced damages, 
finding that the defendant’s actions do not constitute egregious misconduct.

o The defendant’s supplier had hired two law firms to provide 
infringement opinions and obtained third-party testing of its accused 
products.

o The Court finds that the defendants did reasonably investigate the scope 
of the patent, and did form a good faith belief that their products did not 
infringe.



Effect of 35 U.S.C. § 298
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“The failure to obtain the advice of counsel, or the failure to present such advice to the 
court or jury, may not be used to prove that the accused infringer willfully infringed the 
patent.”

Concurrence in Halo: “Congress has left it to the potential infringer to decide whether to 
consult counsel—without the threat of treble damages influencing that decision.”

But . . .

Section 298 does not bar a court from considering the lack of an opinion 
of counsel in its decision as to the award of enhanced damages

See, e.g., Alfred E. Mann Found. Sci. Research v. Cochlear Corp. 2018 U.S. Dist. LEXIS 
223877, *772 (C.D. CA. 2018); Barry v. Medtronic, Inc., 250 F.Supp.3d 107, 115 (E.D. Tex. 
2017).



Reliance on Opinions of Counsel
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In order to establish a good-faith belief of noninfringement, a defendant 
must be able to show that it actually relied upon an opinion of counsel in 
conjunction with performing actions that were found to infringe the 
patent.

Questions courts consider:

What was source of the opinion?

When was the opinion obtained?

Who reviewed the opinion?



Reliance on Opinions of Counsel
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Acantha LLC v. Depuy Synthes Sales, Inc. (E.D. Wis. 2019)

• Defendant’s witness testified that it was “standard practice” to obtain and 
rely on opinions of counsel before launching a product.

• But the court finds that the “Defendants did not present any evidence or 
testimony from their in-house counsel or other individuals who may have 
read the opinions. Based on the evidence presented at trial and the lack of 
testimony from an individual who actually read the letters, the jury could 
have reasonably concluded that Defendants did not reasonably rely on those 
opinions or that the letters were merely intended to perform the function of 
insulating Defendants from liability rather than ensure that Defendants acted 
lawfully.”



Competency of an Opinion of Counsel

Slide  9

• In writing, setting forth claim construction, with analysis and 
supporting evidence. Conclusory and unsupported remarks 
regarding validity or non-infringement are not sufficient.

• An invalidity opinion should contain within its four corners an 
analysis predicated on a review of file histories of the patent at 
issue. 

• A non-infringement opinion should compare and contrast the 
potentially infringing product with the patented invention, and 
should include a doctrine of equivalents analysis.

Federal Circuit cases provide guidelines for an opinion of counsel to be found competent



Competency of an Opinion of Counsel
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FloodBreak v. Art Metal Indus. (Dist. Conn. 2020)

• Court concludes that a reasonable factfinder could find that defendant’s opinion 
memorandum inadequate because the opinion was only a two-page analysis that 
was cursory and did not cite to any law

• Court finds opinion offered no meaningful analysis on the proper construction of 
claim limitations that were asserted basis for noninfringement

• Court finds that opinion’s discussion of the patent’s prosecution history was “fatally 
conclusory” because, without citing any law, the opinion asserted under the theory 
of prosecution history estoppel that all of the claims required a particular limitation



Competency of an Opinion of Counsel
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Sunoco v. U.S. Venture (N.D. Ill. 2020), (Fed. Cir. 2022)

• District court finds that the defendant’s failure to provide its opinion counsel with 
detailed, accurate information and the defendant’s failure to carefully review the 
opinion letter for accuracy before proceeding with it infringing activities undermines 
any legitimate claim for good-faith reliance on the opinion letter. The court goes on 
to cite “bad faith reliance on [the] opinion letter” in its decision to award enhanced 
damages.

• The Federal Circuit reversed the district court’s finding as to accuracy of the opinion 
based on a factual error, but did not comment on the possibility of bad-faith reliance 
as a basis for an enhanced damages award.



Competency of an Opinion of Counsel
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Omega Patents v. CalAmp (M.D. Fla. 2017)

The Court finds testimony regarding a verbal opinion is not credible: “[I]t is 
incomprehensible that counsel would refrain from issuing a written opinion of 
non-infringement or invalidity to his client at or near the time that CalAmp 
launched the accused products.”

NobelBiz v. Global Connect (E.D. Tex. 2016)

The Defendant did not specifically introduce opinion of counsel evidence in 
response to a charge of willful infringement, but did present evidence that they 
had engaged in discussions over infringement issues surrounding the asserted 
patents. The Court finds that this evidence was not enough to establish a good 
faith belief of non-infringement.



Competency of an Opinion of Counsel
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PPC Broadband v. Corning Optical Comm. RF (N.D.N.Y. 2016)

The Court finds that advice from the defendant’s legal department about a prior 
version of the accused products does not establish a good faith belief of non-
infringement as to the products actually accused of infringement.

Arctic Cat Inc. v. Bombardier Recreational Products (S.D. Fla. 2016)

The only documentary evidence of opinion was a conclusory sentence in a page 
of the defendant’s agent’s handwritten notes. The Court concludes that the 
defendant did not establish a good faith belief of non-infringement. The Court 
also finds that the defendant cannot legally rely on an “opinion of counsel” from 
a patent agent.



Competency of an Opinion of Counsel
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Greatbatch Ltd. v. AVX Corp. (D. Del. 2016)

• “No reasonable jury could find that the 20-page invalidity opinion 
authored by the [defendant’s opinion counsel] was “conclusory,” 
“incompetent,” “preliminary,” or “incomplete.”

• Around the time of learning of the asserted patents, the defendant 
obtained non-infringement and invalidity opinions. Later, when the 
defendant designed and manufactured new products, it reviewed the 
opinions with counsel.



Best Practice Considerations For Opinions of Counsel 
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• The Patent and the Patent Owner

• The Potentially Infringing Product/Method

• Outside Counsel vs. In-house Counsel

• Invalidity Opinion vs. Non-infringement Opinion

• Potential Future Use of Prior Art

• Updating an Opinion if the Product/Method Changes

• Waiver of Attorney-Client Privilege
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