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Tips for Optimal Quality

Sound Quality
If you are listening via your computer speakers, please note that the quality 
of your sound will vary depending on the speed and quality of your internet 
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial 
1-877-447-0294 and enter your Conference ID and PIN when prompted. 
Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
so we can address the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the ‘Full Screen’ symbol located on the bottom 
right of the slides. To exit full screen, press the Esc button.

FOR LIVE EVENT ONLY



Continuing Education Credits

In order for us to process your continuing education credit, you must confirm your 
participation in this webinar by completing and submitting the Attendance 
Affirmation/Evaluation after the webinar. 

A link to the Attendance Affirmation/Evaluation will be in the thank you email 
that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
ext. 2.

FOR LIVE EVENT ONLY



Program Materials

If you have not printed the conference materials for this program, please 
complete the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 
to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 
printer icon.

FOR LIVE EVENT ONLY
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These materials have been prepared solely for educational and
entertainment purposes to contribute to the understanding of U.S.
intellectual property law. These materials reflect only the personal views of
the authors and are not individualized legal advice. It is understood that
each case is fact specific, and that the appropriate solution in any case will
vary. Therefore, these materials may or may not be relevant to any
particular situation. Thus, the authors and Finnegan, Henderson, Farabow,
Garrett & Dunner, LLP (including Finnegan Europe LLP, and Fei Han Foreign
Legal Affairs Law Firm) cannot be bound either philosophically or as
representatives of their various present and future clients to the comments
expressed in these materials. The presentation of these materials does not
establish any form of attorney-client relationship with these authors. While
every attempt was made to ensure that these materials are accurate, errors
or omissions may be contained therein, for which any liability is disclaimed.
The authors are indebted to Stacy Lewis of Finnegan for preparing the slides.

Disclaimer
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A Single Multi-Jurisdictional Patent?

There are important considerations when drafting a single patent 
application for several major countries and regions. 
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Grace Period Provisions

Inventor disclosures may not form part of  
the prior art in certain jurisdictions
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• Prior art:

 A person shall be entitled to a patent unless - “the claimed invention was 
patented, described in a printed publication, or in public use on sale, or otherwise 
available to the public before the effective filing date of the claimed invention” 
See 35 U.S.C. § 102(a)(1).

• Within one-year prior to the effective filing date and narrow exceptions 
apply in two situations:

 35 U.S.C. § 102(b)(1)(A), it applies when the disclosure was made by the inventor 
or joint inventor or by another who obtained the subject matter disclosed directly 
or indirectly front the inventor or a joint inventor.

 35 U.S.C. § 102(b)(1)(B), it applies when the subject matter disclosed had, before 
such disclosure, been publicly disclosed by the inventor or a joint inventor or 
another who obtained the subject matter disclosed directly or indirectly from the 
inventor or a joint inventor.

Grace Period Provisions: U.S.
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• AIA Grace Period §102 (b)(1)(A)

• AIA Grace Period §102 (b)(1)(B)

Grace Period Provisions: U.S.

9
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• According to the USPTO, the §102(b)(1)(B) exception is narrowly 
limited to the “identical subject matter” (and may not encompass obvious 
variants). 78 Fed. Reg, 11059, 10161, 11067 (Feb. 14, 2013) (“FITF”) See also In 
re Vogel, 422 F.2d 438, 441 (CCPA 1970) (“By ‘same invention’ we 
mean identical subject matter.”)

• In particular, the narrow exceptions do not apply to a reference’s disclosure that is 
either [1] obvious from or [2] “more specific than the subject matter previously 
publicly disclosed by the inventor or [3] that is directed to a different 
species.” MPEP §§ 717.01(b)(2)(I), (IV)

• “the exception in AIA 35 U.S.C. 102(b)(1)(B) does not necessarily 
remove the entire disclosure in the intervening reference from being 
prior art.” Id. 

Grace Period Provisions: U.S.

10
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• VERY limited circumstances, and a maximum period of six months:

 abusive disclosures; or

 display at an internationally recognised exhibition.

• “abusive” requires intent to harm and does not encompass 
accidental disclosures.

• The EPO publishes a list of acceptable internationally recognised 
exhibitions each year – usually only 2 or 3 per year. The applicant 
must obtain a certificate showing that the invention was exhibited to 
the public and file this at the EPO. 

• Beware clinical trials!

Grace Period Provisions: EPO
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• A disclosure of the invention within twelve months before the filing 
date may not become prior art that can defeat novelty or obviousness 
of the claimed invention, if either of two conditions is satisfied:

1. When the disclosure was made by a person with a right to the disclosed 
invention, the applicant should claim a publication exception within 30 
days from the filing date (see section 30(2) of Korean Patent Law); or

2. When the disclosure was made not in accordance with the intent of the 
person having a right to the invention, grace period may be claimed 
during the response period to office actions or for three months after 
the receipt of the notice of allowance (see id. at section 30(3)).

Grace Period Provisions: Korea

12
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• Error Cases

 Applicant does not check the grace period box in the application paper and files 
only supporting documents

 Supporting evidence is insufficient (e.g., publication date, publisher, and the 
contents cannot be confirmed)

 Applicant files more than 12 months after the invention is disclosed

• Example: Korea Supreme Court 2016 Hu 502

 Patent-in-suit had:

― Priority date of October 27, 2000,

― PCT application was filed October 26, 2001.

 Korean Supreme Court held that the patent is invalid as obvious – the first 
reference was co-authored by one of the inventors and published on October 1, 
2000, less than month before the priority date because:

― The reference was published before the priority date,

― PCT application not filed within 12 months from the disclosure.

Grace Period Provisions: Korea
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• A six-month grace period is allowed under limited circumstances.

• Patent law Article 24: within six months before the filing date, an invention for which 
a patent application is filed does not lose its novelty under any of the following 
circumstances:

1. The invention was published for the first time by the Applicant for public interests in 
circumstances of national emergency; (new in the 2020 amended Patent Law, effective on 
June 1, 2021.)

2. The invention was exhibited for the first time by the Applicant at an international 
exhibition sponsored or recognized by the Chinese government;

3. The invention was made public for the first time by the Applicant at a prescribed academic 
or technology-related convention; and

4. The invention was divulged by a third party without the consent of the Applicant.

• The third party who divulged the invention shall have access to the Applicant’s 
invention before the filing date. On the other hand, if a person independently made 
the same invention and filed a patent application prior to the above-mentioned filing 
date, this independently-filed patent application will be considered as prior art, even 
it is filed within the six months before the above-mentioned filing date.

Grace Period Provisions: China
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• Qihu’s industrial design patent claims a GUI (graphical user interface). 17 
days prior to its patent filing date, Qihu shared a post on a famous online 
forum, which includes the download link for a beta version of a software that 
uses the claimed GUI. Although the downloadable software is protected by 
activation code, in effect anyone could open and use the software simply by 
decompression, as suggested by the post. 

• Qihu failed to provide further evidence to show that the users owe an 
explicit or implicit obligation to confidentiality.

China example – Qihu GUI patent

• Therefore, the patent office ruled that the 
claimed invention was published before the 
filing date, and the publication does not fall 
within the Article 24(4) exception. The patent 
is invalidated. (CNIPA, 2020)

15



16

Grace Period: Summary

1 year prior to effective filing date, narrow and 
personal to inventor or obtained subject matter 
from inventor

12 months before filing date, applicant should 
claim grace period within certain period

6 months, personal to Applicant; trade show, 
academic convention, without consent

6 months from filing date; only for abusive 
disclosures or display at recognized exhibition

16
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• In the U.S., inventor must watch the clock and subject matter to 
access the narrow prior art exception under AIA §102(b)(1)(A).

• In Korea, applicant must claim the grace period and submit 
supporting evidence within 30 days from the filing date, unless the 
disclosure is by a third party against the applicant’s intent.

• For all practical purposes, the EPO and China do not have a “grace 
period” as this term is understood in the U.S. and Korea. It is 
therefore important, if global patent protection is required, to 
ensure that the invention is not publicly disclosed prior to filing.

Best Practices: Grace Period
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In the United States, a third-party disclosure falling within 
§102(a)(1) made within one year of the effective filing date 
of the application discloses halogen. Of the halogens, only 
chlorine was obtained from the inventor. 

Are the halogens other than chlorine prior art? 

• Yes 

• No

Polling Question #1

18



Data Considerations

Do you file early with minimal data or wait 
until more data are available?

19
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• Late-filed data cannot be submitted to address a lack of sufficiency objection or to 
demonstrate that a technical effect is plausible. 

• Correct printing and formatting are important. Consider presenting data in more than 
one format in the body of the application. 

Data Considerations: EPO

Sufficiency

• A European patent 
application shall 
disclose the 
invention in a 
manner sufficiently 
clear and complete 
for it to be carried 
out by a person 
skilled in the art.

Inventive Step

• An invention shall 
be considered as 
involving an 
inventive step if, 
having regard to 
the state of the 
art, it is not 
obvious to a person 
skilled in the art.

Plausibility

• It must be made 
plausible by the 
disclosure in the 
application as filed 
that the technical 
problem is solved.

• Lower threshold 
than assessment of 
inventive step.

20
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• Under 35 U.S.C. § 112 (a), the application must enable the invention 
(convey enough information for a person of ordinary skill in the art to 
make and use the claimed invention without undue experimentation) 
AND must provide written description of the invention (describe 
invention in sufficient detail so that one of ordinary skill in the art 
can reasonably conclude the inventor had possession of the claimed 
invention).

• Generally, lack of written description or enabling support cannot be 
cured by post-filing data, though post-filing data may be accepted to 
support a utility or show a level of ordinary skill in the art or to show 
unexpected results.

• Amount of data required is inversely proportional to:

 Predictability / maturity of the technology

 Breadth / scope of claims

Data Considerations: U.S.

21
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• AbbVie Deutschland GmbH & Co., KG v. Janssen 
Biotech, Inc., 759 F.3d 1285, 1299 (Fed. Cir. 2014)

 Federal Circuit affirmed the district court’s 
invalidity decision for lack of adequate written 
description, because the specification only 
described portion (antibodies similar to Joe-9) of 
the claimed genus (Joe-9 and Stelara).

 “a sufficient description of a genus ... requires the 
disclosure of either a representative number of 
species falling within the scope of the genus or 
structural features common to the members of the 
genus so that one of skill in the art can ‘visualize 
or recognize’ the members of the genus.”

― “analogizing the genus to a plot of land, if the 
disclosed species only abide in a corner of the genus, 
one has not described the genus sufficiently to show 
that the inventor invented, or had possession of, the 
genus.”

Data Considerations: U.S.

Broad
Genus ClaimDisclosed 

Species

22
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• Sufficient data required to support written description, enablement, 
inventive step. 

 Patent law Article 26: The description shall clearly and completely 
describe the invention or utility model so as to enable a person skilled  in 
the relevant field of technology to carry it out; where necessary, 
drawings are required.

 The claims shall clearly and concisely state the requested patent 
protection scope in accordance with the specifications.

• In practice, CNIPA, i.e., the State IP Office in China, seems to be 
generally more restrictive on data support for the claims than the US. 

• Post-filed data cannot be used to support written description or 
enablement (Article 33) but may be used to show unexpected effects 
in support of inventive step if the effects are disclosed in the as-filed 
application.

Data Considerations: China
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• 2017 Amended Guidance of Examination: 

 The Examiner shall examine supplementary experimental data submitted after the 
date of filing. The technical effect to be demonstrated by the supplementary 
experimental data should be (an effect) that can be arrived at by a person skilled 
in the art from the contents disclosed in the patent application.

• CNIPA requires that there is explicit disclosure in the original data of a 
relevant technical effect. Absent that original data, the CNIPA generally will 
not allow supplementary experimental data be used to prove inventive step, 
even if the data is comparative relative to the prior art.

• According to 2021 Amended Guidance of Examination, the technical effect to 
be proved by the post-filing supplementary data should be obtainable from 
the disclosure of the specification, and such supplementary data applies for 
assessments of both inventiveness and disclosure sufficiency. 

Data Considerations: China
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• Example 1 in 2021 Amended Guidance: 

 Specification discloses a method of preparing compound A, the effect of 
the compound A in reducing blood pressure, and the experimental assay 
for measuring the effect of the compound A in reducing blood pressure. 
But Specification does not contain any experimental data thereof. 

 Supplementary data demonstrating that the compound A has such a 
technical effect of reducing blood pressure may be submitted to show 
the technical effect of reducing blood pressure of compound A based on 
the original disclosure.

• Example 2 in 2021 Amended Guidance: 

 Specification discloses a range of 10-100 nM. 

 Supplementary data for 15 nM may be submitted to show technical effect 
based on the original disclosure.

Data Considerations: China
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• Data are generally required for medical or pharmaceutical use patents to satisfy the 
written description requirement.

 Claims should be supported by written description that is clear and detailed, so that a person 
of ordinary skill in the art can easily make and use the claimed invention. See section 42③1 
of Korea Patent Law.

 Because the pharmaceutical field is unpredictable, a person of ordinary skill in the art would 
not be able to make and use a pharmaceutical invention without experimental data. See
Korean Supreme Court case, 2001 HOO 65.

 Unless a pharmacological mechanism is clearly known, applicants should include experimental 
data that support pharmacological effects of the invention or detailed description of such 
effects enough to substitute the experimental data; In-vitro and/or in-vivo data be included if 
an application is filed before getting clinical trial results   

• An example: 2000 HOO 3005 (November 30, 2001)

 The application at issue generally includes the claimed compound’s usefulness and how to 
measure the pharmacological effects, but not experimental data to support the effects. 

 The Supreme Court of Korea held that post filed data of IC50 of the claimed compound is not 
allowed because this data completes the previous incomplete invention. 

Data Considerations: Korea
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• Post-filed data may be submitted to support non-obviousness of the 
invention, but not accepted to show unexpected effects if the as-
filed application does not include sufficient description of the effects 
or the description is qualitatively different or quantitatively 
significantly different. 

• In a chemical patent case, the Korean Patent Court declined to 
consider post filed data because the specification did not describe 
such effects. See Patent Court case, 2008 HU 1772 (May 22, 2009). 

Data Considerations: Korea
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• Can you simply add the data when filing 
your PCT application?

• Insufficient data in your priority 
application will lead to a loss of the 
priority claim,

 Could impact prior art effect of 
published patent/application in the U.S. 

• Consider filing further applications 
during the priority year as further data 
becomes available,

 Waiting until the end of the priority year 
will lead to a later effective date.

Best Practices: Priority Issues and Data
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• At the beginning of the drafting process, assess the data that is available and the data 
that is likely to become available. 

• Do you have enough data and the right type of data to support claims of a desirable 
scope? Or should you wait? 

 Balance between obtaining early filing date and ensuring that you can obtain claims of 
desirable scope

 Can you include information in the description that explains why the technical effect is 
plausible?

― Include a phrase such as “without being bound by theory”?

• Absence of any grace period provisions at the EPO and China means that applications 
must normally be filed before any clinical trial data is available, since clinical trial 
protocols are publicly available.

 Beware suggesting that the invention is obvious or somehow limiting the scope/undermining 
enforceability of the claims. 

• A simple rule of thumb is that the amount of data generally required is inversely 
proportional to the maturity and predictability of the technical field.

Best Practices: Questions to Ask re Data
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• You are unsure you have enough data and the right type of data to 
support claims of a desirable scope. However, you are fairly sure a 
competitor is working in the same area. Do you file a patent 
application anyway in China?

• Yes

• No

Polling Question #2



Subject-Matter Eligibility 
Considerations

Is your subject-matter patent eligible in all 
jurisdictions?

31
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“Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title.” 35 U.S.C. §101

Subject-Matter Eligibility: U.S.

Judicial Exceptions: “laws of nature, physical [natural] 
phenomena, and abstract ideas” Bilski; citing Diamond v. 
Chakrabarty
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But Beware: Courts Follow Precedent, 
Not USPTO Guidance

USPTO Guidance
Example 29

Cleveland Clinic v. True Health 
Diagnostics

1. A method of detecting JUL-1 in 
a patient, said method comprising:  

a. obtaining a plasma sample 
from a human patient;    

b. detecting whether JUL-1 is 
present in the plasma sample by 
contacting the plasma sample with 
an anti-JUL-1 antibody and 
detecting binding between JUL-1 
and the antibody. 

1. A method of detecting elevated MPO 
mass in a patient sample comprising:  

a. obtaining a plasma sample from a 
human patient having atherosclerotic 
cardiovascular disease (CVD); and

b. detecting elevated MPO mass in 
said plasma sample, as compared to a 
control MPO mass level from the general 
population or apparently healthy 
subjects, by contacting said plasma 
sample with anti-MPO antibodies and 
detecting binding between MPO in said 
plasma sample and said anti-MPO 
antibodies.
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• Methods of Diagnosis

 Since Mayo, U.S. courts have consistently found diagnostic claims patent-ineligible.

• Natural Products

 Since Mayo, U.S. courts have consistently found natural product claims patent-ineligible.

• Algorithm Claims

 U.S. courts have never considered pure algorithm claims patent-eligible.

De-Facto Ineligible Claims in the U.S.

2. A method of diagnosing julitis in a patient, said method comprising:      
a. obtaining a plasma sample from a human patient;  
b. detecting whether JUL-1 is present in the plasma sample by contacting the 
plasma sample with an anti-JUL-1 antibody and detecting binding between JUL-1 
and the antibody; and 
c. diagnosing the patient with julitis when the presence of JUL-1 in the plasma 
sample is detected. 

1. An isolated DNA coding for a BRCA1 polypeptide, said polypeptide having the amino 
acid sequence set forth in SEQ ID NO: 2. 

1. A data processing method for converting binary coded decimal number 
representations into binary number representations comprising the steps of…. 
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Subject-Matter Eligibility: EPO
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• Korean Patent Act:

 “The term "invention" means the highly advanced creation of a 
technical idea utilizing the laws of nature” (Article 2)

 “An invention having industrial applicability, other than the following, is 
patentable . . .” (Article 29)

• One of the purposes of a patent system is to develop industry.

 “industry” in Article 29.1 of the Patent Act is generally interpreted as 
including not only primary or secondary industries such as agriculture, 
stock-farming, forestry, fishery, mining and manufacturing but tertiary 
industries such as commerce, finance, transportation and service 
industry.

 inventions in the medical area are treated differently because they deal 
with the human body.

Subject-Matter Eligibility: Korea
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• Medical Invention’s industrially applicability (See the Examination Guideline 
of Korea Intellectual Patent Office)

① Invention of a method to operate or prognose human being, i.e., medical 
treatment, is not industrially applicable. However, products to be used for such 
invention (medical equipment, drug, etc.) are industrially applicable.

② Method to process what is extracted from human body (blood, urine, skin, hair, 
etc.) or method to collect data by analyzing those is an industrially applicable 
invention. However, if processing the above is on the condition that what is extracted 
is returned for treatment purpose to the person from whom it is extracted (e.g., 
hemodialysis), it is a medical treatment and thus not an industrially applicable 
invention.

③ Method, even though it can generally be used to operate, treat and prognose 
human being, if it is stated in the claim to be restricted to animals, it is industrially 
applicable. (90 Hu 250 decision, Supreme Court, Mar 12, 1991).

Subject-Matter Eligibility: Korea
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Business Method (BM) patents
• BM patents belong in the category of computer software related 

inventions

Subject-Matter Eligibility: Korea

Pure business models conducted by social norms, mutual 
agreements, human psychological judgment or 
administrative authorities’ action due to artificial 
determination 

A software application program that is realized in 
combination with hardware using internet

As an expression of man’s intellectual process in the existing 
law, application for a program itself
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• Patent law Article 2: 

 “invention” refers to any new technical solution relating to a product, a process or an 
improvement thereof.

 “utility model” refers to any new technical solution relating to a product's shape, structure, 
or a combination thereof, which is fit for practical use.

 “design” refers to any new design of a product's shape, pattern or a combination thereof, as 
well as the combination of the color and the shape or pattern of a product, which creates an 
aesthetic feeling and is fit for industrial application.

• Patent law Article 5: No patent shall be granted for an invention that contravenes any 
law or social morality or that is detrimental to public interests.”

• Patent law Article 25: No patent rights shall be granted for any of the following:

 (1) Scientific discoveries; 

 (2) Rules and methods for intellectual activities; 

 (3) Methods for the diagnosis or for the treatment of disease; 

 (4) Animal and plant varieties; But methods of production are patent eligible

 (5) Substances obtained by means of nuclear transformation; and 

 (6) Designs of two-dimensional printing goods, made of the pattern, the color, or the 
combination of the two, which serve mainly as indicators.

Subject-Matter Eligibility: China
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• Computer programs (including business methods)

 Step 1 Does the claim contain technical features? If so, it doesn’t fall within 
Article 25(2) exception (Rules and methods for intellectual activities). 

 Step 2 Is the claim a “technical solution” as defined in Article 2? If the claim 
describes a technical means that utilizes laws of nature to address a technical 
problem and obtains a technical effect that fits the laws of the nature, then the 
technical solution described by the claim is a technical solution under Article 2.2.

• Diagnostic and treatment methods

 (x) Method for treating disease X, comprising administering substance Y to a 
patient in need thereof.

 (🗸) Product claim: Compound/composition Y for use in treatment of disease X, ……

 (🗸) Swiss-type claim: Use of a compound/composition Y in the manufacture of a 
medicament for the treatment of disease X.

Subject-Matter Eligibility: China



Drafting the Specification

What To Include And What To Leave Out

42
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“There are few, if any, legal documents more difficult to 
craft, more fraught with pitfalls than patent applications”
--Circuit Judge Newman dissenting in Energizer Holdings, Inc. v. International 
Trade Commission, 2008 WL 1791980, *10 (Fed. Cir. 2008)

“More than a quarter of the patents held invalid in the data 
set suffered from drafting problems, which generally reflect 
a failure to include a specification that adequately 
describes and enables an invention that is delineated with 
definiteness in the claims.”
--Mann, Ronald J. & Marian Underweiser, A New Look at Patent Quality:  
Relating Patent Prosecution to Validity, 9 J. EMPIRICAL LEGAL STUD. 1 (2012) 
(analyzing appeals from U.S. District Courts 2003-2009)

Preparing a Patent Application Is Not Easy
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Added Subject Matter at the EPO

Most patent offices prohibit the addition of new subject-matter during 
prosecution, but the EPO’s interpretation of what constitutes new 
matter is very strict – and trending, rightly or wrongly, to ever stricter. 

Crucially, newer and stricter added matter case law is often applied 
retroactively during post grant proceedings.

It is therefore more important than ever to ensure that you keep your 
options for future amendments open when drafting.
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Added Matter : How Can I Amend During 
EPO Prosecution?

Abstract Priority document(s)Title

Description

Figures Examples

Claims or numbered 
embodiments; singly 
dependent

“incorporated by reference”

Claims or 
numbered embodiments; 
multiply dependent
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Claim 1 reads:

A coating composition comprising:
(a) at least one silicone resin; 
(b) a UV absorbing compound; and
(c) a catalyst.

The EPO objects that this 
claim lacks novelty in 
view of D1. You note, 
however, that D1 only 
uses carbon black as a UV 
absorbing compound.  

The application as originally 
filed states that:

In one embodiment the UV 
absorbing compound is carbon 
black. In one embodiment, the 
UV absorbing compound is a 
conjugated organic molecule 
such as beta-carotene. In one 
embodiment, the UV absorbing 
compound is selected from 
cerium oxides, titanium oxide, 
zinc oxide or a combination 
thereof.

Example: EPO Amendments
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This claim is novel over D1, but 
not D2. D2 discloses in the 
Examples a coating composition 
comprising a silicone resin, 
titanium oxide, zinc oxide and 
1,000 ppm catalyst.  

Claim 1 amended reads:

A coating composition comprising:
(a) at least one silicone resin; 
(b) a UV absorbing compound that is 

selected from 
cerium oxides, titanium oxide, zinc oxide 
or a combination thereof; and
(c) a catalyst.

The application as originally 
filed states that:

In the present invention, the 
catalyst may be present in any 
amount. For example, in one 
embodiment, the catalyst is 
present in an amount of 1-
1,000 ppm. In one 
embodiment, the catalyst is 
present in an amount of 1-100 
ppm. In one embodiment, the 
catalyst is present in an 
amount of 1-50 ppm. 

Example: EPO Amendments (con’t)
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Claim 1 amended reads:

A coating composition comprising:
(a) at least one silicone resin; 
(b) a UV absorbing compound that is 

selected from cerium oxides, titanium 
oxide, zinc oxide or a combination 
thereof; and

(c) 1-50 ppm of a catalyst.

Does this add matter?

Example: EPO Amendments (con’t)
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• EP: In order for a claim to be entitled to priority the features of the 
claim must be “directly and unambiguously derivable” from the 
priority document.

• As currently applied, this is essentially a novelty test.

• Simple example:

 If a novel feature appears in the claim which was not disclosed in the 
priority document priority is lost

 Priority document discloses A

 EP patent claims A+B

 Priority is lost

Amendment Entitled To Priority 
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• At the EPO, “comprising” does not provide basis for either “consisting 
of” or “consisting essentially of.” At USPTO, converting from 
“comprising” to “consisting essentially of” will be allowed during 
prosecution but may not be limiting, unless this has been described in 
the specification.  

• Beware of adding matter by deletion.

• Need to ensure that all combinations are explicitly disclosed or that 
there are pointers to all combinations. How can we do this?

• EPO Case Law suggests that adding the term “preferably” can act as a 
pointer in a convergent list (e.g. 1-1,000 ppm  preferably 1-50 ppm). 

 BUT this could be limiting in US enforcement proceedings.

Tips for EPO Amendments
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• Important to use consistent terminology when drafting. This can help 
to safeguard against claim construction disputes post-issuance in the 
US. 

• Care should be taken when using terms such as “very important,” 
“critical,” and “essential” and “the invention is.” These “patent 
profanity” terms have been held to be limiting in litigation and 
USPTO post-grant proceedings. 

• Beware the disclosure/dedication case law relating to subject matter 
disclosed but never claimed.

Language and Terminology Considerations: U.S.
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• As long as statutory requirements are satisfied, less detail may be required in a 
specification than in other countries, such as the EPO. 

 For example, in cases where claim elements are numerically limited, the Korean Supreme 
Court has held that the specification does not always need to provide examples, reasons, or 
effects of the numerical limitations as long as those skilled in the art could easily understand 
and practice the invention. See Korean Supreme Court case, 2010 HU 2582 (Oct. 13, 2011).

• Optional features are not generally allowed in claims in Korea. 

 In a case in which a PCT application originated from the EPO and entered the national stage in 
Korea, and the original claims reciting the term “preferably” were not timely amended in the 
national stage, the Korean Supreme Court held that the claims including the term 
“preferably” violated section 42④2 of Korean Patent Law as being unclear. See Korean 
Supreme Court case, 2014 HU 1563.

• Important to use consistent terminology when drafting. If a specific term is used 
multiple times in claims as well as in the specification, the Korean Supreme Court has 
held that the term should be interpreted to have the same meaning throughout the 
application. See Korean Supreme Court case, 2017 DA 209761 (July 10, 2019).

Language and Terminology Considerations: 
Korea 
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• Available amendments are similar to the U.S. but after the period for 
argument submission in reply to Non-Final Rejection, the scope of the 
claims may not be broadened via amendments.

Amendments in Korea

Source: https://www.kipo.go.kr/upload/en/download/Patent_Examination_Guidelines_2021.pdf
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• There is no “cross-reference” section in the description of a Chinese patent 
application. The entire contents of the referenced application are not 
deemed to be spontaneously incorporated into the current application. 
Content only recorded in a referenced application cannot be used to support 
further amendments or subsequent filings of a divisional application. 

• “Best mode” requirement like the U.S.

• Amendments not allowed if considered to go beyond the scope of the initial 
description and claims. 

• Application needs to convey the technical features and technical solutions of 
the claimed invention in the initial description as much as possible.  Avoid 
using purely functional language to drafting product claims.

• Avoid using language such as “preferably”, “for example”, “such as” or 
subjective/vague language in claims. 

• Cannot use trademark or marketing slogan in claims.

Language and Terminology Considerations: 
China 
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ORIGINAL CLAIMS:

1. A device comprising: A; and B.

2. The device of claim 1, further comprising: C.

3. The device of claim 2, further comprising: D; and E.

SPECIFICATION: A device comprising A+B and further comprising G+H.

Possible Amendments - USPTO 

1. A device comprising:

Amendments in the U.S.

A+B+C
A+B+C+D+E
A+B+G+H
A+B+D

or A+B+C+D
or A+B+G       
or A+B+E

or A+B+C+E
or A+B+H       
or A+B+D+E
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ORIGINAL CLAIMS:

1. A device comprising: A; and B.

2. The device of claim 1, further comprising: C.

3. The device of claim 2, further comprising: D; and E.

SPECIFICATION: A device comprising A+B and further comprising G+H.

Amendments – EPO

1. A device comprising:

Amendments at the EPO

A+B+C
A+B+C+D+E
A+B+G+H
A+B+D

or A+B+C+D
or A+B+G       
or A+B+E

or A+B+C+E
or A+B+H       
or A+B+D+E

The specific combinations 
are not disclosed 

“Added matter” problem
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Can You Take From Examples –
YES in the US!

Application as Originally filed.

Example 4:
Process of claim 1 described.
Solvent for alkyl epoxide is ethanol
Heating reaction mixture to greater than 120°C
for 1 to 2 hours.  

1A. A process of preparing cationic, water-soluble, high 
molecular weight polymers comprising reacting a preformed 
solid polymer containing pendant amide groups with an alkyl 
epoxide compound in the presence of a solvent ethanol for the 
alkyl epoxide and which swells said polymer and heating the 
resulting reaction mixture containing said swollen polymer at a 
sufficient temperature and period of time to complete the 
reaction.

1B. A process of preparing cationic, water-soluble, high 
molecular weight polymers comprising reacting a preformed 
solid polymer containing pendant amide groups with an alkyl 
epoxide compound in the presence of a solvent for the alkyl 
epoxide and which swells said polymer and heating the 
resulting reaction mixture containing said swollen polymer at a 
sufficient temperature to at least 120°C and period of time to 
complete the reaction.

1C. A process of preparing cationic, water-soluble, high 
molecular weight polymers comprising reacting a preformed 
solid polymer containing pendant amide groups with an alkyl 
epoxide compound in the presence of a solvent ethanol for the 
alkyl epoxide and which swells said polymer and heating the 
resulting reaction mixture containing said swollen polymer at a 
sufficient temperature to at least 120° C and period of time 
for 1 to 2 hours to complete the reaction.
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U.S. vs. EPO Example –
Choosing from Lists

Claim 1:
A method of treating cancer comprising administering 
to a patient in need thereof an effective amount of a 
compound of formula (1):

wherein X is NH, O or S;
dashed lines indicate that a double bond may be 
present; and 
each of R1 through R6 is independently H, halogen or 
C1-C6 alkyl.

(I)

Prior art 1: 
Compound disclosed for use in treating lung cancer

Application as originally filed:
As used herein, the term “cancer” includes bladder cancer, 
breast cancer, colon and rectal cancer, endometrial cancer, 
kidney cancer, leukaemia, liver cancer, lung cancer, 
melanoma, non-Hodgkin lymphoma, pancreatic cancer, 
prostate cancer and thyroid cancer.
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U.S. vs. EPO Example –
Choosing from Lists

Claim 1 amended to restore novelty over P1:

A method of treating breast cancer comprising administering 
to a patient in need thereof an effective amount of a 
compound of formula (1) to treat breast cancer:

(I)

Prior art 2: 
compound disclosed for use in treating 
breast cancer

Application as originally filed:
In one embodiment, X is O.
In one embodiment, X is NH.
In one embodiment, X is S.

wherein X is NH, O or S;
dashed lines indicate that a double bond may be 
present; and
each of R1 through R6 is independently H, halogen or 
C1-C6 alkyl.
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U.S. vs. EPO Example –
Combining from Separate Lists

(I)

Does this add matter? 
EP – It might!
US – No way!

wherein X is NH, O or S;
dashed lines indicate that a double bond may be 
present; and
each of R1 through R6 is independently H, halogen or 
C1-C6 alkyl.

Claim 1 amended to restore novelty over P1:

A method of treating breast cancer comprising administering 
to a patient in need thereof an effective amount of a 
compound of formula (1) to treat breast cancer:
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EP and U.S. Amendment –
Removal of  a Claimed Feature

• Priority application describes 
and claims an apparatus with 
features ABC “connected in 
that order”.

• Priority application published 
during the priority year.

• The restriction that features 
ABC are connected in that 
order is removed when second 
filing is made.

A B C

A C B

Invention as described in priority application

Second filing – order doesn’t matter
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• EPO: Priority limited to how invention exactly described in priority 
application.

• U.S.: Was inventor in possession of any order? Look to one of skill in 
the art.

Entitled to Priority? 

A B C

A C B
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• Define all terms that may be perceived as unclear—lack of clarity 
may be terminal to EP application.

• Ensure consistency between the claims and description and use 
consistent terminology throughout the application.

• In U.S., define “about” and “substantially”.

• In U.S., review description for “patent profanity”.

 If using patent profanity, also provide clearly alternative embodiments 
free from the shadow of such phrases.

Best Practices: Definiteness/Clarity
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• Set a scene

 Why is this invention needed? What are the advantages of the invention? 

― But best not to use the term “invention” in an application to be filed in the 
US!

― And best not to make the invention sound obvious! 

 In the EPO and China, technical effect of the invention needs to be 
foreshadowed by the application.

― In the U.S. and Korea, there is no foreshadowing requirement.

 Particularly in the US, avoid admissions of prior art. See In re Nomiya, 
509 F.2d 566 (CCPA 1975).

Best Practices: “Introduction” Section
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• To provide maximum basis for amendments in China and at the EPO, 
and avoid the term “preferably,” we suggest filing with multiply 
dependent claims or including a “numbered embodiments” section to 
provide basis for combinations in the future. 

• Don’t be subtle! Spell out clearly all combinations you can think of on 
drafting. Do not rely upon a boilerplate paragraph relating to 
combinations for China and the EPO.

• ALWAYS use consistent terminology.

Best Practices: Terminology
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• Drawings are worth a thousand words in the U.S.—ensure that 
drawings depict all claimed features.

• Drawings cannot normally provide basis at the EPO since these are 
mere schematics.

 T 1148/12: the schematic nature of the figures did not allow the skilled 
person to clearly and unmistakably derive the feature in question 
(parallel arrangement of electrodes).

 T 614/12: the drawing did not show any measurements or scale, so it was 
no more than a schematic illustration. The imprecision of such an 
illustration made it impossible to measure angle sizes.

Best Practices: Figures
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Drafting for Multiple Jurisdictions

Consider multiple claim sets or even separate applications?
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• For a multijurisdictional application in China, 
Korea, the EPO, and the U.S., you should always 
avoid patent profanity.

• Yes

• No

Polling Question #3
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• You are filing in China, Europe, Korea, and the 
U.S. Should you have some claims with 
“preferably” in them and others without?

• Yes 
• No

Polling Question #4



Balancing Cost and Enforcement
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• Product-by-process claims are generally worthwhile including in a 
PCT application, but the scope of protection afforded by product-by-
process claims differs around the world. 

 EPO and China: process limitations are construed only as means to 
specify the structure or characteristics/property of the product. 

 U.S.: process limitations are only considered when determining patent 
infringement, not for patentability. 

 Korea: process limitations do not ordinarily limit the scope of the claims, 
but when the construed scope is considered to be too broad based on the 
specification, the scope can be limited to the specified processes.

Balancing Cost and Enforcement
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• How many claims does your invention require? Balance cost flexibility 
to amend both pre- and post- grant.

Balancing Cost and Enforcement
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• https://www.finnegan.com/en/insights/blogs/america-invents-act/unitary-patent-
series-part-1-grace-period-provisions.html

• https://www.finnegan.com/en/insights/blogs/america-invents-act/unitary-patent-
series-part-2-data-considerations-when-drafting.html

• https://www.finnegan.com/en/insights/blogs/america-invents-act/drafting-for-
multiple-jurisdictions-miniseries-part-3-mind-your-language.html

• https://www.finnegan.com/en/insights/blogs/prosecution-first/balancing-cost-and-
enforcement.html

• https://www.finnegan.com/en/insights/events/optimizing-enforceable-patent-claim-
scope-minimizing-costs-for-global-patent-portfolios-1192021.html

Resources
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