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Claim Limitations Proposed Design
A A
B B
C C
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Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 51 USPQ2d 
1225 (Fed. Cir. 1999)

Simplified Infringement Analysis
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♦ Function must be recited

♦ Significant structure must not be recited

♦Minimum structure needed to perform the recited 
function is used for infringement purposes

Means Plus Function Claim Elements
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♦ "Means" creates a presumption that § 112(6) 
applies; Absence of "means" creates a presumption 
that § 112(6) does not apply

Williamson V. Citrix Online, LLC, 792 F.3d 1339, 115 USPQ2d 
1105 (Fed. Cir. 2015) (en banc) 

Means Plus Function Claim Elements
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Claim: Distributed learning control module.

Held: There (apparently) is still a presumption that §112(f) will 
not apply if “means” is not used, but it is a not a “strong” 
presumption.

“Module” is a well-known nonce word that operates as a 
substitute for “means” in the context of §112(f).  “Module” is 
simply a generic description for software or hardware that 
performs a specified function.

Means Plus Function Claim Elements
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Generic terms such as “mechanism”, “element”, “device” and 
other nonce words that reflect nothing more than verbal 
constructs may be used in a manner that is tantamount to 
using the word “means” because they typically do not connote 
sufficiently definite structure and therefore may invoke §112(f).

Interestingly, "circuit for … (performing a function)" and 
"computer for … (performing a function)" are NOT nonce words 
and count as structure not to be interpreted under §112(f).

Means Plus Function Claim Elements

10



• Why is this important? Means clauses are rare in patent 
claims.

• For a means element to cover an accused product, the 
structure in the specification that performs the recited 
function must be the same as or equivalent to the 
corresponding structure in the accused product. Equivalency 
is narrow: "an insubstantial change that adds nothing of 
significance."

• If you can characterize a claim limitation as to be interpreted 
under §112(f), then all you need to do is make your element 
different from the structure in the specification for 
performing the function.

Means Plus Function Claim Elements
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Claim Construction

Claim construction for purposes of “Designing Around”

♦ Intrinsic evidence
All claims
Patent specification
Prosecution history
References of record

♦ Extrinsic evidence
English language dictionaries
Technical dictionaries

♦ Determine which evidence controls
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Relevant Intrinsic Evidence

♦ Consider all documents in the prosecution history, not just the 
amendments and arguments. Gentry Gallery, Inc. v. Berkline 
Corporation, 134 F.3d 1473, 45 USPQ2d 1498 (Fed. Cir. 1998)

♦ Consider related patents, including provisionals, parents, 
continuations, and divisionals. MPHJ Tech. Invs., LLC v. Ricoh 
Ams. Corp., 847 F.3d 1363, 121 USPQ2d 1625 (Fed. Cir. 2017); 
Microsoft Corp. v. Multi-Tech Systems, Inc., 357 F.3d 1340, 69 
USPQ2d 1815 (Fed. Cir. 2004); Ventana Med. Sys., Inc. v. 
Biogenex Lab., Inc., 473 F.3d 1173, 81 USPQ2d 1314 (Fed. Cir. 
2006)
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Relevant Intrinsic Evidence

♦ Consider related IPR’s and interferences. Aylus Networks v. 
Apple, 856 F.3d 1353 (Fed. Cir. 2017); Sunovion Pharma. V. 
Teva Pharma, 731 F. 3d 1271 (Fed. Cir. 2013)

♦ Consider related foreign applications. Starhome GMBH v, 
AT&T Mobility LLC, 743 F.3d 849, 109 USPQ2d 1885 (Fed. Cir. 
2014)
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♦ Read the claims for language that 
narrows otherwise broad limitations

Takeda Pharm. Co. v. Zydus Pharms. USA, Inc., 743 F.3d 
1359, 109 USPQ3d 1825 (Fed. Cir. 2014)

Claim: An orally disintegrable tablet which comprises (i) fine 
granules having an average particle diameter of 400 µm or 
less… and (ii) an additive wherein said tablet having a 
hardness strength of about 1 to about 20 kg, is orally 
disintegrable.

Avoiding Literal Infringement
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District Court: 400 μm (plus or minus 10%)

Federal Circuit: Precisely 400 μm

Beginning with the claim language itself—as we must—
there is no indication in the claim that 400 µm was intended
to mean anything other than exactly 400 µm. To the
contrary, the phrase “400 µm or less” is not qualified by the
word “about” or any other indicator of imprecision.

Avoiding Literal Infringement
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♦ Read the specification for explicit definitions of the 
components defined in the claims, special definitions 
and implicit definitions of the words in the claims

Abraxis Bioscience Inc. v. Mayne Pharma, 467 F.3d 1370, 80 
USPQ2d 1705 (Fed. Cir. 2006)

Specification:By the term “edetate” we mean 
ethylenediaminetetraacetic acid (EDTA) and derivatives
thereof, for example the disodium derivative is known as 
disodium edetate. In general suitable edetates of this 
invention are

Avoiding Literal Infringement
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those salts having lower affinity for EDTA 
than calcium.  Particular derivatives of use 
in the present invention include trisodium
edetate, tetrasodium edetate and disodium 
calcium edetate

Issue: Whether “edetate” covered structural analogs, 
as well as derivatives, or only derivatives.

Held: Only derivatives.

Avoiding Literal Infringement
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Renishaw v. Marposs, 158 F.3d 1243, 48 USPQ2d 1117 (Fed. Cir. 
1998)

Patent: Touch probe that generates a trigger signal  "when" a 
sensing tip contacts an object and a  stylus holder is 
deflected. 

Issue: Does "when" cover slightly delayed triggers? 

Held: No Infringement. "When" defined by description in 
the specification.  The specification repeatedly 
describes the timing of the trigger signal as 
instantaneous.

Avoiding Literal Infringement
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To the extent that these passages refer to the preferred 
embodiment, they cannot be read into the claims without 
some hook. The claim term "when" is that hook. Each of the 
passages above show that the patentee wanted "when" to 
mean as soon as possible after contact.

Avoiding Literal Infringement
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Bell Atlantic v. Covad Network Services, Inc.,  262 F.3d 1258, 
59 USPQ2d 1865 (Fed. Cir. 2001)

Patent: Data transmission systems for DSL services

Claims Specification

Plurality of 3 bandwidth modes
different "modes" described in specification-

rates are separately
described

Avoiding Literal Infringement
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Accused
Device: One "mode", several "rates."

Held: Claims are limited to the 3 "modes" described in the 
specification and do not cover different "rates" 
because "rates" and "modes" are described 
separately.

When a patentee uses a claim term throughout the entire 
patent specification, in a manner consistent with only a 
single meaning, he has defined that term "by implication."

Avoiding Literal Infringement
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♦ Identify all words in the claims that have no ordinary 
meaning, i.e., no meaning outside of the specification

Oakley, Inc. v. Sunglass Hut Int’l., 316 F.3d 1331, 65 USPQ2d 
1321 (Fed. Cir. 2003)

Claim:  Sunglasses that produce a “vivid colored appearance”.

Held:   Based on the specification, “vivid colored appearance”  
covers (and is limited to) sunglasses that produce a 
differential effect in the range of 5.45% to 405%, and no 
lower than 2.3%. 

Avoiding Literal Infringement
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Riverwood Int’l. Corp. v. R.A. Jones & Co., Inc., 324 F.3d 1346, 
66 USPQ2d 1331 (Fed. Cir. 2003)

Patent: Packaging equipment

Claim: Flight bars

Held: There is no dictionary definition for “flight bars” in 
packaging equipment.  The ordinary meaning was 
determined from the specification.

Avoiding Literal Infringement
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♦ Find unclaimed components that can be read into 
the claims anyway due to a disclaimer

X2Y Attenuators, LLC v. Int’l. Trade Comm’n., 757 F.3d 1358, 
111 USPQ2d 1607 (Fed. Cir. 2014) 

Patent: Structures for reducing electromagnetic 
interference in electrical circuits.

Claims: Do not recite a common conductive pathway 
electrode positioned between paired electromagnetically 
opposite conductors.

Avoiding Literal Infringement
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Held: The common conductive pathway electrode is required.

The patents’ statements that the presence of a common 
conductive pathway electrode positioned between paired 
electromagnetically opposite conductors is “universal to all the 
embodiments” and is “an essential element among all 
embodiments or connotations of the invention” constitute clear 
and unmistakable disavowal of claim scope. The standard for 
finding disavowal, while exacting, was met in this case. 

Avoiding Literal Infringement
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♦ Identify words in the claims that have a narrow 
dictionary definition

Guttman, Inc. v. Kopykake Enterprises, Inc., 302 F.3d 1352,  64 
USPQ2d 1302 (Fed. Cir. 2002)

Patent:   Method of copying a image onto an edible substrate 
that can be placed on a cake.

Claim: Passing an edible web along an elongated, non-tortuous 
copy path…

Avoiding Literal Infringement
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Dictionary: “Tortuous” means “marked by repeated twists, 
bends or turns.”

Argued: A non-tortuous copy path is free of “tortuous 
bends.”

Specification: A tortuous bend is one that an edible 
substrate sheet “would not likely survive.”

Avoiding Literal Infringement
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Held: The claim language should not be limited to 
substantially straight copy paths.  The inventor 
clearly contemplated using the invention in machines 
with curved, but non-tortuous, copy paths.

Avoiding Literal Infringement
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Avoiding Literal Infringement

30

♦ Read the prosecution history for descriptions of the 
components defined in the claims, special definitions of 
the words in the claims, and disclaimers



♦ Identify the relevant dictionary (i.e., ordinary) 
definitions of the words in the claims

Inverness Medical Switzerland GmbH v. Warner Lambert Co., 
309 F.3d 1373, 64 USPQ2d 1933 (Fed. Cir. 2002)

“Potentially relevant dictionaries include dictionaries of the 
English  language (providing general definitions and 
usages) and technical dictionaries, encyclopedias and 
treatises (providing specialized meanings as used in 
particular fields of art).”

Avoiding Literal Infringement
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A word that has an ordinary meaning encompassing two 
relevant alternatives may be construed to encompass 
both alternatives, unless the specification or prosecution 
history clearly demonstrates that only one of the multiple 
meanings was intended. 

Avoiding Literal Infringement
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♦ Determine whether the dictionary or specification 
controls claim interpretation

Phillips v. AWH Corp., 415 F.3d 1303, 1321, 75 USPQ2d 1321, 
1332 (Fed. Cir. 2005)(en banc)

The principle question is the extent to which we should resort 
to and rely on a patent’s specification in seeking to ascertain 
the proper scope of its claims.

The specification is always highly relevant to the claim 
construction analysis.  Usually, it is dispositive; it is the 
single best guide to the meaning of a disputed term.

Avoiding Literal Infringement
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When literal infringement is avoided by avoiding at least one 
claim limitation, make sure that infringement under the 
doctrine of equivalents is also avoided, preferably through 
one or more of legal limits.

Avoiding Liability Under the Doctrine of Equivalents
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♦ Simplified Summary of Prosecution History Estoppel

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 334 F.3d 
1359, 68 USPQ2d 1321 (Fed. Cir. 2003)

- Narrowing claim limitations added or changed for patentability 
purposes.

- Equivalent substitutes in surrendered territory can be used – no 
infringement.

Legal Limits on the Doctrine of Equivalents

35



- Equivalent substitutes in surrendered territory may not 
be used (infringement) if the substitute was 
unforeseeable or was tangential.

- Narrowing arguments made during prosecution

Legal Limits on the Doctrine of Equivalents
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Bio-Rad Labs., Inc. v. 10X Genomics Inc., 967 F.3d 1353 
(Fed. Cir. 2020)

Patent: Microfluidic systems having a “non-fluorinated” 
microchannel, added by amendment.  The reason for the 
amendment was to distinguish reactive microchannels.

Prior art disclosed fluorinated micro channels generally, but 
not microchannels having nonreacting fluorine.

Accused device: de minimus fluorine in the microchannel.

Legal Limits on the Doctrine of Equivalents
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Held: No prosecution history estoppel.

The objectively apparent reason for adding the “non-
fluorinated microchannels” limitation was no more than 
tangential to the equivalent at issue. The inventors only 
surrendered microchannels coated with fluorine for a 
purpose, not those containing de minimus amounts of 
fluorine that have no effect on the how the microchannel 
functions in the system. 

Legal Limits on the Doctrine of Equivalents
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♦ Practicing the prior art

K-2 Corp. v. Salomon S.A., 191 F.3d 1356, 52 USPQ2d 1001
(Fed. Cir. 1999)

Claim: An in-line skate...“said non-rigid shoe portion being
permanently affixed to said base portion”

First, because the Salomon skate’s removable heel screw is, at
most, an obvious variation of the French reference’s screw
attachment and the Johnson reference’s removable upper shoe
(either alone or taken in combination), the doctrine of
equivalents cannot, as a matter of law, expand the ‘466 patent
to encompass the Salomon skate.

Legal Limits on the Doctrine of Equivalents
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To hold otherwise would allow the ‘466 patent, through the
doctrine of equivalents, to cover subject matter that could not
have been legally patented in the first instance. Cf. Wilson
Sporting Goods, 904 F.2d at 684, 14 USPQ2d at 1948; Conroy,
14 F.3d at 1576-77, 29 USPQ2d at 1378; Southwall Techs. v.
Cardinal IG Co., 54 F.3d at 1580, 34 USPQ2d at 1680.

Legal Limits on the Doctrine of Equivalents
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♦ Alleged equivalent is specifically excluded from the
claim

Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d
1547, 42 USPQ2d 1737 (Fed. Cir. 1997)

Patent: A process for making granules of container-grade
polyethylene terephthalate (PET).

Claim: A process…which comprises crystallizing the granulate
to a density of at least 1.390 g/cm under forced motion at a
temperature of 220º C to 260º C under an inert gas
atmosphere…

Legal Limits on the Doctrine of Equivalents
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Accused
Process: Heated air

Held: No Infringement by equivalents. The claim
language specifically excludes reactive gases -
such as “heated air” - from the scope of the
claims. Therefore, CSS lines 3-8, 10 and 11
cannot infringe under the doctrine of
equivalents.

Legal Limits on the Doctrine of Equivalents
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♦ Vitiation (No reasonable jury could find infringement)

Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. Co., 520 U.S. 
17, 117 S.Ct. 1040 (1997)

Where the evidence is such that no reasonable jury could 
determine two elements to be equivalent, district courts are 
obliged to grant partial or complete summary judgment. Of 
course, the various legal limitations on the application of the 
doctrine of equivalents are to be determined by the court, 
either on a pretrial motion for partial summary judgment or 
on a motion for judgment as a matter of law at the close of 
the evidence and after the jury verdict.  

Legal Limits on the Doctrine of Equivalents
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Thus, under the particular facts of a case, if prosecution 
history estoppel would apply or if a theory of equivalence 
would entirely vitiate a particular claim element, partial or 
complete judgment should be rendered by the court, as there 
would be no further material issue for the jury to resolve. 

Legal Limits on the Doctrine of Equivalents
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♦ Alleged equivalent is the antithesis (e.g., opposite) 
of the claim limitation

Moore U.S.A., Inc. v. Standard Register Co., 229 F.3d 1091, 56 
USPQ2d 1225 (Fed. Cir. 2000)

Patents: Pressure Seal C-Fold Two-Way Mailer

Claim: A mailer type business form intermediate, 
comprising. . . first and second longitudinal strips of adhesive 
disposed in said first and second longitudinal marginal portions . 
. . of said first face, extending the majority of the lengths of 
said longitudinal marginal portions.

Legal Limits on the Doctrine of Equivalents
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Accused
Device: SRC mailer is a C-fold mailer with first and second 

longitudinal strips of adhesive extending 47.8%
of the total margin length.

Held: The district court appropriately granted summary 
judgment of noninfringement of claim 1 under 
the doctrine of equivalents.  Moore’s use of the 
term “majority” is not entitled to a scope of 
equivalents covering a minority, which is the 
antithesis of a majority. It cannot be 
insubstantially different.

Legal Limits on the Doctrine of Equivalents
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♦ Narrow invention — claims drawn to specific 
structure

Zodiac Pool Care v. Hoffinger Indus., 206 F.3d 1408, 54 
USPQ2d 1141 (Fed. Cir. 1999)

Patent: Vacuum cleaning system for swimming pools

Claim: A stop for preventing upward flexing of the peripheral 
edge beyond a predetermined amount located forward of 
the body and above and substantially inward of the 
peripheral edge.

Legal Limits on the Doctrine of Equivalents
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Accused 
Device: Hoffinger’s “Glider” and “Cruiser” have weight 

arms that extend at least to the peripheral 
edge of the flexible disk.

Held: No infringement.  No reasonable jury could 
find that a stop which extends to the 
peripheral edge of a disk is equivalent to one 
that is “substantially inward” of the very same 
disk. 

Legal Limits on the Doctrine of Equivalents
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♦ A change in kind, not in degree

Freedman Seating Company v. American Seating Company, 
420 F.3d 1350, 76 USPQ2d 1001 (Fed. Cir. 2005)

Patent:  Stowable seat, usable in public transportation vehicles.

Claim: A stowable  seat  for mounting to support member of a 
vehicle . . . comprising . . . a support member 18 for 
supporting said seatbase in said deployed position including a 
moveable end 56 slidably mounted to said seatbase and a 
fixed end journalled with said frame.

Legal Limits on the Doctrine of Equivalents
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Issue: Whether the rotatably mountable support 
structure of the accused device is equivalent to the 
slidably mountable moveable end 56 of support 
member 18.

Held: No infringement. While the moveable end of the EZ 
Fold’s support member has the ability to rotate, it 
cannot slide or otherwise move along the 
seatbase. It is confined to a fixed location. We 
think that this structural difference in the mounting 
of the moveable end to the seatbase is not a “subtle 
difference in degree,” but rather, “a clear, substantial 
difference or difference in kind.”

Legal Limits on the Doctrine of Equivalents
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♦ Disclosed but unclaimed embodiment

Johnson & Johnston Associates, Inc. v. R.E. Service Co., 285
F.3d 1046 (Fed. Cir. 2002) (en banc)

Having disclosed without claiming the steel substrates,
Johnston cannot now invoke the doctrine of equivalents to
extend its aluminum limitation to encompass steel. Thus,
Johnston cannot assert the doctrine of equivalents to cover
the disclosed but unclaimed steel substrate.

Legal Limits on the Doctrine of Equivalents
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Thank you!
____

Dale Lazar
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Missing Element Antidote -
Minimize the Likelihood of Avoiding Literal Infringement

I. Draft the broadest claim the prior art allows
A. Recite the feature that distinguishes over the prior art and 

then wrap the rest of the invention around the 
distinguishing feature in the broadest possible terms

B. Consider the possibility of claiming a broader 
subcombination, including replacement and repair parts

C. Eliminate unnecessary words
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1.  A copying machine comprising:
a photosensitive element having a surface of amorphous 

silicon;
an optical system disposed to create an image of an original 

on the photosensitive element; and
a transfer system disposed to transfer the image on the 

photosensitive element to a sheet.

55

A. Start with the Target (point of novelty)



2. A copy machine comprising:
a photosensitive element;
an optical system disposed to create a pattern of charges on 

the photosensitive element corresponding to original;
a developer disposed to apply toner to the photosensitive 

element to create a visible image on the photosensitive 
element, the developer including at least three rollers; and 

a transfer system disposed to transfer the visible image to a 
sheet.
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A. Start with the Target (point of novelty)



3. A photosensitive member comprising:
a base: and
a layer of amorphous silicon disposed on the base.

4. A developer comprising:
a container for holding toner;
a first roller;
a second roller; and
a third roller, the first, second and third rollers being 

disposed to transfer toner from the container.

57

B. Consider subcombinations, including replacement and repair parts



1. Consider functional, e.g., “an effective amount” sort of 
language.

2. “An effective amount” is useful in chemical inventions.
3. Consider how the Federal Circuit has interpreted 

functional claim language.

58

B. Consider Functional Language
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York Products Inc. v. Central Tractor Farm & Family Center,
99 F.3d 1568, 40 USPQ2d 1619 (Fed. Cir. 1996)

Load anchor in a pick-up truck bed liner

Claim 1: "ridge members protruding. . .for at least a substantial 
part of the entire height [of the sidewalls]

Held: The limitation requires that the ridges must cover nearly 
the entire height of the sidewall portion. . .

Claim 32: "said load locks having a depth sufficient to anchor 
[the load]
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York Products Inc. v. Central Tractor Farm & Family Center,
99 F.3d 1568, 40 USPQ2d 1619 (Fed. Cir. 1996)

Held: Neither the language of claim 32, nor the specification, 
requires that the ridges extend over the entire height of the 
sidewalls. The claim language does not include a height limitation.



Claim: A surgical stapler comprising a frame, one or more 
longitudinal slots for slidably receiving one or more 
longitudinal pusher bars comprising a firing mechanism of 
said surgical stapler, and a plurality of drivers engageable 
by said pusher bars for ejecting the staples from the 
cartridge, said staple cartridge releasably fastened to said 
surgical stapler,

61

Ethicon Endosurgery, Inc. v. U.S. Surgical Corp.,
93 F.3d 1572, 40 USPQ2d 1019 (Fed. Cir. 1996)



the improvement comprising a lockout mechanism 
connected to said longitudinal slots for preventing said 
pusher bars from passing more than one time through said 
longitudinal slots.
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Ethicon Endosurgery, Inc. v. U.S. Surgical Corp.,
93 F.3d 1572, 40 USPQ2d 1019 (Fed. Cir. 1996)



District Court: Claims read narrowly to require the 
lockout mechanisms to engage the pusher bars rather than 
any other portion of the firing assembly.

Plaintiff: Claims broad enough to cover devices with a 
lockout barrier which engages portions of the firing 
assembly other than the pusher bars.
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Ethicon Endosurgery, Inc. v. U.S. Surgical Corp.,
93 F.3d 1572, 40 USPQ2d 1019 (Fed. Cir. 1996)



Held: The functional language at the end of the claim 
recites that the purpose of the lockout is to prevent the 
pusher bars from passing again through the longitudinal 
slots, rather than describing in more general terms that the 
function is to prevent refiring of the stapler. This is some 
indication that what is being described is an operative 
relationship between the lockout barrier and the 
longitudinal slots.

64

Ethicon Endosurgery, Inc. v. U.S. Surgical Corp.,
93 F.3d 1572, 40 USPQ2d 1019 (Fed. Cir. 1996)



Claim:
“said shank…having a non-abrading 

bearing surface, so that when 
[the anchor] is forcibly driven 
into said tightly fitting hole, [the 
anchor] will not score, chisel or 
otherwise mutilate the hole 
wall”

65

Rawlplug Co. v. ITW, 11 F.3d 1306, 28 USPQ2d 1908 (Fed. Cir. 1993)



66

Rawlplug Co. v. ITW, 11 F.3d 1306, 28 USPQ2d 1908 (Fed. Cir. 1993)
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E. Combine several elements or steps into a single more general element or step



1. A vehicle comprising:
a first wheel;
a second wheel;
a third wheel; and 
a fourth wheel . . .

2. The vehicle of Claim 1 comprising…
3. A vehicle comprising a set of four wheels…
4. The vehicle of Claim 3 comprising…

68

F. Combine several elements or steps 
into single more general element or step



Stress Test Your Claims

G. Work closely with the inventor to find alternatives, and add them to the
specification and broaden claims to cover alternatives.

H. Ask the inventor and his/her business associates about the trends in the
industry and what competitors are doing or likely to do. Consider:

1. The full range of potential alternative solutions to the problem which 
your inventor faced.

2. Other environments in which the inventor’s particular solution may 
have applicability.

3. Alternative components that could be used to practice the invention.
4. The manner in which the particular technology is expected to evolve.
5. The technology that your client’s competitors employ.
6. The manner in which the competitors’ technology is likely to evolve.

I. Design around your own invention

69



II. Draft a series of narrower claims which 
differ in scope in finely varying steps

A. Broadest claim(s) are likely to be invalid
B. So it is vital to include narrower dependent and independent claims
C. Narrower claims should be drafted in finely varying steps
D. Goal is to avoid need for the doctrine of equivalents

70



III. Draft Broad Specification to Support Broad Claims

A. Draft a claim that includes all or almost all components.
B. Use that claim as an outline for the specification, and describe the function, 

way (structure) and result of every component, every sub-assembly, and the 
invention overall.

C. Mismatch between scope of claims and scope of specification may cause the 
Federal Circuit to either construe the claims narrowly (“what did the 
inventor really invent”) or hold the claims invalid for lack of written 
description support.

D. “Broad specification” means many embodiments and broad definitions in 
specification.

E. Judge Linn spoke of avoiding one embodiment patents during patent 
drafting under the heading “Avoiding Self-Inflicted Wounds.”

F. Once you identify numerous embodiments, it is easy to draft claims broad 
enough to cover those embodiments.
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E. Describe function, way (structure) and result

Claim:
“skinless” in a porous membrane

Specification:
Described tests for determining the presence or 

absence of a skin: bubble point, float time, K1 
curve tests

Defendant:
Photomicrograph showed “skin”
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E. Describe function, way (structure) and result

Plaintiff:
“skinless” based on performance characteristics –

defendant’s membrane met tests
Held:

Infringement. “Skinless” properly construed as a 
performance characteristic. 

73



Antidote to Means-Plus-Function Approach

A. Use means clauses to generically claim alternative structures disclosed in 
the specification that perform the same function.  Maxwell v. J. Baker, 86 
F.3d 1098 (Fed. Cir. 1996)(alternative straps to tie shoes on sale together).

B. Include as many alternative structures as possible for performing the 
function in the means clause to broaden scope of clause.

C. Don’t use means-plus-function for all of your claims.  Include claims with 
broad, generic structural language and claims with specific structural 
language.

D. Avoid “nonce” words (means, mechanism, element, device, module…) to 
avoid an interpretation under Section 112(f).
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Correlating Claim Elements to Competitive Advantage

A. Do not lose track of the end game.  The goal is not to obtain a patent.  
The goal is to maximize commercial value.

B. You must deeply understand the invention, typically by interviewing 
the inventor.  Sometimes, interviewing the inventor will not give you 
all the information you need to maximize commercial value.  Perhaps 
marketing/sales people or customers can add insight.
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Correlating Claim Elements to Competitive Advantage

C. Ask questions to spur further embodiments and broader claims:
1) The full range of potential alternative solutions to the problem 
which your inventor faced.
2) Other environments in which the inventor’s particular solution 
may have applicability.
3) Alternative components that could be used to practice the 
invention.
4) The manner in which the particular technology is expected to 
evolve.
5) The technology that your client’s competitors employ.
6) The manner in which the competitors’ technology is likely to 
evolve.
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Correlating Claim Elements to Competitive 
Advantage and Competitive Necessity

Automobile Example
Need:

Customers want more powerful engines
Inventor’s Solution:

Four valves per cylinder
Technical Necessities:

New head dimensions, oil passages, water passages, fuel 
injection, etc.

Commercial Necessity (obtained from inventor? Or marketing?):
Aerodynamic body
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Correlating Claim Elements to Competitive Success

Automobile Example
Inventor’s Solution:

Tilt engine so it fits under the hood
Competitive Advantage:

More powerful engine in a commercially acceptable vehicle
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Prosecution Techniques –
Keep Your Eye on Commercial Value

I. Claim Amendments – Key to Commercial Success
A. Ask Your Client:

1. Have any other embodiments been developed since the 
filing date?

2. Does your client continue to anticipate that its business will 
develop in the same direction as was discussed before the application was 
filed?

3. Have your client’s competitors continued to develop their 
products in the anticipated manner?

4. Have any other alternative solutions, alternative 
applications, or alternative components come to mind for practicing the 
invention?
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I. Claim Amendments – Key to Commercial Success

B. Only then can you decide the most commercially valuable 
way to amend claims

C. Carefully weigh whether claims found allowable by the 
Examiner maximize commercial value in view of the prior art 
– in addition to limited literal scope, cancelling broader, 
rejected claims crates estoppels.
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II. Draft “Remarks” From a Commercial Perspective

A. Arguments may limit scope of claims.
B. You may be gaining allowance, but are you destroying commercial value?
C. After you have drafted an elegant argument to overcome a rejection, 

review the argument to see whether you have limited the scope of the 
claim in a commercially destructive way.

D. Review characterizations regarding prior art.
E. Beware of characterizing the invention in a manner different from the 

claims – let the claims speak for themselves (quote claims).
F. If you are able to argue two separate features of a claim, think about 

replacing the claim with two claims, one with each feature. Arguing both 
features in the claim will create an estoppel with regard to both features.
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III.  Presenting Claims to Cover Competitor’s Product

A. Best way to create literal infringement is to have access to the 
competitor’s product.

B. No new matter can be added, so after the application has been filed, this 
typically involves broadening claims to cover the competitor’s product.

C. But is there written description and enablement support?
D. Best chances are when you have a broad specification with numerous 

embodiments.
E. Consider an interview when broadening claims to smooth the path to 

allowance.
F. In the written record, be sure to explain that the claims are being 

broadened and remind the examiner to consider any prior art that the 
broadened claims bring back into play.  Hakim v. Cannon Avent Group, 
479 F.3d 1313 (Fed. Cir. 2007).
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Post Issuance Practice

A. Reissue
1. Pros

a. Can broaden claims within 2 years of issuance
b. Can file reissue even after all applications have issued as patents

2. Cons
1. Can’t broaden claims after 2 years from issuance
2. Must declare patent defective
3. Cannot recapture subject matter previously surrendered
4. Creates intervening rights (absolute right with regard to product or 

process practiced prior to issuance of the reissue to continue 
infringing claim in reissue that was not in original patent; court has 
discretion to allow infringer of new claim in reissue to continue to 
make, use, sell, … even after issuance of reissue)
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Post Issuance Practice

B. Ex Parte Reexamination
1. Pros

a. No need to declare patent defective
b. Can file reexam even after all applications have issued as patents

2. Cons
1. Can’t broaden claims
2. Creates intervening rights (absolute right with regard to product or

process practiced prior to grant of the reexam to continue infringing
claim in reexam that was not in original patent; court has discretion
to allow infringer of new claim in reexam to continue to make, use,
sell, … even after grant of reexam)
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Post Issuance Practice

C. Continuation Practice
1. Pros

a. No need to declare patent defective
b. Can broaden claims
c. No limit on the number of continuation applications short of 

prosecution latches
d. Restriction requirements are your friend
e. Can recapture subject matter surrendered in parent application
f. No intervening rights

2. Cons
1. Parent application must be pending when continuation is filed 

(copendency)
2. Eventually limited by prosecution latches
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