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Agenda
• Federal Rules of Civil Procedure
• Hague Convention on Taking Evidence Abroad
• Letters Rogatory
• Supreme Court’s Aérospatiale Decision and Comity Factors

• Behrens
• Tiffany
• GDPR

• Section 337 and Discovery in ITC Investigations
• Special Issues in Foreign Discovery, i.e., Privilege, Adverse Inferences
• Taking Discovery in U.S. for Use in Foreign Proceedings, 28 U.S.C. 

§1782
• Practical Tips for Foreign Discovery

Obtaining Discovery Abroad

Morrison & Foerster LLP
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• Foreign inventors on the patents-in-suit
• Foreign manufacturer or design entity
• Foreign parent company

Foreign Discovery In Patent Litigation

Morrison & Foerster LLP
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• Discovery generally proceeds under the Federal Rules of Civil 
Procedure.

• “We conclude accordingly that the Hague Convention did not deprive the District 
Court of the jurisdiction it otherwise possessed to order a foreign national party 
before it to produce evidence physically located within a signatory nation.” 
Sociétié Nationale Industrielle Aérospatiale v. United States Dist. Court for S. 
Dist., 482 U.S. 522, 540 (1987).

• Discovery from foreign parties may still proceed under the Federal 
Rules even if it is contrary to a foreign blocking statute.

• “The French ‘blocking statute,’ . . . does not alter our conclusion. It is well settled 
that such statutes do not deprive an American court of the power to order a party 
subject to its jurisdiction to produce evidence even though the act of production 
may violate that statute.” Id. at 544 n. 29. 

Discovery From Foreign Parties Under 
FRCP

Morrison & Foerster LLP
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• There may be a comity analysis if there is a foreign blocking statute
• “Comity refers to the spirit of cooperation in which a domestic tribunal 

approaches the resolution of cases touching the laws and interests of other 
sovereign states.” Aérospatiale, 482 U.S. at 544 & n.27. 

• “We therefore decline to hold as a blanket matter that comity requires resort to 
Hague Evidence Convention procedures without prior scrutiny in each case of the 
particular facts, sovereign interests, and likelihood that resort to those procedures 
will prove effective.” Id. at 544.

• A party seeking discovery that loses under the comity analysis must seek the 
desired discovery through other means than the Federal Rules (Hague Convention 
or Letters Rogatory).

Discovery From Foreign Parties Under 
FRCP

Morrison & Foerster LLP
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• Geographic restrictions on Rule 45 Subpoenas:
• “A subpoena may be served at any place within the United States.” Rule 

45(b)(2).
• “28 U.S.C. §1783 governs issuing and serving a subpoena directed to a United 

States national or resident who is in a foreign country.” Rule 45(b)(3).

• Restrictions on § 1783(a) Subpoenas
• [i] “A court of the United States may order the issuance of a subpoena requiring 

the appearance as a witness before it, or before a person or body designated by it, 
of a national or resident of the United States who is in a foreign country, or 
requiring the production of a specified document or other thing by him

• [ii] “particular testimony or the production of the document or other thing by him 
is necessary in the interest of justice,” and

• [iii] “in other than a criminal action or proceeding, if the court finds, in addition, 
that it is not possible to obtain his testimony in admissible form without his 
personal appearance or to obtain the production of the document or other thing in 
any other manner.”

Discovery From Foreign Non-Parties 
Under FRCP

Morrison & Foerster LLP
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• Alternatives under the Federal Rules
• Foreign non-party itself has a branch (not a subsidiary or affiliate) in the United 

States that was served with a Rule 45 subpoena.
• Documents held by the foreign non-party are in the possession, custody, or control 

of a non-party subject to a Rule 45 subpoena, and thus subject to discovery under 
the Federal Rules.

• Documents held by the foreign non-party are in the possession, custody, or control 
of a party, and thus subject to discovery under the Federal Rules (Rule 34).

• Still subject to comity analysis if there is a blocking statute.

• Otherwise Proceed under the Hague Convention or Letters Rogatory

Discovery From Foreign Non-Parties 
Under FRCP

Morrison & Foerster LLP
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• Legal Right Standard: “When a party has the legal right to obtain the 
documents and ESI.”

• Legal Right Plus Notification: “When a party has the legal right to 
obtain the documents and ESI. Plus, if the party does not have the 
legal right to obtain the documents and ESI that have been 
specifically requested by its adversary but is aware that such evidence 
is in the hands of a third party, it must so notify its adversary”; and

• Practical Ability Standard: “When a party does not have the legal 
right to obtain the documents and ESI but has the ‘practical ability’ to 
do so.” 

• The Sedona Conference, Commentary on Cross-Border Discovery in 
U.S. Patent and Trade Secret Cases, at 22-23. 

Different Interpretations Of 
“Possession, Custody, Or Control”

Morrison & Foerster LLP
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• A branch may be “presumed to have custody and control of its own 
records ordinarily required in the course of business, and the burden 
of proving otherwise is on the corporation.” Tiffany (NJ) LLC v. Qi 
Andrew, 276 F.R.D. 143, 149 (S.D.N.Y. 2011). 

• Parent corporations “have been required to produce documents held 
by subsidiaries.” Power Integrations, Inc. v. Fairchild 
Semiconductor Int'l, Inc., 233 F.R.D. 143, 145 (D. Del. 2005).

• Subsidiary corporations
• Legal Right Standard: “A subsidiary, by definition, does not control its parent 

corporation.” Id. at 145.
• Practical Ability Standard: Subsidiary may have the practical ability to obtain 

documents from the parent. See id. at 146.
• In rare circumstances, the “alter ego doctrine” may permit piercing “the corporate 

veil of the subsidiary.” Id. at 145.

“Possession, Custody, Or Control” By 
Different Entities

Morrison & Foerster LLP



• Hague Convention, i.e., the Convention on the Taking of Evidence 
Abroad in Civil or Commercial Matters (March 18, 1970) authorizes 
letters of request to a foreign tribunal

• The Convention specifies a number of requirements for letters of 
request including:

─ names and addresses of parties and counsel to U.S. proceedings
─ description of the nature of the proceedings for which evidence is sought
─ in the case of requests for examination of witnesses the names and addresses of 

persons to be examined
─ in many cases a list of questions to be put to the persons to be examined
─ a list of the specific documents sought (general categories are typically not 

allowed)

• The letter of request and accompanying documents must be 
translated into the language of the foreign tribunal

Letters of Request Under the Hague Convention

Morrison & Foerster LLP 14
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• Hague Convention provides letters of request transmitted from the 
U.S. court to a “Central Authority” which is typically the foreign court 
system

─ The Central Authority reviews the letter of request for compliance with local laws 
and regulations

• Can you obtain documents abroad under a Hague letter of request?
─ It depends on the member state; for example, Germany typically does not allow 

production of documents

• Can you obtain a U.S. style deposition pursuant to a Hague letter of 
request?

─ Again, depends on the member state and their accession to the Convention
─ In many cases, examination will only be permitted before a foreign magistrate on 

written questions (e.g., Germany) 

Letters of Request Under the Hague Convention 
(cont’d)

Morrison & Foerster LLP
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• What if both parties to U.S. litigation wish to use a letter of request?
─ Best practice is to coordinate with other side and submit a single letter of request

• Unlike normal broad discovery requests under Federal Rules 26, 33 
and 34, Hague requests should be narrowly tailored and very specific

• Foreign courts will reject broadly framed letters as “fishing 
expeditions”

• It is a good practice to consult foreign counsel regarding scope and 
process for letters of request

Letters of Request Under the Hague Convention 
(cont’d)

Morrison & Foerster LLP
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• Letters rogatory are another method for obtaining assistance abroad 
in the absence of a treaty or executive agreement to obtain evidence

• 28 U.S.C. §1781 authorizes the U.S. Department of State to receive a 
request from a U.S. court or foreign tribunal and to transmit the U.S. 
court request to a foreign tribunal

• Letters rogatory should be applied for first from a district court judge 
or magistrate and signed by such judicial official

• They are normally transmitted via the Department of State through 
diplomatic channels to the foreign state

• Because letters rogatory are normally transmitted through diplomatic 
channels (unlike letters of request pursuant to the Hague 
Convention), they are very time consuming and often take at least 
one year

Letters Rogatory

Morrison & Foerster LLP
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• Pursuant to 28 U.S.C. §1781(b)(2), another option subject to the 
foreign state’s rules, is to transmit the letters rogatory directly from a 
district court to the foreign tribunal

Letters Rogatory (cont’d)

Morrison & Foerster LLP
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• In 1987 the Supreme Court issued its seminal decision addressing 
foreign discovery in U.S. courts. Sociétié Nationale Aérospatiale v. 
U.S. Dist. Ct. for S. Dist. of Iowa (“Aérospatiale”), 482 U.S. 522 
(1987)

• The Aérospatiale decision answered two major questions regarding 
foreign discovery:

─ first, it confirmed that the Hague Convention is not the exclusive or mandatory 
means for seeking foreign discovery

─ second, it concluded that international comity issues do not require U.S. courts to 
first resort to Hague Convention measures before using the Federal Rules for 
foreign discovery

Aérospatiale and Foreign Discovery

Morrison & Foerster LLP



20

• Aérospatiale addressed a series of non-exclusive factors that federal 
courts should use as relevant to analyzing comity issues:

─ importance to the litigation of the documents and other information requested
─ degree of specificity of the request
─ whether the information originated in the U.S.
─ availability of alternative means of securing the information; and
─ extent to which noncompliance with the request would undermine important 

interests of the U.S., or compliance would undermine important interests of the 
foreign state, Aérospatiale, 482 U.S. 522 n.28 (citing Restatement of Foreign 
Relations Law of the U.S. (Revised) § 437(1)(c) (Tent. Draft No. 7, 1986) (approved 
May 14, 1986))

Aérospatiale and Foreign Discovery

Morrison & Foerster LLP
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• The factors listed in Aérospatiale have profoundly affected how the 
U.S. courts balance whether to permit discovery from foreign sources

• Since the decision, federal courts have developed additional factors 
that should be addressed including:

─ potential hardship to the party or witness from whom discovery is sought
─ good faith of the party resisting discovery
─ extent and nature of the hardship that inconsistent enforcement of discovery 

imposes on foreign state and
─ extent to which enforcement by either sate can reasonably be expected to achieve 

compliance by the foreign state, Richmark Corp. v. Timber Falling Consultants, 
959 F.2d 1468, 1475 (Fed. Cir. 1992)

Morrison & Foerster LLP

Aérospatiale and Foreign Discovery (cont’d)
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• What are the common bases for objections to foreign discovery?
─ blocking statutes
─ privacy laws and regulations (e.g., GDPR)
─ bank secrecy laws

• How have U.S. courts normally dealt with such objections to foreign 
discovery?

─ courts frequently suggest the fifth comity factor in Aérospatiale is most important 
-- the balance of national interests.  Richmark Corp. v. Timber Falling 
Consultants, 959 F.2d at 1476

─ courts often look to whether there is a consistent history of enforcement of the 
foreign blocking or privacy law.  Proofpoint v. Vade Secure Inc., No. 19-cv-04238, 
2020 WL 1911195 (N.D. Cal. April 20, 2020) (overruling objection to production 
of documents in trade secret case based on French blocking statute where there 
was evidence of lack of enforcement)

Aérospatiale and Foreign Discovery (cont’d)

Morrison & Foerster LLP
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• What is the overall success rate of requests seeking foreign discovery 
since Aérospatiale?

• Generally, federal courts have granted a large majority of requests for 
foreign discovery in whole or in part despite objections based on 
comity factors

─ M.J. Hoda, The Aérospatiale Dilemma:  Why U.S. Courts Ignore Blocking Statutes 
and What Foreign States Can Do About It, 106 Cal. L. Rev. 231 (2018)

• A recent empirical study showed that objections to discovery under 
Federal Rules based on foreign blocking and privacy statutes are 
largely rejected

─ M.J. Hoda, The Aérospatiale Dilemma:  Why U.S. Courts Ignore Blocking Statutes 
and What Foreign States Can Do About It, 106 Cal. L. Rev. 231 (2018)

─ in this study the research showed that federal courts ordered foreign parties to 
produce discovery in potential violation of blocking statutes in 37 out of 42 
contemplated orders

Aérospatiale and Foreign Discovery (cont’d)

Morrison & Foerster LLP
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─ federal courts refused to grant discovery under the federal rules based on foreign 
laws in only 5 cases out of 42 (12%)

─ this resulted in a success rate for foreign discovery of 88 percent.  Id. at 245.
─ a key factor in the federal courts’ rejection of foreign blocking law objections was 

lack of evidence the foreign law’s enforcement.  Id. at 246
─ in 26 of the cases studied the courts expressly considered enforcement histories of 

the foreign law.  Id. at 245
─ in 23 of the 26 cases the federal courts found there was lack of evidence of 

consistent enforcement; in each of 23 cases the courts ordered production of the 
foreign materials.  Id. at 246.

• What this suggests is that if a party wants to successfully object to 
production of foreign materials, it needs solid evidence of consistent 
enforcement of foreign law such as monetary penalties, etc.

Aérospatiale and Foreign Discovery (cont’d)

Morrison & Foerster LLP
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• French blocking statute: “Subject to any treaties or international 
agreements and the laws and regulations in force, it is prohibited for 
any person to request, to investigate or to communicate in writing, 
orally or by any other means, documents or information relating to 
economic, commercial, industrial, financial or technical matters 
leading to the establishment of proof in light of foreign 
administrative or judicial proceedings or as a part of such 
proceedings.”

• Documents sought were created by the French subsidiary of a party.
• Behrens v. Arconic, Inc., No. 19-2664, 2020 U.S. Dist. LEXIS 44581, at *6-7 (E.D. 

Pa. Mar. 13, 2020)

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• The Behrens court appointed an expert and master.
• The expert and master was asked to consider “the relevance and/or impact, if any, 

of the French Blocking Statute.”
• The expert and master was not asked to analyze U.S. law.
• The expert and master report recommended the parties use the Hague Convention 

methods.

• The court addressed the Aérospatiale comity analysis, relying in part 
on the expert and master. Behrens, 2020 U.S. Dist. LEXIS 44581, at 
*10-13.

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• (1) Importance to the litigation of the documents or other 
information requested.

• Heavily Favors Hague Convention discovery: party already received “ample 
discovery,” documents sought were “unlikely” to be “foundational,” and the court 
postponed ruling on the issue pending completion of Hague Convention 
Procedures. Behrens, 2020 U.S. Dist. LEXIS 44581, at *15-16.

• (2) Degree of specificity of the request.
• Favors Hague Convention discovery: RFPs were “very broad.” Id. at *17.

• (3) Whether the information originated in the United States
• Neutral: Noting that some courts look to where documents originated, but others 

look to where documents are stored. The documents originated in France, but 
documents are accessible to a party in the United States (although the location of 
the server storing them was not known). Id., at *17-20.

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• (4) Availability of alternative means of securing the information
• Heavily Favors Hague Convention discovery: Hague Convention procedures were 

“not unreasonably burdensome,” and appointing a commissioner would likely 
allow the process to commence “promptly.” Party could supplement response to 
motion after completion of the Hague Convention Process. Id., at *20-22.

• (5) Extent to which noncompliance with the request would 
undermine important interests of the United States, or compliance 
with the request would undermine important interests of the state 
where the information is located.

• Strongly Favors Hague Convention discovery
• “France’s Interest is Strong”
• U.S. Interest is “Comparatively Weak”
• Behrens, 2020 U.S. Dist. LEXIS 44581, at *22-28 (internal quotation marks 

omitted).

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• “France’s Interest is Strong”: 
• The French blocking statute was adopted to “limit the extraterritorial effect of 

document requests.” 
• “The legislative history demonstrates that the intent was for the [French blocking 

statute] and the Hague Convention to work in tandem.” 
• “[T]he Hague Convention has always been interpreted by the French government 

as binding, so it is logical that compliance with Hague procedures acts as an 
exception to the [French blocking statute].”

• While some cases had found the French blocking statute was not enforced, the 
expert and master identified one example “of a French court affirming the 
imposition of criminal sanction for violation of the [French blocking statute]” and 
five French cases where “the [French blocking statute] was applicable, sometimes 
to reject the request of documents and sometimes to accept it.”

• France’s interest in the use of the Hague convention was confirmed by its amicus 
curiae brief in Aérospatiale.

• Behrens, 2020 U.S. Dist. LEXIS 44581, at *22-28 (internal quotation marks 
omitted).

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• U.S. Interest is “Comparatively Weak”
• Many other cases involved the United States’ interest in enforcement of “domestic 

antitrust laws,” which had “implications of national importance.”
• In Behrens, the interest arose “under Pennsylvania tort law.”
• The interest in protecting U.S. citizens “from harmful products” was reduced 

because decedents were citizens or residents of the United Kingdom. 
• Remaining interest was in “fully and fairly adjudicating matters before its courts.”
• Behrens, 2020 U.S. Dist. LEXIS 44581, at *22-28 (internal quotation marks 

omitted).

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• (5) the extent to which noncompliance with the request would 
undermine important interests of the United States, or compliance 
with the request would undermine important interests of the state 
where the information is located.

• Strongly Favors Hague Convention discovery.
• “In sum, the Court finds that the interest of France in the use of the Hague 

Convention outweighs the interest of this Court in immediately compelling 
production under the Federal Rules of Civil Procedure.”

• “This importance to France is not outweighed by the interest in ensuring that 
United States companies are held responsible for their actions in our courts or in 
adjudicating matters.”

• Behrens, 2020 U.S. Dist. LEXIS 44581, at *22-29.

Federal Rule Foreign Party Discovery 
Can Be Denied: Behrens

Morrison & Foerster LLP
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• Rule 45 subpoena served on New York branches of Chinese banks
• Practical Ability Standard applied: “Regardless of the witness’ legal 

relationship to a document, for the purposes of a Rule 45 subpoena, a 
document is within a witness’s ‘possession, custody, or control’ if the 
witness has the practical ability to obtain the document.”

• Subpoena served on a branch: “presumed to have custody and 
control of its own records ordinarily required in the course of 
business, and the burden of proving otherwise is on the corporation.”

• Documents in China were found to be in the banks’ possession 
because the subpoenas were directed to the banks as a whole, not the 
New York branches that alleged they could not compel the Chinese 
headquarters to produce the information. 

• Tiffany (NJ) LLC v. Qi Andrew, 276 F.R.D. 143, 145, 148-50 
(S.D.N.Y. 2011).

Federal Rule Foreign Non-Party 
Discovery Can Be Denied: Tiffany

Morrison & Foerster LLP
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• Chinese law was asserted as a bar to production, and so a comity 
analysis was performed that required proceeding through the Hague 
convention, but if that proved futile, the movant was permitted to 
renew the application to enforce the subpoenas.

• (1) The banks’ records were important (weighing in favor of Federal Rules).
• (2) The request was “sufficiently specific” (weighing in favor of Federal Rules).
• (3) The information was actually located outside of the U.S. (weighing in favor of 

Hague Convention). 
• (4) There was evidence that China executes Hague requests, and so the court could 

not conclude that avenue was futile (weighing in favor of Hague Convention).
• Tiffany (NJ) LLC v. Qi Andrew, 276 F.R.D. 150-56 (S.D.N.Y. 2011).

Federal Rule Foreign Non-Party 
Discovery Can Be Denied: Tiffany

Morrison & Foerster LLP
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• (5) “While the United States certainly has an interest in enforcing its orders and 
protecting trademark rights, the Chinese interest in protecting its account holders' 
confidentiality appears more significant in this case. The regulations at issue have 
few exceptions and appear to provide harsh consequences for violations” 
(weighing in favor of Hague Convention).

• “The fact that the Banks are non-parties further pushes this factor in favor of 
the Banks.”

• (6) the banks were non-parties and cited cases in which a bank was liable to a 
customer after turning over information, and while the circumstances were 
distinguishable, the statute was used to impose a ”serious punishment” (weighing 
in favor of Hague Convention).

• (7) No evidence the banks were acting in bad faith (weighing in favor of Hague 
Convention).

• Tiffany (NJ) LLC v. Qi Andrew, 276 F.R.D. 156-60 (S.D.N.Y. 2011).

Federal Rule Foreign Non-Party 
Discovery Can Be Denied: Tiffany

Morrison & Foerster LLP
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• What about challenges based on foreign privacy laws such as GDPR?
─ in one of the early reported cases involving GDPR, an objection based on GDPR 

was overruled, where the court held significant U.S. interest in protecting patents 
prevailed.  Finjan  v. Zscaler, Case No. 17-cv-o6946-JST (KAW), 2019 WL 618554 
(N.D. Cal. Feb. 14, 2019)

• plaintiff sought discovery of defendant’s employees emails dating to sale of 
accused products; defendant objected on GDPR personal data grounds

• court ruled request narrow and directly relevant to infringement this 
specificity factor favored production 

• not clear there were alternative  means of discovery
• court found U.S. interest in protecting patent laws paramount and UK 

interest in privacy covered by protective order

Aérospatiale and GDPR

Morrison & Foerster LLP
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• In re Mercedes-Benz Emissions Litig. No. 16-cv-881 2020 WL 
487288, 3 (D.N.J. Jan. 30, 2020), The court rejected objection to 
production of personal data covered by GDPR definition, and noted it 
was the burden of the party relying on foreign law to show it bars 
production.  Court reviewed the 5 comity factors.

• first factor:  names and contact information of current and former Mercedes 
employees important and directly relevant to litigation, this supports discovery

• second factor:  the level of specificity also supported discovery
• third factor:  found the origin of the information (Germany) weighed against 

discovery
• fourth factor:  there was no reasonable alternative to seeking the discovery of 

employee information in Germany
• final factor:  the information was critical to U.S. interest in whether U.S. 

consumers were mislead by claims and German interest protected by protective 
order

Aérospatiale and GDPR (cont’d)

Morrison & Foerster LLP
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• In another recent decision involving negligence claims on a ship, a 
federal court rejected a party’s objections to producing names and 
contact information for crew members who were aboard the ship 
when the accident occurred.  Woldegiorgis v. NYK Ship Mgmt., Case 
No. 18-cv-07678-AGT 2021 U.S. Dist. LEXIS 123703 (N.D. Cal. July 
1, 2021)

─ court rejected privacy objections based on GDPR and Philippines privacy law 
based on lack of evidence

─ also determined protective order would protect information disclosed

• In another recent patent case involving mobile payments technology, 
a district court ordered production of documents from U.S. and 
French defendants despite objections based on GDPR privacy 
concerns.  AnywhereCommerce, Inc. v. Ingenico, Inc., Case No. 19-
cv-11457-IT, 2021 U.S. Dist. LEXIS 104601, 2021 WL 2256273 (D. 
Mass. June 3, 2021)

Aérospatiale and GDPR (cont’d)

Morrison & Foerster LLP
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─ in reconsidering an earlier order directing production of documents relevant to 
infringement, the court reaffirmed that the Aérospatiale factors favored 
production

─ the Court noted that France’s interest in protecting privacy would be satisfied by 
the court’s protective order which allowed personal data to be designated 
“attorneys eyes only”

─ it also noted the U.S. interest in protecting parties’ rights to full and fair 
adjudication was important

Aérospatiale and GDPR (cont’d)

Morrison & Foerster LLP



39

• ITC has in rem jurisdiction over articles imported. 
• No requirement to show in personam jurisdiction over a respondent.
• For example, foreign manufacturers, distributors, and suppliers can 

be joined in a single action with a U.S. retailer without needing to 
establish personal jurisdiction. 

• Party discovery (including depositions and written discovery) are 
available without resort to Anywhere Commerce the Hague 
Convention even if the party is a foreign entity. 

• Matthew N. Bathon, IP Enforcement: Domestic And Foreign 
Litigants In The ITC And U.S. District Courts, 10 U. of Pa. East Asia 
L. Rev. 1 (2015). 

Discovery from Foreign Parties In ITC

Morrison & Foerster LLP
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• ITC has nationwide subpoena power.
• Subpoenas may require a person to produce documents in their 

“possession, custody, or control.”
• Fact and expert discovery, dispositive motions, and all prehearing 

work is generally completed in about nine months if there is a 16-
month target date.

• Given the long timeline for obtaining Hague Convention or Letters Rogatory 
discovery, it is difficult to complete it on this timeline. 

Discovery from Foreign Non-Parties In 
The ITC

Morrison & Foerster LLP
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When Is Foreign Discovery Available 
Under Rules Of Tribunal

Morrison & Foerster LLP

Foreign Party Foreign Non-Party
District 
Court

Discovery generally available under 
Federal Rules,

UNLESS there is a blocking statute 
AND adverse finding under 
Aérospatiale comity analysis

Discovery available under Federal 
Rules only if served in the U.S.;

HOWEVER, a party or domestic non-
party may have possession, custody, 
or control under Federal Rules of 
foreign entity documents, 

But comity analysis may still apply

Hague letters of request and letters 
rogatory other options

ITC In rem jurisdiction and discovery 
permitted from foreign entity parties

Discovery available only if served in 
the U.S.;

HOWEVER, a party or domestic non-
party may have possession, custody, 
or control



• One area of foreign discovery in patent and trade secrets cases that 
can diverge significantly from U.S. law is privilege.

• Pursuant to U.S. law a lawyer’s advice and communications with a 
client are broadly protected by common law.  See United States v . 
United Shoe Machinery Corp., 89 F. Supp 357 (D. Mass. 1950)

• In many foreign jurisdictions particularly civil law countries, there is 
very limited role for attorney client or work product privilege.  The 
focus in these jurisdictions is on attorney’s professional secrecy 
obligation.

• Some countries such as Germany generally do not extend privilege to in house 
counsel with limited exceptions.  Case C550/07P, Akzo Nobel Chemicals v. 
European Commission, 2010.  ECR1-8301 (Sept. 14, 2010) (no privilege for in-
house counsel in competition law investigations).

Special Issues in Foreign Discovery
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• What happens where foreign discovery occurs and there is a conflict 
between U.S. and foreign privilege law?

─ the U.S. courts generally apply a “touch base” choice-of-law test
─ the courts will apply the law of the country that has the “predominant or the most 

direct and compelling interest in whether the communications should remain 
confidential to disputes involving foreign attorney client communications …” 
Veleron Holding BV v BNP Parakas SA, 2014 WL 4184806 at *4 (SDNY 2014)

─ generally this involves a close factual analysis of where the allegedly privileged 
relationship was entered or where the relationship was centered at the time of the 
communication

• Where could these issues arise practically in patent and trade secrets 
litigation?

• foreign patent owners and assignors
• foreign inventors 
• foreign corporations involved in U.S. patent or trade secrets litigation
• foreign patent agents

Special Issues in Foreign Discovery (cont’d)
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• If a party is resisting discovery, where foreign law does not clearly 
cover attorney-client communications, argue for application of U.S. 
privilege law

Special Issues in Foreign Discovery (cont’d)
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• Adverse inferences are rare, but possible
• “WHEREAS, keeping in mind that virtually all responsive documents to plaintiff’s 

discovery requests are in the possession and control of defendants' Japanese 
parent, Ricoh Company Ltd. (‘RCL’), which information is accessible only through 
a Technical Assistance Agreement (‘TAA’) not made known to plaintiff until 
October 2015[.]”

• RCL was dismissed from the suit for lack of personal jurisdiction. Intellectual 
Ventures I LLC v. Ricoh Americas Corp., No. 13-474-SLF/SRF, ECF No. 22 
(Sep. 12, 2014).

• On October 16, 2015, a defendant faxed a request for technical information to 
RCL, sending only the complaint and not plaintiff’s document requests, an 
identification of accused products, or categories of documents requested.

• “RCL made its own determinations as to what documents were relevant, without 
regard either to plaintiff's discovery requests or any feedback from [defendant].”

• Intellectual Ventures I LLC v. Ricoh Americas Corp., No. 13-474-SLF/SRF, ECF 
No. 279 (Aug. 17, 2016) (footnotes omitted).

Special Issues in Foreign Discovery (cont’d)
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• “[T]he court cannot say with any degree of confidence that document production 
from [defendant] has been adequate or complete.”

• “[T]he court is not in a position to determine how the less-than-robust or 
transparent discovery in this case will prejudice plaintiff in proving 
infringement[.]” 

• “[T]he court will use an adverse inference jury instruction regarding infringement 
of those accused products identified in D. I. 191, exs. 1 and 2.6 The court will not 
grant summary judgment of infringement or noninfringement related to said 
products in light of the above decision.”

• Intellectual Ventures I LLC v. Ricoh Americas Corp., No. 13-474-SLF/SRF, ECF 
No. 279 (Aug. 17, 2016).

Special Issues in Foreign Discovery (cont’d)

Morrison & Foerster LLP



47

• U.S. law, 28 U.S.C. § 1792, permits federal courts to order discovery 
of evidence for use in a foreign court or tribunal:

“The district court of the district in which a person
resides or is found may order him to give his
testimony or statement or to produce a document
or other thing for use in a proceeding in a foreign
or international tribunal…”

• This statute was relatively unused until recently but cases have 
steadily increased

Discovery in U.S. Courts for Use 
Abroad
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Years Approx. Cases per Year
2012-16 25-45
2017 60
2018 80
2020 120

• The success rate for these requests is favorable:  approximately 75% 
granted at least in part

• Federal appeals courts have held the statute can cover discovery of 
foreign documents and information under possession, custody or 
control of defendants in U.S.  See In re Application of Antonio Del 
Valle Ruiz, 939 F.3d 520 (2d Cir. 2019); Sergeeva v. Tripleton Int’l 
Ltd., 834 F.3d 1194 (11th Cir. 2016)

Discovery in U.S. Courts for Use Abroad 
(cont’d)
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• In April 2021, U.S. Supreme Court accepted certiorari to resolve a 
circuit split in a case to determine if private arbitration tribunal 
qualifies under the statute.  Servotronics v. Rolls-Royce PLC, Case 
No. 19-1847 (7th Cir. 2020).  That case was recently settled.  

• But in December 2021 the Supreme Court accepted certiorari to 
resolve this issue in 2 other consolidated cases:  Luxshare v. ZF 
Automotive U.S. v. Luxshare, 21-401 and Alix Partners v. Fund for 
Protection of Investor Rights in Foreign States, 21-518.

Discovery in U.S. Courts for Use Abroad 
(cont’d)
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• Advance planning is essential
• Ensure foreign discovery is specific and narrowly-focused
• Consult foreign counsel
• Where both sides seek foreign discovery cooperate on joint requests 

to federal court
• Consider first using discovery under Federal Rules

• Can a foreign entity be a party to the litigation?
• Is there a domestic entity that could have possession, custody, or control over the 

documents?

• Consider bringing an ITC complaint under Section 337 if imported 
products are involved and domestic industry is satisfied; foreign 
discovery of parties is broad.

Practical Tips for Foreign Discovery
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• Pursue Hague Convention or Letters Rogatory, when necessary, early 
in the case.

• Where the foreign jurisdiction restricts discovery consider 
workarounds.  

• Depositions are not permitted in mainland China, but witnesses can be deposed in 
Hong Kong or other locations.

• Tailor requests to avoid GDPR personal data.
• Draft Protective Order to avoid GDPR concerns.

• Possible resources for foreign discovery:
• U.S. State Department website:  travel.state.gov/travel/en/legal/travel-legal-

considerations/internl-judicial-asst/obtaining-evidence.html (text of Hague 
Convention, country status table, etc.)

• Commentary on Cross Border Discovery in U.S. Patent and Trade Secret Cases, 
Sedona Conference Working Groups on Patent Litigation (W10) and Trade Secrets 
(WG13), April 2021 Public Comment Version

Practical Tips for Foreign Discovery
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Brian Busey
gbusey@mofo.com

Samantha Jameson
samantha.jameson@tensegritylawgroup.com
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