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Disclaimer

These materials have been prepared solely for educational and

entertainment purposes to contribute to the understanding of U.S. and

European intellectual property law. These materials reflect only the

personal views of the authors and are not individualized legal advice. It is

understood that each case is fact specific, and that the appropriate

solution in any case will vary. Therefore, these materials may or may not

be relevant to any particular situation. Thus, the authors and Finnegan,

Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe

LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either

philosophically or as representatives of their various present and future

clients to the comments expressed in these materials. The presentation

of these materials does not establish any form of attorney-client

relationship with these authors. While every attempt was made to ensure

that these materials are accurate, errors or omissions may be contained

therein, for which any liability is disclaimed.



35 U.S.C. § 316(d)

35 U.S.C. § 316(d) AMENDMENT OF THE PATENT.—

1) IN GENERAL.—During an inter partes review instituted under this chapter, the 

patent owner may file 1 motion to amend the patent in 1 or more of the following 

ways: 

A. Cancel any challenged patent claim. 

B. For each challenged claim, propose a reasonable number of substitute claims.

2) ADDITIONAL MOTIONS.—Additional motions to amend may be permitted upon the 

joint request of the petitioner and the patent owner to materially advance the 

settlement of a proceeding under section 317, or as permitted by regulations prescribed 

by the Director. 

3) SCOPE OF CLAIMS.—An amendment under this subsection may not enlarge the scope 

of the claims of the patent or introduce new matter.
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37 C.F.R. § 42.121

§ 42.121  Amendment of the patent.

(a)   Motion to amend. A patent owner may file one motion to amend a patent, but only 

after conferring with the Board.

1) Due date. Unless a due date is provided in a Board order, a motion to amend must be filed no later than 

the filing of a patent owner response.

2) Scope. A motion to amend may be denied where:

i. The amendment does not respond to a ground of unpatentability involved in the trial; or

ii. The amendment seeks to enlarge the scope of the claims of the patent or introduce new subject 

matter.

3) A reasonable number of substitute claims. A motion to amend may cancel a challenged claim or 

propose a reasonable number of substitute claims. The presumption is that only one substitute claim 

would be needed to replace each challenged claim, and it may be rebutted by a demonstration of 

need.

(b)   Content. A motion to amend claims must include a claim listing, which claim listing may 

be contained in an appendix to the motion, show the changes clearly, and set forth:

1) The support in the original disclosure of the patent for each claim that is added or amended; and

2) The support in an earlier-filed disclosure for each claim for which benefit of the filing date of the earlier 

filed disclosure is sought.

(c)   Additional motion to amend. ….
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USPTO PTAB Motion to Amend Study

(Oct. 1, 2012 – Sept. 30, 2018) 

Completed trials 
without MtA, 

3273, 91%

Completed trials with 
MtA, 326, 9%
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decided 

proposed 
substitute 

claims



USPTO PTAB Motion to Amend Study

(Oct. 1, 2012 – Sept. 30, 2018) 

9

Granted
4%

Granted in part
6%

Denied

90%

205 MtAs with proposed substitute claims



Ability to Amend in IPR/PGR

Have only one opportunity to file a motion to amend

• Aqua Products, Inc. v. Matal (Fed. Cir., Oct. 4, 2017) (en banc)

― USPTO may not place the burden to prove patentability of amended claims on 

patentee.

• Bosch Automotive Service Solutions LLC  v. Matal (Fed. Cir., Dec. 22, 

2017)

― Petitioner bears the burden of proving the proposed amended claims are 

unpatentable by a preponderance of the evidence.
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Pilot Program for Motions to Amend

• “Notice Regarding a New Pilot Program Concerning Motion To Amend 

Practice and Procedures in Trial Proceedings Under the America 

Invents Act Before the Patent Trial and Appeal Board”

• 84 Fed. Reg. 9,497 (March 15, 2019)

• Start date: March 15, 2019. 

• “This pilot program applies to all AIA trial proceedings instituted on or 

after the effective date.”

• Pilot duration: expected to last about one year.

• “Pilot” means “the Office may modify MTA procedures in response to 

feedback and experience with the program during and/or after the 

course of the pilot program.” 
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Patent Owners Filing MtA’s

Have a Choice Between Independent Options

• Request preliminary guidance from the Board on the 

MtA; 

• File a revised MtA after Petitioner files opposition 

and/or after receiving preliminary PTAB guidance; or 

• Proceed under current format outside of pilot.

• Procedure same but slight changes to a couple of deadlines. 
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What Does “Preliminary Guidance” 

Mean? 

• “[A] patent owner may request, in its MTA, that the Board issue 

preliminary guidance on the MTA after a petitioner files an opposition 

to an MTA (or after the due date for the opposition, if none is filed).” 

• Non-binding.

• Focus on the limitations added in the patent owner’s proposed 

substitute claims, not the patentability of the original claims. 

• Is there a reasonable likelihood that the MtA meets statutory and 

regulatory requirements?

• Initial impression of whether petitioner established a reasonable likelihood 

that the substitute claims are unpatentable. 
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Option to Submit a Revised MtA

• After receiving petitioner’s opposition to the original MTA 

and/or 

• after receiving the Board’s preliminary guidance (if requested).

• A revised MtA must include:

• one or more new proposed substitute claims in place of 

previously presented substitute claims; and

• amendments, arguments, and/or evidence in a manner 

that is responsive to issues raised in the preliminary 

guidance and/or petitioner’s opposition to the MTA.
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A Revised MtA MAY Include

• Substitute claims, arguments, or evidence previously 

presented in the original MTA; and

• New arguments and/or evidence as to why the revised 

MTA meets statutory and regulatory requirements for an 

MTA, as well as arguments and evidence relevant to the 

patentability of pending substitute claims. 
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A Revised MtA MAY NOT Include

• Any material incorporated by reference from the original MTA; 

or

• Amendments, arguments, and/or evidence that are unrelated 

to issues raised in the preliminary guidance and/or petitioner’s 

opposition to the MTA.
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If  Patent Owner Files Revised MtA

• Any newly added proposed substitute claims in the revised MtA must 

replace claims in the initial MtA.

•

• Petitioner may file an opposition. 

• Patent Owner may file a reply to the opposition.

• Petitioner may file a sur-reply. 

• PTAB will issue revised scheduling order. 
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Patent Owner Choices

Patent Owner 
files MtA

Request 
preliminary 

guidance

Petitioner 
Opposition

Patent Owner 
Reply

Patent Owner 
Revised MtA

No action

Do not request 
preliminary 

guidance

Petitioner 
Opposition

Patent Owner 
Reply

Patent Owner 
Revised MtA

No action
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Patent Owner Choices
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Patent 
Owner Reply

Petitioner 
Sur-reply

Petitioner 
Sur-reply



Patent Owner Choices

Patent Owner 
files Revised MtA

Petitioner 
Opposition

Patent Owner 
Reply

Petitioner Sur-
reply

Petitioner 
Opposition

Patent Owner 
Reply

Petitioner Sur-
reply
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Patent Owner Choices

21

Patent Owner 

No action

PTAB issues 
preliminary 

guidance
Petitioner Reply

Patent Owner Sur-
reply

No preliminary 
guidance issued; 

no further briefing



PTAB Still Plans to Complete IPR Trials Within 

12 Months from Institution

• Public position in USPTO Patent Quality Chat April 9, 2019.

• Timelines included in the pilot notice – see next slides. 

• May be circumstances to extend, case-by-case determination, but 

generally will not be extended.

• Probably based on needs of PTAB mostly. 
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Timeline at Institution 

(Appendix 1A)

First decision point for Patent Owner: do they want preliminary guidance from the 

board?  Then, second decision point, file reply or file revised MtA. 

If file revised MtA, go to Revised Timeline (1B)
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Revised Timeline if  Revised MtA Submitted 

(Appendix 1B)

Addt'l paper for each party, so briefing accelerated from 1A. 

Only kicks in if MtA filed and then revised MtA filed. 
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Scheduling Very Similar to Current Practice

• Changes

• 12 weeks for MtA and Opposition

• 6 weeks for reply and sur-reply for MtA

• Only bigger change is if Patent Owner filed revised MtA

• If preliminary guidance requested, will be provided within 4 weeks of 

due date for Opposition to MtA.
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Content of  Preliminary Guidance

• Non-binding.

• Initial assessment of MtA.
• Reasonable likelihood that MtA meets statutory and regulatory 

requirements? 

• Petitioner (or record) establishes reasonable likelihood that the 

proposed substitute claims are unpatentable? 

• Short paper or oral guidance.
• Will not look like an institution decision.

• Basic, preliminary information for parties to help them decide how 

to proceed with their briefing. 

• Focus on limitation added in MtA, not patentability of original 

claims.
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More on Second Decision Point: File Reply to Opposition 

to MtA or File a Revised MtA or Do Nothing

1. File Reply to Opposition to MtA

• Continue briefing original motion to amend. 

• Reply due in initial scheduling order.

• Petitioner sur-reply due 6 weeks after Patent Owner Reply.

2. File Revised MtA

• Stand-alone document to replace MtA (no incorporation by reference of original MtA).

• One or more new proposed substitute claims.

• New arguments/evidence as to why revised MTA meets statutory and regulatory 

requirements.

• Amendments, arguments, and/or evidence that are responsive to issues raised in PG or 

Opp.

• May keep some proposed substitute claims from original MTA and reply to PG and/or Opp. 

on those claims.

• Revised scheduling order issued (Opposition-Reply-Sur-reply to MtA).
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More on Second Decision Point: File Reply to Opposition to 

MtA or File a Revised MtA or Do Nothing (con’t)

3. Do nothing.

• If no preliminary guidance,  and decided not to file Reply. Briefing over.

• If was preliminary guidance, Petitioner could file Reply to preliminary 

guidance and Patent Owner could file sur-reply

― No new evidence with either paper allowed. 

― Petitioner may file reply to PG (3 weeks after due date for PO 

reply) • May only respond to PG – PO may file sur-reply in response 

(3 weeks thereafter) • May only respond to reply – No new 

evidence with either paper
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Briefs

• Opposition or reply – May be accompanied by new evidence (e.g., 

declarations) that responds to new evidence or issues raised in 

preliminary guidance, revised MtA, and/or opposition to MtA, as 

applicable 

• Exception is Petitioner Reply to preliminary guidance, if Patent 

Owner files no reply or revised MTA —> no new evidence. 

• Sur-reply – No new evidence other than deposition transcripts of cross-

examination of a reply witness. 

• May only respond to arguments made in Reply, comment on Reply 

declaration testimony, and/or point to cross-examination 

testimony.
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Discovery 

• Preliminary guidance can take into account all evidence of 

record including cross-examination testimony.

• Parties need to be very careful with scheduling depositions and 

watch the deadlines!
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Petitioner Drops Out

• PTAB may still proceed. 

• Patent Owner request that PTAB address its MtA.

• PTAB could get examiner assistance so that claims 

were actually examined before being granted. 
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USPTO Precedential-Designated Decisions

• Amazon.com, Inc. v. Uniloc Luxembourg S.A., IPR2017-00948, Paper 34 (P.T.A.B. Jan. 

18, 2019)

• Amazon filed petition for review of claims 1-25 of U.S. 8,566,960.

• PTAB instituted on all challenged claims.

• Patent Owner filed contingent Motion to Amend to replace claims 1, 22, and 25, with 

claims 26, 27, and 28. 

• Petitioner opposed arguing, inter alia, that proposed claims 26-28 were drawn to 

ineligible subject matter. 

• Patent Owner Reply argued Petitioner not permitted to raise §101 in an IPR.

• PTAB found claims 1, 22, and 25 unpatentable, and denied the Motion to Amend 

because the proposed substitute claims were directed to non-statutory subject matter. 

• Patent Owner requested rehearing, arguing consideration of §101 was improper. 

• PTAB denied. 
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Amazon (con’t)

• “On the complete record, Petitioner proved by a preponderance of the evidence 

that substitute claims 26–28 recite non-statutory subject matter.”

• District court and Federal Circuit opinion that original claims drawn to non-statutory 

subject matter. 

• Petitioner submitted “persuasive evidence” that the proposed amendments did not 

address the statutory defect.

• “Aqua Products makes clear that Patent Owner does not bear the burden of 

persuasion on issues of patentability in a motion to amend, but does not foreclose 

an analysis of whether substitute claims comply with §101…. [T]he panel did not find 

that § 311(b) precludes us from considering the patentability of amended claims 

under other statutory provisions, such as §101.”

• “§311(b) limits a petitioner to requesting cancellation of existing claims of a patent 

only under §102 and §103… . It does not, however, limit the grounds of 

unpatentability that can be raised in response to proposed substitute amended 

claims presented in a motion to amend.” (emphasis in original)
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Amazon (con’t)

• “[T]he statutory provision providing a right to a motion amend, 35 U.S.C. 

§316(d), does not prevent us from considering unpatentability under sections 

other than §102 and §103 with respect to substitute claims.” 

• The statute distinguishes between claims in a patent and proposed substitute 

claims that are not part of the patent until added after a FWD. 
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• Lectrosonics, Inc. v. Zaxcom, Inc., IPR2018-01129, -01130, Paper 15 (P.T.A.B. Feb. 

25, 2019)

• Post-Aqua Products, “the burden of persuasion ordinarily will lie with the 

petitioner to show that any proposed substitute claims are unpatentable by 

a preponderance of the evidence.”

• But first, the Patent Owner must meet the requirements of 35 U.S.C. §

316(d) and 37 C.F.R. § 42.121.

• “once a proposed claim includes amendments to address a prior art ground 

in the trial, a patent owner also may include additional limitations to 

address potential § 101 or § 112 issues, if necessary.  Allowing an 

amendment to address such issues, when a given claim is being amended 

already in view of a 35 U.S.C. § 102 or § 103 ground, serves the public 

interest by helping to ensure the patentability of amended claims.”
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• Reasonable number of substitute claims;

• Respond to a ground of unpatentability involved in the trial;

• No enlargement of scope of claims;

• No new matter; 

• Claim listing;

• Page limits;

• Submitted evidence; and 

• Duty of candor. 
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Statutory and Regulatory Requirements



Representative PTAB Decisions Relating To 

Motions To Amend
https://www.uspto.gov/patents-application-process/appealing-patent-decisions/decisions-and-opinions/representative-orders#heading-4

• Idle Free Systems, Inc. v Bergstrom, Inc., IPR2012-00027, Paper 26 

(P.T.A.B. June 11, 2013)
• Discussion of several important requirements for motions to amend. 

― For example, “in the absence of special circumstance, a challenged claim can be replaced 

by only one claim, and a motion to amend should, for each proposed substitute claim, 

specifically identify the challenged claim which it is intended to replace.”

― Need to clearly state the contingency of substitution. 

• Eventually all instituted claims held unpatentable or conceded.  Renewed motion 

to amend denied. 

• Nichia Corp. v. Emcore Corp., IPR2012-00005, Paper 27 (P.T.A.B. June 

3, 2013)
• Order after telephone conference.

• Discusses requirement for written description in original patent application.
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Other Designated Representative PTAB Decisions 

Relating To Motions To Amend

• Int'l Flavors & Fragrances Inc. v. The United States of America, 

IPR2013-00124, Paper 12 (P.T.A.B. May 20, 2014)(informative)
• First motion to amend granted (as to all but one proposed substitute 

claim). 

― No broadening of scope, written description support, patentability over 

prior art shown.

• Corning Optical Communications RF, LLC v. PPC Broadband, Inc., 

IPR2014-00441, Paper 19 (P.T.A.B. October 30, 2014)
• Order subsequent to telephone conference to satisfy the “to confer” requirement 

of 37 C.F.R. §42.121(a) with regard to the filing of a motion to amend claims.  

• “additional guidance regarding the requirements of a motion to amend  is 

provided”
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Successful Amendment Case

• Shinn Fu Company Of America, Inc. v. The Tire Hanger Corp., 

IPR2015-00208, Paper 24 (P.T.A.B. April 22, 2016)

• Patent Owner filed Motion to Amend rather than POR.

― Proposed substitute claim 6 includes essentially the same five steps as 

original claim 1, but adds several limitations.

• PTAB: Granted.

― No broadening;

― Written description support;

― Patentable

― “the claimed method… rises to the level of a novel and non-obvious 

method that distinguishes the substitute claimsover the prior art of 

record.”

― “we decline to engage in a patchwork effort to arrive at the 

combination of steps called for by substitute claims 6.”
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Successful Amendment Case

• Amerigen Pharms. Ltd. v. Shire LLC, IPR2015-02009, Paper 38 

(P.T.A.B. Mar. 31, 2017)

• No Patent Owner Response after institution, but rather proposed to 

substitute one claim and cancel all instituted claims. 

• The original instituted claim included a dependency to any one of 5 

claims, including 3 instituted claims. The proposed substitute claim 

canceled the claim dependency to the 3 instituted claims:
― 26. The pharmaceutical composition of any one of claims 2[[,]] or 13 or 18 to 

20 wherein the pharmaceutically active amphetamine salt in (a) and (b) 

comprises mixed amphetamine salts.

• The two remaining claims, 2 and 13, were not instituted claims. 
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Successful Amendment Case (con’t)

• Amerigen (con’t)

• PTAB: Granted motion to amend substituting claim and entered grant as a Final Written 

Decision.

― “the practical effect of substituting proposed claim 26 (which depends from claim 2 or 

claim 13) for claim 25 would be to leave no instituted claim remaining in the trial.”

― No need to meet the requirements of Idle Free because the change only removed the 

dependency to instituted claims. 

― “[t]here is no requirement for Shire to prove, after the Institution Decision, that 

original non-amended claims are patentable over all potential prior art, 

especially non-instituted claims.”

See McCurdy et al., Paths to Successful Motions to Amend at PTAB, IP Law 

360, August 30, 2017
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(Partially) Successful MtA

• Valeo North America, Inc. v. Schaeffler Technologies AG & Co. KG, 

IPR2016-00502, Paper 37 (P.T.A.B. June 20, 2017)

• Petition challenged claims 1-13. 

― Claim 1 and 11 independent.

• Valeo filed contingent Motion to Amend. 

― Claims 14 and 23 proposed substitutes for claims 1 and 

11.

• PTAB FWD: all challenged claims unpatentable and granted 

substitute claims 19 and 25 only. 
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(Partially) Successful MtA

• Valeo (con’t)

• Claim 14. A force transmission device, comprised of a torque converter, for 

power transmission between an input and an output, comprising:

― at least an input (E) and an output (A);

― a lock-up clutch; and

― a vibration damping device…coupled with a rotational speed adaptive 

absorber in the form of a centrifugal force pendulum, the rotational speed 

adaptive absorber being positioned after the vibration damping device in the 

force flow direction,

― wherein the rotational speed adaptive absorber…,

― wherein the operating medium is oil and the oil influence is that of rotating 

oil in the cavity, which is flowed through with oil, on an inertial mass of the 

rotational speed adaptive absorber, 

― wherein the effective order qeff of the rotational speed adaptive absorber 

exceeds the order q of the exciting vibration of the drive system by the 

order shift value qF in the range of >0.05 to 0.5.
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(Partially) Successful MtA

• Valeo (con’t)

• Claim 23 similar but in form of method claim. 

• Patent owner showed written description support for each claim limitation.

• Patent owner relied on objective evidence of nonobviousness (unexpected results) to 

show patentability. 

• Petitioner showed claims prima facie obvious, but the PTAB found that the Patent 

Owner adequately showed unexpected results that were reasonably commensurate 

with the structure recited in two of the substitute claims (19 and 25). 

― The unexpected results are limited to a narrower range than “>0.05 to 0.5.”

― For the claims reciting the broader range, no nexus exists. 
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Successful MtA

• Becton, Dickinson and Co. v. B.Braun Melsungen AG, 

IPR2017-01587, Paper 93 (P.T.A.B. Dec. 12, 2018)

• Petition challenged claims 11 and 20. 

• PTAB FWD all challenged claims unpatentable, and contingent 

motion to amend granted.

― Proposed substitute claim 21 for claim 11. 

― Claim 21.  A catheter insertion device comprising: …; a needle 

protective device …, wherein the needle protective device 

comprises a resilient portion made from a metallic material for 

moving the needle protective device from the ready position to 

a protected position.  
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Successful MtA

• Becton (con’t)

• PTAB: Proposed substitute claim not obvious.

― Petitioner’s argument that obvious to combine the prior 

art references to arrive at the claimed invention were 

insufficiently supported. 

― “Relying on the premise that automation is better than 

manual retraction does not explain why one of ordinary 

skill in the art would have been motivated to automate Van 

Heugten with Lynn’s automatic spring retraction 

mechanism.”

― “Petitioner has not persuasively explained this structural 

and functional aspect of the asserted combination.”
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Successful MtA

Saudi Arabian Oil Co. v. SK Innovation Co., Ltd., IPR2018-00159, Paper 21 

(P.T.A.B. May 9, 2019)

• FWD: claim 2 unpatentable as anticipated and obvious; contingent Motion to Amend 

granted.
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• Original claim 2. A poly(alkylene carbonate) 

represented by Formula 10 below: 

•

• wherein L is –O–; c is 2: J is –CH2CH2N(R)CH2CH2–

(R is C1-C20 hydrocarbyl) or –

[CH2CH(R)O]nCH2CH(R)–(n is an integer from 0 to 

10; R is hydrogen or methyl): R81 to R84 are each 

independently hydrogen; (C1-C10)alkyl substituted 

or unsubstituted with halogen or (C1-C20)alkoxy; or 

(C6-C12)aryl substituted or unsubstituted with 

halogen or (C1-C20)alkoxy, R81 to R84 being able to 

be linked with each other to form a ring; and a value 

obtained by multiplying d by c is a natural number 

of 1000 or less. 

• Proposed substitute claim 5. A poly(alkylene carbonate) 

represented by Formula 10 below: 

• wherein L is –O–; c is 2; J is –CH2CH2N(R)CH2CH2– where [[(]]R 

is C1-C20 hydrocarbyl[[)]] or –[CH2CH(R)O]nCH2CH(R)– where 

[[(]]n is an integer from 0 to 10; 0 or 1 and R is hydrogen or 

methyl):; among R81 to R84 , one is methyl while the others are 

hydrogen; are each independently hydrogen; (C1-C10)alkyl 

substituted or unsubstituted with halogen or (C1-C20)alkoxy; or 

(C6-C12)aryl substituted or unsubstituted with halogen or (C1-

C20)alkoxy, R81 to R84 being able to be linked with each other 

to form a ring; and a value obtained by multiplying d by c is a 

natural number of 1000 or less; and the poly(alkylene 

carbonate) is a complete alternating copolymer of propylene 

oxide and carbon dioxide. 



Successful MtA

• Saudi Arabian Oil Co. v. SK Innovation Co., Ltd., IPR2018-00159 

(con’t)

1) the amendment proposes a reasonable number of substitute 

claims 

― Yes - one for one.

2) the amendment does not seek to enlarge the scope of the claims 

of the patent or introduce new subject matter

― Yes - proposed substitute claim is narrower, e.g., n is 0 or 

1 instead of “from 0 to 10”, R is amended from “hydrogen 

or methyl” to “hydrogen.” 
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Successful MtA

• Saudi Arabian Oil Co. v. SK Innovation Co., Ltd., IPR2018-00159 

(con’t)

3) the proposed claim is supported in the original disclosure

― Yes - showed table of support for claim limitations in 

specification as originally filed.

4) the amendment responds to a ground of unpatentability involved in 

the trial. (Note – Patent Owner’s arguments not contested or 

rebutted by Petitioner)

― Yes - does not teach or suggest a structure obtained using an 

ethylene glycol or diethylene glycol chain transfer agent as required 

by the claim; a POSITA “would not select ethylene glycol or 

diethylene glycol for use as a chain transfer agent to replace a 

polyethylene glycol having at least four ethylene glycol units as 

described in [the prior art].” 
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Successful MtA

• Saudi Arabian Oil Co. v. SK Innovation Co., Ltd., IPR2018-00159 

(con’t)

4) (con’t)

― Prior art describes poly(alkylene carbonate) polymers with different 

structures than the poly(alkylene carbonate) polymer recited in the 

claim and does not provide any teaching or suggestion that would 

have led a POSITA to replace its high molecular weight polyethylene 

glycol chain transfer agent with a diethylene glycol. 

― Prior art poly(alkylene carbonate) “would not have resulted in a 

poly(alkylene carbonate) ‘structure in which the monomer units are 

always paired throughout the whole polymer chain,’ as required by 

substitute claim 5 and does not teach or suggest a structure obtained 

using an ethylene glycol or diethylene glycol chain transfer agent as 

required by the claim.
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Aqua Prods. Still In Play
In re Aqua Products, 823 F.3d 1369 (Fed. Cir. 2016) 

Aqua appealed to the Federal Circuit, inter alia, the denial of the 

motion to amend, specifically the PTAB’s amendment procedures 

requiring patentee to show that amended claims are patentable 

over the art of record.

• Aqua argued on appeal that the PTAB improperly placed the burden 

on Aqua, contrary to 35 U.S.C. § 316(e): “the petitioner shall have 

the burden of proving a proposition of unpatentability” “[i]n an inter 

partes review.”

• Aqua argued that it satisfied the only burden placed on patentees by 

35 U.S.C. § 316(d), i.e., specification support for a narrowing 

amendment. 
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In re Aqua Products, 

823 F.3d 1369 (Fed. Cir. 2016) 

• CAFC Panel Opinion, May 2016, before Chief Judge Prost (author), 

Circuit Judge Reyna, and Chief District Judge Stark (by 

designation): Affirmed.

• PTAB rules require patent owner to establish patentability of proposed 

substitute claims over known prior art. 

• PTAB did not abuse its discretion – fully considered patent owner’s 

arguments in denying motion to amend. 

• Proposed claims were obvious in light of the asserted prior art.
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In re Aqua Products, reh’g en banc granted, 

833 F.3d 1335 (Fed Cir. 2016)

Questions to be briefed: en banc

(a) When the patent owner moves to amend its claims under 35 U.S.C. §

316(d), may the PTO require the patent owner to bear the burden of 

persuasion, or a burden of production, regarding patentability of the 

amended claims as a condition of allowing them? Which burdens are 

permitted under 35 U.S.C. § 316(e)?

(b) When the petitioner does not challenge the patentability of a 

proposed amended claim, or the Board thinks the challenge is 

inadequate, may the Board sua sponte raise patentability challenges to 

such a claim? If so, where would the burden of persuasion, or a burden of 

production, lie?
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Aqua Products, Inc. v. Matal, en banc rehearing, 

872 F.3d 1290 (Fed Cir. Oct. 4, 2017)

• In a plurality opinion, with 7/11 judges, O’MALLEY, joined by 

NEWMAN, LOURIE, MOORE, and WALLACH; DYK and REYNA 

concurring: 

The USPTO may not place the burden of 

persuasion regarding the patentability of 

proposed amended claims on the patent 

owner.
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Aqua Products, Inc. v. Matal, 

Overruling 4 Fed. Cir. Decisions

Footnote 1: “To the extent our prior decisions in Microsoft 

Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015); 

Prolitec, Inc. v. ScentAir Techs., Inc., 807 F.3d 1353 (Fed. 

Cir. 2015), petition for reh’g pending; Synopsys, Inc. v. 

Mentor Graphics Corp., 814 F.3d 1309 (Fed. Cir. 2016);and 

Nike, Inc. v. Adidas AG, 812 F.3d 1326 (Fed. Cir. 2016), are 

inconsistent with this conclusion, we overrule those 

decisions.” 
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Aqua Products, Inc. v. Matal (con’t)

The PTO argues that “because § 316(d) 

says proposed amendments may be 

introduced by motion, the substantive 

burden of persuasion on the 

patentability of that amendment must 

be imposed on the movant. We [plurality 

opinion] reject that contention.”
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Aqua Products, Inc. v. Matal, 

Amended Claims Tested and Examined.

O’MALLEY: “More importantly, amended claims added to an IPR are neither 

untested nor unexamined .” (emphasis in original).

“Because proposed amended claims must be narrower in scope and cannot add 

new matter, they necessarily were subjected to that same earlier examination and 

are reassessed to determine whether they are supported by the patent’s written 

description.8” 

FN 8: “Here, the Board found that all these requirements were satisfied.”

“The only remaining question is whether they are unpatentable in the face of the 

prior art cited in the IPR and any new art relevant to § 102 or § 103 that the 

petitioner asks be introduced into the IPR.”

“These ‘amended claims’ do not, moreover, issue as part of the patent unless and 

until the Board both decides to render a final decision and finds those claims not 

unpatentable.”
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Intervening Rights Arising From Granted 

Substitute Claims

• 35 U.S.C. § 318(c) provides that intervening rights have the same effect 

in IPRs as they do in reissues: 

• “Intervening rights.--Any proposed amended or new claim determined to be 

patentable and incorporated into a patent following an inter partes review 

under this chapter shall have the same effect as that specified in section 252 

for reissued patents . . . .” 35 U.S.C. § 318(c).
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Intervening Rights Arising From Granted 

Substitute Claims

• VirtualAgility Inc. v. Salesforce.com, Inc., 759 F.3d 1307 (Fed. Cir. 2014) 

reverses the district court’s order denying Defendants’ motion to stay a 

district court proceeding pending CBM review and takes Defendant’s argument 

about intervening rights into account:

• “Defendants argue that claim amendments during CBM review may eliminate 

infringement arguments and give rise to intervening rights” in its discussion of 

whether Defendants have met the first two factors assessed for whether to grant a 

stay (namely: Simplification of Issues and Reduced Burden of Litigation). 

• “it is proper for us to consider the fact that [Plaintiff] filed a Motion to Amend [in 

the CBM] in our review of the district court's decision” because “Defendants did not 

waive the arguments regarding claim amendments” by not notifying the district court 

about Plaintiff’s “possible amendments” since Defendant “argued to the district 

court that claim amendments during PTAB review are a distinct possibility and, in 

doing so, gave VA an opportunity to respond to this argument below.”
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District Court Considering Intervening Rights from 

Substitute Claims

• Longitude Licensing Ltd. v. Apple Inc., No. 14-CV-04275-EDL, 2015 WL 

12778777, at *5 (N.D. Cal. Oct. 29, 2015) (“arguments in favor of the 

claims and claim amendments made during PTAB proceedings could 

constitute a basis for intervening rights, thus limiting damages for the 

claims that survive IPR.” )(granting stay)

• See also, Rothschild Storage Retrieval Innovations, LLC v. Sony Mobile 

Commc'ns (U.S.A), Inc., No. 15-CV-00234-EDL, 2015 WL 13333678, at 

*3 (N.D. Cal. May 6, 2015); Evolutionary Intelligence LLC v. Yelp Inc., 

No. C-13-03587 DMR, 2013 WL 6672451, at *6 (N.D. Cal. Dec. 18, 

2013); Pi-Net Int'l, Inc. v. Focus Bus. Bank, No. C-12-4958-PSG, 2013 

WL 4475940, at *3 (N.D. Cal. Aug. 16, 2013), adhered to in part on 

reconsideration, No. C-12-4958 PSG, 2013 WL 5513333 (N.D. Cal. Oct. 

3, 2013).
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Strategies for Motions to Amend: 

Patent Owners

61

• If IPR petition filed before March 15, 2019, but no Patent Owner 

Response yet, if Patent Owner wants to participate in pilot, the PTAB

suggests checking with the Petitioner to see if any opposition, and if 

not, talk to your panel. 

• Revised MtA is like a second chance but is not supposed to be a 

complete do-over. Revision must be responsive to the preliminary 

guidance or the Opposition. 

• Initial MtA must address grounds of IPR but also may address potential 

s. 101 and s. 112 issues. 



Strategies for motions to amend: 

Petitioners

62

• Be ready to possibly have to do more searching depending on 

content of revised MtA.

• Get ready – big concern is that a lot of information will be 

coming near the end of the proceeding and briefing will be due 

under very tight timelines. 



Consider Keeping Continuation Application Pending To 

Eliminate Need for Motion to Amend at PTAB 

Tafas v. Doll, 559 F.3d 1345 (Fed. Cir. 2009)

In re Bogese, 303 F.3d 1362 (Fed. Cir. 2002)

Symbol Tech., Inc. v. Lemelson Medical, Educ. & Research 

Foundation, 422 F.3d 1378 (Fed. Cir. 2005)

Take into account these cases admonishing against: “unreasonable 

and unexplained delay.”
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Consider Keeping Continuation Application Pending 

(con’t)

AC Dispensing Equipment, Inc. v. Prince Castle, LLC, IPR2014-00511, 

Paper (PTAB Oct. 17, 2014)

• Petitioner requested permission to file a motion to stay the prosecution of 

the continuation patent application.

• PTAB: Denied.

― “Patent Owner will not be permitted to obtain in a patent any claims that are 

not patentably distinct from any claim that is canceled as a result of this 

proceeding. But whether any of the claims in the ’497 patent will be canceled 

is an issue that is not yet decided and will not necessarily be decided until a 

final written decision is entered in this case and appeals from it are 

exhausted. To bar Patent Owner from prosecuting claims now that may be 

patentably indistinct from the claims under review thus would be premature. 

It is sufficient, under the current circumstances, for Patent Owner to continue 

to take reasonable steps to apprise the Examiner of the status of this 

proceeding.”
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Consider Keeping Continuation Application 

Pending (con’t)

Estoppel impact of a patent owner receiving an adverse FWD and how it 

would likely preclude seeking a claim in the continuation that is not 

patentably distinct from the claim determined to be unpatentable in 

the FWD.

• 37 C.F.R. §42.73(d)(3): “(3) Patent applicant or owner. A patent applicant or 

owner is precluded from taking action inconsistent with the adverse 

judgment, including obtaining in any patent:

― (i) A claim that is not patentably distinct from a finally refused or 

canceled claim; or

― (ii) An amendment of a specification or of a drawing that was denied 

during the trial proceeding, but this provision does not apply to an 

application or patent that has a different written description.
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• Build literal infringement by use of functional discussions, in 

addition to structural embodiments.

• Full range of fully-supported claims.

• Cascading disclosure from generic description down to narrower 

embodiments.

Drafting and Prosecuting

to Minimize Need for Motion to Amend
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Thank You!

Contact Information:

tom.irving@finnegan.com

barbara.mccurdy@finnegan.com

derek.mccorquindale@finnegan.com
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