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I. Expungement and Reexamination Proceedings

 The Trademark Modernization Act of 2020
› The U.S. Patent and Trademark Office (“USPTO”) rules implementing the Trademark Modernization 

Act of 2020 (“TMA”) went into effect on December 18, 2021. 

› Problem: The Trademark Register is clogged with registrations for marks that have never been used, 
or are not in use, in U.S. commerce. These registrations impede adoption and registration of the 
same or similar marks by active mark owners. 

› Solution: The TMA created two new ex parte procedures for seeking to cancel registrations on the 
basis of nonuse:
 Expungement Proceedings
 Reexamination Proceedings
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I. Expungement and Reexamination Proceedings

 Expungement
› Any party may request cancellation of all or part of a registration on the ground that the mark has

never been used in commerce in connection with one or more goods or services identified in the
registration.

› Expungement is available against:
 any type of registration regardless of filing basis, including registrations issued under Lanham 

Act Section 44(e) (foreign registration basis) or Section 66(a) (Madrid Protocol).
 registrations that are between three and ten years old.

› Until December 27, 2023, expungement may be requested for any registration at least three years old.
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I. Expungement and Reexamination Proceedings

 Reexamination
› Any party may request cancellation of all or part of a registration on the ground that the mark was

not used in U.S. commerce on a particular relevant date, depending on the filing basis of the
underlying application:
 For a use-in-commerce based application (Section 1(a)), as of the application filing date.
 For an intent-to-use based application (Section 1(b)), as of the later of:

› (1) the date that an accepted amendment to allege use was filed or
› (2) the end date of the statement-of-use period for an accepted statement of use.

› Reexamination is available against:
 Registrations resulting from applications filed only under Lanham Act Section 1(a) (use-

in-commerce) or Section 1(b) (intent-to-use).
 Registrations that are less than five years old.
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I. Expungement and Reexamination Proceedings

Expungement Reexamination

Type of Nonuse Mark has never been used in commerce Mark was not in use on (i) for use-based 
applications, the application filing date; or (ii) 
for intent-to-use based applications, the later 
of the date of the amendment to allege use 
(AAU) or last date to file a statement of use 
(SOU)

Filing Basis Any 1(a) (use in commerce) or 1(b) (intent-to-use)

Age of Registration Three to ten years (or more, if expungement 
proceeding instituted before December 27, 
2023)

Less than five years
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II. Benefits and Risks

 Benefits
› Relatively quick and inexpensive mechanisms for removal of dead marks from the Register 
 Use as a strategy in responding to 2(d) (likelihood of confusion) refusals
 May change initial trademark availability analysis or business risk

› No standing requirement
› Real party in interest of petitioner can remain anonymous 

11



II. Benefits and Risks

 Risks
› Potential for accidental cancelation due to misdirected or missed institution notices
 Older registrations with outdated correspondence information
 Section 66 (Madrid Protocol) registrants who have not yet appointed U.S. attorney of record. 

› Concern of abusive filings
› Burden on assignees to establish use on relevant date
› Potentially heightened risk to foreign registration and Madrid Protocol basis registrations
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III. Instituting Proceedings

 To institute an expungement or reexamination proceeding, a petitioner must: 
› (1) submit a verified statement with evidence demonstrating its “reasonable investigation” regarding 

whether the subject mark has been used in commerce with the specified goods or services, including 
a concise factual statement explaining the basis for the petition; 

› (2) submit evidence supporting a prima facie case of nonuse in commerce and an index of the 
evidence; and 

› (3) remit a $400 filing fee per class of goods or services. 

 Petitions may be instituted electronically through the USPTO form located at 
https://teas.uspto.gov/office/trr/. 
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III. Instituting Proceedings

 Initial USPTO Review
› If the petition does not satisfy the requirements for a complete petition, the USPTO will issue a letter 

that gives the petitioner 30 days to complete the petition. (86 Fed. Reg. at 64309).
› Common reasons for a 30-day letter include:
 Failure to include the required index of evidence; and
 Failure to include evidence of negative search results.

› The USPTO will not accept new evidence submitted in response to a 30-day letter.
› Once a petition is complete, the petitioner may not amend or withdraw the petition (37 C.F.R. §

2.91(c)). 
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IV. Vetting Process and Meritless Filings

 The USPTO Director will only institute a proceeding if:
› Expungement:  The petition to request institution of an expungement proceeding establishes a prima 

facie case that the trademark was never used in commerce for some or all of the specified goods or 
services; or

› Reexamination:  The petition to request institution of a reexamination proceeding establishes a 
prima facie case that the trademark was not in use in commerce as of the relevant date for some or 
all of the specified goods or services.

 In making the institution determination, the Director will consider both the 
petitioner’s evidence and the entire electronic record of the registration at issue.
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IV. Vetting Process and Meritless Filings

 A prima facie case of nonuse:
› Requires that a “reasonable predicate” of nonuse exists. (H.R. Rep. No. 116-645, at 8 (2020))
› Includes sufficient notice of the nonuse allegations to make it possible for the registrant to respond.

 Evaluating the Petition
› The Director will not institute proceedings if a petitioner’s filing fails to make a prima facie case or is 

not otherwise sufficiently comprehensive.
› The Director may initiate a petition against fewer or more goods or services than identified in a 

petition. (37 C.F.R. § 2.92(c)(2))
› The Director may institute its own proceeding if there is evidence that establishes a prima facie case 

that otherwise was not included in the petition.
› The Director’s determination is final and non-reviewable. (37 C.F.R. § 2.92(c)(1))
› Notice of the institution decision will be provided to the petitioner and registrant. 
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IV. Vetting Process and Meritless Filings

 Serial Petitioners
› The TMA rule currently provides no limit on the number of petitions that can be filed by the same 

petitioner or against the same registration.
› The USPTO may limit a petitioner’s ability to file further petitions or institute additional proceedings 

if it is discovered that the petitioner has abused the process, including to harass a registrant. 
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V. Reasonable Investigation

 A petitioner must make a bona fide attempt to determine if the subject registration 
was not or never in use in commerce in connection with the relevant goods by 
conducting a reasonable investigation. 

 The investigation must be:
› Appropriately comprehensive; and 
› Calculated to return information about the underlying inquiry from sources:
 that are reasonably accessible; and
 where evidence concerning use of the mark during the relevant time period on or in connection 

with the relevant goods or services would normally be found. (37 C.F.R. § 2.91(d))
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V. Reasonable Investigation

 Sources for a reasonable investigation may include, but are not limited to:
› State and federal trademark records;
› Websites and media believed to be owned or controlled by the registrant;
› Websites, other online media, and publications where the relevant goods or services likely would be advertised 

or offered for sale;
› Print sources and web pages likely to contain reviews or discussion of the relevant goods or services;
› Records of filings with or actions taken by any state or federal business registration or regulatory agency;
› The registrant's marketplace activities, including, for example, any attempts to contact the registrant or 

purchase the relevant goods or services;
› Records of litigation or administrative proceedings likely to contain evidence bearing on the registrant’s use or 

nonuse of the registered mark; and
› Any other reasonably accessible source with information establishing nonuse. (37 C.F.R. § 2.91(d)(2))
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V. Reasonable Investigation

20

Evidence of past nonuse includes: Evidence of current nonuse includes:
• Wayback Machine
• Relevant date searches (for reexamination 

proceedings)
• Lack of U.S. presence of the owner
• Lack of importation information
• Invalidation of country-of-origin registration for 

nonuse
• Statements that indicate sales are limited to 

places outside of the U.S.

• Evidence of nonuse over different time periods
• Evidence of nonuse on multiple sales platforms
• Evidence of nonuse in more specialized stores 

when appropriate for the goods or when goods 
would not be sold on large platforms

• Industry-specific evidence from regulatory 
agencies where relevant to show nonuse

• Evidence from public filings such that contain 
statements from registrant that support 
inference of nonuse

• Evidence of search results from reverse image 
searching for design marks



VI. Responding to Petitions for Expungement or 
Reexamination
 Institution: If the Director determines there is sufficient evidence to establish a prima 

facie case of nonuse, the Director will institute a proceeding by issuing an office action 
to the registrant. 

 Response Deadline: The registrant will have three months to respond to the office 
action. A single one-month extension is available for a $125 fee. 

 Next Steps: In response to the office action, the registrant must: 
› Rebut the prima facie case of nonuse; 
› Delete all of the goods or services at issue; or 
› Surrender the entire registration.
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VI. Responding to Petitions for Expungement or 
Reexamination
 Proving Use (37 C.F.R. § 2.93(b)(5)-(6))

› Use in Commerce: Evidence of use of the mark in commerce on or in connection with any particular 
good or service must be consistent with the Lanham Act’s definition of “use in commerce”. 

› Expungement Proceedings:  The registrant must introduce evidence establishing that the mark was 
in use in U.S. commerce on or in connection with the relevant goods or services at any time before 
the filing date of the petition to expunge or institution of a Director-initiated proceeding.

› Reexamination Proceedings:  The registrant must establish use of the registered mark in U.S. 
commerce on or in connection with the goods or services at issue on or before: 
 For use-based applications, the date the application; or
 For intent-to-use based applications, the later of the date the allegation of use was filed or the 

expiration of the deadline for filing a statement of use.
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VI. Responding to Petitions for Expungement or 
Reexamination
 Response Requirements (37 C.F.R. § 2.93(b)(7))

› Verified Statement: Any evidence of use must:
 Be accompanied by a verified statement signed by someone with firsthand knowledge of the facts to be proved;
 Set forth in numbered paragraphs factual information about the use of the mark in commerce; and
 Include a description of the supporting evidence and an explanation of how the evidence demonstrates use in commerce as 

of the relevant date. 

› Format: Evidence must be labeled, and an itemized index of the evidence must be provided such that 
the particular goods or services supported by each item submitted as evidence of use are clear. 

› Deficient Responses: If a registrant timely files a technically deficient response, the examiner may 
allow the registrant to remedy the deficiencies within: (i) 30 days; or (ii) the time remaining in the 
original response period.
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VI. Responding to Petitions for Expungement or 
Reexamination
 Excusable Nonuse

› Expungement Proceeding: If the registration has a sole basis under Lanham Act Section 44(e) or 
Section 66(a), the registrant may submit a verified statement signed by someone with firsthand 
knowledge of the facts to establish that nonuse was due to special circumstances that excuse 
nonuse.
 Temporary nonuse beyond registrant’s control
 E.g., war, trade embargo, natural disasters, illness (TMEP § 1604.11.)

› Reexamination Proceeding:  Excusable nonuse is not a basis for response. 
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VI. Responding to Petitions for Expungement or 
Reexamination
 Missed Deadline

› Cancellation.  A registrant's failure to timely respond to an office action results in cancellation of the 
registration for the goods or services named in the proceeding. (37 C.F.R. § 2.93(b)(1))

› Petition for Reinstatement.  A registrant may petition the Director for reinstatement of the 
registration and respond to the office action for a fee, if it can show extraordinary circumstances. 
 The petition must include a response to the office action.
 The petition must be filed no later than: 

› Two months after the issuance of the cancellation notice; or
› If the registrant did not receive or the USPTO did not issue a cancellation notice, the earlier of: (i) the registrant's receipt

of actual knowledge of the cancellation; or (ii) six months after the date of cancellation.
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VI. Responding to Petitions for Expungement or 
Reexamination
 Failure to Show Use In Commerce or Excusable Nonuse

› If the examiner concludes that the registrant has failed to rebut a prima facie case of nonuse, the 
examiner will issue a final office action.

› Registrant has three months (not extendable) from issue date to file:
 A request for reconsideration; 
 An appeal to the Trademark Trial and Appeal Board (TTAB); or
 A petition to the Director for relief 
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VII. Best Practices for Leveraging Expungement and 
Reexamination Proceedings
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Prima Facie Case and Reasonable Predicate for NonUse

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• A prima facie case requires a reasonable predicate concerning nonuse be established. 

• In re Pacer Tech., 338 F.3d 1348 (Fed. Cir. 2003) and In re Loew’s Theatres, Inc., 769 F.2d 764 (Fed. Cir. 
1985).

• Loew's concerned whether the use of "Durango" for tobacco was primarily geographically deceptively 
misdescriptive pursuant to §2(e)(2) of the Lanham Act.

• Fed. Cir. ruled: the USPTO only needs to establish "a reasonable predicate for its conclusion…"
and not that the public would actually make the asserted association.

• TV Azteca, S.A.B. de C.V. v. Jeffrey E. Martin, 128 USPQ2d 1786 (TTAB 2018)

• In "expedited cancellation“ petitioner failed to establish a prima facie case for abandonment.

• Inferences must be based on proven foundational facts – not unverified and hearsay evidence.

• Lewis Silkin LLP v. Firebrand LLC, 129 USPQ2d 1015 (TTAB 2018)

• “Upon information and belief” must be accompanied by specific facts.

• Allegations of abandonment are legally sufficient where petitioner pleads the required factual allegations.  

• Conclusory allegations of abandonment are not sufficient.



Drafting Expungement/ Reexamination Petitions

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Three parts:

• Petition

• Verified statement

• Itemized list of evidence 

• Examination Guide 1-21

• USPTO TMA Webpage: https://www.uspto.gov/trademarks/laws/2020-modernization-act

• Necessary statements:

• A petition for expungement must allege that the mark “has never been used in commerce on or in 
connection with some or all of the goods and/or services recited in the registration.”

• A petition for reexamination must allege that the trademark “was not in use in commerce on or in 
connection with some or all of the goods and/or services recited in the registration on or before the 
relevant date.”

• The Necessary statements appear in the TEAS form:

https://www.uspto.gov/trademarks/laws/2020-modernization-act


Drafting Expungement/ Reexamination Petitions

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Requirements for the Petition:

• Fee: $400 per class

• The trademark registration number

• Name of registrant auto-populates

• Check for assignments

• Petitioner information

• Attorney information

• Identification of each good and/or service recited in the registration for which the 
petitioner requests expungement/reexamination.

• Verified statement of facts

• Evidence with itemized list



Drafting Expungement/ Reexamination Petitions

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Common petition mistakes:

• Provides no index of evidence that explains for which good or service 
each piece of evidence is relevant.

• Screen capture is too small.

• Provides no URLs or they are too small to read

• Explains scope of investigation but provides no documentary evidence

• Provides testimonial evidence of investigation but no documentary 
evidence to corroborate.

Leverage

• The registrant will be notified of the petition.

• A properly drafted petition will get the registrant’s attention.

• Can “plow the road” or pressure coexistence.



Drafting the Verified Statement

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Who Signs the Verified Statement?

• Did an attorney conduct the investigation?

• Separate document from the Petition itself.

• Recite all of the steps in the investigation

• Include a description of how and when the searches were conducted 
and what the searches disclosed.

• Identify each website and include URLs.

• Not just current activities, but also research into past usage of the mark.

• Include the Verification Statement and reference to 18 U.S.C. §1001.

Leverage

• May be better for paralegal or private investigator to sign.



Drafting the Itemized List of Evidence

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Numbered or alphabetized list.

• Make clear references to each exhibit of evidence that was discussed in the 
verified statement.

• Include a detailed description of each exhibit of evidence with the 
corresponding URLs, if applicable.

• State affirmatively that each exhibit of evidence is a “A true copy.”

• “Spoon-feed” the evidence.

Leverage

• Petitioner is telegraphing its case to the registrant.

• Can be used as part of settlement dialogue and negotiations.



Evidence of Nonuse

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Appropriate sources of evidence and information for a reasonable investigation may include, but are not limited 
to:

• State and Federal trademark records;

• Internet websites and other media likely to or believed to be owned or controlled by the registrant;

• Internet websites, other online media, and publications where the relevant goods and/or services likely 
would be advertised or offered for sale;

• Print sources and webpages likely to contain reviews or discussions of the relevant goods and/or services;

• Records of filings made with or of actions taken by any State or Federal business registration or regulatory 
agency;

• The registrant’s marketplace activities, including, for example, any attempts to contact the registrant or 
purchase the relevant goods and/or services;

• Records of litigation or administrative proceedings reasonably likely to contain evidence bearing on the 
registrant’s use or nonuse of the registered mark; and

• Any other reasonably accessible source with information establishing that the mark was never in use in 
commerce (expungement) or was not in use in commerce as of the relevant date (reexamination), on or in 
connection with the relevant goods and/or services.



Evidence of Nonuse

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Include everything you find or do not find.

• It is not enough to say that you “didn’t find any evidence”.

• Provide documentation that a trademark did not show up in the searches you 
conducted. For example: 
• If you searched Walmart, Target, or Amazon websites for use of a particular 

trademark and zero search results were returned, take a screenshot of the 
search results and include it in the evidence.  

• Use screenshots from Archive.org (Wayback Machine) to show no past use. 

• You cannot include new evidence after the petition is filed.

Leverage

• Leverage can be lost if evidence is insufficient.



Evidence of Nonuse

PANITCHLAW.COM© 2022 Panitch Schwarze Belisario & Nadel LLP

• Common evidentiary mistakes:

• Petitioner provides evidence of one fake specimen to challenge an entire 
class.

• Petitioner provides only current evidence of nonuse to challenge past 
nonuse.

• Petitioner provides references to other registration records, but relevant 
portions are not included as evidence.

• Petitioner provides entire records of other filings and proceedings, and 
not simply the relevant portions.



Steven D. Lustig, Esq. | Counsel
Panitch Schwarze Belisario & Nadel LLP 
Intellectual Property Law
SLustig@panitchlaw.com
Direct: 215-965-1294
Mobile: 202-550-7596
Fax: 215-965-1331
Two Commerce Square| 2001 Market Street, Suite 2800 | Philadelphia, PA 19103   
www.panitchlaw.com | 
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