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Poll Question 1:
What is the extent of your experience practicing in the field 
of intellectual property law?

❏ Novice
❏ Experienced in one form of intellectual property, not others
❏ Experienced in prosecution, transactions, or litigation, but not all
❏ Experienced across all forms of IP and all types of work



Poll Question 2:
What is the extent of your experience practicing in the 
software industry?

❏ Novice
❏ Simple coding
❏ Experienced in coding in one language
❏ Experienced in coding in multiple languages
❏ Soup to nuts



Poll Question 3:
Which best describes your role?

❏ Programmer
❏ Business Professional
❏ Corporate/In-house counsel
❏ Outside lawyer in solo practice or small firm in the United States
❏ Outside lawyer in mid- or large-sized firm in the United States
❏ Outside lawyer outside of the United States
❏ Other



How we’ll define 
software

Software is a set of instructions, 
data, or programs used to operate 
computers and execute specific 
tasks.



SOFTWARE

Operating System

Drivers

Utilities

System Software

Web Browser

Messaging Software

Mobile Apps

Application Software

There are many different types of software



How is software written?
Source Code Object Code

Compiled



Software development within organizations

5 Deployment / Maintenance

4 Testing

3 Development

Design2

1 Requirement Analysis



Many aspects of software may be ripe for IP protection

Source code Object code Algorithms Data sources

API designs User docs UI and UX Name / Brand



Form of IP Protection Pros Cons

Copyright (life + 70 yrs): 
Expression (including code)

● No need to register
● Registration allows for 

enforcement in federal court 
and for statutory damages

● Long term of protection
● May protect ornamentation

● Does not protect functionality
● Results in disclosure
● Protection is relatively weak for 

software (see eg. Google v Oracle)
● Does not protect common layout 

of interface or website

Design patent (15 yrs): 
Ornamentation

● Relatively easy and 
inexpensive to obtain

● Not necessary to develop 
distinctiveness (compare to 
trade dress)

● May not require 
novelty/inventiveness in other 
countries

● Not as strong protection



Form of IP Protection Pros Cons

Utility patent (20 yrs): 
Function/Process

● Strong protection compared to 
other forms of IP

● Enforcement even against 
independent development by 
another party (compare to 
trade secret)

● Abstract ideas are not patentable
● Likely difficult and costly to obtain 

under the current state of the law 
(may change)

● Scope of protection narrow, easier 
to design around

● Results in disclosure

Trade Secret (indefinite) ● No registration involved
● U.S. federal law strengthened 

enforceability
● Rights may be enforced 

against a party that 
misappropriates

● Requires procedures and protocols 

to maintain confidentiality
● Does not protect against reverse 

engineering or independent 
development (compare to utility 
patent)

● May not be possible to maintain 
secrecy



Form of IP Protection Pros Cons

Trademark (10 yrs, renewable): 
Source / Reputation

● No need to register
● Relatively easy and 

inexpensive to register
● Breadth
● Longevity

● Does not cover functionality

Trade Dress (10 yrs, renewable): 
Source / Reputation

● Can cover ornamental features
● Longevity

● Requires distinctiveness (compare 
to Design Patent)

● Does not extend rights protected 
under Design Patent (see e.g., Kit 
Kat and Lego product designs)



Copyright and Computer Software

Lead Presenter:  Louise Kennedy

West Hill Technology Counsel



Copyright Issues

1. What is copyright?

2. Marking and Registration

3. Development and Commercialization

• Work for Hire

• Use of Third Party Materials, including Open Source

• Licensing Basics

• Developing Software for the U.S. Government

• Copyright in M&A Transactions



What is copyright?

U.S. Code Title 17

• protects original works of authorship fixed in any 
tangible medium of expression

• conveys exclusive rights to the copyright owner to:
• copy
• distribute
• create derivative works
• display
• perform



How is software different from other works 
of authorship?

Purchasers of a book can’t

➔ copy the text
➔ distribute the text (other than 

through gifting or resale of 
the physical book)

➔ create a screenplay based on 
the text

Purchasers of software often:

➔ copy portions of the code to 
computer memory

➔ copy code for backup purposes
➔ distribute or make available the 

code to their authorized users

Accordingly, software is made 
available pursuant to a software 
license agreement that describes the 
scope of rights that are granted by 
the copyright owner.



Benefits of Copyright Notices 

Copyright © 2022 Acme Software Development, Inc.  All rights reserved.

Copyright notices are optional, but can: 

1. make potential users aware that copyright is claimed in the work

2. prevent a defendant in a copyright infringement action from asserting an 
innocent infringement defense

3. identify the copyright owner for parties seeking permission to use the work

4. identify the year of first publication to help determine the term of copyright 
protection for anonymous or pseudonymous works, or works made for hire. 



Benefits of Copyright Registration

Registration with the Copyright Office is optional but it confers the 
following benefits:

1. Infringement Actions: registration is a prerequisite for U.S. copyright 
owners to bringing a copyright infringement suit in federal court 

2. Evidence of Validity: registrations submitted within five years after first 
publication, constitute prima facie evidence of the validity of the copyright 
and of the facts stated in the registration certificate 

3. Statutory Damages and Attorneys’ Fees: to be awarded statutory 
damages and attorneys’ fees the copyrighted work must be registered 
before infringement commences, with limited exceptions

4. International Protection Under the Berne Convention: registration is 
considered notice to the world of your copyright claim and can assist in 
international infringement disputes 



Registering a Copyright



Copyright Considerations for Software 
Development and Commercialization

• Works for Hire

• Use of Third Party Materials, 
including Open Source

• Licensing Basics

• U.S. Government Contracts

• Mergers & Acquisitions



Software as a “Work for Hire”

Copyright Act defines a “work made for hire” as either:

1. a work prepared by an employee within the scope of his or her 
employment; or

2. a work specially ordered or commissioned for use as a 
contribution to a collective work, as a part of a motion picture or 
other audiovisual work, as a translation, as a supplementary 
work, as a compilation, as an instructional text, as a test, as 
answer material for a test, or as an atlas, if the parties 
expressly agree in a written instrument signed by them that the 
work shall be considered a work made for hire. 



“Work for Hire” Best Practices

1. Employee IP and Confidentiality Agreements
➢ “Work for hire” language
➢ Assignment of ownership provisions

2. Contractor Services Agreements
➢ “Work for hire” language
➢ Assignment of ownership provisions
➢ DO NOT rely on – NDA, PO or other purchasing 

terms



Use of Third Party Materials
Commercial software, services, tools, APIs

d) Accessing the Microsoft Intune Service through a Microsoft API
When your Application or services access a Intune APIs in Microsoft Graph using a Post command, for 
example, such as documented at https://docs.microsoft.com/graph), you must include:n your Application and 
services' license terms, a statement that certain functionalities are enabled by accessing Microsoft Intune® through 
the Microsoft API and use of your Application and accompanying services does not remove the need for users to 
have a valid license for their use of the Microsoft Intune® service.

1. In your Application and services' marketing material and product documentation that references functionality 
enabled by your Application or service's access to Microsoft Intune® through the Microsoft API:

a. The attribution "Microsoft Intune® App Protection Policies" displayed in a manner consistent with the 
Microsoft Trademark & Brand Guidelines, and

b. A statement that use of your Application and services does not remove the need for users to maintain 
a valid license for their use of the Microsoft Intune® service.

2. In your Application's user interface or console that displays commands for functionality enabled by the 
Microsoft API for Intune, include the attribution "Microsoft Intune® App Protection Policies" in a conspicuous 
place on the console or UI. The attribution must be in a manner consistent with the Microsoft Trademark & 
Brand Guidelines.

https://docs.microsoft.com/en-us/graph
https://aka.ms/trademarks-usage
https://aka.ms/trademarks-usage
https://aka.ms/trademarks-usage


Use of Third Party Materials
Open Source Code and Libraries

License

BSD 3-Clause "New" or "Revised" license

BSD 2-Clause "Simplified" or "FreeBSD" license

MIT license

Apache License 2.0

Description

“Academic” licenses generally considered the 
least restrictive, provided you keep any original 
notices in the code, display the copyright notice 
in your program, and don’t infer the author is 
endorsing your product.

Commonly used in proprietary software.

Apache 2.0 license is similar in use to the BSD 
license, but it adds a patent grant. Specifically 
states that if the authors hold any patents related 
to the code, a user will be safe from any claim of 
patent infringement. 

 

https://opensource.org/licenses/BSD-3-Clause
https://opensource.org/licenses/BSD-2-Clause
https://opensource.org/licenses/MIT
https://opensource.org/licenses/Apache-2.0


Use of Third Party Materials
Open Source Code and Libraries

License

GNU General Public License (GPL)

GNU General Public License, version 2.0 (GPL-2.0)

GNU General Public License, version 3.0 (GPL-3.0)

GNU Library or "Lesser" General Public License 
(LGPL)

GNU Library or "Lesser" General Public License, 
version 2.1 (LGPL-2.1)

GNU Library or "Lesser" General Public License, 
version 3.0 (LGPL-3.0)

Description

The GPL is a copyleft license, which means that 
derivative works can only be distributed under the 
same license terms.

Copyright.  All rights reserved.

Copyleft.  All rights reversed.

If you include GPL code in your software, you create a 
“derived work” and you must release your entire 
derived work under this license.

LGPL is a  “weak” copyleft license. If you make any 
changes to an LGPL library that you incorporate into 
your code, you must release your new version of the 
library under this license. In addition you must provide 
users of your application the ability to replace the LGPL 
library with a newer or modified version of that library. 

https://opensource.org/licenses/GPL-2.0
https://opensource.org/licenses/GPL-3.0
https://opensource.org/licenses/lgpl-license
https://opensource.org/licenses/lgpl-license
https://opensource.org/licenses/LGPL-2.1
https://opensource.org/licenses/LGPL-2.1
https://opensource.org/licenses/LGPL-3.0
https://opensource.org/licenses/LGPL-3.0


Third Party Code License Review



Software Licensing Basics

EULA (End User Licensing Agreement)
➔ downloadable or other perpetual license software

Terms of Service or Subscription Services Agreement
➔ SaaS or other cloud-based software functionality access 

software-as-a-service offerings

Open Source Licenses
➔ often developer tools are developed and maintained by a 

community of independent developers.
➔ for-profit and not-for-profit business models:



Developing Software for the U.S. Government



Developing Software for the U.S. Government

The Government receives Restricted Rights when 
the software is developed exclusively at private 
expense and marked with a restricted rights legend.

With Restricted Rights, the Government may:
• use a computer program with one computer at a time
• transfer computer program to another government 

agency if transferring  agency destroys its copy and 
notifies licensor of the transfer

• copy for backup and archive purposes
• modify the software, but must use the modified 

software under same restrictions as above



Developing Software for the U.S. Government

The Government receives Government Purpose Rights for a period of five 
years from the execution of the contract for software developed with mixed 
funds. After the 5-year period expires, the Government gets Unlimited 
Rights automatically.

With Government Purpose Rights, the Government may:
• use, modify, reproduce, release, perform, display, or disclose the 

software within the Government without restriction
• release or disclose Computer Software outside the Government and 

authorize third parties to exercise the same rights as the Government's 
rights for United States Government, but not commercial, purposes.



Developing Software for the U.S. Government

The Government receives Unlimited Rights in software developed 
exclusively with Government funds.

With Unlimited Rights, the Government 
may:

• use, modify, reproduce, perform, display, 
release, disclose, prepare derivative works, 
distribute copies to the public, and perform 
publicly and display publicly, in any manner 
and for any purpose, and to have or 
authorize others to do so.



Copyright in M&A Transactions

➔ Due Diligence – identify all third party code (including OSS)

◆ Code scan

➔ Purchase and Sale Agreement – Reps and warranties about 
inbound and outbound licenses



Trade Secrets and Utility Patents



Software has several aspects potentially 
protectable as trade secrets

Under the Defend Trade Secrets Act (DTSA; see 18 USC 1839), “trade secret” means:

“all forms and types of financial, business, scientific, technical, economic, or engineering information, 

including patterns, plans, compilations, program devices, formulas, designs, prototypes, methods, 

techniques, processes, procedures, programs, or codes, whether tangible or intangible, and whether or 

how stored, compiled, or memorialized physically, electronically, graphically, photographically, or in 

writing if—

(A) the owner thereof has taken reasonable measures to keep such information secret; and

(B) the information derives independent economic value, actual or potential, from not being 

generally known to, and not being readily ascertainable through proper means by, another person 

who can obtain economic value from the disclosure or use of the information”



Distinguishing proper vs. improper means

Proper Means Improper Means

Reverse engineering Espionage

Independent derivation Theft

Expiration of a duty to maintain secrecy Misrepresentation

Any other lawful means of acquisition Breach or inducement of a breach of a duty 
to maintain secrecy



Utility patents and software: a long history



Globally, utility patents remain important to 
protect software

Adapted from IPWatchdog 

https://www.ipwatchdog.com/2022/03/21/us-patent-grants-fell-7-last-year-software-related-grants-remained-63/


Despite additional guidance, US utility patent 
subject matter eligibility remains murky

See OPLA’s 35 USC 101 Subject Matter Eligibility  USPTO Guidance and Policy 

https://www.uspto.gov/sites/default/files/documents/MWRO_101_Eligibility_OPLA.pdf


Should we?

• What’s the commercial 
value of invention?

• What’s the duration of 
protection required?

• How readily could it be 
reverse engineered?

• To what degree could we 
keep the invention secret?

• How hard would it be for us 
to detect infringement?

• Other considerations?

Choosing the form of IP protection

Can we receive a patent?

• Subject matter of the 
invention (35 USC 101)

• Novelty (35 USC 102)
• Non-obviousness (35 USC 

103)



Design Patents & Industrial Designs

Lead Presenter:  
Matthew Asbell

Principal
Offit Kurman, P.A.



U.S. Design Patents for Software

• new, original and ornamental design for an article of manufacture (35 USC §171)
• The dependence of a computer-generated icon on a central processing unit and 

computer program for its existence itself is not a reason for holding that the 
design is not for an article of manufacture.

• MPEP 1504.01(a)    Computer-Generated Icons as “Articles of Manufacture”
• Computer-generated icons, such as full screen displays and individual icons, are 2-dimensional images which alone are surface 

ornamentation. See, e.g., Ex parte Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Int. 1992) (computer-generated icon alone is 
merely surface ornamentation). The USPTO considers designs for computer-generated icons embodied in articles of 
manufacture to be statutory subject matter eligible for design patent protection under 35 U.S.C. 171. Thus, if an application 
claims a computer-generated icon shown on a computer screen, monitor, other display panel, or a portion thereof, the claim 
complies with the "article of manufacture" requirement of 35 U.S.C. 171. Since a patentable design is inseparable from the 
object to which it is applied and cannot exist alone merely as a scheme of surface ornamentation, a computer-generated icon 
must be embodied in a computer screen, monitor, other display panel, or portion thereof, to satisfy 35 U.S.C. 171.

• May include items that change in appearance

https://mpep.uspto.gov/RDMS/MPEP/current#/current/d0e304480.html
https://mpep.uspto.gov/RDMS/MPEP/current#/current/d0e304480.html
https://mpep.uspto.gov/RDMS/MPEP/current#/current/d0e304480.html


Designs of Graphic User Interfaces



Designs of Typefaces



Design Patent Metrics

Adapted from USPTO Patents Dashboard, 8/14/22



Design Patent Components

• Preamble, stating name of the applicant, title of the design, and a brief description of the nature 

and intended use of the article in which the design is embodied;

• Cross-reference to related applications (unless included in an application data sheet);

• Statement regarding federally sponsored research or development;

• Description of the figure(s) of the drawing;

• Feature description;

• A single claim;

• Drawings or photographs (Most Important; Consider Possibility of Restriction); and

• Executed oath or declaration.



Infringement & Scope

• A design patent is infringed if the following test is met:
“[I]f, in the eye of an ordinary observer, giving such attention as a purchaser usually gives, two designs are 

substantially the same, if the resemblance is such as to deceive such an observer, inducing him to purchase 

one supposing it to be the other, the first one patented is infringed by the other.” Gorham Co. v. White, 14 

Wall. 511, 528, 20 L.Ed. 731 (1872).

• Post Samsung v. Apple, an applicant may want to consider filing for multiple 

design patents, of varying scope.



Obtaining Design Rights Abroad

• The Hague Agreement: mechanism for acquiring, maintaining and managing 
design rights in countries and intergovernmental organizations that are members 
of the Hague Union through a single international application.

• Results in a single international registration with individual effect in each of 
the designated Contracting Parties, and

• Saves time and money.

• Design rights abroad are sui generis rather than under patent law
• Results in absence of novelty and inventiveness requirements



Advantages over other forms of protection

• Presumption of validity.

• Able to mark your products.

• Less expensive and generally easier to obtain, relative to utility patents.

• Do not publish, unlike most utility patents.

• No maintenance fees, unlike utility patents.

• Protect aspects of software that don’t qualify for trademark protection.

• There’s no creativity requirement, unlike copyright.

• Different measure for infringement relative to copyright and trademark.

• Damages*



Software Trademarks
Lead Presenter:

Shehla Syed

West Hill Technology Counsel 



Trademark Issues

1. Trademark Advantages
2. Types of Software Trademarks
3. Software TM Filing Issues

a. Distinctiveness
b. Scope: goods/services descriptions
c. “Use” Requirements
d. Likelihood of Confusion Concerns

4. International-Specific Considerations
5. Use of 3rd Party Marks & Licensing



TM Advantage: Goodwill 

• TMs represents goodwill of entire 
product/service, generated from 
other IP and efforts by owner. 

• It encompasses consumer’s 
perspective as well as efforts by the 
trademark owner.

• Unlike other IP, trademark protection 
can last indefinitely.



TM Advantage: Protect Market Share

• Important to register mark where used, manufactured or 
defensively in high risk jurisdictions. Registrations are 
jurisdiction specific: there is no “international 
trademark”.

• If TM can be incorporated into technology or content to 
make it harder to copy without infringing TM, strengthens 
enforcement.

• Combined with patent or copyright infringement or other 
business claims makes more challenging for defendants.  

• In US, parties can seek attorneys fees for clear or willful 
TM infringement.

• Mobile app stores: best to search for similar marks and 
file applications for name and icon.



Types of Software TMs
Name (or foreign equivalents)

Logo 

Slogan 

Icons

GUI, colors, trade dress 

Sounds

Virtual representations

APPLE (MANZANA or POMME)

GO ANYWHERE DO ANYTHING



TM Filing Considerations

● Searches - clearance or “knock-out” searches for 
confusingly similar marks for the same or similar 
products. 

○ Search in your home country, export markets, 
manufacturing countries, and where counterfeiting or 
bad faith filing is common. 

○ Best to have few options for names.
● Check domain name, app store, and social media 

handle name availability
● Ownership of mark = the party who controls it. 

○ Owner must be the party who files.
● Use the mark properly - as an adjective!



Spectrum of Distinctiveness

GENERIC: 
common term 

that fails to 
distinguish one 

source from 
another 🡪       

NOT protectable

DESCRIPTIVE: 
describes nature, 
quality or content 
🡪 protectable with 
secondary meaning 

(may go on 
Supplemental 

Register).

SUGGESTIVE: 
hints at product 

attribute 🡪 
generally 

protectable

ARBITRARY: 
common word 

used in unrelated 
context 🡪 almost 

always 
protectable

FANCIFUL: 
wholly invented 

🡪 most 
protectable and 

easiest to 
enforce

Less Distinctive                                                                                         More Distinctive

COMPUTER 
SOFTWARE



Distinctiveness Issues
• To increase speed of consumers finding service, software companies may 

lean towards descriptive names. Depends on short and long term business 
goals.

• Generic terms need to be disclaimed.  Descriptive terms may need to be 
disclaimed for Principal Register.  (US and some countries, but not all).

• Disclaimer = statement that applicant does not have the exclusive right to use word(s) of a 
trademark

• Marks that heavily rely on generic terms do not have lasting power.

• Also applies to non-traditional marks and trade dress.

• Distinctiveness requirements and options vary by jurisdiction.  

• In US, generic terms can generally be removed or added in an amendment of the mark in 
the United States, but not usually elsewhere

• In US, can consider Supplemental Register for descriptive marks (next slide)



Supplemental Register in US

• Consider Supplemental Register and work on gaining 
distinctiveness. Can apply to Principal again after acquiring 
distinctiveness.  (Not ideal for primary brand). 

• May hit client’s short term goals, and may be the only choice.

• Pros: Use of ®, protection of subsequent registration of 
similar marks; enforceable in court

• Cons: no evidentiary presumptions, cannot record with US 
Customs, must be in use or based on foreign registration (not 
available for applications based on intent-to-use or 
extensions of International Registrations under Madrid 
Protocol)

• Marks on US Supplemental Register eligible for Madrid 
Protocol filings extended to other countries, but may 
encounter distinctiveness refusals in those countries.



59

Less distinctive More distinctive

Serial No. 85746575 (October 16, 2014) 
Mere descriptiveness refusal for "Downloadable software applications for 
mobile telecommunications devices and handheld computing devices for 
organizing personal relationships and dating…“

Application refused as descriptive and laudatory; abandoned after appeal 
affirmed

Examples for App names for TIP CALCULATOR:

Serial No. 86378385, Reg. No. 47229433 (April 2, 2015) 
Mere descriptiveness refusal for "Providing a website featuring on-line 
non-downloadable software for businesses and individuals to record the 
number of hours worked, determine the amount paid to an individual, and to 
generate reports.“

Applicant amended to Supplemental Register.

Distinctiveness Examples



Scope: What is Covered?

• Good vs. Service – many have both. 
• Software as a component – may require filing in multiple classes to 

cover the entire good/service.  Ex: software + hardware.
• Software service vs. service provided by software – determines which 

(and how many) classes to file.
• Specificity of purpose and field – broad descriptions vs. more specific 

descriptions.
• If cost is concern, prioritize.  Additional applications can be filed at 

later time.
• Specialized software: virtual goods, non-fungible tokens



Scope: good/services descriptions

Filing fees are per class, and can add up fast.  USPTO filing fees $250 or $350/class.  
If intent to use, later filed Statement of Use is $100/class and extension is $125/class.  
Maintenance fees are also are charged per class: range $300-$525/class.

Int’l Class Relevant Descriptions

9 Downloadable software (considered a “good”)

42 Non-downloadable software, SaaS, tech support services, computer services, 
software design and development

35 Data analysis, advertising

38 Transmission of sound, video and digital files, online forums, tele- and video- 
conferencing services

41 Online gaming, education services

45 Online social networking services



Software “Use” Requirements

• Use as a prerequisite to U.S. registration 
• Use for Good = sold or transported across state or country lines 

• Use for Service = “rendered” across state or country lines

• Exception: applications based on foreign registrations under Sections 44(e) or 66(a) of the Lanham Act.

• Use is required for all goods/services listed, but only one example (specimen) per class is required

• USPTO reliance on sworn oath, evaluation of use evidence is just about whether it is used as a 
source-identifier

• Beta or other preliminary releases: can be “use” if available to consumers

• Use after registration in US
• Maintenance and renewal 

• Non-use cancellation (3 years of unexcused non-use may be abandonment)

• Non-Trademark Use, Misuse and Genericide (risk losing TM)

• Beware of USPTO random audits and third-party expungements 

• Foreign use requirements differ substantially: many jurisdictions do not require evidence of 
use to register a TM.  Do need to eventually show use to prevent cancellation.  

• Proactive registration reserves ability to use and reduce infringement, may block predatory bad faith 
efforts by others

• Some countries require declaration of use a few years after registration (example: Mexico)



Evidence of Use: Specimens

• Goods (Classes 1-34)
• On product or packaging, labels, tags 
• A screenshot of the splash screen or interface showing 

the mark
• On point-of-sale display associated with goods (method 

to purchase and mark in close proximity to product)
• Screenshot of page where app can be downloaded
• Advertising alone is not sufficient.

• Services (Classes 35-45)
• On advertising or marketing materials
• In course of providing the services



Online Display Associated with Goods

• Show the mark prominently
• In close proximity to a picture or description 

of the goods
• Provide a means of immediate 

purchase/download
• Other relevant factors in evaluating specimen

• Content and layout of the web page
• Presence of other marks
• Intervening text and unrelated material

• Overall impression the web page creates
• Description of the specimen



Service Mark Use (Classes 35-45)

Class 42: application service 
provider, computer services, 
etc.
Specimen: home page 
screenshot



Likelihood of Confusion (US)

• Examiners look at  (1) the similarities between the compared marks and 
(2) the relatedness of the compared goods and/or services.

• Services that may emanate from a single source under a single mark can 
be considered related services in an LOC analysis.  Examples of “related 
services”:

• technology software consultation, 
• computer software development, 
• data management, 
• website development or maintenance

• USPTO (as opposed to courts) does not consider how an applicant and 
registrant actually use their marks in the marketplace.  They look at 
goods/services descriptions.

• If cited mark’s description is broad, very difficult to overcome.
• May consider a co-existence agreement or cancellation (if that’s an option)



International: Where to File?

• Requires analysis of suitability and availability of 
marks in relevant jurisdictions.

• Some factors:
• present and short-term marketplaces,
• countries where goods/services are manufactured 

and developers and distributors are located.
• Which marks to file? Consider distinctiveness, 

translations, permissibility (e.g. single letter 
marks)

• Have foreign counsel available for assistance 
and advice on local laws and regulations.



International: Other Considerations

• Can file with US counsel via Madrid Protocol (where 
available) or file direct in each country. Sometimes a 
combination.

• May be better to file direct with some countries with high 
application numbers (China) to get ahead of issues that may 
arise.

• Canada also moved to eliminate use requirement and finally 
joined MP.  (Current significant backlog in Canada and Madrid 
applications examined more quickly due to treaty obligations).

• European Union covers all EU states, but has its own risks.  File 
UK separately.

• Absence of examination on relative grounds in some 
jurisdictions (some TM offices will not refuse application 
based on similar marks).

• Monitoring and enforcement challenges vary by country.



3rd Party Marks & Licensing

• Get permission and follow guidelines.
• If you permit others to use your TM, 

create and post trademark guidelines or 
require written license agreements.

• Open Source projects also have TM use 
restrictions



IP Issues in AI
● Only humans, not animals, 

can have copyright rights. 
 

● Open issue as to ownership 
of works created by a 
computer.
 

● Copyright ownership issues 
arise in AI development and 
related services agreements.  
Who owns:
○ Training Data

○ Trained Model

○ Retrained Model

○ Output Data

No copyright for Naruto’s selfie.

First AI-created portrait sold at public 
auction for $432,500 in 2018.



IP Issues in Trending Software Technologies

• Application Programming Interfaces (APIs)
• Harder to enforce copyrights in wake of Google v. Oracle

• Non-fungible Tokens
• Protecting the art or the software
• Consider when copyright/trademark licenses are required

• Blockchain
• Smart licensing agreements

• Metaverse and Virtual Goods
• Protecting the item or the software

• Search Engines
• Sponsored advertising

• Social Media
• Static content: usernames, handles, pages
• Dynamic content: posts, ads, sales & transactions

• Availability of specialized monitoring
• App stores
• Sponsored advertisements
• Social media posts
• Pixel-matching



Thank You

Matthew D. Asbell

matthew.asbell@offitkurman.com
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