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Speakers

• Jerry A. Riedinger
• Jerry is a partner in the Seattle office of Perkins Coie LLP.  He is a first chair 

litigator, having conducted numerous jury and bench patent trials.  He has 
focused his practice on patent litigation since 1982.

• Nick Setty
• Nick is a shareholder in the Seattle office of Setty Chachkes PLLC, a recently 

formed IP boutique. He is a first chair litigator who has focused on patent, 
trade secret, trademark, and copyright trials since 1992.
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Inventive Contribution Defined

7



Question presented

• What’s with this topic? 

• Everybody knows that the claims define the invention, right?
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Court Treatment of 
Inventive Contribution
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Bedrock Legal Principles

“It is a bedrock principle of patent law that the claims of a 
patent define the invention….”

 Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F. 3d 111, 115 
(Fed. Cir. 2004)
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Bedrock Legal Principles

“It is well settled that ‘there is no legally recognizable or 
protected ‘essential’ element, gist or ‘heart’ of the invention 
in a combination patent.’”

 Allen Eng’g Corp. v. Bartell Indus, Inc., 299 F.3d 1336, 145 (Fed. Cir. 2002) 
(quoting Aro Mfg. co. v. Convertible Top Replacement Co., 365 U.S. 336, 345 
(1961)).
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Bedrock Legal Principles

“[T]he claims made in the patent are the sole measure of the 
grant….”

 Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 340, 339 (1961))
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Bedrock Legal Principles

“To coin a phrase, the name of the game is the claim.”

 Giles S. Rich, The Extent of the Protection and Interpretation of Claims—
American Perspectives, 21 Int’l Rev. Indus. Prop. & Copyright L. 497, 499 
(1990).
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Why consider more than claim language?

 We already consider other intrinsic evidence - axiomatic
 Specification, prosecution history, etc. 

 Thesis – we should also identify and understand the “inventive 
contribution”
 Gist, essence, heart, essential element, thrust … of the invention

 These characterizations are found throughout the case law

 Is such an assessment a good thing? And why?
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SCOTUS on patent in/validity

In evaluating the Morse code patent, Justice Grier looked at 
“the essence of his invention” to determine whether Morse’s 
patent was valid.

 O’Reilly v. Morse, 56 U.S. 62, 135 (1853) (Grier, J, concurring)
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SCOTUS on patent scope/antitrust

Assessing whether a product “embodied the essential 
features of the patent” as part of antitrust analysis.

 O’ United States v. Univis Lens Co., 316 U.S. 241, 251 (1942)
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SCOTUS on patent damages/exhaustion

Exhaustion results when the sold product “embodied the 
essential features of the patent.”

 Quanta Computer, Inc. v. L.G. Elecs., Inc., 553 U.S. 617, 633 (2008)
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SCOTUS on patentable subject matter
The discovery of a natural phenomenon “cannot support a 
patent unless there is some other inventive concept in its 
application.”

 Parker v. Flook, 437 U.S. 584, 594, 98 S.Ct. 2522, 2528 (1978)
 Accord Mayo Collaborative Serv., v. Prometheus lab., Inc., 132 S.Ct. 1289, 

1294 (2012) (focusing on natural phenomenon); Alice Corp. Pty. Ltd. V. CLS 
Bank Int’l, 134 S.Ct. 2347, 2350, 2355 (2014) (analyzing abstract ideas).

 “The Benson-Flook-Diehr trilogy left those in the field uncertain as to how 
much is needed to be added to a natural phenomenon to make it a 
patentable process ….” Defining a Natural Phenomenon After Prometheus, 28 
Annual Rev. of Law and Tech. 643-649 (2013).
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FedCir on patentable subject matter
Step 1: Look at whether claims’ “character as a whole is 
directed to excluded subject matter.”

Step 2: Look at whether a “claim contains an ‘inventive 
concept.’”

 Internet Patents Corp. v. Active Network, Inc., 770 F.3d 1343, 1346 (2012)
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FedCir on patentable subject matter

Alice step 1: Look at the “focus of the claims….”

 Enfish, LLC v. Microsoft Corp., 882 F.3d 1327, 1336 (2016)

Alice step 1: Look at the “‘basic thrust’ of the Asserted 
Claims.”

 Synopsys, Inc. v. Mentor Graphics Corp., 839 F.3d 1138, 1150 (2016)

20



FedCir on obviousness
Considered the “heart of the invention”

 Arendi S.A.R.L. v. Apple Inc., 832 F.3d 1355, 1363 (Fed. Cir. 2016)

Considered the “essence of the invention”

 Princeton Biochemicals, Inc. v. Beckman Coulter, Inc., 411 F.3d 1332, 1337 
(Fed. Cir. 2005); In re Mills, 916 F.2d 680, 681 (Fed. Cir. 2005).
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FedCir on claim construction
Considered the “essence”

 In re Jasinski, 508 F. App’x 950, 952 (Fed. Cir. 2013)

Considered the “heart”
 Tech. Patents LLC. V. T-Mobile (UK) Ltd, 700 F.3d 482, 494 (Fed. Cir. 2012); 

Tivo, Inc. v. EchoStar Comm’n Corp., 516 F.3d 1290, 1297 (Fed. Cir. 2008)

Considered the “thrust”
 Seiko Epson Corp. v. Coretronic Corp., 376 F. App’x 23, 25 (Fed. Cir. 2013)
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FedCir on inequitable conduct
Considered the “essence”

 Halliburton Co. v. Schlumberger Tech. Corp., 925 F.2d 1435, 1439 (Fed. Cir. 
1991)

Considered the “point of novelty”

 Critikon, Inc. v. Becton Dickinson Vascular Access, Inc., 120 F.3d 1253, 1256 
(Fed. Cir. 1997); McKesson Info. Sols., Inc. v. Bridge Med., Ind., 487 F.3d 897, 
918  F.3d 1290, 1297 (Fed. Cir. 2007).
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FedCir in varied contexts
Indefiniteness: “essence”
New matter: “heart”
Preamble interpretation: “essence”
Priority: “gist”
Infringement: “gist”
Doctrine of equivalents: “gist,” “heart” & “essence”
Reverse equivalents: “fair scope”
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Recommendation
Determine a patent’s inventive contribution, whenever 

 prosecuting a patent, 
 negotiating a license, 
 litigating, or 
 evaluating a patent for any purpose. 
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Identifying Inventive Contribution
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What is inventive contribution?

The invention’s advance over the prior art,
expressed in a simple, shorthand phrase.
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Using Inventive Contribution
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Best Practices for Patent Litigators
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Litigation - First Step
 The first step for either a patent owner or accused infringer is 

identifying the inventive contribution(s)
 Patent owners should never assert a patent against a product 

or process that 1) does not use the inventive contribution, 2) 
has no identifiable inventive contribution, or 3) has a low-
value inventive contribution.

 Accused infringers can use inventive contribution to 
determine the value in forming their primary defense --
noninfringement, invalidity, or a downward effect on 
damages
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Litigation - Second Step
Incorporate inventive contribution in case themes.  

 Plaintiffs: We developed X - the accused infringer is using X.

 Plaintiffs: Much of the value of the accused product derives from X.

 Defendant: Plaintiff developed X - we don’t use X.

 Defendant: Plaintiff developed “X,” but told the PTO it developed “Y.”

 Defendant:  Plaintiff developed “X,” but “X” was developed long 

before.
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Litigation – use inventive contribution in every 
step
• In arguments before the judge

• Claim construction
• Discovery motions (“They want discovery unrelated to X.”)
• Summary Judgment
• Motions in limine

• Expert Reports should be built around the inventive contribution axis
• Infringement/non-infringement
• Validity/invalidity
• Damages opinions
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 At trial
 Trial theme
 Opening statements and closing arguments
 Core witness testimony

 On appeal
 In IPR and other PTO attacks

 All PTO arguments must be consistent with the inventive 
contribution, and the themes built on that contribution
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Litigation – use inventive contribution in every 
step



Best Practices for Transactional Attorneys
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Using inventive contribution in licensing:
 Deciding whether to license
 Determining the value of the licensed patents
 Identifying potential licensees
 Identifying potential licensor patents
 Drafting the license

 Identifying the “inventive contribution” in the “whereas” clauses
 Use in payment terms to identify covered products

 And much more
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Best Practices for Patent Prosecutors
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Patent Prosecution – First Steps
 Identify/verify that the essence is described within the application 

(hopefully the application explicitly covers the technical essence, not 
just the non-technical essence)

 Refer to the essence in an examiner interview to scope upcoming 
arguments and/or attempt to reach an agreement during the 
examiner interview

 Do we need to refer to the essence to garner allowability?
 For 102/103 arguments, focus on the claim language and differentiating from 

the art without characterizing the claims in view of the described essence in 
the record

 For 101 arguments, Yes. 
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Patent Prosecution – Second Steps

• 101 Reponses
 Amendments

 If necessary, amend claims to focus on technical aspects of the invention 
and amend accordingly

 Arguments
 Tie appropriate language of the claims to portions of the specification 

that describe the technical essence to illustrate the practical application
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Refer to USPTO Revised Guidance

NO

From Step 2A, Prong 1 YES



Patent Preparation and Prosecution – Reminders

 Draft the patent application mindful of the how the patent will be 
viewed in litigation

 During prosecution
 Consider client goals: Quantity vs Quality

 Scoping to the claims to certain non-technical aspects can help with novelty, but can 
sacrifice the strength and durability of the patent when considered in court

 Focus on technical essence
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Risks and Dangers Associated With 
Inventive Contribution
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Recommendations

 Trial lawyers and consultant mantra – be careful
 In fashioning trial themes
 In using metaphors and analogies
 Likewise, in using inventive contribution 

 Patent drafting 
 Aligning the patentee’s business objectives, 

the claims, and the inventive contribution 
– like a well-formed Venn diagram 
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Conclusion
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The Essence – In Summary

 A simple, shorthand summary of the inventive contribution
 Preparation and Prosecution – one can control the 

relevance/materiality of the essence and direct toward a 
technical essence

 Litigation - the essence can provide/augment a litigation 
roadmap, guiding effective conduct in all litigation phases

 Licensing - the essence can improve technology selection, 
negotiation, and terms 
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