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Otherwise, please send us a chat or e-mail sound@straffordpub.com immediately 
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that you will receive immediately following the program.

For additional information about continuing education, call us at 1-800-926-7926 
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Program Materials

If you have not printed the conference materials for this program, please 

complete the following steps:

• Click on the link to the PDF of the slides for today’s program, which is located 

to the right of the slides, just above the Q&A box.

• The PDF will open a separate tab/window.  Print the slides by clicking on the 

printer icon.

Recording our programs is not permitted. However, today's participants can 

order a recorded version of this event at a special attendee price. Please call 

Customer Service at 800-926-7926 ext.1 or visit Strafford’s website 

at www.straffordpub.com.
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Disclaimer

These materials have been prepared solely for educational and entertainment

purposes to contribute to the understanding of U.S. intellectual property law. These

materials reflect only the personal views of the authors and are not individualized

legal advice. It is understood that each case is fact specific, and that the appropriate

solution in any case will vary. Therefore, these materials may or may not be relevant

to any particular situation. Thus, the authors and Finnegan, Henderson, Farabow,

Garrett & Dunner, LLP (including Finnegan Europe LLP, and Fei Han Foreign Legal

Affairs Law Firm) cannot be bound either philosophically or as representatives of their

various present and future clients to the comments expressed in these materials. The

presentation of these materials does not establish any form of attorney-client

relationship with these authors. While every attempt was made to ensure that these

materials are accurate, errors or omissions may be contained therein, for which any

liability is disclaimed. The authors are indebted to Stacy D. Lewis, Law Clerk at

Finnegan, for invaluable help in preparing these slides.
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Patent Eligibility Issues are Universal

• All countries addressed forbid the patenting of abstract ideas and scientific 
principles

• There is also general recognition that all inventions rely, to some extent, on 
abstract ideas and natural or scientific laws

• Some jurisdictions restrict eligibility based on morality (e.g., contrary to 
“ordre public”) or policy

• Some jurisdictions are very restrictive – e.g., India

• Others are more permissive – e.g., USA

7



USA – Eligibility Issues in the 

Chemical/Biological Arts

• Genetic Material

• Methods of  Treatment

• Diagnostic Methods
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Eligibility Issues in the 

Chemical/Biological Arts

9

The Mayo/Alice two-step test

• Step 1: Directed to judicial exception?

― law of nature (diagnostic method)

― natural phenomenon (genetic material)

― abstract idea (biological arts: “mental step”)

• Step 2: “Significantly more” than exception?

• USPTO adds a preliminary analysis of compliance 

with language of 35 USC § 101 (“Step 1”) 

― Two-step test becomes Step 2A and Step 2B



Genetic Material and Other Compositions

10

• Natural genetic material, even if isolated, is patent ineligible

― cDNA, if not identical to native DNA, is patent eligible

• Other natural biomolecules are patent ineligible.
― Exception: isolated, naturally produced antibodies are patent eligible

• Natural organisms are patent ineligible

• Combinations or formulations of natural biomolecules or organisms are patent 

eligible if, when combined, they possess a “markedly different characteristic” 

compared to their native forms acting independently

• Engineered biomolecules or organisms are patent eligible if they possess a 

“markedly different characteristic” compared to their native counterpart

― Exception: humans are never patent eligible



Drafting Suggestions for Compositions – USA

• Claim cDNA rather than genomic DNA

• Include disclosure explaining how an engineered biomolecule or organism 

differs from its native counterpart and the practical implications or 

applications of that difference

• Include disclosure explaining how a combination of natural biomolecules or 

organisms differs in characteristics from the individual components acting 

alone

11



Methods of  Treatment: 

The Active Treatment Step

• Must include an active treatment (drug administration) step

• An explicit instruction not to treat may render the claim patent ineligible (based on 

nonprecedential caselaw)

• Active treatment step must be “specific” to avoid the method being directed to a judicial 

exception (natural law/correlation)

• If “specific” enough, it does not matter to the eligibility analysis if the active treatment 

step is routine or conventional. But it may matter to an obviousness analysis

12

Likely Ineligible Likely Eligible

A method of treating a patient according to whether 
the patient has genotype A or B:

wherein, if the patient has genotype A, you treat the 
patient with a kinase inhibitor; 

wherein, if the patient has genotype B, you do not 
treat the patient.

A method of treating a patient according to whether 
the patient has genotype A or B:

wherein, if the patient has genotype A, you treat the 
patient with a kinase inhibitor.



Methods of  Treatment:

What is “Specific” Enough?

• Dictum from the Federal Circuit suggests a requirement for “a specific method of 

treatment for specific patients using a specific compound at specific doses to achieve 

a specific outcome”

• However, USA examiners and courts have been more flexible than this dictum suggests:

― USPTO Guidance suggest that a broad class of drug is enough. Not yet clear if courts 

agree; will likely depend on how well-characterized the broad class of drug is

― Likely not necessary to specify a dose, outcome, or patient population

― The Federal Circuit has found the terms “an effective dose” and “a lower dosage” 

specific enough, in view of guidance in the specification or knowledge in the art

― The Federal Circuit has upheld claims as patent eligible despite breadth 

surrounding the method’s outcome and patient population. It may be enough to 

recite the disease indication (e.g., “a method of treating cancer”)

― Notwithstanding the above points, the generality or specificity of the claim terms 

may be significant for prior art, support, or enablement purposes

13



Methods of  Treatment:

What is Not “Specific” Enough?

• INO (nonprecedential):  A method of treatment explicitly resulting in treating one 

patient and not treating another patient is patent ineligible

• Stanford:  A method of using a haplotype phase algorithm (with no specified 

hardware limitations or unconventional mathematical steps) to select an unspecified 

drug, then “providing” that drug, is patent ineligible

14



Drafting Suggestions for 

Methods of  Treatment – USA

• Recite an active treatment step and treatment (specific drug or well-

characterized genus of drug)

• Recite an outcome that indicates a physiological change results from the 

active treatment step

• Avoid an explicit instruction to exclude a patient from treatment

15



Detection or Diagnostic Methods

• If a method of detection or diagnosis relies on “routine and conventional” 

technology (e.g., PCR amplification, a standard immunoassay), it is patent 

ineligible

― Same is true for prognostic methods and methods of predicting efficacy

― Courts consider detection and diagnostic methods to be drawn to the judicial 

exceptions of natural laws and/or mental steps

― The assay/kit used in the ineligible method may itself be eligible

― USPTO guidance suggests that a method of detection (but not diagnosis) using 

routine and conventional technology may be patent eligible, but the Federal 

Circuit has explicitly declined to follow this guidance

• The US Supreme Court has turned down the opportunity to clarify the 

eligibility analysis for detection or diagnostic method claims, and legislation 

proposed to address this issue has not progressed

16



Drafting Suggestions for 

Detection or Diagnostic Methods – USA

• Include disclosure on why the claimed technology and/or approach is not 

routine or conventional

• In the claims, specify classification criteria for a determination or diagnosis 

― In the specification, tie those criteria to what makes the method unusual in 

view of conventional wisdom

― Consider claiming use of a neural network

• Recite physical or tangible elements

• Pair diagnostic features with a specific active treatment step to recite a 

method comprising diagnosing a patient, then treating the patient based on 

the diagnosis

― Apply drafting suggestions for method of treatment claims

17



EPO and UK – Eligibility Issues in the 

Chemical/Biological Arts

• Genetic Material

• Diagnostic Methods

• Methods of  Treatment

18



Subject Matter Eligibility in Europe: Introduction

• Primary legislation = European Patent Convention (EPC)

➢ Think 35. U.S.C. Title 35 – Patents

https://www.epo.org//law-practice/legal-

texts/html/epc/2020/e/EPC_conv_20210601_en_20210527.pdf

• Secondary legislation = Implementing Regulations (“The Rules”)

➢ Think CFR: Title 37, Patents

https://www.epo.org//law-practice/legal-

texts/html/epc/2020/e/EPC_reg_20210601_en_20210527.pdf

• The Guidelines for Examination in the EPO – instructions to Examiners, 

Patent Attorneys, and Applicants on practice and procedure 

➢ Think M.P.E.P.

https://www.epo.org/law-practice/legal-texts/guidelines.html
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Subject Matter Eligibility in Europe:

General Framework

• Art. 52(1) EPC: Inventions in all fields of technology are 

patentable provided they are new, involve inventive step, 

and are industrially applicable.

• Two types of patent “ineligible” subject matter:

1) excluded matter - subject matter lacking technical 

effect [Art. 52(2) EPC], and 

2) exceptions to patentability - subject matter contrary 

to “ordre public” or morality [Art. 53 EPC].
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1) Excluded Subject Matter  

under Art. 52(2) EPC

Subject matter lacking technical effect [Art. 52(2) EPC]: 

• discoveries, scientific theories and mathematical 

methods;

• aesthetic creations;

• schemes, rules and methods for performing mental acts, 

playing games or doing business, and programs for 

computers;

• presentations of information.

Exclusion applies insofar as subject matter of claim relates to 

one of the excluded categories as such [Art. 52(3) EPC]. 
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2) Exceptions to Patentability

under Art. 53 EPC

a) inventions the commercial exploitation of which would be contrary 

to "ordre public" or morality; 

• not be deemed to be so contrary merely because it is prohibited by 

law or regulation.

b) plant or animal varieties or essentially biological processes for the 

production of plants or animals;

• does not apply to microbiological processes or the products 

thereof.

c) methods for treatment of the human or animal body by surgery or 

therapy and diagnostic methods practised on the human or animal 

body;

• does not apply to products, in particular substances or 

compositions, for use in any of these methods.
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Contrary to “Ordre public” or Morality

Rule 28 EPC: A European patent will not be granted in respect of 

biotechnological inventions concerning:

• processes for cloning human beings;

• a process, including techniques of embryo splitting, designed to create a human 

being with the same nuclear genetic information as another (living or deceased).  

• processes for modifying the germ line genetic identity of human beings;

• uses of human embryos for industrial or commercial purposes;

• processes for modifying the genetic identity of animals which are likely to 

cause them suffering, without any substantial medical benefit to man or 

animal, and also animals resulting from such processes.

• “substantial medical benefit”: includes any benefit in terms of research, 

prevention, diagnosis or therapy.

23



Contrary to “Ordre public” or Morality:

Use of  Human Embryos

A claim directed to a product exclusively obtainable by a method which 

necessarily involved the destruction of human embryos is excluded, even 

if the method is not part of the claim [see G 2/06].

• time of destruction is irrelevant [T 2221/10].

Requires examining of:

a) the entire teaching of the application, not only the claim category 

and wording, and

b) the relevant disclosure in the description, in view of the state of the 

art at the date of filing, to establish whether products, such as stem 

cell cultures, are obtained exclusively by the use, involving the 

destruction, of a human embryo or not.

24

https://www.epo.org/law-practice/case-law-appeals/recent/g060002ex1.html
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Contrary to “Ordre public” or Morality:

Use of  Human Embryos

Not excluded per se:

• An application pertaining to human pluripotent stem cells, including human 

embryonic stem cells, uses thereof, or products derived therefrom, if

i. the application has an effective date on or after 5 June 2003, and 

ii. its technical teaching can be put into practice using human embryonic 

stem cells derived from parthenogenetically activated human oocytes.

• Foetal and post-natal human cells.

• Culture media, supports, and apparatuses "suitable for" use with human 

embryonic cells, or even "specifically designed" for this purpose.

• Inventions for therapeutic or diagnostic purposes which are applied to the 

human embryo and are useful to it.

• A parthenote or cells derived therefrom.

25



Biotechnological Inventions (Genetic Material)

• The human body, at the various stages of its formation and development, 

and the simple discovery of one of its elements, including the sequence or 

partial sequence of a gene, cannot constitute patentable inventions.

However

• An element isolated from the human body or otherwise produced by means 

of a technical process, including the sequence or partial sequence of a gene, 

may constitute a patentable invention, even if the structure of that element 

is identical to that of a natural element.

26



Biotechnological Inventions (Genetic Material) cont.

• Plant or animal related inventions are patentable if the application of the 

invention is not technically confined to a single plant or animal variety .

• Must not be exclusively obtained by means of an essentially biological 

process (for applications with a filing/priority date after 1 July 2017).

• If a technical feature of a claimed plant or animal (e.g., a single 

nucleotide exchange in the genome) can be the result of both a 

technical intervention (e.g. directed mutagenesis) and an essentially 

biological process (a natural allele), a disclaimer limiting the claimed 

subject matter to the technically produced product is necessary.

• If a product claim does not identify a specific plant variety, the subject-

matter of the claimed invention is neither limited nor directed to a plant 

variety or plant varieties, and thus not excluded.

27



Drafting Tips for Biotechnological Inventions 

(Genetic Material) – EPO

• The industrial application of a sequence or a partial sequence of a gene 

must be disclosed in the patent application:

• ‘industrial application’ = purpose or effect of the gene sequence.

• e.g., if a sequence or partial sequence of a gene is used to produce a 

protein or a part of a protein, specify which protein or part of a protein is 

produced and what function this protein or part of a protein performs.

• when a nucleotide sequence is not used to produce a protein or part of 

a protein, the function to be indicated could, e.g., be that the sequence 

exhibits a certain transcription promoter activity.

• Include data demonstrating the industrial applicability for gene sequences.

28



Methods of  Treatment

G1/07:  A method claim falls under the prohibition on 

patenting methods for treatment by therapy or surgery if: 

• it comprises or encompasses at least one feature defining 

a physical activity or action that constitutes a method 

step for treatment of a human or animal body by surgery 

or therapy.

29
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Drafting Suggestions for 

Methods of  Treatment – EPO

• Include support/basis into the application for claiming:

• a substance or composition for use in a therapeutic or 

surgical method.

• a method for operating a device.

➢ without a functional link between the method for 

operating the device and the effects produced by 

the device on the body.

• Include explicit support for disclaiming any therapeutic or 

surgical steps.

30



Diagnostic Methods

G1/04:  Diagnostic methods practiced on the human or 

animal body are excluded only if they include all of these 

method steps:

i. The examination phase, involving the collection of 

data,

ii. The comparison of these data with standard values,

iii. The finding of any significant deviation, i.e., a 

symptom, during the comparison, and

iv. The attribution of the deviation to a particular clinical 

picture, i.e. the deductive medical or veterinary 

decision phase.

31
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Drafting Suggestions 

for Diagnostic Methods – EPO

Include support/basis into the application for claiming:

• a diagnostic method that is carried out separately from 

the body, e.g., is carried out on an in vitro tissue sample.

• a method that provides information but does not lead to 

a final diagnosis.

• a substance or composition for use in a diagnostic 

method.
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UKIPO vs EPO

UK Relevant Statutes: 

▪ Patents Act 1977, Section  1 (~ Art. 52 EPC) and Section 4A (~ Art. 53 EPC)

In principle, UK law is harmonized with EPC:

▪ Patents Act, Section 130(7): Sections 1 and 4A are “framed to have, as nearly 

as practicable, the same effects” as the corresponding EPC provisions.

In practice:

▪ Life sciences & chemical inventions – no practical difference, subject matter 

eligibility issues are rarely raised in UK courts

▪ Contrary to public policy or morality – a slight difference in wording, but 

none in practical effect

▪ Plant and animal varieties – little divergence between UK courts and EPO

▪ Medical, surgical, and diagnostic methods – little divergence on methods 

practised on the human or animal body, which are not patentable 

▪ exception: “homeopathy” applications – yes in the UK, not at the EPO

33



General Drafting Suggestions – EPO and UK

• Claims: consider drafting separate claims sets for the EPO/UK and update 

the specification (description) to ensure proper basis for such claims.

• Specification (description): describe technical effect.

• ‘new things’ and ‘new uses for known things’, including new natural 

products and new use for a natural product, may be patentable if there 

is a clear technical effect

• Specification (description): provide as many details as possible concerning 

possible combinations, including, which features can, and cannot, be 

combined together; which features can be replaced/altered/removed.

• Particularly important where a particular feature, if present in a claim, 

may affect its patent-eligibility – ensure there is basis to remove the 

offending feature; otherwise, a strict test for added matter may 

prevent you from pursuing patent-eligible claims.

• Seek local advice at the drafting stage and early on.
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Other Jurisdictions –
Australia, Canada, China, India, and Japan 

Eligibility Issues in the Chemical/Biological Arts

• Genetic Material

• Methods of  Treatment

• Diagnostic Methods

35



Genetic Material

• Australia: Nucleic acids are not eligible for patenting, but this 
prohibition is narrowly applied

• Canada: May be patent eligible if isolated or modified 

• China: May be patent eligible if isolated or modified and practically 
applied

• India: May be patent eligible if modified 

• Japan: May be patent eligible if isolated or modified

36



Methods of  Treatment

• Australia: Generally patent eligible and Swiss-type claims may also 
be permissible

• Canada: May be patent eligible as Swiss-type use claims, Canadian 
type use claims, or composition-for-use claims

• China: May be patent eligible as Swiss-type use claims

• India: Not patent eligible in any form

• Japan: May be patent eligible as Swiss-type use claims or 
composition-for-use claims
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Diagnostic Methods

• Australia: Generally patent eligible

• Canada: May be patent eligible as long as method specifies physical 
steps

• China: May be patent eligible only if claim is directed to an 
intermediary result and not to full diagnostic method

• India: Generally not eligible but may be patent eligible if directed to 
in vitro methods that are explicitly performed outside the human 
body

• Japan: Generally not eligible but may be patent eligible if directed to 
a method of measurement 

38



Global Drafting Suggestions

• For genetic material, modification is important for many jurisdictions 

and isolation is helpful in some jurisdictions

• For medical treatment or diagnostic methods: 

• include support and claims that omit any reference to the 

treatment/diagnosis of humans or invasive sample collection

• include support for Swiss-type or composition-for-use claims

• For diagnostic methods:

• determine if claims can be drafted to portions of the overall 

method, such as measurements

• recite a method for determining an intermediate result that does 

not directly translate to a diagnosis

• recite an in vitro method
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USA – Eligibility Issues in the 

Electrical Mechanical Arts

• Business Methods

• Computer-Implemented Inventions

• Mechanical Inventions

40



Eligibility Issues in the Electrical/Mechanical Arts

USA: the Mayo/Alice two-step

• Step 1: Directed to “judicial exception?”

― abstract ideas (electrical)

― laws of nature (mechanical)

― natural phenomena (mechanical)

• Step 2: “Significantly more” than exception?

• USPTO has “Step 1” of simple determination of 

compliance with language of § 101 

― Two-step test becomes Step 2A and Step 2B
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Eligibility Issues in the Electrical/Mechanical Arts

42

• Step one: many computer programs fail at step one as directed to 
abstract concepts

• the “directed to inquiry applies a stage-one filter to claims, considered in light of 
the specification, based on whether their character as a whole is directed to 
excluded subject matter” Enfish v. Microsoft Corp.

• excluded subject matter limited to that which is “directed to a result or effect that 
itself is the abstract idea;” likened to “focus” of the claims. McRO Inc. v. Bandai.

• Step two: something beyond the ordinary 

• “significantly more” requires looking to see if the claims have more “well-
understood, routine, and conventional” aspects. Content Extraction and 
Transmission LLC v Wells Fargo Bank, Nat’l Ass’n.



What is Not Abstract?

43

• Some claims are eligible at Step One, if claims are not “directed to” abstract idea

• Enfish v. Microsoft Corp. (CAFC 2016): claims to self-referential database, drawn to 
“specific improvement to the way computers operate”

• McRO v. Bandai Namco (CAFC 2016): not merely automating a conventional activity, but 
“performed a fundamentally different process”

• Core Wireless v. LG Electronics (CAFC 2018): claims drawn to mobile computing features 
that enable access to data of unlaunched applications



What is Abstract?

44

• Abstract concepts appear frequently in this space

• Alice v. CLS Bank (Supreme Court 2014): computerized intermediated financial 
settlement

• Ultramercial v. Hulu (“Ultramercial III”) (CAFC 2014): showing an advertisement before 
delivering copyrighted content

• Apple v. Ameranth (CAFC 2016): generating menus with particular features based on 
earlier selections

• BASCOM v. AT&T (CAFC 2016): filtering content on the Internet**



What is “Significantly More”?

45

• DDR Holdings v. Hotels.com (CAFC 2014): (possibly) abstract, but eligible at step two for 
reciting a solution rooted in computer technology, solving a problem arising with 
computer networks

• BASCOM v. AT&T (CAFC 2016): abstract, but eligible at step two for a specific 
arrangement of generic components

• Amdocs (Israel) v. Openet Telecom (CAFC 2016): (possibly) abstract, but incorporated 
specific architecture providing technological solution to technological problem

• CosmoKey v. Duo Security (CAFC 2021): claims to two factor authentication; specification 
discussed reduction of complexity in operation and reduction of complexity in required 
systems



Core Wireless: Challenged Claims

1. A computing device comprising a display screen, the computing device being 
configured to display on the screen 

a menu listing one or more applications, and additionally being 
configured to display on the screen an application summary that can be reached 
directly from the menu, 

wherein the application summary displays a limited list of data offered 
within the one or more applications, 

each of the data in the list being selectable to launch the respective 
application and enable the selected data to be seen within the respective 
application, and 

wherein the application summary is displayed while the one or more 
applications are in an un-launched state.

46

Core Wireless Licensing S.A.R.L. v. LG Electronics, Inc., 880 F.3d 1356 (Fed. Cir. 2018)



Core Wireless: Not Abstract

Step One: Not Abstract - improvement to computer user interface

• “a particular manner of summarizing and presenting information”

― claims “specify a manner by which the summary window must be 

accessed”

― claims “restrain the type of data that can be displayed in the 

summary window”

― claim “require[s] that the device applications exist in a particular 

state”

• Analyzed the specification, which described deficits of prior art interfaces for 

small screens

Court did not go to Step Two



Interval Licensing: Challenged Claims

18. A computer readable medium, for use by a content display system, encoded with one or more computer programs 

for enabling acquisition of a set of content data and display of an image or images generated from the set of content 

data on a display device during operation of an attention manager, comprising:

[1] acquisition instructions for enabling acquisition of a set of content data from a specified information source;

[2] user interface installation instructions for enabling provision of a user interface that allows a person to request the set of content data from the 

specified information source;

[3] content data scheduling instructions for providing temporal constraints on the display of the image or images generated from the set of 

content data;

[4] display instructions for enabling display of the image or images generated from the set of content data;

[5] content data update instructions for enabling acquisition of an updated set of content data from an information source that corresponds to a 

previously acquired set of content data;

[6] operating instructions for beginning, managing and terminating the display on the display device of an image generated from a set of content 

data;

[7] content display system scheduling instructions for scheduling the display of the image or images on the display device;

[8] installation instructions for installing the operating instructions and content display system scheduling instructions on the content display system; 

and

[9] audit instructions for monitoring usage of the content display system to selectively display an image or images generated from a set of content 

data.

Interval Licensing LLC v. AOL, Inc., 896 F.3d 1335 (Fed. Cir. 2018)



Interval Licensing:  

Abstract without Significantly More

Claims to an “attention manager [that] makes use of ‘unused capacity’” of a 

display device

• Obtains content data, enabling UI to allow a person to request data, scheduling instructions for 

providing temporal constraints on the display of the image, retrieving and displaying updated data

Step One: Abstract 

• Analogized to televised “breaking news” ticker or “passing a note to a person who is in the middle 

of a meeting or conversation”

Step Two: Not Significantly More

• Court had a problem with breadth of claims



Interval Licensing
18. A computer readable medium, for use by a content 
display system, encoded with one or more computer 
programs for enabling acquisition of a set of content data 
and display of an image or images generated from the set 
of content data on a display device during operation of an 
attention manager, comprising:

acquisition instructions for enabling acquisition of a set of 
content data from a specified information source;

user interface installation instructions for enabling 
provision of a user interface that allows a person to 
request the set of content data from the specified 
information source;

content data scheduling instructions for providing 
temporal constraints on the display of the image or 
images generated from the set of content data;

display instructions for enabling display of the image or 
images generated from the set of content data;

content data update instructions for enabling acquisition 
of an updated set of content data from an information 
source that corresponds to a previously acquired set of 
content data;

operating instructions for beginning, managing and 
terminating the display on the display device of an image 
generated from a set of content data;

content display system scheduling instructions for 
scheduling the display of the image or images on the 
display device;

installation instructions for installing the operating 
instructions and content display system scheduling 
instructions on the content display system; and

audit instructions for monitoring usage of the content 
display system to selectively display an image or images 
generated from a set of content data.

“instructions are recited at a high level of 

generality and conventional”

1. A computing device comprising a display screen, 

the computing device being configured to display on the 
screen a menu listing one or more applications, and 
additionally being configured to display on the screen an 
application summary that can be reached directly from 
the menu, 

wherein the application summary displays a limited list of 
data offered within the one or more applications, 

each of the data in the list being selectable to launch the 
respective application and enable the selected data to be 
seen within the respective application, and wherein the 
application summary is displayed while the one or more 
applications are in an un-launched state.

“specific manner of displaying a limited set 

of information to the user”

Core Wireless



Two cautionary tales

• American Axle v. Neapco Holdings - mechanical

― Method of reducing vibrations in automotive drive train 

― Ineligible: Claim directed to use of law of nature (Hooke’s law) to 

achieve the result, without any limitation on how to do it

― Waiting for potential Supreme Court review

• Yu v. Apple

― Digital camera "producing a resultant digital image from said first 

digital image enhanced with said second digital image."

― Ineligible: Claims directed to the abstract idea of “taking two pictures 

and using those pictures to enhance each other in some way,” and 

failed to recite any “inventive concept” beyond that idea

― Waiting for potential Supreme Court review
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Drafting Suggestions – USA

• “Technical feel” in the claims may be less important than proper 

framing

• Highlight unconventional arrangement of generic pieces

• Specify real world effects achieved by performing computer 

algorithm, especially technical solutions to technical problems

• Specify improvements in the functioning of the computer system

• Don’t forget “how” the result is accomplished
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EPO and UK – Eligibility Issues in the 

Electrical Mechanical Arts

• Business Methods

• Computer-Implemented Inventions

• Mechanical Inventions
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1) Excluded Subject Matter  

under Art. 52(2) EPC

Subject matter lacking technical effect [Art. 52(2) EPC]: 

• discoveries, scientific theories and mathematical methods;

• aesthetic creations;

• schemes, rules and methods for performing mental acts, 

playing games or doing business, and programs for 

computers;

• presentations of information.

Exclusion applies insofar as subject matter of claim relates to 

one of the excluded categories as such [Art. 52(3) EPC]. 
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1) Excluded Subject Matter  

under Art. 52(2) EPC

• Initial assessment to determine if a claim comprises technical 

features, followed by, but independent of, novelty and inventive step 

assessment.

➢ implementation on a computer hardware may suffice.

• Inventive step assessment comprises determining if contribution that 

the claim makes over prior art solves a technical problem [Problem-

Solution Approach].

➢ e.g., does a distinguishing claim features provide a technical 

solution to a technical problem?

➢ assessed retrospectively with respect to the closest prior art.
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The Problem-Solution Approach

1. Identify the “closest prior art”.

• most similar technical field, purpose, shared features.

2. Identify distinguishing claim feature(s) with respect to the closed prior art.

3. Determine the technical problem solved by the distinguishing feature(s) and 

define the “objective technical problem” to be solved in view of the 

technical effect of the distinguishing features.

• technical effect = an improvement, e.g., achieving an advantage, 

reducing disadvantage, offsetting disadvantage, a cost-effective solution.

• an objective problem supersedes the subjective problem described in 

the application.
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4. Evaluate whether the claimed invention is an obvious 

solution to the objective technical problem for the 

skilled person starting from the closest prior art.



The Problem-Solution Approach 

and Mixed Type Inventions

• Mixed-type inventions = a mixture of technical and non-technical features

• Only features that contribute to the technical character of the claim are 

considered when defining the technical field for the problem-solution 

approach and during the obviousness analysis.

▪ Identifying the closest prior art requires identifying the document that 

shares the most features in common with the claim and is directed to 

the most similar technical field.

• How to determine the technical field of the invention as claimed?

▪ Identify all the technical features of the claim (these features contribute 

to the technical character of the claim), and then define the technical 

field from the technical features.
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Technical Solution for 

Computer Implemented Inventions

1. Application of a computer-implemented invention for a specific technical 

purpose.

• e.g., control system software, network traffic monitoring.

2. Adaptation of a computer-implemented invention for a specific technical 

implementation.

• e.g., algorithm providing a technical effect when implemented on 

hardware – faster, more efficient, etc.
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Example 1: 

Adaptive Monitoring of  Network Data*

1. A method for monitoring of traffic data through a network appliance 
connected between computing devices in a network, the method comprising:

collecting, by the network appliance, traffic data relating to the network 
traffic passing through the network appliance, the traffic data comprising at least 
one of network delay, packet loss, or jitter; and

comparing, by the network appliance, at least one of the collected traffic 
data to a predefined threshold.

• Technical character? Yes – implemented with technical features

• Technical Solution? Yes, but – no effect beyond comparing traffic data to a 
threshold, therefore the technical effect is the implementation of the 
method using technical means – obvious?
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*USPTO Subject Matter Eligibility Examples: Example 40

➢ Take Away: the EPO rarely ever rejects citing ineligible 
subject matter; reject because technical contribution is 
obvious!



Amended Example 1: 

Adaptive Monitoring of  Network Data*

1. A method for monitoring of traffic data through a network appliance 
connected between computing devices in a network, the method comprising:

collecting, by the network appliance, traffic data relating to the network 
traffic passing through the network appliance, the traffic data comprising at least 
one of network delay, packet loss, or jitter; and

comparing, by the network appliance, at least one of the collected traffic 
data to a predefined threshold; and

collecting additional traffic data relating to the network traffic when the 
collected traffic data is greater than the predefined threshold, the additional 
traffic data comprising Netflow protocol data.
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*USPTO Subject Matter Eligibility Examples: Example 40

Technical Solution? Yes! Collecting additional traffic data only 
when predefined traffic data is greater than predefined 
threshold reduces processing overhead during normal operation 
– improved processing efficiency.



Example 2: 

Relocation of  Icons on a GUI*

1. A method of rearranging icons on a graphical user interface (GUI) of a computer 
system, the method comprising:

receiving, via the GUI, a user selection to organize each icon based on a specific 
criteria, wherein the specific criteria is an amount of use of each icon;

determining, by a processor, the amount of use of each icon over a predetermined 
period of time; and

automatically moving the most used icon to a position on the GUI closest to the start 
icon of the computer system based on the determined amount of use.
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*USPTO Subject Matter Eligibility Examples: Example 37

• Technical character? Yes – implemented with technical features

• Technical Solution? Arguable – if rearrangement of the icons can be 
shown to provide an improvement in hardware performance? Improved 
usability, likely to be considered a non-technical effect.

• G-II-3.7.1: GUI features determined by aesthetic considerations or 
subjective user preferences are not considered to contribute to 
technical effect

https://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_ii_3_7_1.htm


Amended Example 2: 

Relocation of  Icons on a GUI*

1. A method of rearranging icons on a graphical user interface (GUI) of a computer 
system, the method comprising:

receiving, via the GUI, a user selection to organize each icon based on a specific 
criteria, wherein the specific criteria is an amount of use of each icon;

determining, by a processor, the amount of use of each icon using a processor that 
tracks how much memory has been allocated to each application associated with each icon 
over a predetermined period of time; and

automatically moving the most used icon to a position on the GUI closest to the start 
icon of the computer system based on the determined amount of use.
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*USPTO Subject Matter Eligibility Examples: Example 37

• Technical character? Yes – implemented with technical features.

• Technical Solution? Arguable – determining icon usage based on memory 
usage is a technical solution, but is it obvious?

• G-II-3.7.1: subjective user preferences are not considered to contribute 
to technical effect

• arranging icons based on usage still not a technical solution to a 
technical problem!

https://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_ii_3_7_1.htm


Amended Example 2’: 

Relocation of  Icons on a GUI*

1. A method of rearranging icons on a graphical user interface (GUI) of a computer 
system, the GUI comprising a default screen for display when the GUI is initialized and one 
or more additional screens accessible via the default screen, the method comprising:

receiving, via the GUI, a user selection to organize each icon based on a specific 
criteria, wherein the specific criteria is an amount of use of each icon;

determining the amount of use of each icon on the default and additional screens, 
using a processor that tracks how much memory has been allocated to each application 
associated with each icon over a predetermined period of time; and

automatically moving at least one of the most used icon from an additional screen to a 
position on the default screen of the GUI closest to the start icon of the computer system 
based on the determined amount of use.
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*USPTO Subject Matter Eligibility Examples: Example 37

Technical Solution? Yes – rearranging the most used icons on the default screen 
reduces the frequency with which the additional screens are accessed, thus 
reducing processing overhead over the time period. Results in a more processor 
efficient GUI



Recent Updates: Technical Consideration

➢ Technical solution is necessary but not sufficient! (T 697/17)

• Technical solution associated with the distinguishing claim 

feature must arise from technical considerations, otherwise that 

distinguishing claim feature considered non-technical and 

cannot contribute to inventive step!

• Introduces an additional step in the Problem-Solution Approach 

for assessing inventive contribution.

• Requires associating features of the invention with technical 

advantages at the drafting stage – shows technical 

consideration.
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https://www.epo.org/law-practice/case-law-appeals/recent/t170697eu1.html


Recent Updates: AI

➢ Artificial Intelligence (AI) treated like computer programs/mathematical 

methods

• Specific Application of AI may be technical, or not!

• Specific Technical Implementation of AI may solve a technical problem.

➢ What constitutes a Technical Application (e.g. technical problem) in the field 

of AI?

• “Classifying text documents solely in respect of their textual content is 

however not regarded to be per se a technical purpose but a linguistic 

one (T 1358/09).”

• “The classification of digital images, videos, audio or speech signals 

based on low-level features (e.g. edges or pixel attributes for images) 

are further typical technical applications of classification algorithms.” 

[Guidelines G-II-3.3.1]
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https://www.epo.org/law-practice/case-law-appeals/recent/t091358eu1.html
https://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_ii_3_3_1.htm


Recent Updates: Simulation

Enlarged Board of Appeal decision G1/19: 

▪ Referral T 489/14 Simulation of pedestrian(s) in an environment 

• Simulation treated as any CII – does it solve a technical problem?

• Simulation as an end-effect which, in itself, is not sufficient to provide 

technical effect.

• Not essential for simulation to simulate a physical process/system

• E.g., simulation of weather does not solve a technical problem.

• BUT, simulation of a weather system to determine when to close 

windows does solve a technical problem.

➢ Specific application of simulation can solve a technical problem.
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https://www.epo.org/law-practice/case-law-appeals/recent/g190001ex1.html
https://www.epo.org/law-practice/case-law-appeals/recent/t140489dp1.html


Excluded Subject Matter: National Courts

➢ No consistent approach

• Some national courts have distanced themselves from 

the EPO approach, preferring to assess patentable 

subject matter separately from inventive step.

• However, typically, little difference in outcome.

• UK’s approach differs significantly, but outcome is 

often the same.
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UK Approach to Patentability

A four step approach as set out by Aerotel v Telco and 

Macrossan's Application [2006] EWCA Civ 1371

• Properly construe the claim.

• Identify the actual contribution to the art.

• Ask whether the contribution falls solely within the 

excluded subject matter.

• Check to determine whether the actual or alleged 

contribution is actually technical in nature.
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https://www.bailii.org/ew/cases/EWCA/Civ/2006/1371.html


UK Approach to Patentability

Signposts of what may constitute a technical contribution as set out by AT&T 

Knowledge Ventures LP and CVON Innovations [2009] EWHC 343

i. Whether the claimed technical effect has a technical effect on a process 

which is carried on outside the computer.

ii. Whether the claimed technical effect operates at the level of the 

architecture of the computer – that is to say whether the effect is produced 

irrespective of the data being processed or the applications being run.

iii. Whether the claimed technical effect results in the computer being made to 

operate in a new way.

iv. Whether there is an increase in the speed or reliability of the computer.

v. Whether the perceived problem is overcome by the claimed invention as 

opposed to merely being circumvented.
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https://www.bailii.org/cgi-bin/format.cgi?doc=/ew/cases/EWHC/Patents/2009/343.html&query=(cvon)


EPO and UK – Eligibility Issues in the 

Electrical Mechanical Arts

• Business Methods – Not Eligible as Such

• Computer-Implemented Inventions – May Be 

Eligible, particularly if  provides for a technical 

solution to a technical problem

• Mechanical Inventions – Eligible
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Drafting Suggestions – EPO and UK

➢ Consider technical problem(s) and technical effect(s) – Critical!

➢ Focus description of the invention on the technical solutions to technical 

problems, including technical implementation and/or the technical 

application – tell a convincing story with a technical problem in mind!

➢ Associate and describe [different] technical advantages with elements 

of the invention: structure + function + advantage.

➢ Focus on what the invention does and more importantly HOW it 

achieves this.

➢ Follow the data – describe details of how data is processed by 

architecture.

➢ Include practical application(s) and example(s).

➢ Show technical consideration at conception.

➢ Experimental data is not critical but can support technical advantage.
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Drafting Suggestions – EPO and UK

➢ Claims: consider drafting separate claims sets for the EPO/UK and update 

the specification (description) to ensure proper basis for such claims.

➢ Specification (description): provide as many details as possible concerning 

possible combinations, including, which features can, and cannot, be 

combined together; which features can be replaced/altered/removed.

➢ remember the strict basis requirement.

➢ Background: set the scene, but keep it short and avoid references to specific 

prior art documents, unless advantageous – provide only a general 

description of prior art.

➢ Background: tailor to specifics of the underlying subject matter (e.g., a 

computer-implemented invention may require a more detailed    

background section than an invention in another technical field).
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Other Jurisdictions –
Australia, Canada, China, India, and Japan 

Eligibility Issues in the Electrical/Mechanical Arts

• Business Methods

• Computer-Implemented Inventions

• Mechanical Inventions
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Business Methods

Business methods per se are generally prohibited, however, they may be 

patent eligible if claimed as follows:

• Australia: If there is ingenuity in how the method is carried out on a 

computer

• Canada: If implemented using unconventional physical means or 

manifest an unconventional discernible physical effect or change

• China: If involves a technical means to solve a technical problem

• India: If involves a technical means to solve a technical problem, but 

note statutory proscription

• Japan: If implemented as a technical idea utilizing law of nature
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Computer-Implemented Inventions

• Australia: May be patent eligible if the invention solves a technical 
problem within the computer or outside the computer or results in 
an improvement in the functioning of the computer

• Canada: May be patent eligible if computer is used in an 
unconventional manner or if the claimed invention improves the 
functioning of the computer

• China: May be patent eligible if involves a technical means to solve 
technical problems, including specific improvement in functioning of 
computer
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Computer-Implemented Inventions

• India: May be patent eligible if claims a novel function leading to 
technical advancement over existing technology, if claim leads to a 
real-world effect, or if claim defines a physical interaction and 
functional interrelationship leading to technical advancement

• Japan: May be patent eligible if claims specifically identify hardware 

resources and the relationship between the information processing 

made by the software and the hardware resources 
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Mechanical Inventions

• Generally, these types of claims do not raise issues 
outside the United States

• One possible exception: India

― India prohibits patenting of a mere arrangement or 

rearrangement or duplication of known devices each 

functioning independently of one another in a known way
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Global Drafting Suggestions for 

Computer-Implemented Inventions

• Specify real world effects achieved by performing computer 

algorithm, especially technical solutions to technical problems

• Highlight the ingenuity in how the method is carried out

• Define invention at a low level – how it operates, what components 

operate

• Consider framing of overall invention vs. claim scope to avoid the 

application being construed 
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For Further Reading

Patent Subject Matter Eligibility – A Global Guide

https://www.globelawandbusiness.com/books/patent-subject-

matter-eligibility-a-global-guide
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A great compendium of subject matter eligibility requirements across various 
jurisdictions and a handy reference for developing a prosecution strategy across 
jurisdictions for inventions in a given technical domain.
- Nitin Sharma, Director, Engineering and Patent Counsel, Qualcomm India

A great compendium of subject matter eligibility requirements across various 
jurisdictions and a handy reference for developing a prosecution strategy across 
jurisdictions for inventions in a given technical domain.
- Nitin Sharma, Director, Engineering and Patent Counsel, Qualcomm India

• More than three dozen authors covering 13 jurisdictions

• Covering eligibility issues relating to electrical, computer, biological, 

pharmaceutical and chemical arts

https://www.globelawandbusiness.com/books/patent-subject-matter-eligibility-a-global-guide
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