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Overview

• The applicable legal standards and factors considered in applying

the privilege to In-House Counsel communications

• Scope of the Privilege

• Recent developments and common applications

− Technology-Related Waivers

− “At Issue” Waivers

− Mergers and Acquisitions

− Effect of Business Globalization

• Suggested best practices
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The Attorney-Client Privilege

• To ensure open and complete communication between a client and his attorney by eliminating the

possibility of subsequent compelled disclosure of their confidential communications.

• The party invoking the privilege must establish that:

− the professed privilege holder is or sought to become the attorney’s client;

− the person to whom the communication was made was a licenses attorney “or his

subordinate” acting in the capacity of a lawyer at the time the communication was made;

− the communication concerns a fact that was communicated to the attorney by his client

outside the presence of strangers;

− for the purpose of obtaining a legal opinion, legal services or “assistance in some legal

proceeding”;

− the communication was not made “for the purpose of committing a crime or tort”;

− the professed holder actually claimed the privilege; and

− he did not waive the privilege.

In re Vioxx Prods. Liab. Litig., 501 F. Supp. 2d 789 (E.D. La. 2007);

United States v. Noriega, 917 F.2d 1543 (11th Cir. 1990).
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The Applicable Legal Standards and 

Factors Considered in Applying the 

Privilege to In-House Counsel 

Communications
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A Different Standard?

Courts have repeatedly held that there is no distinction 

between the standard to be applied for in-house and 

outside counsel for purposes of the attorney-client 

privilege.

See Hertzog, Calamari & Gleason v. Prudential Ins., 850 F.Supp.255 (S.D.N.Y. 1994); 

U.S. v. Mobil Corp., 149 F.R.D. 533 (N.D. Tex. 1993).

But there is a distinction,

at least in application.
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Why is a different standard applied to in-

house counsel?

• Principally because in-house counsel often perform non-

legal business functions within their organizations and

the law requires that privilege analysis distinguish the

two

• Having attorneys  serve in dual capacities is the most

frequently-cited factor as a basis for denying a claim for

privilege.

See Teltron, Inc. v. Alexander, 132 F.R.D. 394 (E.D. Pa. 1990); N.C. Elec. Membership Corp. v. 

Carolina Power & Light Co., 110 F.R.D. 511, 517 (M.D.N.C. 1986)
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Satisfying the “Attorney” Requirement of 

the Attorney-Client Privilege

General Rule:

• If an in-house counsel is acting in her capacity as an attorney, the attorney-

client privilege applies.  Where, however, counsel is acting as a business 

advisor or has only limited involvement, the privilege does not apply.

• “The privilege is limited to confidential communications with an attorney 

acting in his professional capacity for the express purpose of securing legal 

advice.  As a general rule, an attorney who serves a client in a business 

capacity may not assert the attorney-client privilege because of the lack of a 

confidential relationship.  Thus, ordinary business advice is not protected.”

See Teltron, Inc. v. Alexander, 132 F.R.D. 394 (E.D. Pa. 1990);   N.C. Elec. Membership Corp. v. 

Carolina Power & Light Co., 110 F.R.D. 511, 517 (M.D.N.C. 1986)
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There is no silver bullet

No single factor is 

dispositive in every case

Analysis on a case-by-

case basis

See N.C. Elec. Membership Corp. v. Carolina Power & Light 

Co., 110 F.R.D. 511, 516 (M.D.N.C. 1986)
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Examples of Potentially “Non-Legal”

Functions Performed by In-House Counsel

− Conducting investigations

− Fact-gathering regarding

issues that may later be the

subject of litigation

− Regulatory compliance

issues

− Matters concerning the

functioning of the entity

− Negotiating a transaction

See e.g. Georgia Pacific v. GAF Roofing Mfg. 

Corp., 1996 U.S. Dist. Lexis 671 (S.D.N.Y.) 

(negotiations);  Giffin v. Smith, 688 S.W.2d 112 

(Tex. 1985) (General counsel’s communications 

found not to be privileged despite his role in 

corporate investigation because there was no 

evidence that the communication was 

confidential).
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Dual Capacities

• In-house counsel routinely handle mixed business and legal functions, sometimes 

with dual titles such as

− Corporate Secretary

− Vice President

− Board Member

• Some courts distinguish whether an in-house lawyer is within the company’s legal 

department vs. working in a business unit.
See e.g. Boca Investerings P’ship v. United States, 31 F.Supp.2d 9, 12 (D.D.C. 1998)

• These are sometimes perceived to be capacities separate from their legal functions.  

In some situations, an even higher standard is applied where such is the case:

“[I]n a situation where the author or recipient of the allegedly privileged 

documents functions as a corporate manager as well as an attorney, efforts 

must include clear designation of those communications sent or received in his 

capacity as a legal advisor.”
Hardy v. New York News, Inc., 114 F.R.D. 633, 644 (S.D.N.Y. 1987)
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How Does an In-House Attorney Meet 

this Burden?

Court’s finding in Hardy

“Although some of the documents [were] addressed to [in-

house counsel], there was nothing to indicate that [he] 

requested or received any of the documents at issue, or the 

information contained in them, in the capacity of a legal 

advisor and solely for the purpose of rendering advice to 

the corporation.”

Hardy v. New York News, Inc., 114 F.R.D. 633, 644 (S.D.N.Y. 1987)
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Applicable Test

The client’s communication must be for

the primary or dominant purpose of soliciting

legal, rather than business, advice.

See N.C. Elec. Membership Corp. v. Carolina Power & Light Co., 110 F.R.D. 511, 514 (M.D.N.C. 1986); 

Teltron, Inc. v. Alexander,132 F.R.D. 394, 396 (E.D. Pa. 1990) 

(“[must be able] to clearly demonstrate that the advice to be protected was given in a professional legal capacity.”); 

U.S. Postal Serv. v. Phelps Dodge Ref. Corp., 852 F.Supp. 156 (E.D.N.Y. 1994). 

Rossi v. Blue Cross & Blue Shield, 542 N.Y.S.2d 508, 511 (1989) 

(the privilege is not lost just because the communication also refers to non-legal matters).
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Factors to be Considered

• Is the subject “ordinary business activities”?

− Whether the subject matter of the document is primarily

business-oriented, such as documents discussing cost

information, technical data, contract negotiations, delivery

problems or lobbying efforts.

See Coleman v. Am. Broad. Cos., 106 F.R.D. 201, 205 (D.C. Cir. 1985) (concluding that communications between an 

attorney and another individual which relate to business, rather than legal matters, do not fall within the protection of the

privilege.); N.C. Elec. Membership Corp. v. Carolina Power & Light Co., 110 F.R.D. 511, 514 (M.D.N.C. 1986).

− Stated differently, would the document have been prepared

whether or not the attorney was sent a copy?

U.S. Postal Serv. v. Phelps Dodge Ref. Corp., 852 F.Supp. 156, 163 (E.D.N.Y. 1994).
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Factors to be Considered (cont.)

• Do the documents specifically request legal advice or, if 

generated by counsel, reference the request for legal 

advice?

See Texas Brine Co. v. Dow Chemical Co., 2017 WL 5625812 (E.D. La. 2017) 

(identifying a legal issue in the e-mail is not sufficient);

N.C. Elec. Membership Corp. v. Carolina Power & Light Co., 110 F.R.D. 511, 514 (M.D.N.C. 1986)
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Factors to be Considered (cont.)

• Was the communication

confidential?

Whether the document in 

question is simply marked 

“Memorandum” with no 

notation of confidentiality

See N.C. Elec. Membership Corp. v. Carolina Power & Light 

Co., 110 F.R.D. 511, 516 (M.D.N.C. 1986)
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This is not just a 

question of labeling, 

but such a marking is a 

factor.

Does the 

communication itself 

reveal any confidential 

information?

See In re Grand Jury Proceedings, 2001 U.S. Dist. Lexis 

15646 at 36 (S.D.N.Y. 2001); N.C. Elec. Membership Corp. 

v. Carolina Power & Light Co., 110 F.R.D. 511, 514 

(M.D.N.C. 1986)
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Can you overuse your

“Privileged” stamp?
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Dartmouth Expulsion Case:

Over-Designation

• New Hampshire federal court found that Dartmouth’s

privilege claims over hundreds of e-mails exceeded the

“intended purpose” of the privilege.

− “If the nonprivileged portions of a communication are distinct and

severable, and their disclosure would not effectively reveal the

substance of the privileged legal portions, the court must

designate which portions of the communication are protected and

therefore may be excised or redacted prior to disclosure”.

◦ Anderson v. Trustees of Dartmouth College,

2020 WL 5031910 (D.N.H. Aug. 25, 2020)
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Factors to be Considered (cont.)

• Did the attorney have only “Limited Involvement” in the matter?

− Whether the document is addressed to a number of individuals, only one 

of whom is in-house counsel.

− “Copying the lawyer” does not create a privileged document.

− An entity cannot shield its business transactions from discovery simply 

by funneling its communications through an attorney

See Texas Brine Co. v. Dow Chemical Co., 2017 WL 5625812 (E.D. La. 2017); 

Pacamor Bearings Inc. v. Menebea Co., 918 F. Supp.491, 511 (D.N.H. 1996); 

U.S. Postal Serv. v. Phelps Dodge Ref. Corp., 852 F.Supp 156 (E.D.N.Y. 1994); 

Teltron, Inc. v. Alexander, 132 F.R.D. 394, 396 (E.D. Pa. 1990); 

Hardy v. New York News, Inc., 114 F.R.D. 633 (S.D.N.Y. 1987);

Anderson v. Trustees of Dartmouth College, 2020 WL 5031910 (D.N.H. Aug. 25, 2020). 
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Factors to be Considered (cont.)

• Did the attorney have only “Limited Involvement” in the matter 

(cont.)?

− Whether the document is addressed to counsel vs. “cc” and whether many 

others, outside of the legal function, are addressees

− Whether the document refers to her as “counsel”

− Whether the documents were segregated from other, non-privileged documents

− Whether the document was marked as “Privileged” and/or “Confidential”

See Texas Brine Co. v. Dow Chemical Co., 2017 WL 5625812 (E.D. La. 2017);

U.S. Postal Serv. v. Phelps Ref. Corp., 852 F.Supp 156 (E.D.N.Y. 1994); 

Hardy v. New York News, Inc., 114 F.R.D. 633 (S.D.N.Y. 1987). 
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Factors to be Considered (cont.)

• Is the topic of the communication the subject of

“pervasive regulation”?

In the Vioxx MDL, Merck argued that the breadth and scope of FDA regulation made 

extensive involvement of the legal team in business operations a necessity.

This argument was largely successful as the court distinguished the “pervasive 

regulation” theory from the “collaborative effort” argument (that distribution to non-lawyers 

was a necessity because both legal and non-legal personnel were involved in decision 

making).  Likely this distinction was made because in every company non-legal personnel 

are part of a “collaborative effort” daily.

See In re Vioxx Prods. Liab. Litig., 501 F.Supp.2d 789 (E.D. La 2007); 

But see Texas Brine Co. v. Dow Chemical Co., 2017 WL 5625812 (E.D. La. 2017) 

(e-mails that “implicate the application of certain regulations” were not deemed privileged

because they included “no indication of any legal advice sought or provided”)
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ABA/BNA Lawyers’ Manual on 

Professional Conduct

ABA’s guidelines on how to protect sensitive 

communications:

− an employee-lawyer should “[a]void serving in both a legal and an administrative or business 

decision making role.”

− “when not clearly acting as a legal advisor, make a written record of the legal aspects of any 

communication, and/or have another lawyer participate in the communications in the role of 

legal advisor.”

− “make sure that requests for legal advice are so designated and that counsel’s capacity as 

legal advisor is spelled out in writing.”

− “avoid combining legal and non-legal matters in either oral or written communications, and 

never let non-legal matters predominate in sensitive communications.”

Sec. 91:2209
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Scope of the Privilege:

Attachments to E-mails

• A separate analysis even if the e-mail itself is deemed privileged

• Attachments have been required to “independently earn that protection” and 

are increasingly found not to be privileged independent of the e-mail to 

which it is attached.
AM General Holdings, LLC v. The Renco Group, LLC, 2013 WL 1668627 (Del. Ch. Ct.  2013);

Muro v. Target Corp., 2006 WL 3422181 (N.D. Ill. 2006).

• “Attachments which do not, by their content, fall within the realm of the 

attorney-client privilege cannot become privileged by merely attaching them 

to a communication with the attorney.
Kleen Products, LLC v. International Paper, 2014 WL 647558 (2014)
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Scope of the Privilege:

US v. Halifax Hospital Medical Center

• Hospital claimed privilege for hundreds of its in-house

counsel’s e-mails to a False Claims Act whistleblower.

• Judge protected none of the documents claimed to be

privileged by the hospital.

• “Communications between corporate client and

corporate counsel…involve a much different dynamic

and require the proponent to satisfy a ‘purpose and

intent’ threshold test.”

2012 WL 5415108 (M.D. Fla. Nov. 6, 2012)
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Scope of Privilege:

US v. Halifax Hospital Medical Center

• “when a communication is simultaneously emailed to a lawyer and a non-

lawyer, the corporation ‘cannot clam that the primary purpose of the 

communication was for legal advice or assistance because the 

communication served both business and legal purposes.”

• The court found that putting a lawyer in the “cc” field of an e-mail also sent 

to non-lawyers meant the e-mail was not privileged.

• The court found that employees’ communications with in-house counsel 

regarding the legality of certain payments fell into the crime-fraud exception 

because it contemplated such acts and was not privileged.

2012 WL 5415108 (M.D. Fla. Nov. 6, 2012)
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Scope of the Privilege:

OSHA Compliance Self-Audits

• Despite its own policy statements, OSHA routinely seeks disclosure of the 

results of self-audits, arguing that such audits provide business advice 

rather than legal advice or that the audits are shared with individuals not 

necessary to the rendering of legal advice.

• For example, in Solis v. Milk Specialties, OSHA subpoenaed documents 

prepared at the request of in-house counsel concerning fire safety 

compliance efforts.  The court found no privilege applicable saying that the 

burden to show it was legal advice is “more difficult in the context of in-

house counsel because counsel is often involved in business matters.”

854 F.Supp.2d 629 (E.D. Wis. 2012)
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Scope of the Privilege:

In-House Counsel’s Use of Auditors for Review 

of Privileged Documents

Ravenall v. Avis Budget Group, Inc., 

2012 U.S. Dist. Lexis 48658 (E.D.N.Y. 

2012)

Where in-house counsel hired the 

auditor to disseminate and collect 

questionnaires for an audit and then 

asked the auditor to review the 

responses to make an initial assessment 

regarding classification as exempt or 

non-exempt, court found that asking the 

auditor to review and assess the 

questionnaires waived the company’s 

privilege (even though disseminating and 

collecting them was permissible)
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Scope of the Privilege:

Responses to Auditors’ Requests for Information

• ABA Statement of Policy Regarding Lawyers’ Responses to Auditors’ 

Requests for Information 

• “Overtly threatened or pending” litigation

▫ Litigation is “overtly threatened” where a “potential claimant has manifested to the 

client an awareness of and present intention to assert a possible claim or assessment 

unless the likelihood of litigation (or of settlement when litigation would normally be 

avoided) is considered remote”

• Generally refrain from expressing an opinion on the outcome of 

litigation, except where the outcome is either:

▫ Probable – “an unfavorable outcome for the client is probable if the prospects of the 

claimant not succeeding are judged to be extremely doubtful and the prospects for 

success by the client in its defense are judged to be slight”

▫ Remote – “an unfavorable outcome is remote if the prospects for the client not 

succeeding in its defense are judged to be extremely doubtful and the prospects of 

success by the claimant are judged to be slight”
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Scope of the Privilege:

Responses to Auditors’ Requests for Information 

(cont.)

− Sarbanes-Oxley Section 303: Improper Influence on Conduct of 

Audits

▪ Resulted in 17 CFR 240.13b2-2

▪ Does this requirement to disclose matters imposed by the new rule 

possibly conflict with compliance with the disclosure restrictions 

(“probable”/”remote”) required by the ABA Statement of Policy?

▪ Does this tend to impact the application of the attorney-client 

privilege by requiring certain disclosures otherwise privileged?
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Potentially Privileged Information 

Frequently Requested by Auditors

− Independent auditors frequently request documents prepared
for or associate with pending or anticipated litigation.  In fact,
“shadow investigations” by auditors are becoming increasingly
common relating to matters subject to litigation or arbitration.

− Auditors may seek information beyond matters publicly filed in
pleadings or available in deposition transcripts, including
internal documents such as:

▪ Presentations made to the board of directors or special committees

▪ Reports from internal investigations

▪ Legal opinions from outside counsel regarding viability of
claims/defenses

▪ Key documents relating to the litigation assembled by litigation
counsel

▪ Opinions from consulting or undisclosed experts relating to damages
models or calculations

▪ Results of mock trials or jury research



35
www.bakerdonelson.com
© 2019 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC

Potentially Privileged Information 

Frequently Requested by Auditors

− All of these types of information contain closely-guarded secrets

of a company, much of which will be protected from discovery in

a lawsuit or external investigation by the attorney-client privilege
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Scope of the Privilege:

Responses to Auditors’ Requests for Information 

(cont.)

− In most jurisdictions, disclosure to an independent auditor would

constitute waiver of the attorney-client privilege, in whole or in

part.

− Thus, the dilemma.  A company wants to provide all the

necessary information for an auditor to prepare a thorough and

informed opinion, but at the great risk of waiving the privilege

over information that could be devastating in the hands of an

adverse party.
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Scope of the Privilege:

Responses to Auditors’ Requests for Information 

(cont.)

− Work Product Privilege

▪ A possible alternative to achieve both goals is to invoke the work 

product privilege which typically protects information prepared by 

a party and its counsel in anticipation of litigation

▪ Federal Rule of Civil Procedure 26(b)(3)*

• Work product:  “documents and tangible things that are prepared in 

anticipation of litigation or for trial by or for another party or its 

representative (including the other party’s attorney, consultant, surety, 

indemnitor, insurer, or agent”

*The definition and exceptions to the work product privilege varies to some degree 

in courts operating under state procedural law and rules
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Split of Authority

− Majority Rule:  Disclosure of work product to an auditor does 

not waive the work product privilege.  The power to issue an 

adverse opinion or the need to scrutinize and investigate a 

company’s books and records does not rise to the level of an 

“adversary”.

− Minority Rule:  Disclosure of work product to an auditor 

waives the work product privilege.  Independent auditors are 

inherently adversarial to the companies they audit as an 

auditor must not share a common legal interest with the 

company being audited putting them in a position of an 

“adversary”.

− Result:  Majority “no waiver” jurisdictions encourage full 

disclosure facilitating the most informed audit opinion.
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Scope of the Privilege:

Facts Relating to an Attorney-Client 

Relationship

• Certain facts pertinent to the attorney-client relationship

may not be privileged, including:

− Identity of the client

− The fact of consultation

− The payment of fees

− Details of retainer agreements

8 John H. Wigmore, Evidence 2313 (Supp. 2019);

See Sapia v. Board of Education of City of Chicago, 351 F.Supp.3d 1125, 1132 (N.D. Ill. 2019).
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Scope of the Privilege:

Functional Equivalent of an Employee

• In the context of an entity, a non-employee who plays a 

significant role or is intimately familiar with a 

corporation’s business can qualify as the “functional 

equivalent” of an employee as to whom communications 

and the privilege may attach.

See In re Bieter Co., 16 F.3d 929, 938-39 (8th Cir. 1994); 

Dialysis Clinic, Inc. v. Medley, 567 S.W.3d 314, 316 (Tenn. 2019) 

(property management company qualified as functional equivalent 

of an employee where entity was owner of commercial real estate);

But see In re Restasis Antitrust Litigation, 352 F.Supp. 3d 207, 213-14 

(E.D.N.Y. 2019) (noting that 2nd Circuit has not addressed the 

functional equivalent theory and expressing skepticism as to possible adoption)
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Privilege Waived if Thoroughness of

Investigation is the Defense

In Koss v. Palmer Water Dept., a federal magistrate judge 

held that an employer waived its privilege—both as to 

communications involving in-house counsel and outside 

counsel—when it used the thoroughness of its investigation 

as a defense in a sexual harassment lawsuit.

Civil Action No. 12-30170-MAP (D. Massachusetts, October 7, 2013)
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The In-House Privilege in the Context

of Technology-Related Waiver
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Possible Sources of

Technology-Related Waivers

The increased use of both authorized and unauthorized technology as a vehicle to communicate or 

store otherwise privileged information has affected the ability to assert privileges where such use 

exposes the information to third-parties, such as:

− Social networking sites

− Cloud computing

− Mobile devices, including BYOD-related issues (as much as 75% of own device use is not 

approved)

Many entities have established Information Governance policies to control such communications 

and/or to provide evidence of an attempt to show no intentional relinquishment of privileged 

information.

Also note that a recent case found a company’s effort to protect its information by wiping a terminated 

employee’s iPhone wrongful because of the loss of the employee’s personal information. 

Rajaee v. Design Tech Homes, Ltd., No. H-13-2517, 2014 U.S. Dist. LEXIS 159180

at *3 (S.D. Tex. Nov. 11, 2014); See Computer Fraud and Abuse Act, 18 U.S.C. § 1030 
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The In-House Privilege in the Context

of “At Issue” Waivers 
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B of A’s Proxy Statement

re: Merrill Lynch Acquisition 

• Regarding investigations conducted by the SEC and the NY Attorney General’s office concerning 

possible misleading statements in B of A’s proxy statement which solicited approval for the 

acquisition of Merrill Lynch, B of A claimed that the statements were not misleading and that the 

bank’s lawyers determined what to disclose, but was not willing to waive the A/C privilege so that 

the lawyers’ involvement could be investigated. 

• B of A claimed that it had not put the subject matter of legal advice “at issue” because it had not 

asserted reliance of legal advice as a justification for any inadequate or wrongful disclosures; but 

rather, that the disclosures complied with all applicable laws. 

• B of A claimed that a regulator cannot create a basis for waiver of the A/C privilege by compelling 

answers to questions that might provoke answers concerning privileged communications. The 

holder of the privilege alone must affirmatively place the advice he received from his attorney “at 

issue” in the case. 

• B of A’s ultimate agreement to waive the privilege and settle with the SEC did not resolve the 

question as to the NY AG’s investigation, which was ongoing. 

See Securities and Exchange Commission v. Bank of America Corp.,

653 F.Supp.2d 507, 508 (S.D.N.Y. 2009) 
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B of A’s Proxy Statement re: Merrill Lynch 

Acquisition 

Question: 

If B of A had not chosen to waive the privilege, would 

both investigations have been thwarted due to lack of 

evidence regarding reliance on legal advice? 
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Scope of Privilege:

Disclosure to PR firm by in-house counsel  during time of 

crisis? 

• Courts are split on the issue of privilege extension to PR 

consultants

• Questions:
− Was the PR firm hired because of current/threatened litigation or just 

routine everyday PR work? (Is it the same firm?) 

− Was the PR firm really hired to facilitate the rendering of legal advice? 

(Put it in the retention agreement) 
▫ See Anderson v. Seaworld Parks and Entertainment, Inc., 329 F.R.D. 628 (N.D. Cal. 

2019) (privilege waived because of communications shared with PR firm where no 

showing of need by counsel other than communicating to public).

• That argument has had mixed results, but it has been 

successful on occasion, i.e. where Martha Stewart claimed 

the PR firm was hired to influence the coverage of her 

case and not just the opinion of her, in general. 



48
www.bakerdonelson.com
© 2019 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC

The In-House Privilege in the Context of

Mergers & Acquisitions
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Who Owns the Attorney/Client Privilege 

After an Asset Acquisition? 

• New York:

− The seller retains the privilege as to communications with its 

counsel concerning the transaction and as to assets/liabilities not 

included in the sale. 

− The buyer acquires the privilege as to pre-closing issues 

pertaining to post-closing operations 

See Tekni-Plex, Inc. v. Meyner & Landis, 674 N.E.2d 663 (N.Y. 1996);

Postorivo v. AG Paintball Holdings, Inc., Del. Ch., C.A. No. 2991, VC Parsons (2/7/08) (applying New York law) 
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Who Owns the Attorney/Client Privilege 

After an Asset Acquisition? 

• Illinois:

− The buyer generally acquires the privilege as a whole, including

assets/liabilities not included in the sale

See American Int’l Specialty Lines Ins. Co. v. NWI-I, Inc., 240 F.R.D. 401 (N.D. Ill 2007)
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Who Owns the Attorney/Client Privilege 

After an Asset Acquisition? 

• Delaware: 

− While the buyer generally acquires the privilege as a whole, 

including assets/liabilities not included in the sale, parties may 

contract around a transfer of the privilege in the merger 

documents.

Great Hill Equity Partners IV LP v. SIG Growth Equity Fund I LLLP, 80 A.3d 155 (Del. Ch. 2013)
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“Common Interest” Doctrine 

Is there waiver in the context of sharing information concerning legal claims 

against a business during due diligence disclosures as part of evaluation of the 

significant risks? 

• May vary between jurisdictions/federal circuits and as to the subject matter,

but one line of cases holds that there is a “common interest” between the

negotiating parties and no waiver results.
See Hewlett-Packard Co. v. Bausch & Lomb, 115 F.R.D. 308 (N.D. Cal. 1987)

3Com Corp. v. Diamond II Holdings Inc., 2010 Del. Ch. Lexis 126 (2010)

(affirms common interest “in the transactional context” under Delaware law);

FSP Stallion 1 LLC v. Luce, 2010 U.S. Dist. Lexis 110617 (applying Nevada law)

• But see Ambac Assur. Corp. v. Countrywide Home Loans, Inc. (applying

New York law) finding that the common interest privilege did not apply to a

transaction and only applies to pending or anticipated litigation.
57 N.E.3d 30 (N.Y. 2016) 



53
www.bakerdonelson.com
© 2019 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC

Key Distinction:

Restrictions on Disclosure 

• Otherwise privileged information contained in offering 

documents provided to multiple potential investors—Not 

protected by common interest doctrine. 
Santella v. Grizzly Indus. Inc. (D. Ore. 2012)

• Negotiation that was “largely locked up” and subject to a 

confidentiality agreement which included provisions for 

control over access to the privileged information—

Protected by common interest doctrine. 
Tenneco v. S.C. Johnson (N.D. Ill. 1999) 
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What about drafts of documents when litigation ensues over 

whether an agreement exists or its terms? 

While there is some split as to how far the privilege extends 

in this context, courts seem to recognize that a draft 

contract prepared by an attorney contains information 

shared between attorney and client which is entitled to 

protection, i.e. the precise reason that the draft wasn’t 

shared during negotiations. 

See Iowa Pac. Holdings, LLC v. Nat’l R.R. Passenger Corp.,

2011 WL 1527599 (D. Colo. 2011) 
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Protecting the Shield

• NFL was sued by former players alleging that the league

failed to protect them from CTE and then concealed

those risks.  The cases settled in 2015.

• NFL then made a claim against its insurers for coverage

and the insurers sought production of the NFL’s

underlying defense files of its lawyers arguing:

− (1) cooperation clause obligated disclosure—

Rejected, it does not operate as a per se waiver of

privileged information;

− (2) common interest in the litigation—Rejected.

Common interest privilege permits sharing privileged

information without waiver, but doesn’t require

sharing; and

− (3) “at issue” waiver by seeking coverage—Rejected.

No specific intention by NFL to rely on its counsel’s

settlement analysis.

Alterra Am. Ins. Co. v. National 

Football League, 2021 WL 500143 

(N.Y.App.Div. Feb. 11, 2021)
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When In-House Lawyer for Parent Company 

Represents an Affiliate Entity 

• In general, in-house counsel may advise and represent an affiliate and her

communications be protected by the attorney-client privilege.  This is sometimes

referred to as the joint client privilege or the co-client privilege.

• But, questions arise when the interests of the 2 entities diverge.
In re Teleglobe Communications Corporation, 493 F.3d 345 (3rd Cir. 2007) 

• And, what about any otherwise privileged pre-closing communications when the

affiliate is sold to a third party?

− At least one court has held that the buyer of a subsidiary had control to waive the

privileged communications with the parent’s in-house counsel as to pre-closing

communications.
Polycast Technology Corporation v. Uniroyal, 792 F.Supp 244 (S.D.N.Y. 1992) 
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The Impact of Business Globalization

on the In-House Privilege
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Countries with no Attorney-Client 

Privilege

• First, some countries do not recognize any attorney-

client privilege

− France

− Italy

− Sweden

• Many others have significant limitations to the privilege

especially as it applies to in-house counsel.
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Akzo Nobel Case: No Privilege for In-House 

Counsel Communications 

On September 14, 2010, the European Court of Justice issued its final 

opinion excluding communications between in-house counsel and 

the entity’s employees from the protection of the European Union’s 

counterpart to the attorney-client privilege (“the legal professional 

privilege”) in the context of a dawn raid by European Commission 

authorities.
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From Akzo Nobel Opinion: 

• “An in-house lawyer…does not enjoy the same degree of independence 

from his employer as a lawyer working in an external law firm does in 

relation to his client. Consequently, an in-house lawyer is less able to deal 

effectively with any conflicts between his professional obligations and the 

aims of his client.” 

• Also cited as a basis for the decision: The court’s concern over the fact that 

in-house counsel are “dual-purpose” lawyers in that they perform 

functions in addition to legal representation of the company. 
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Akzo Nobel Case:

Possible Implications 

• Although in the context of an investigation into alleged

anti-competitive activities, the language of the opinion

seems to indicate broader application by the ECJ to a

broader context.

• Communications with in-house counsel in the United

States that would be clearly privileged must be

scrutinized in any company operating in the EU or

routinely conducting business there.
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Akzo Nobel Case:

Possible Implications 

Questions: 

• In an EU investigation (or perhaps any EU proceeding), will the origin of the communication 

determine whether a communication is privileged? Or the location of the proceeding? 

• May information seized by an EU investigation containing attorney-client communications be 

shared with its U.S. counterparts? 

• Does information contained in digital form exist anywhere it can be accessed by computer? 

• If a U.S. court determines that an entity had no expectation that the communication would be 

privileged because of its significant business in the EU, will that conceivably affect a domestic 

privilege determination? 

• If a U.S. court is asked to determine whether such communications are privileged that would 

otherwise not be privileged in the EU, what would be the outcome? 
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Was Akzo Nobel Limited to Its Facts? 

• To the extent that some argued that Akzo Nobel was just a 

function of the specific facts before it, 2 years later, the ECJ 

found that an in-house attorney may not represent its 

employer before the ECJ because of a lack of independence 

created by the employment relationship between lawyer and 

client. 
Prezes Urzedu Komunikacji Elekronicznej and Republic of

Poland v European Commission C-422/11 and C-423/11 

• Also note that the Federal Social Court in Germany ruled in 3 

cases that lawyers whose employer is not a law firm, i.e. in-

house lawyers, are not entitled to an exemption from the duty 

to make contributions to the statutory pension insurance 

scheme because of a lack of independence from their 

employer. 
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Belgacom Case:

In-House Counsel Advice May Be Privileged 

In March of 2013, the Brussels Court of 

Appeals opined that, under Belgian law, 

legal advice rendered by in-house counsel 

may be afforded protection equivalent to 

legal privilege. 
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Belgacom Case 

• Similar to Akzo Nobel, this was a dawn raid to investigate allegedly 

anticompetitive behavior, but was carried out by the Belgian Competition 

Authority under Belgian law. (EU Members themselves have the principal 

responsibility for regulation of lawyers.) 

• The court explicitly declined to follow the EU rule articulated in Akzo Nobel 

under Belgian law. 

• Also noted that the Belgian privilege is derived from the European 

Convention on Human Rights and the EU Charter of Fundamental Rights. 
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Belgacom Case: Possible Implications 

Questions: 

• Since the language of the opinion limits the privilege to in-house counsel that are 

members of the Belgian Institute for Company Lawyers (“IJE/IBJ”), can an in-house 

lawyer who is not a member or in another country avail herself of this privilege? 

Statutory law attaches confidentiality to only members’ legal advice because they 

subject themselves to professional responsibility rules.

• Given that the basis was a Belgian law which is premised upon the European 

Convention of Human Rights and the EU Charter of Fundamental Rights, could this 

serve as a basis for challenges to the Akzo Nobel ruling in other EU countries and in 

other circumstances? 

• Note here that the court found that national laws applied (as opposed to EU laws) 

when a national authority acts at the request of the EU Commission. 
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Suggested Best Practices 

• Make strategic decisions regarding which types of documents to protect

• Reconsider dual titles and perhaps dual functions, where possible

• Make a practice of specifically referencing the “request for legal advice” or of the

“legal advice” being provided

• Address communications to counsel rather than using “cc”

• Label documents to be protected as “Attorney-Client Privileged” and “Confidential”

(but perhaps not a label to every e-mail transmitted)

• In addition to in-house counsel themselves, non-lawyers who interact with in-house

lawyers must be educated on privilege parameters
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Suggested Best Practices (cont.) 

• Separate factual recitations and business considerations from actual legal advice as much as

possible, i.e. “here is what the law is” or “here is my legal advice”

• Create a new e-mail rather than hitting the “Reply” option as an initial e-mail may affect whether

the Reply is privileged. See Vioxx Products Liability Litigation, 501 F.Supp.2d 789 (E.D. La. 2007)

• Determine whether the business is subject to “pervasive regulation” expanding the scope of the

privilege.

• Understand whether data/communications are being stored on a server in the European Union or

other jurisdiction where privilege may not be recognized

• Create appropriate Upjohn/Corporate Miranda warning documents for investigation interviews

• Consider the information to be disclosed at board meetings and attendees

• Except where absolutely necessary, assume the privilege does not exist

• Where absolutely critical to protect privilege, involve outside counsel
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Privilege Considerations in 
Internal Investigations

FEBRUARY 17, 2022



Who Is the Client?

1. Management (Officers)

2. The Board of Directors

3. Audit Committee of the Board of Directors

4. Employees

5. Contractors



Management 

vs. Audit 

Committee

In Krys v. Paul, Weiss, Rifkind, Wharton, & Garrison 

LLP (In re China Medical Technologies, Inc.), 539 

B.R. 643 (S.D.N.Y. 2015),

Judge Ronnie Abrams noted “that the Audit 

Committee was ‘independent’ in some sense,” 

and it “could retain counsel, and it legitimately 

expected its communications with counsel would 

be protected against intrusion from 

management.”



Who Is Conducting the Investigation?

In-House Counsel vs. Outside Counsel 

 Can be either.  Either way — ensure attorney oversight and direction.

 Document and communicate the legal purpose (providing legal advice) —
i.e., investigation is to provide legal advice to the company.  

 If in-house counsel is conducting the investigation, make clear that in-house 
counsel’s role in the investigation is legal (attorney-client), not business in 
nature.

 If outside counsel will play multiple roles, consider multiple engagement 
letters.  Describe anticipated litigation to protect application of the work-
product doctrine.

 Consider segregating investigations into two groups: one for factual 
investigations and another for providing legal advice in response to the facts.

 Revise the engagement letter if the investigation changes or expands, 
especially to include advice about potential litigation.

 Review internal policies and procedures.



Purpose of the 

Investigation

(Giving or 

Seeking Legal 

Advice?)

In Buckley LLP v. Series 1 of Oxford Insurance Company 
NC LLC, 2020 NCBC 81 (N.C. Super. Ct. Nov. 9, 2020), the 
court held that materials created during an internal 
investigation required by Buckley’s internal compliance 
policies were made “in the ordinary course” of business 
and were therefore not privileged even though outside 
counsel conducted the investigation.

 Test is whether communications — even if about the
investigation being conducted by attorneys — were
“related to the rendition of legal services,” not whether
attorneys were involved.  An engagement letter that
specifically said Latham would provide Buckley with
legal advice was not sufficient.

 Even though an internal investigation was
“unprecedented” at Buckley, the communications
were in furtherance of the investigation “in
accordance with Buckley’s firm policies and were
unrelated to the rendition of legal services.”

 Work-product doctrine did not apply since neither
Buckley nor outside counsel anticipated litigation at
the time of the investigation.



Internal 

Investigations
Outline

Documents, Records, and ESI

 Typically records need to be locked down
immediately.

 Open/litigation hold notice or surreptitious?

 Consult with IT Operations.

 Consider outside consultant for data collection
— independence/possible witness.

 Litigation hold notice issued immediately when
investigation becomes known.

 Identify recipients for lit hold notice.



Internal 

Investigations

Outline 

Cont’d 

Witnesses and Interviews

 Identify individuals to be interviewed.

 Collect/review documents available to 
prepare.

 Before interview, give Upjohn Warning.

Upjohn warnings derive their name from the seminal 
case of Upjohn v. United States, 449 U.S. 383, 391–92 
(1981), which established that the corporate attorney-
client privilege applies to a wider group of corporate 
constituents than just the corporation’s control group.  
The purpose of Upjohn warnings, occasionally also 
called “corporate Miranda warnings,” is to clarify that 
corporate counsel represents the corporation rather 
than the constituent and to explain the contours of the 
corporate attorney-client privilege to the constituent.  
The corporate attorney-client privilege belongs solely to 
the corporation, and the corporate entity has full 
discretion to waive or assert its privilege.  



Upjohn 

Warning

 Upjohn Warning (before the interview begins):

 The lawyer represents the company and not the
individual personally.

 The interview is part of an investigation being conducted
for the purpose of providing legal advice to the
company.

 The interview is protected by the attorney-client privilege
that belongs solely to the company and not the
individual.

 The privilege is subject to waiver at any time by the
company without the individual’s consent or knowledge.

 The substance of the interview is to be kept confidential,
including as to other employees.

 Make a written record of the Upjohn warning.



What 

Happens If 

You Fail to 

Give Upjohn 

adequately? 

 Nothing good. 

 Court may find that attorney-client 

relationship existed between counsel and 

interviewee, and therefore interviewee will 

also control the privilege.

 Disciplinary action. 



Penn State/Sandusky Proceedings

 Penn State’s GC appeared with
each university administrator when
they testified before the grand jury.

 The GC then testified to the grand
jury herself regarding admissions the
administrators made to her disclosing
communications with them to the
grand jury.

 The administrators claimed that they
thought the GC was their lawyer for
the purpose of the grand jury
testimony.



Penn State/Sandusky Proceedings

 The GC testified that :

 she told the administrators “…that I 

could go in [to the grand jury room], 

but I was general counsel for Penn 

State, that there was no 

confidentiality…I mean, if the board 

asked, I would tell them.”

 she did not advise the administrators 

of their Fifth Amendment rights before 

they testified before the grand jury. 



Penn State/Sandusky Proceedings

 Pennsylvania Superior Court determined that:

 the GC “did not provide anything akin to Upjohn warnings.”

 the GC did not explain the difference between her
representation of the administrators in their individual
capacities and as agents of Penn State.

 the administrators did not know that the GC did not
represent them in their individual capacities.

 therefore, all communications between the administrators
and the GC were protected by the attorney-client privilege.

Commonwealth v. Schultz, No. 280 MDA 2015, 2016 WL 285506 (Pa. Super. Ct  Jan. 22, 
2016)



Employees and Executives Asserting 

Company Counsel Is Their Lawyer

 Without a formalized joint representation, company employees can still try to assert personal
privilege over communications with company counsel.

 Courts look at the following to determine whether an individual representation has been
established:

 That they approached counsel for the purpose of seeking legal advice;

 That they made clear that they were seeking individual rather than representative legal advice;

 That counsel communicated with them in their individual capacity, knowing possible conflicts could arise;

 That their communications were confidential, and;

 That the substance of their communications did not address company matters of general affairs.



Elizabeth Holmes – Theranos 

 Boies Schiller Flexner LLP (“BSF”) represented Holmes and Theranos in a 2011 IP dispute.
Holmes alleged BSF and partner David Boies were her personal attorneys up until she
retained her own counsel to represent her in the SEC and DOJ investigations in 2016.

 The successor entity to Theranos did not assert its privilege over certain materials.

 Holmes tried to prevent the government in its criminal case against her from receiving
those documents, arguing that BSF and Boies represented her as an individual.

 Ultimate outcome:

 Court held that BSF and Boies represented Theranos, not Holmes individually. Despite her belief,
Holmes failed to show that:

 A clear communication seeking legal advice as an individual existed (since she had no engagement letter
and no financial records showing she paid their fees from her own accounts);

 Her communications were confidential because none took place exclusively between Holmes and BSF (most
involved other Theranos employees);

 Her communications were related to her own interests rather than Theranos’s general affairs.

US v. Holmes, Case No. 18-cr-00258-EJD-1 (NC), Order Granting Pl.’s Mot. To Determine That Def. Lacks Individual Privilege Interest in Disputed 
Docs., Re: ECF 559 (D.C. Ca. June 3, 2021).



Rule 1.13 of the ABA Model Rules of 

Professional Conduct

(a) A lawyer employed or retained by an organization represents the organization acting 
through its duly authorized constituents…

(f) In dealing with an organization’s directors, officers, employees, members, shareholders or 
other constituents, a lawyer shall explain the identity of the client when the lawyer knows 
or reasonably should know that the organization’s interests are adverse to those of the 
constituents with whom the lawyer is dealing.

Comment 10:  ….Care must be taken to assure that the individual understands that, when 
there is such adversity of interest, the lawyer for the organization cannot provide legal 
representation for that constituent individual, and that discussions between the lawyer for the 
organization and the individual may not be privileged.  

ABA Model Rules of Prof’l Conduct (1983) (emphasis added)



Internal 

Investigations

Outline 

Cont’d 

Witnesses and Interviews

 Memorializing Witness Interviews.

(How to Protect the Privilege?)

 Notes

 Memorandum of Interview

 Interview by counsel vs. interview by agent

acting at direction of counsel.

(Privilege Still Attach if Interview by Non-Lawyer?)



KBR Internal Investigation
Interview by Non-Lawyer O.K.?

Upon receipt of an employee tip about possible violation of the False Claims Act, an 
investigation was undertaken by a director of the Code of Business Conduct program in 
conjunction with a team of non-lawyers.  After the investigations were completed, summary 
reports were prepared and forwarded to the company’s law department.

D.C. Circuit held:

 That many of the interviews in the investigation were conducted by non-attorneys was not
dispositive.  The investigation was conducted at the direction of attorneys in KBR’s legal
department.  The D.C. Circuit held that communications made by and to non-attorneys
serving as agents of attorneys in internal investigations are routinely protected by the
privilege.

 Upjohn did not require or hold that involvement of outside counsel was a necessary
prerequisite for the privilege to apply.

In re Kellogg Brown & Root, Inc., No. 14-5319 (DC Cir. Aug. 11, 2015).



Internal Investigations

Outline Cont’d 

Witnesses and Interviews

How About if I Need to Speak with a Former Employee? 

Peralta v. Cendant Corp., 190 F.R.D. 38, 40 (D. Conn. 1999).  Court held 
that privilege attached to (i) privileged information obtained by a 
former employee while employed by the corporation; and (ii)  
communications between the former employee and corporation's 
counsel for the purpose of educating counsel about relevant facts 
known to the former employee.

BUT…



Internal Investigations

Outline Cont’d 

Newman v. Highland Sch. Dist., 186 Wn.2d 769 (Wash. Oct. 20, 2016).

Washington State Supreme Court has declined to “expand the privilege” to 

discussions between in-house counsel and former employees based upon 

Upjohn.



Internal 

Investigations

Outline 

Cont’d 

Witnesses and Interviews

What if I Need Expert or a Public Relations Assistance with My 
Investigation? Work and Communications Still Covered by 
Privilege? 

 Experts/Consultants

 Investigative Firms

 Public Relations 

In re Grand Jury Subpoena, 265 F. Supp. 2d 321 
(S.D.N.Y. 2003).



Capital One Internal Investigation
Consulting Firm’s Report

In 2019, Capital One faced regulatory scrutiny and a class action after 
disclosing a data breach that potentially compromised the personal data 
and information of over 100 million people.  A cybersecurity firm that was 
already on retainer with Capital One was retained and worked under the 
direction of Debevoise. 

The court rejected Capital One’s assertion of work-product privilege and 
ordered disclosure of the cybersecurity consulting firm’s report.

 Although outside counsel directed the consulting firm’s work, its report would
have been produced in the ordinary course of business even without outside
counsel’s involvement.  The court noted the absence of any differences
between a pre-data breach Statement of Work and a subsequent Letter
Agreement.

In re: Capital One Consumer Data Security Breach Litig., No. 1:19-MD-2915, 2020 U.S. Dist. LEXIS 112177, 2020 WL 
3470261 (E.D. Va. June 25, 2020).



Internal 

Investigations

Outline 

Cont’d 

Recap - What if I Need Expert or a Public Relations Assistance 
with My Investigation? 

Make sure …

 Working under attorney direction.

 Purpose of work is to assist lawyer in
providing legal advice.

 Make explicit that parties to
engagement letter intend work and
communications to be privileged.

 May not want to use a consultant that
you have on retainer.  (See CapitalOne).



Internal 

Investigations

Outline 

Cont’d 

Witnesses and Interviews

What if an Employee Needs or Has Separate 

Counsel? 

- “Do I need a lawyer?”

- Fee payment/reimbursement by company.

- Joint defense agreement?



Internal 

Investigations

Outline 

Cont’d 

Results of Internal Investigation

- Written Report vs. Oral Report

- Report to Whom?

 Board of Directors

 Committee of Board of Directors

 Management – CEO – CFO – GC

Actions/Recommendations

- Voluntary Disclosure and Privilege Waiver?



Internal 

Investigations

Outline 

Cont’d 

Voluntary Disclosure & Waiver Issues 

Majority Rule – if you provide your investigation report to the 
Government, you should expect that Court will deem you have 
waived privilege:

SEC v. RPM Int’l., Inc., No. 1:16-cv-01803-ABJ, Dkt. No. 81 
(D.D.C. Feb. 12, 2020):  Outside Counsel for an Audit 
Committee shared an internal investigation’s findings with the 
SEC.  The SEC then sought outside counsel’s investigatory 
materials, and the D.D.C. ultimately ordered its production:

 Court held that disclosure to Government waived privilege as 

to materials memorializing the substance of witness interviews 

conducted during the Audit Committee investigation.



Internal Investigations

Outline Cont’d 

Voluntary Disclosure & Waiver Issues 

Minority Rule – “Limited/Selective Waiver” even if there is disclosure to 
the Government.

Diversified Industries, Inc. v. Meredith, 572 F.2d 596 (8th Cir. 1978).

Civil litigant tried to obtain a final investigation report and underlying 
memoranda that company voluntarily disclosed to SEC. 

Eighth Circuit held that company did not waive privilege to anyone other 
than SEC.



Internal 

Investigations

Outline 

Cont’d 

Voluntary Disclosure & Waiver Issues 

But…

Just because you’ve disclosed something to 

the Government, doesn’t mean you’ve waived 

even under the majority rule.  Waiver depends 
on what you’ve actually disclosed.



Internal Investigations

Outline Cont’d 

Voluntary Disclosure & Waiver Issues 

What You’ve Disclose (how detailed etc.) to the Government Matters.

In re Fluor Intercontinental, Inc., 2020 WL 1487700 (4th Cir. March 25, 2020) (wrongful discharge case 
involving a government contractor).

 4th Circuit held that privilege can be upheld even though the company disclosed information
about an internal investigation to the DOD and the U.S. Army.

 As a government contractor, Fluor was required to disclose certain information to the DOD’s
Inspector General.  Court refused to find waiver of entire investigation file containing
privileged information just because a summary of the findings of investigation was disclosed.

 Court made much of fact that there was nothing suggesting that company disclosed
privileged communications or summarized them in substance.  The company simply relayed
the “general conclusions” about the ex-employee’s conduct.



Internal Investigations

Outline Cont’d 

Voluntary Disclosure & Waiver Issues 

Also how you disclose matters.

“The Attorney (Hypothetical) Proffer”

In re: General Motors LLC Ignition Switch Litigation, 80 F. Supp. 3d 521 
(S.D.N.Y. 2015). 

Court noted in a footnote that GM’s attorneys made “hypothetical 
proffers” of what certain witnesses might say if DOJ were to speak with 
them and that plaintiffs, who were seeking GM’s interview memoranda, 
made no argument that these “oral proffers” vitiated the attorney-client 
privilege. 



Internal Investigations

Outline Cont’d 

Voluntary Disclosure & Waiver Issues 

But a fulsome verbatim recitation, even if made orally, can waive 

privilege.

SEC v. Herrera, 2017 WL 6041750 (S.D. Fla. Dec. 5, 2017).

Outside counsel gave “oral downloads” of interview notes and 

memoranda to SEC.  Magistrate Judge ruled that the oral proffers waived 

the privilege and ordered the notes and memoranda disclosed.  



Preserving Privilege in an Internal Investigation

Checklist

General 
 Document that engagement and investigation are being conducted to provide legal advice to the company.

 Determine to whom the results of the investigation should be reported and limit reporting to that group.

 Ensure that any “agents” used to assist the investigation are adequately supervised by and work at the direction of counsel and that any
engagement letter provides that the agent is working at the direction of counsel to assist in the rendering of legal advice.

 Give Upjohn warning to interviewees and conduct all interviews in private outside of presence of any third-party.

 Do not share information provided by one employee to another unless necessary.

 Mark materials as privileged and confidential–including those shared under a joint defense agreement.

 In memorializing interviews, memoranda should state that interview conducted to provide legal advice to company in anticipation of
litigation or response to litigation and that memoranda contain impressions and legal opinions of counsel.  Phrases that capture mental
processes of interviewer should be used.  Carefully consider advantages of recording verbatim statements of witnesses.

 Any privileged materials shared or summarized with outside parties, even for “cooperation credit,” should be thoroughly reviewed and
redacted.



Preserving Privilege in an Internal Investigation

Checklist Cont’d

Making Disclosures to Government 

 Consider form (oral or written) and substance of disclosure.  Make it
tight.

 Consider oral attorney hypothetical proffer.

 Negotiate a confidentiality agreement with the Government to
cover the disclosed material.

 Prepare a separate “disclosure” document prepared solely for
disclosure or discussions with the Government that is limited to a
factual summary without mental impressions and theories.
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Applying the Attorney-Client Privilege 

and Work Product Doctrine in Litigation

Key Issues for In-House Counsel when Anticipating and Participating in Litigation:

• How can in-house counsel best protect employee statements?

• How far can the privilege extend in litigation?  Whose work is covered?

• What should in-house counsel consider when being deposed?

2



Protecting the Privilege With Employee 

Statements

• Remember – we are talking about two different types of protection 
here: the Attorney-Client Privilege and the Work Product Doctrine.  

• The attorney-client privilege protects confidential communications 
between clients and their lawyers made for the purpose of 
requesting or providing legal advice

• In the corporate context, the client is the company – not individual 
employees (no matter what their position).  Maintaining that 
distinction is important in maximizing the extent of the privilege.
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Protecting Employee Statements

• The work product doctrine protects materials prepared in anticipation of 
litigation by a party’s attorney or at the attorney’s direction.  Hickman v. 
Taylor, 329 U.S. 495 (1947).

• The work product doctrine creates a presumption that an adverse party 
may not have access to materials prepared in anticipation of (or 
otherwise for purposes of the) litigation.

− Opinion work product is afforded the highest level of protection because it 
discloses the attorney’s mental impressions, analysis, opinions and thoughts 
regarding litigation.

− “Ordinary” work product, such as reports of consulting experts, transcripts of 
interviews with witnesses, and client records in the lawyer’s files, are afforded 
somewhat less protection from disclosure and may be required to be disclosed if 
there is a “need.”

• Work product does not apply to materials prepared in the ordinary 
course of business, including in response to regulatory requirements.
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Protected vs. Unprotected 

Statements to Counsel

• Courts have long held (since Upjohn) that interviews of employees by attorneys 
conducted in the course of internal investigations into wrongdoing or potentially 
illegal conduct fall within the ambit of the attorney-client privilege, and that notes 
of such interviews may also be entitled to work product protection.

− This is particularly true if the potential for litigation is clear, so that potential should be made 
explicit where appropriate.

• In contrast, employee interviews conducted in the ordinary course of business, 
or notes recording employees’ statements primarily taken for business purposes 
will not withstand a motion to compel.

• Context is key – if a statement is taken as part of, for example, an internal HR 
investigation conducted in accordance with company personnel policy, 
regardless of whether litigation eventually ensued, then the company likely will 
not prevail on a privilege challenge.
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Protecting Employee Statements

• The confidential nature of the employee interviews must be 

respected, else the company will not be able to effectively 

assert the privilege. 

− Make sure the interview subject knows that the interview must be 

kept confidential.

− Ensure no one is in the room who is not necessary.

• If no legal advice is being sought from or prepared by the 

attorney, then employee statements they take or direct likely 

will not withstand privilege scrutiny.
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Protecting Employee Statements: The Parneros Case

• In Parneros v. Barnes & Noble, Inc., 332 F.R.D. 482 (S.D.N.Y. 
2019), the general counsel for Barnes & Noble learned that an 
executive assistant had reported sexual harassment by the 
CEO.  The general counsel:

− Interviewed the executive assistant and took notes from 
the interview, which he converted to a memorandum;

− Directed the head of communications to interview the 
executive assistant and prepare notes of the interview; 
and

− Hired outside counsel, the same day, to help Barnes & 
Noble investigate the matter and prepare for potential 
litigation by the executive assistant based on the 
reported harassment.
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Protecting Employee Statements: The Parneros Case

• Parneros (the CEO), was terminated for cause and sued for 

wrongful termination and breach of his employment contract.  He 

moved to compel the notes from the several interviews with the 

executive assistant, arguing that:

− The interviews were conducted for business purposes, in 
accordance with anti-harassment policy in the B&N employee 
handbook; 

− The head of communications was not an attorney and had no 
expertise in conducting internal investigations; and

− Neither he nor the executive assistant were given “Upjohn” 
warnings during their interviews with the general counsel.
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Protecting Employee Statements:  The Parneros Case

• The court denied Parneros’ motion to compel the interview notes.

• The critical factors? 

− The seriousness of the allegation in and of itself, which would tend to 

necessitate legal advice about whether the CEO needed to be terminated for 

cause—as the general counsel explained.

− The retention of outside litigation counsel the same day the general counsel 

received the report of harassment.

• The court found that the privilege applied despite the involvement of 

the non-attorney head of communications.

− Despite Parneros’ argument, the court was not persuaded that her 

“expertise” was relevant.  Counsel chose her to act as an agent for 

necessary information gathering.
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Protecting Employee Statements:  The Parneros Case

• The court rejected Parneros’ argument that the interviews could 
not be privileged because they were performed pursuant to the 
employee manual, which required investigations of all complaints 
of harassment.

− The court reasoned that although the interviews might have incidentally 
served a business purpose (of responding to the report of harassment), 
the primary purpose of the interviews was to enable the general counsel 
to provide legal advice to the company.

• Finally, the court rejected Parneros’ argument that Upjohn
warnings were not given to him or to the executive assistant.  
The court reasoned that the privilege does not turn on the 
provision of Upjohn warnings, which are designed to avoid 
confusion as to the identity of the corporate client and holder of 
the privilege.
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How Far Does In-House Counsel’s 

Privilege Extend

A constant question for in-house counsel is 

just how far their privilege extends . . .
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Who Else Is Covered by the In-House Counsel’s 

Privilege?

• Consider whether communications or documents prepared by a non-

attorney employee or agent may be covered by the in-house counsel’s 

privilege
− Communications facilitating legal advice?

− Prepared in anticipation of litigation + at the request of the attorney?

• People who may be covered by this privilege
− Paralegals and support staff

− Consultants / experts

− Investigators

− Employees of the client

• Assume the narrowest interpretation on the front end and consider the 

broadest interpretation during litigation
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Joint Defense Efforts

• When attempting to advise two entities that are not joint clients in 

connection with litigation, it is worth considering a common interest 

or joint defense agreement.

− Consider the limitations of these agreements though: They are only 

effective where there is pending or anticipated litigation and when you 

are pursuing a common strategy. 

− Encourage the entities not to discuss anything privileged directly without 

an attorney’s participation.
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Exercise Caution Regarding Employees’ Implicit Reliance 

on Counsel’s Advice

• Invoking the advice-of-counsel defense can waive the privilege.

• But some courts may find waiver based on a company’s reliance on legal 

advice in speaking to an external source even when the defense has not 

been invoked in litigation.

• In a surprising 7-2 decision, the Mississippi Supreme Court rejected an 

insurer’s privilege claim over legal advice its in-house lawyer provided its 

claims adjuster regarding a coverage decision. Travelers Prop. Cas. Co. of 

Am. v. 100 Renaissance, LLC, 2020 WL 6342790 (Miss. Oct. 29, 2020). 

− The claims adjuster sent a letter referencing “our review” and stating “as we 

understand the Mississippi auto liability and uninsured motorist insurance 

statutes…”

− The claims adjuster testified that she had no understanding of those laws.  

− That led the court to believe the in-house attorney drafted the letter, in which case 

the letter contained the attorney’s reasoning and waived the privilege.
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Carefully Consider What Proof of Privilege Is Offered 

• Many times, attorneys simply prepare a privilege log and leave it at 

that. 

• But in cases where protecting the in-house counsel’s privilege is 

particularly important and likely to be challenged, consider beefing 

up the privilege log and submitting affidavits.

• Who submits the affidavit and what they say may be critical. The 

recent case Kunneman Props., LLC v. Marathon Oil Co., 2021 WL 

141234 (N.D. Okla. Jan. 14, 2021) demonstrates this principle.
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Affidavits in Action: The Kunneman Case

• In 2012, an in-house attorney at Marathon asked a business 

manager to compile information related to post-production costs 

from gas-producing wells that may be apportioned to land lessors 

under the Mittelstaedt case.  

• A class action lawsuit regarding Marathon-operated wells was filed 

in 2017, and the plaintiffs sought production of the Mittelstaedt

reviews. 
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Affidavits in Action: The Kunneman Case

• Marathon invoked the corporate attorney-client privilege and 

submitted an affidavit from the business manager stating:

− “It is my understanding Marathon’s in-house legal department would then access 

those spreadsheets to use for legal analyses.”

− “To the best of my knowledge, the sole purpose of the Mittelstaedt Review 

spreadsheets was to compile information for legal analysis by Marathon’s in-

house legal department.”

• The Magistrate Judge applied a heightened standard that presumed 

the in-house attorney’s work was more likely business than legal in 

nature and requiring a “clear showing” that the attorney was giving 

legal advice.

• The District Judge found that Oklahoma had not adopted this 

heightened standard, but the status of counsel as in-house or 

outside was a “relevant factor for the court to consider.”
17



Affidavits in Action: The Kunneman Case

• The District Judge held that the spreadsheet was not protected by 

privilege because Marathon’s evidence was conclusory.  

− The manager spoke to his “understanding” and “knowledge” rather than in more 

concrete terms.

− Marathon offered no evidence of “what legal analysis took place or what the 

purpose of the analysis would be.”

• Marathon had an uphill battle in this case because the in-house 

counsel was no longer with Marathon.

• However, this issue probably could have been prevented if the in-

house counsel had made clearer contemporaneous records or 

communications regarding how this document was being used.
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“Copying” Counsel Doesn’t Make It Privileged

• Business people often assume they can make an email 

privileged by “copying the lawyer.” Courts disagree. 

− “[The attorney] is cc'ed throughout but . . . he plays no role. He is never 

addressed, never asks a question, and never provides any input or 

instructions. . . . There is no case to be made that this email exchange is 

privileged. . . . Email communications do not become protected by attorney 

client privilege merely because an attorney is cc’d on them.”  Urb. 8 Fox Lake 

Corp. v. Nationwide Affordable Hous. Fund 4, LLC, 334 F.R.D. 149, 160–61 

(N.D. Ill. 2020).

− “Although attorneys are copied on the email, the content of the email itself 

does not pertain to legal assistance or advice protected under the attorney-

client privilege. . . . [A]n email is not privileged merely because an attorney is 

copied as a recipient.”  Eventbrite, Inc. v. M.R.G. Concerts Ltd., 2021 WL 

3286827, at *2 (N.D. Cal. Aug. 2, 2021).
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Protecting the Privilege:  Preparing for 

Deposition as In-House Counsel 

Key Considerations in Determining Strategic Approach to Deposition:

• Have all the procedures for noticing in-house counsel’s deposition in 

this jurisdiction been observed?

• Why has in-house counsel been named?

• Is the only relevant subject matter for counsel’s deposition 

privileged?

20



Protecting In-House Counsel from a Subpoena

• The best way to avoid in-house counsel being 

deposed is to prevent a legitimate argument that it is 

necessary.

• Factors that may increase the risk of being deposed:
− Signing interrogatory answers or other discovery responses

− Acting as the chief dealmaker for transactions

− Serving on a small decision-making committee.  Advise rather 

than decide.
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Quash the Subpoena/Deposition Notice If Possible –

Try to Limit the Scope if Not

• Satisfaction of the Shelton factors is usually key for a party seeking 
to depose counsel: 
− Is there no other means to obtain the information?

− Is the information sought relevant and non-privileged? 

− Is the information sought crucial to the requesting party’s case preparation? 

• Consider proposing a substitute witnesses, negotiating for 
interrogatories in lieu of deposition, or agreeing to careful limitations 
for the deposition.

• Also consider whether this is the rare situation where it is better to 
have in-house counsel act as a corporate representative rather than 
another employee.
− If not in-house counsel, who would the witnesses be?

− Are these issues counsel may be better positioned to protect?
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Get Counsel and Start Preparing

• Assuming efforts to quash your deposition fail, you should get 
separate outside counsel to represent you.  Separate counsel: 

− Eliminates potential conflicts of interest 

− Will help ensure you receive unbiased, focused advice on privilege and ethics 
issues

− Prepares you to switch roles to being a witness 

• Thorough preparation – with your outside counsel – is critical to 
protecting the privilege at your deposition.

• Communicate with outside counsel and in-house decisionmakers to 
determine the company’s position as to privilege before the 
deposition.

• If possible, have both the company’s attorney and your attorney 
attend the deposition.
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Know the Rules of the Game

• Understand the subject matter and any other 

limitations on your deposition:

− Is there a protective order or agreement limiting the scope of 

your deposition? 

− Is the adversary prohibited from inquiring about certain types of 

communications or thought processes? 

− If there are privilege objections, how are 

those going to be addressed with the court?

− Has the company identified for you in order 

to articulate its position as to privilege? 

− If you wear multiple hats within your 

company, which apply to your deposition?
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Know the Rules of the Game

• What time or location limitations are there for the deposition? 

• Which objections are subject to potential waiver? 

• On what good faith bases may you refuse to answer?

• Do the parties have a “clawback” agreement to cover the inadvertent 
disclosure of privileged communications? Can you obtain agreement 
that your deposition transcript will be sealed for a reasonable period 
to accommodate a privilege review and any necessary further 
action? 

• When are you permitted to confer with counsel during the deposition 
and what portion of that is discoverable?
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Know the Boundaries to Protect the Privilege

• Thoroughly re-acquaint yourself with the contours of the 
attorney-client privilege, the work product doctrine, the joint-
defense privilege and any other potentially applicable 
limitations on discovery (i.e., trade secrets, privacy 
obligations, etc.). 

− Understanding the general principles is not enough; you need to 
know the state of the law in the relevant jurisdiction(s).

− Make sure your understanding of the law is consistent with that 
of your outside counsel and, if possible, your company. 

− You should closely review with your outside counsel any 
privilege or other discovery orders in the litigation, as well as any 
other significant privilege or relevant discovery decisions 
previously issued by the court. 
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Know the Boundaries to Protect the Privilege

• To properly protect the privilege, you need 
to know what is considered a waiver and 
how the scope of waiver is determined.

− Although the privilege belongs to the company, even inadvertent 
disclosure of privileged communications in discovery can lead to a 
finding of waiver. 

− Waiver may extend to all privileged communications regarding the 
same subject matter, and can go even further in some 
circumstances. 

− Using the privilege as a sword does not work; selective waiver is 
almost always a bad idea in litigation, especially where the waiver is 
made “on the fly” during a deposition. 
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Consider Confidentiality Concerns

• Consider whether the relevant legal advice was 
sought and provided in confidence.

− Who was involved in these communications—i.e., were they 
appropriately limited to a need-to-know basis? 

▪ Pay careful attention to overbroad cc’s.

− Has the confidential nature of your privileged communications 
been consistently respected and maintained? 

− Are your privileged e-mails and other written communications 
clearly identified as such?  

▪ Conversely, is there an argument that privilege designations have 
been overused?

− What company policies and procedures apply to the solicitation 
and provision of legal advice from in-house counsel? Have they 
been consistently followed? 
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Consider Your Roles and Responsibilities as In-House 

Counsel

• You need to consider the various “hats” you 
wear within your organization and how they 
might impact your deposition testimony, as well 
as your ability to identify and protect potentially 
privileged communications.

− Do you have legal and business roles and responsibilities within the 
company? Have those different roles always been clearly defined and 
delineated? 

− Do you have a written job description? Is it accurate? Is it complete? 

− Have you consistently made clear in what capacity you are providing 
advice, information and input to your colleagues? 

− Do your colleagues respect the distinct nature of your roles when they 
seek your legal advice, as opposed to business advice or counsel? 
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Prioritize Preparation

• To effectively protect the privilege at deposition, you must 
dedicate sufficient time to thoroughly prepare with your 
outside counsel. 

• The very fact that you are in-house counsel may change the 
environment of the deposition.

• Consider conducting a mock deposition with outside counsel 
to help prepare for anticipated areas of questioning.

• Talk with outside counsel about how you will handle privilege 
issues and related objections as they may arise at deposition. 
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Remember – You Are a Witness Now, Not the Lawyer 

on the Case

• As you prepare for your deposition, consider the possibility 
that we, as lawyers, may not always make the best witnesses. 
Why not? Well, for example, we … 

hate to admit that we don’t know the answer to something (really anything); after all, 
that’s what we’re paid for, knowing the answer. This urge is especially strong among 
in-house counsel who are involved in almost every aspect of the company’s 
business. Their clients rely on them to know the inner workings of the business and 
to keep them on the straight and narrow. To admit that they don’t know some detail 
often feels to them like an admission that they haven’t done their job, even if it’s not 
accurate. Depositions are about real world events; they require witnesses to 
acknowledge imperfect facts and imperfect decisions. 

Albert Vreeland and Jennifer Howard, The Care and Feeding of In-House 
Counsel; The Alabama Lawyer 340 (September 2006). 

• Remember that your job and the outside counsel’s jobs during 
the deposition are distinct.  Resist the urge to advocate.
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A Final Note:  Consistent Respect for the Privilege 

Will Ensure its Protection

• To successfully protect attorney-client privileged communications 
against discovery, it has to be respected on an everyday, ongoing 
basis. 

The smart deposing lawyer … will not merely ask the in-house counsel to repeat 
communications made to him by upper management and hope that she momentarily 
forgets the privilege and answers the question. Rather, the lawyer will attempt, 
through rigorous questioning, to lay a foundation for the argument that the 
communications are not actually privileged or, alternatively, that the privilege has 
been waived. For example, the lawyer will ask the in-house lawyer to name all 
recipients of the subject communication to see if any third parties received the 
information which, if so, would constitute a waiver of the privilege. Or, the lawyer will 
question the in-house attorney about all the measures taken to ensure that the 
communication remained confidential and not subject to disclosure, again hoping to 
later argue that a waiver has occurred. The equally smart in-house lawyer, 
therefore, will take the necessary steps – long before receiving a deposition 
subpoena – to ensure that the privilege is not only established at the time of 
the communication, but also maintained thereafter. 

Todd Presnell, Depositions of In-House Counsel – Protecting the 
Attorney-Client Privilege, In-House Def. Q. 50 (Winter 2007) (emphasis 
supplied).
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Suggested Best Practices in Connection with Litigation

• In addition to in-house counsel themselves, non-lawyers who interact 
with in-house lawyers must be educated on privilege parameters. 

• Except where absolutely necessary, assume the privilege does not 
exist.

• Where absolutely critical to protect privilege, involve outside counsel. 

• Consider redactions rather than withholding questionable documents 
in litigation.  This may be less likely to create challenges.

• Label documents as created “in anticipation of litigation” where 
appropriate.

• Bolster claims of privilege by submitting persuasive affidavits on the 
issue of privilege.
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