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Why Functionality?

“The functionality doctrine prevents trademark law, which 
seeks to promote competition by protecting a firm's 
reputation, from instead inhibiting legitimate competition 
by allowing a producer to control a useful product feature. . 
. . If a product's functional features could be used as 
trademarks, . . . a monopoly over such features could be 
obtained without regard to whether they qualify as patents 
and could be extended forever (because trademarks may 
be renewed in perpetuity).” Qualitex Co. v. Jacobson Prods. 
Co., 514 U.S. 159, 164-65 (1995).



Functionality Defined
A product feature is functional if:
• it is essential to the use or purpose of the 

article, or
• it affects the cost or quality of the article
Would exclusive use of the feature put 
competitors at a significant non-reputation-related 
disadvantage?

Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165 (1995); 
Inwood Labs. v. Ives Labs., 456 U.S. 844 (1982).



Two Types of Functionality
• Utilitarian:  Essential to the Use 

or Purpose, or affects the cost or 
quality

• Aesthetic:  Puts competitors at a 
significant non-reputation-related 
disadvantage



Functionality Beats Secondary 
Meaning

Much like genericness, a finding of functionality destroys 
the possibility of trademark protection.

Kellogg Co. v. Nat’l Biscuit Co., 305 U.S. 111 (1938)



Functionality Explained

In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1337 (CCPA 1982).
De Facto and De Jure Functionality:
[I]f the designation ‘functional’ is to be utilized to denote the legal 
consequence, we must speak in terms of de facto functionality and de jure 
functionality, the former being the use of ‘functional’ in the lay sense, 
indicating that although the design…is directed to performance of a function, it 
may be legally recognized as an indication of source.  De jure functionality, of 
course, would be used to indicate the opposite- such a design may not be 
protected as a trademark.



Functionality Applied
In re Morton-Norwich Prods., Inc., 
671 F.2d 1332 (CCPA 1982).

• Is there a utility patent?
• Does the claimant’s advertising 

tout the design’s utilitarian 
advantages?

• Are alternative designs 
available?

• Are there facts indicating that 
the design results in a 
comparatively simple or cheap 
method for manufacturing the 
product



Utility Patents

TrafFix Devices, Inc. v. 
Mktg. Displays, Inc., 
532 U.S. 23 (2001)



Utility Patents

“A utility patent is strong evidence that the features 
therein claimed are functional. . . . [T]he strong evidence 
of functionality based on the previous patent adds great 
weight to the statutory presumption that features are 
deemed functional until proved otherwise by the party 
seeking trade dress protection. Where the expired patent 
claimed the features in question, one who seeks to 
establish trade dress protection must carry the heavy 
burden of showing that the feature is not functional, for 
instance by showing that it is merely an ornamental, 
incidental, or arbitrary aspect of the device.”  TrafFix 
Devices, 532 U.S. at 30-31



Utility Patents

• The whole disclosure counts, not just the claims
• Third party patents are also relevant
• The patent need not actually have issued
• But, the disclosure can be distinguished (“where 

a manufacturer seeks to protect arbitrary, incidental, or 
ornamental aspects of features of a product found in 
the patent claims…a different result might obtain.”  
Traffix, 532 U.S. at 34).   



Advertising Touting Functionality
Talking Rain v. S. Beach, 349 
F.3d 601 (9th Cir. 2003)

Use of “Get a Grip” in 
connection with “Grip bottles” 
was evidence of functionality



Advertising Touting 
Functionality

• Becton, Dickinson and Co., 675 F.3d 1368 (Fed. Cir. 2012)
• The cap has “enhanced handling features.”



A Better Way to Advertise

“‘Look for’ advertising refers to advertising that 
directs the potential consumer in no uncertain 
terms to look for a certain feature to know that it 
is from that source. It does not refer to 
advertising that simply includes a picture of the 
product or touts a feature in a non source-
identifying manner.”
Stuart Spector Designs v. Fender Musical Instruments, 94 
USPQ2d 1549, 1572 (TTAB 2009)



Alternative Designs

TrafFix: if a feature is functional, there is no 
need to consider alternative designs, 532 
U.S. at 33.



1276 (Fed. Cir. 2002).
place. Valu Eng’g, Inc. v. Rexnord Corp., 278 F.3d 1268, 
evidence of whether a feature is functional in the first 
alternative designs cannot be a legitimate source of 
available.  But that does not mean that the availability of 
protection merely because there a alternative designs 
designs, because the feature cannot be given trade dress 
there is no need to consider the availability of alternative 
feature is found functional based on other considerations 
[T]he [Supreme] Court merely noted once a product 

Alternative Designs



Alternative Designs

Specialized Seating, Inc. v. Greenwich Indus., L.P., 616 
F.3d 722 (7th Cir. 2010)



Manufacturing Method

A more expensive manufacturing method might 
help establish non-functionality.  In re Honeywell 
Inc., 8 USPQ2d 1604 (TTAB 1998).



Design Patents
• Design patents have been held to raise a presumption of non-

functionality.  See e.g. Talking Rain Beverage v. South Beach 
Beverage Co., 349 F.3d 601 (9th Cir. 2003).  

• But, according to the Federal Circuit, only a design patent covering 
“the very design for which trademark protection is sought” creates 
the presumption.  In re Becton, Dickinson and Co., 675 F.3d 1368, 
1375 (Fed. Cir. 2012).  “[W][hile evidence of a design patent may 
be some evidence of non-functionality…the fact that a device is or 
was the subject of a design patent does not, without more, bestow 
upon side device the aura od distinctiveness or recognition as a 
trademark.”  Id. at 1375 (citations omitted).



Aesthetic Functionality

• A feature is aesthetically functional if a monopoly on its 
use would put competitors at a significant non-
reputation related disadvantage.”  TrafFix, 532 U.S. 23, 
34.

• Louboutin v. Yves Saint Laurent Am. Holding, Inc., 696 
F.3d 206 (2d Cir. 2012)
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Janet Marvel
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Types of Trade Dress

• 15 U.S.C. § 1125(a) Definition:
1) Overall appearance of labels, wrappers and containers 

used in packaging a product (PRODUCT PACKAGING)
2) Shape or design of a product, or an aspect of the product 

(PRODUCT CONFIGURATION)
3) Combination of any elements in which a product or service 

is presented to a buyer
• Limited by functionality doctrine – cannot trademark 

functional aspects – 15 U.S.C. § 1052(e)(5)

See also Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 n.1 (1992).
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vs. 
Product Configuration

Reg. No. 5,122,313

Reg. No. 5,130,973

Reg. No. 1,057,884

Reg. No. 3,503,675
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Product Packaging vs. 

A B

C

Reg. No. 2,185,581

Reg. No. 4,100,875

Reg. No. 4,670,843 Reg. No. 4,557,773

Reg. No. 4,557,757
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Scope of Protection 

 Protectable under Federal Law
• 15 U.S.C. § 1114(a) – if registered
• 15 U.S.C. § 1125(a) – if unregistered
• State unfair competition statutes (no preemption)

 Purpose 
– Preserve owner’s goodwill
– Allow consumers to distinguish among competing producers
– Only covers non-functional, distinctive features
– Must be source-identifying

E.g., Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992)
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Why Register with USPTO?

• Prima facie evidence of 
– Validity of the registration
– Registrant’s ownership of the mark
– Registrant’s exclusive right to use the mark in commerce

• Presumptive right to nationwide expansion (some exceptions)
• “Incontestability” after five years of continuous use

– Cannot be challenged on basis of prior use, descriptiveness
• Statutory remedies – mandatory treble damages, attorney fees and 

criminal penalties in counterfeiting cases
• Prevent importation of counterfeits at Customs (registration must be 

recorded with Customs in advance)
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Elements of Infringement Claim

1. Plaintiff must own protectable trade dress;
1. Clearly articulated design or combination of 

elements;
2. The design is inherently distinctive or has 

acquired secondary meaning; and
2. Copied elements are nonfunctional; 
3. “Consumers are likely to confuse the source of the 

plaintiff's product with that of the defendant's product.”
Fair Wind Sailing, Inc. v. Dempster, 764 F.3d 303, 309 (3d Cir. 2014); see also 
I.M. Wilson, Inc. v. Otvetstvennostyou “Grichko”, 500 F. Supp. 3d 380, 407 
(E.D. Pa. 2020); MCCARTHY ON TRADEMARKS & UNFAIR COMPETITION § 8.1.
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Common Law Rights Exist

• Precise recitation of “character and scope” of claimed 
trade dress is still required!
– E.g., Mike Vaughn Custom Sports v. Piku, 15 F. Supp. 

3d 735 (E.D. Mich. 2014) (goalie pads)
• Photos of product will not rescue claim that is 

described in terms of product’s functionality.
• “Court cannot distill from the images what the 

plaintiff claims as protected trade dress or 
identify what is non-functional about its 
product design.” Id. at 747.
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Trade Dress = IP Asset

• Can be assigned, as with trademarks
– Easier to assign if associated with a registration
– Common law rights still attach 

• Can also be assigned along with associated goodwill
• Not yet established what the scope of rights is
• May have less value in asset purchase transaction

– Consider federal registration
• Registered trade dress – presumed non-functional
• Unregistered trade dress – must prove non-functionality - 15 

U.S.C. §1125(a)(3)
See, e.g., MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 8.1 
(5th ed. 2021) 
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Applying for Registration
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Components of Application

• Same basic components as for trademark application
– Drawing of the mark
– Description of the mark
– Identification of goods and services
– Specimen of use (if any) and dates of first use (if any)

• Drawing and description together form “scope” of the 
trade dress claim

See generally, TMEP § 1202.02
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Components of Drawing Page

• Must meet requirements of 37 C.F.R. § 2.52
– If claim includes color – submit color drawing

• Name the color(s)
• Describe where the color(s) appear on the mark
• Must state that color is a feature of the mark

– If the mark has 3-D features, drawing must depict a 
single rendition of the mark

– Broken lines should be used to identify placement or 
unclaimed elements – description is required
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Components of Drawing Page

• Drawing = Depiction of 3-D Mark 
– Typically, illustration, but can be photo
– Giving appearance of height, width and depth
– Should not include extraneous matter – such as net 

weight, contents or business address
– Common or basic shapes of the product or the 

packaging in which the product is sold must be 
disclaimed (shown in broken lines)

• May be non-functional but also non-source-identifying
TMEP § 1202.02(c)(i).
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Describe Claimed Trade Dress 
with Specificity
• Description must be clear and accurate - DETAILED

– Specify whether three-dimensional
– “Product design” or “configuration” of the goods 

themselves; OR
– “Product packaging” or a “container” in which goods 

are sold; OR
– Trade dress for specific services (e.g., interior of a 

restaurant, exterior of a retail store, or point-of-sale 
display such as a “costume used in connection with 
the services”)

TMEP § 1202.02(c)(ii).
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Amendments During Prosecution

• Amendments of Drawing must also include amendment 
to description
– Not sufficient to include a disclaimer in response to an 

Office Action
• Description should also avoid disclaimer-like language:  

“no claim is made to the . . .”
– Instead, describe what the broken lines mean: “The 

dotted lines outlining [the container and its cap] are 
intended to show placement of the mark on the goods 
and are not part of the mark.”

TMEP § 1202.02(c)(ii).
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Principal vs Supplemental 
Registration
• Principal Register

1. Inherently distinctive 
• Not for product configurations or solely color marks
• Consider Seabrook factors (Seabrook Foods, Inc. v. Bar-Well 

Foods, Ltd., 568 F.2d 1342, 1344 (C.C.P.A. 1977))
2. Acquired Distinctiveness (§ 2(f))

• Length of use (not just 5 years – may require more)
• Prior Principal Register registration
• Evidence of actual acquired distinctiveness

• Supplemental Register – requires use in commerce and the 
mark is not otherwise barred (i.e., is capable of distinguishing 
source of goods and services)
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TTAB Proceedings
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Ex Parte Appeals
Examining Attorney Refusals for Functionality

• Examining Attorney refuses registration
– In refusal (and on appeal), Examining Attorney must 

prove prima facie case of functionality, which 
Applicant must rebut with “competent evidence”

• By a preponderance of the evidence
– Attorney argument is insufficient without evidence

• Additional common argument – lack of acquired 
distinctiveness where inherent distinctiveness not 
available (i.e., configuration marks)

See, TMEP § 1202.02(a)(iv) (Burden of Proof in Functionality 
Determinations)
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Inter Partes Disputes
Oppositions/Cancellations Asserting Functionality

• Contested proceedings between two parties:
– Opposition – between the Opposer and the Applicant
– Cancellation – between Petitioner and Registrant

• Plaintiff must prove standing, or “entitlement to invoke a 
statutory cause of action”.  See Empresa Cubana Del 
Tabaco v. Gen. Cigar Co., 753 F.3d 1270 (Fed. Cir. 2014)
– Must have “real interest” in the outcome of the 

proceeding and “reasonable basis” for its belief of 
damage.  Id.

• Proving functionality – same legal arguments as ex parte
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Product Configuration - Refusals

• In re OEP Enterprises, 2019 USPQ2d 309323 (TTAB 
2019) [precedential] - umbrellas

Ser. No.  87/345,596 Design Patent 
D408,125

Utility Patent
US 5,890,506
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Product Configuration - Refusals

• In re OEP Enterprises, continued:
– Design patent was some evidence of non-functionality
– BUT outweighed by explicit disclosures of utilitarian 

advantage of the design made in expired utility patent
– No evidence that competitive alternatives would work 

as well as applied-for design
– Evidence existed that applied-for mark resulted in a 

“more useful” umbrella and a cheaper form of 
manufacture

Refusal was AFFIRMED
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Product Configuration - Refusals

• In re WCM Indus, Inc., Ser. No. 87/555,014 (TTAB Mar. 
17, 2020) [not precedential] – tub overflow drain cap

Aff’d sub nom WCM Indus., Inc. v., Hirschfield, Case No. 1:20-cv-
00558, 2021 WL 1430449 (E.D. Va. April 6, 2021)

Ser. No. 87/555,014 US Patent No. 8,769,736 B2 (July 8, 2014)
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Product Configuration - Refusals

• In re WCM Indus, Inc., continued:
– Not required that a patent claim the exact configuration in 

order to conclude that it is functional
• “Where all or substantially all of an applicant’s overall design 

is dictated by the function it performs, it is functional.” Slip 
op. at 20.

– “While there are many types of overflow drain covers on 
the market, if the design features improve the performance 
of any aspect of the purpose of the goods, they ‘affect the 
… quality of the article’ and should remain available to 
competitors.”  Slip op. at 23. 

Refusal was AFFIRMED.
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Product Configuration - Refusals

• In re MK Diamond Prods., Inc., 2020 USPQ2d 10882 
(TTAB 2020) [precedential] – circular saw blades

Ser. No. 
86/813,875

US Patent No. 
8,701,536

Excerpt of Fig. 1a

US Patent No. 
5,896,800

Fig. 2

US Patent No. 
5,351,595

Fig. 1:
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Product Configuration - Refusals

• In re MK Diamond Prods., Inc., continued:
– Disclosures in utility patents (and applications) may 

reveal that “utilitarian benefits are provided by a basic 
design feature irrespective of its specific shape” 

• Design feature at issue: “cut outs along the periphery of 
a circular saw blade” (Slip op. at 24)

– “The overall appearance of the applied-for mark 
affects the quality of the blades under the Inwood test 
and, as a whole, “in in its particular shape because it 
works better in that shape. . . .” (Slip op. at 38)

Refusal was AFFIRMED.
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Product Configuration - Refusals

• In re Herman Miller, Inc., Ser. No. 88/027,008 (TTAB 
Aug. 25, 2021) [not precedential] – chair design

Ser. No. 88/027,008 U.S. Patent No. 2,554,490
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Product Configuration - Refusals

• In re Herman Miller, Inc., continued:
– “The functionality doctrine guards against the ‘misuse’ or 

‘over-extension’ of trademark protection for product 
designs.” Slip op. at 4 (citation omitted)

– Applicant had excluded “spine” from claim . . .
• “Applicant’s proposed mark is identical to the preferred 

embodiment in the ‘490 patent . . .”  Slip op. at 12
– “Applicant cannot avoid the functionality refusal merely by 

dotting out the spine, but retaining all the other elements in 
the ‘490 Patent’s preferred embodiment, which are 
constructed in a particular manner around and joined to 
the spine in exactly the configuration shown in the 
proposed mark.”  Slip op. at 14.

Refusal was AFFIRMED.
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Product Packaging - Refusals

• In re Reelex Packaging Solutions, Inc., Ser. Nos. 
87285383 & 87285412 (TTAB Oct. 23, 2019) [not 
precedential] – electric cables & wires

Aff’d No. 2020-1282, 834 Fed. Appx. 574 (Fed. Cir. Nov. 5, 2020)

From Applicant’s website.
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Product Packaging - Refusals

• In re Creative Edge Design Group, Ser. No. 87287662 
(TTAB May 9, 2019) [not precedential] – milk

Refusal was AFFIRMED.

Ser. No. 87/287,662 US Patent No. 6068161
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Product Packaging - Refusals

• In re Interpage Int’l, Inc., Ser. No. 87/346,100 (TTAB 
June 6, 2019) [not precedential] – canned fish

Reversed finding of functionality, but affirmed lack of 
acquired distinctiveness and refusal to register.
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Inter Partes Disputes
Cancellation Proceedings Asserting Functionality

• Poly-America, L.P. v. API Indus., Inc., Canc. Nos. 
92062517 & 92062601 (TTAB Feb. 19, 2020) [not 
precedential]

API Reg. (Supp.) – 4,824,072 Poly Am. Reg. (Supp.) – 4,027,254
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Inter Partes Disputes
Cancellation Proceedings Asserting Functionality

• McGowan Precision Barrels, LLC v. Proof Research, Inc., 
2021 USPQ2d 559 (TTAB 2021) [precedential]
– Reg. No. 4,390,533 – issued August 27, 2013

– U.S. Patent No. 10,168,117 B2 – issued Jan. 1, 2019
• “Respondent’s trade dress is the result of a manufacturing 

process that follows Claim 22 in the ‘117 Patent.” 
• “Respondent Is practicing the best mode of its patented 

invention, which yields the trade dress at issue when ground 
down with no coating applied.  Once again, the appearance 
of the barrel is dictated by its function.” Slip op. at 62.
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Inter Partes Disputes
Opposition Proceedings Asserting Functionality

• Tyco Fire Products LP v. Globe Techn. Corp., Opp. Proc. 
Nos. 91212425 & 91220233 (TTAB Jan. 22, 2018) [not 
precedential] – heat-fusible link in fire equipment. 

• Ser. No. 85/712,593 (copper color)
• Ser. No. 85/941,089 (no color claim)
• Opposer moved for summary judgment 

• Claimed expired patent assigned to 
Applicant: Patent No. 5,120,152 (fusible link)

HELD:  Opposition sustained on the grounds of 
functionality.
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Product Configuration or
Package Design?
• In re Snow Wizard, 129 USPQ2d 1001 (TTAB 2018) 

[precedential] – snowball concession trailer
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Some Recommendations for 
Prosecution before USPTO
1. Don’t seek to extend claims from an expired utility 

patent through claiming product configuration trade 
dress

2. Applicant’s own advertising touting functional features 
of a design could be fatal to a trade dress application

3. Don’t make an immediate claim of “acquired 
distinctiveness” in the initial application

4. Answer every basis for refusal raised by the Examiner 
in each Office Action 
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www.eckertseamans.com

Christina D. Frangiosa
Eckert Seamans Cherin & Mellott, LLC
50 South 16th Street, 22nd Floor
Philadelphia, PA 19102
Tel: 215/851-8432
Email: cfrangiosa@eckertseamans.com

Thank you!
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Differing Conceptions of 
Utilitarian Functionality under 
Current Law

This Court ... has explained that, “[i]n general terms, a 
product feature is functional,” and cannot serve as a 
trademark, “if it is essential to the use or purpose of the 
article or if it affects the cost or quality of the article,” that 
is, if exclusive use of the feature would put competitors 
at a significant non-reputation-related disadvantage. 

Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165 
(1995) (quoting Inwood Lab’ys v. Ives Lab’ys, 456 U.S. 844, 
851 n.10 (1982)).

2 2



There are several points of disagreement in applications of 
the functionality doctrine under current law, including:

• the relationship between functionality and utility;
• the significance of the disclosure of a related utility 

patent to the functionality inquiry;
• the significance of a related design patent to the 

functionality inquiry;
• how to determine whether a claimed trade dress is 

functional because it bears on the quality of the 
associated good.

Differing Conceptions of 
Utilitarian Functionality under 
Current Law
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Courts and Board panels take differing views:
• some follow the historical approach of treating 

functionality and utility as equivalents; but
• others require something more than utility for a design 

to be functional.

4 4

The Relationship Between 
Functionality and Utility



From the earliest cases, “functionality” has been 
expressed in terms of “utility.” In 1930, this court stated it 
to be “well settled that the configuration of an article 
having utility is not the subject of trade-mark protection.” 

In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 1338 
(C.C.P.A. 1982) (quoting In re Dennison Mfg. Co., 39 F.2d
720, 721 (C.C.P.A. 1930)).

5 5

The Relationship Between 
Functionality and Utility



6

In re Deister Concentrator Co., 
289 F.2d 496 (C.C.P.A. 1961)

6



A feature dictated solely by “functional” (utilitarian) 
considerations may not be protected as a trademark; but 
mere possession of a function (utility) is not sufficient 
reason to deny protection.

Deister Concentrator Co., 289 F.2d at 502.
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The Relationship Between 
Functionality and Utility



[I]f the designation “functional” is to be utilized to denote 
the legal consequence, we must speak in terms of de 
facto functionality and de jure functionality, the former 
being the use of “functional” in the lay sense, indicating 
that although the design ... is directed to performance of a 
function, it may be legally recognized as an indication of 
source. De jure functionality, of course, would be used to 
indicate the opposite-such a design may not be protected 
as a trademark.

Morton-Norwich, 671 F.2d at 1337.
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The Relationship Between 
Functionality and Utility



Assuming [this court’s prior 1930 opinion in Dennison 
Mfg.] intended [to invalidate the rights to any] article 
whose configuration “has utility,” its statement is ... too 
broad. Under that reasoning, the design of a particular 
article would be protectable as a trademark only where 
the design was useless, that is, wholly unrelated to the 
function of the article.

Morton-Norwich, 671 F.2d at 1338.
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The Relationship Between 
Functionality and Utility



[F]unctionality is determined in light of utility, which is 
determined in light of superiority of design, and rests 
upon the foundation essential to effective 
competition ....

Morton-Norwich, 671 F.2d at 1340.
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The Relationship Between 
Functionality and Utility



Opinions following the Morton-Norwich approach of 
requiring something more than mere utility for a finding of 
nonfunctionality include:

• In re Craigmyle, 224 U.S.P.Q. 791, 793 (T.T.A.B. 1984) 
(“That a feature has utility … does not render the entire 
configuration de jure functional.”);

• Dentsply Int’l, Inc. v. Kerr Mfg. Co., 732 F. Supp. 482, 
487 (D. Del. 1990) (“[T]he record evidence does not 
demonstrate that [the plaintiff’s configuration] 
possesses the only useful design and it is possible to 
conceive of [competitive products] which differ from 
[the plaintiff’s] in design yet still perform an equivalent 
function.”);

11 11

The Relationship Between 
Functionality and Utility



Opinions following the Morton-Norwich approach of requiring 
something more than mere utility for a finding of 
nonfunctionality include:

• Industria Arredamenti Fratelli Saporiti v. Charles Craig, 
Ltd., 725 F.2d 18, 19 (2d Cir. 1984) (“In the context of … 
the Lanham Act, ‘functional’ is not synonymous with 
‘utilitarian,’ nor is it the antonym of ‘ornamental.’”); and

• Bodum USA, Inc. v. A Top New Casting Inc., 927 F.3d 
486, 493 (7th Cir.) (affirming finding of nonfunctionality 
because claimed features “are not necessary to make 
the [plaintiff’s coffee maker] work better as a French 
press coffeemaker”), cert. denied, 140 S. Ct. 675 
(2019). 
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The Relationship Between 
Functionality and Utility



13

Bodum USA, Inc. v. A Top New Casting 
Inc., 927 F.3d 486, 493 (7th Cir.), cert. 
denied, 140 S. Ct. 675 (2019)

13



A jury instruction that more effectively demystifies the 
puzzle of functionality in layman’s words is the “works 
better” test: a design feature is functional if the article 
works better because it is in this particular shape.” 

1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair 
Competition § 7:69.50 (5th ed. 2020). 
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The Relationship Between 
Functionality and Utility
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Ezaki Glico Kabushiki Kaisha v. Lotte 
Int’l Am. Corp., 986 F.3d 250 (3d Cir.), 
cert. denied, 142 S. Ct. 420 (2021)



16

So long as the design improves cost, quality, or the 
like, it cannot be protected as trade dress. The shape 
need only be useful, not essential.

….
[The plaintiff] argues that none of these features is 

essential to make the snack easy to eat. But that is 
the wrong test. [The defendant] has shown that [the 
plaintiff’s] design is useful and thus functional.

Ezaki Glico, 986 F.3d at 258, 259.
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The Relationship Between 
Functionality and Utility



Additional opinions equating utility and functionality include:
• Disc Golf Ass’n v. Champion Discs, Inc., 158 F.3d 1002, 

1008-09 (9th Cir. 1998) (“[I]n order to establish 
nonfunctionality the party with the burden must 
demonstrate that the product feature serves no purpose
other than identification.”); and

• Apple Inc. v. Samsung Elecs. Co., 786 F.3d 983, 992 
(Fed. Cir. 2015) (same).

17 17

The Relationship Between 
Functionality and Utility



Courts and Board panels sometimes take differing views:
• some give the disclosure of related utility patents near-

dispositive effect; but
• others allow trade dress claimants to distinguish that 

disclosure.

18 18

The Significance of the 
Disclosure of a Related Utility 
Patent
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TrafFix Devices, Inc. v. Mktg. 
Displays, Inc., 532 U.S. 23 (2001)

19



20

Results of past litigation involving the TrafFix patents:
• closely spaced springs did not literally infringe the 

patents; but
• closely spaced springs did infringe the patents under 

the doctrine of equivalents.
See Sarkisian v. Winn-Proof Corp., 203 U.S.P.Q. 60 (D. Or. 
1978), aff’d, 697 F.2d 1313 (9th Cir. 1983).
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The Significance of the 
Disclosure of a Related Utility 
Patent
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TrafFix Devices, Inc. v. Mktg. 
Displays, Inc., 532 U.S. 23 (2001)

21



Some opinions (and many law review articles) interpret 
TrafFix to hold that the disclosure of a related utility patent 
creates a presumption of utilitarian functionality, including:

• Specialized Seating, Inc. v. Greenwich Indus., L.P., 
472 F. Supp. 2d 999, 1011 (N.D. Ill. 2007) (“The 
existence of a utility patent creates a presumption that 
the claimed features in a trademark registration are 
functional.”), aff'd, 616 F.3d 722 (7th Cir. 2010);  

• Farmgirl Flowers, Inc. v. Bloom That, Inc., No. 14-CV-
05657-LHK, 2015 WL 1939424, at *6 (N.D. Cal. Apr. 
28, 2015) (“There is a heavy presumption that 
elements claimed in a utility patent are functional ….”);

22 22

The Significance of the 
Disclosure of a Related Utility 
Patent



Some courts (and many law review articles) interpret TrafFix 
to hold that the disclosure of a related utility patent creates a 
presumption of utilitarian functionality, including:

• Invisible Fence, Inc. v. Perimeter Techs., Inc., No. 1:05-
CV-361, 2007 WL 273129, at *6 (N.D. Ind. Jan. 26, 
2007) (invoking related utility patent in application of 
“the TrafFix presumption of functionality”); and

• Robert G. Bone, Enforcement Costs and Trademark 
Puzzles, 90 Va. L. Rev. 2099, 2164 n.190 (2004) (“The 
Court … held that if the trade dress was the subject of 
an expired utility patent and disclosed in the patent 
claims, there is a strong evidentiary presumption that 
the trade dress falls ... is therefore functional.”).

23 23

The Significance of the 
Disclosure of a Related Utility 
Patent



A utility patent is strong evidence that the features 
therein claimed are functional. If trade dress 
protection is sought for those features the strong 
evidence of functionality based on the previous patent 
adds great weight to the statutory presumption that 
features are deemed functional until proved otherwise 
by the party seeking trade dress protection.

TrafFix Devices, 532 U.S. at 29-30 (emphasis added).

24 24

The Significance of the 
Disclosure of a Related Utility 
Patent



In a civil action for trade dress infringement under this 
chapter for trade dress not registered on the principal 
register, the person who asserts trade dress protection 
has the burden of proving that the matter sought to be 
protected is not functional. 

Section 43(a)(3) of the Lanham Act, 15 U.S.C. § 1125(a)(3) 
(2018).

25 25

The Significance of the 
Disclosure of a Related Utility 
Patent



[E]ven if there has been no previous utility patent the 
party asserting trade dress has the burden to establish 
the nonfunctionality of alleged trade dress features. 

TrafFix Devices, 532 U.S. at 31 (emphasis added).

26 26

The Significance of the 
Disclosure of a Related Utility 
Patent
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McAirlaids, Inc. v. Kimberly-Clark 
Corp., 756 F.3d 307 (4th Cir. 2014) 

27



The presumption of validity that accompanies 
registered trade dress ‘has a burden-shifting effect, 
requiring the party challenging the registered mark 
to produce sufficient evidence’ to show that the trade 
dress is invalid by a preponderance of the 
evidence.”

McAirlaids, 756 F.3d at 312 (quoting Retail Servs., Inc. 
v. Freebies Publ’g, 364 F.3d 535, 542 (4th Cir. 2004)).

28 28

The Significance of the 
Disclosure of a Related Utility 
Patent



Opinions allowing plaintiffs to distinguish the disclosure 
of related utility patents include:

• Bodum USA, Inc. v. Top New Casting Inc., 927 
F.3d 486, 496 (7th Cir. 2019); 

• Jenny Yoo Collection, Inc. v. Essense of Australia, 
Inc., 448 F. Supp. 3d 1162, 1172-73 (D. Kan. 
2020);

• Luv N’ Care, Ltd. v. Mayborn USA, Inc., 898 F. 
Supp. 2d 634, 649-50 (S.D.N.Y. 2012); and

• Global Manufacture Grp. v. Gadget Universe.com, 
E.S., 417 F. Supp. 2d 1161, 1169-70 (C.D. Cal. 
2006). 
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The Significance of the 
Disclosure of a Related Utility 
Patent



This Court ... has explained that, “[i]n general terms, 
a product feature is functional,” and cannot serve as 
a trademark, “if it is essential to the use or purpose 
of the article or if it affects the cost or quality of the 
article,” that is, if exclusive use of the feature would 
put competitors at a significant non-reputation-
related disadvantage. 

Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165 
(1995) (quoting Inwood Lab’ys v. Ives Lab’ys, 456 U.S. 
844, 851 n.10 (1982)).
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Functionality and Quality
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Dippin’ Dots, Inc. v. Frosty Bites 
Distrib., LLC, 369 F.3d 1197 (11th 
Cir. 2004)



32 32

C5 Med. Werks, LLC v. CeramTec GmbH, 
249 F. Supp. 3d 1210 (D. Colo. 2017), 
rev’d on other grounds, 937 F.3d 1319 
(10th Cir. 2019)
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Sulzer Mixpac AG v. A&N Trading Co., 
988 F.3d 174 (2d Cir. 2021)



34 34

Sulzer Mixpac AG v. A&N Trading Co., 
988 F.3d 174 (2d Cir. 2021)
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Sulzer Mixpac AG v. A&N Trading Co., 
988 F.3d 174 (2d Cir. 2021)
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Sulzer Mixpac AG v. A&N Trading Co., 
988 F.3d 174 (2d Cir. 2021)
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Sulzer Mixpac AG v. A&N Trading 
Co., 988 F.3d 174 (2d Cir. 2021)



38 38

Sulzer Mixpac AG v. A&N Trading 
Co., 988 F.3d 174 (2d Cir. 2021)



[B]ecause the colors on the tip correspond to the tip 
sizes, the color affects the quality of the product [and 
therefore is functional].  

Sulzer Mixpac, 988 F.3d at 184.
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Functionality and Quality



The significance of a design patent:
• it is not evidence of functionality, see, e.g., In re World’s 

Finest Chocolate, Inc., 474 F.2d 1012, 1015 (C.C.P.A. 
1973); and, indeed,

• it can be evidence of nonfunctionality, see, e.g., 
Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 
605 (S.D.N.Y. 1996) (Sotomayor, J.); but

• it is “not alone sufficient evidence,” In re Am. Nat’l Can 
Co., 41 U.S.P.Q.2d 1842, 1843 (T.T.A.B. 1997); and

Functionality and Design Patents
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The significance of a design patent:
• the drawing of the design patent must match up to the 

claimant’s design in the marketplace for the patent to 
have any evidentiary significance. See, e.g., In re 
Becton, Dickinson & Co., 675 F.3d 1368, 1375 (Fed. 
Cir. 2012). 

41 41

Functionality and Design Patents
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In re Becton, Dickinson & Co., 
675 F.3d 1368 (Fed. Cir. 2012)
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Thank You

Ted Davis
Kilpatrick Townsend & Stockton LLP

TDavis@KilpatrickTownsend.com
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