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OVERVIEW OF FUNCTIONAL CLAIMING
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OVERVIEW OF FUNCTIONAL CLAIMING

• Functional claiming is typical in mechanical and 

computer implemented inventions

• Potential risks:

• Indefiniteness

• Unintended “means-plus-function” interpretation

• Overbreadth
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OVERVIEW OF FUNCTIONAL CLAIMING

• Functional language examples: “adapted to,” “operable 

to,” “configured to,” etc.

• Probably mean (read in light of your specification) 

designed or configured to accomplish the specified 

objective

• Consider whether the specification is written in a way 

so that these could be construed as “capable of” 
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INDEFINITENESS

• Standard for definiteness tightened in Nautilus, Inc. v. 

Biosig Instruments Inc. (Sup. Ct. 2014)

• Patent claim must inform those skilled in the art about 

the scope with reasonable certainty

• Previously: claims were indefinite if “not amenable to 

construction” and “insolubly ambiguous”
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UNINTENDED “MEANS-PLUS-FUNCTION” ISSUES

• “Means-plus-function” element:  construed as the structure 

disclosed in the patent that corresponds to the claimed function, and 

equivalents of that structure

• Past: claim element lacking the word “means” should generally 

not be construed as “means” element (strong presumption)

• Now: whether claim element should be construed as a means 

element depends on “whether the words of a claim are 

understood by persons of ordinary skill in the art to have a 

sufficiently definite meaning as the name for structure.“ 

Williamson v. Citrix Online (Fed. Cir. 2015)
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UNINTENDED “MEANS-PLUS-FUNCTION” ISSUES

• Now easier for certain language to invoke “means” 

interpretation

• Consider, e.g.: “module for,” “component for,” “logic 

for,” etc.

• If such elements are construed (unintended) as “means” 

elements, you may:

• wind up with different scope than expected

• have other indefiniteness implications
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POTENTIAL INDEFINITENESS – UNINTENDED “MEANS-
PLUS-FUNCTION” ISSUE 

• Potential indefiniteness – unintended “means-plus-function” 

issue 

• For software function under a “means” interpretation, the 

“structure” is the algorithm for that function

• But if no such algorithm is actually disclosed in the description 

(including figures), the limitation is considered indefinite

• Could happen for some simple function where the drafter 

wasn’t contemplating a “means” interpretation

• It does not help if an algorithm for the function would have been 

readily known to a person of ordinary skill in the art
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OVERBREADTH

• Issue here is whether claim element may be interpreted later 

too broadly

• Concern of claim invalidity with respect to prior art

• Could arise particularly where claim amendments use 

language not used in specification

• Fixing After Grant – Reissue Application

• May be possible to fix deficiencies of types discussed here, 

improve/add claims, and file continuations for future claim 

drafting
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GENERAL ELEC. CO. V. WABASH APPLIANCE CORP., 
304 U.S. 364 (1938)

• In General Electric, the claim recited a “filament for electric incandescent 

lamps” made of tungsten “grains of such size and contour as to prevent 

substantial sagging and off-setting during a normal or commercially useful life 

for such a lamp or other device.”  304 U.S. at 368.

• The Court noted that the claim “uses indeterminate adjectives which describe 

the function of the grains to the exclusion of any structural definition, and thus 

falls within the condemnation of the doctrine that a patentee may not broaden 

his product claims by describing the product in terms of function.”  Id. at 371.

• The Court stated that “the vice of a functional claim exists not only when a 

claim is ‘wholly’ functional, if that is ever true, but also when the inventor is 

painstaking when he recites what has already been seen, and then uses 

conveniently functional language at the exact point of novelty.”  Id
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HALLIBURTON OIL WELL CEMENTING CO. V. WALKER, 
329 U.S. 1 (1946)

• The patent in Halliburton recited a “means associated with said pressure 

responsive device for tuning said receiving means to the frequency of echoes 

from the tubing collars of said tubing sections to clearly distinguish the echoes 

from said couplings from each other.”  329 U.S. at 8-9.  

• The Court noted that it had previously struck down claims that used 

“conveniently functional language at the exact point of novelty.”  Id., citing 

General Elec.

• The Court highlighted the “broadness, ambiguity, and overhanging threat of 

the functional claim” in that it bars any performance of the claimed function 

using any possible structures, and thus found the claim invalid because the 

patentee failed to “adequately depict the structure, mode, and operation of the 

parts in combination.”  Id. at 8-12.
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35 U.S.C. SECTION 112, SIXTH PARAGRAPH

• Congress enacted § 112(6) largely in response to Halliburton.  

• Section 112(6) provides a safe harbor, but with an important quid pro quo: 

functional claiming would be saved from invalidity, but only because it would 

be construed to cover the corresponding structure disclosed in the 

specification, and equivalents thereof.

• From the P. J. Federico Commentary: “It is unquestionable that some measure 

of greater liberality in the use of functional expressions in combination 

claims is authorized than had been permitted by some court decisions…”  Id. 

(emphasis added).
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35 U.S.C. SECTION 112, SIXTH PARAGRAPH

• “An element in a claim for a combination may be expressed as a means or 

step for performing a specified function without the recital of structure, material, 

or acts in support thereof, and such claim shall be construed to cover the 

corresponding structure, material, or acts described in the specification and 

equivalents thereof”
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RISE OF THE “PRESUMPTION”

• The first mention of a “presumption” appears to be in Greenberg v. Ethicon 

Endo-Surgery, Inc., 91 F.3d 1580, 1584 (Fed. Cir. 1996), and in that case it 

was an affirmative presumption that the statute applied where the word 

“means” was used: 

• “[T]he use of the term ‘means’ has come to be so closely associated with 

‘means-plus-function’ claiming that it is fair to say that the use of the term 

‘means’ (particularly as used in the phrase ‘means for’) generally invokes 

section 112(6) and that the use of a different formulation generally does 

not.”

• No analysis of the “strength” of the presumption
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THE “PRESUMPTION” BECOMES A “STRONG PRESUMPTION”

• The statement that the presumption is “strong” first appeared in Lighting World, 

Inc. v. Birchwood Lighting, Inc., 382 F.3d 1354, 1358 (Fed. Cir. 2004).

• The Court announced that “the presumption flowing from the absence of the 

term ‘means’ is a strong one that is not readily overcome.”  Id., citing Al-Site 

Corp. v. VSI Int’l, Inc., 174 F.3d 1308, 1318-19 (Fed. Cir. 1999), and 

Personalized Media Communs., L.L.C. v. ITC, 161 F.3d 696, 703 (Fed. Cir. 

1998)  

• However, neither Al-Site nor Personalized Media says anything about the 

“strength” of the presumption
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WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)
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WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• District court found the limitation subject to 112(6) and invalid for lack 

of corresponding structure in the specification

• Original panel (Moore, Linn, Reyna) reversed, with Judge Reyna 

dissenting

• Relied on Lighting World, Inc. v. Birchwood Lighting, Inc., 382 F.3d 

1354, 1358 (Fed. Cir. 2004), holding that the presumption against 

means treatment is "a strong one that is not readily overcome." 

• “To rebut this strong presumption, it must be demonstrated that 

‘skilled artisans, after reading the patent, would conclude that [the] 

claim limitation is so devoid of structure that the drafter 

constructively engaged in means-plus-function claiming.”
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WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• "[W]e have seldom held that a limitation not using the term 'means' 

must be considered to be in means-plus-function form, and the 

circumstances must be unusual to overcome the presumption," again 

citing Lighting World

• “The word ‘module’ has a number of dictionary meanings with 

structural connotations … connoting either hardware or software 

structure to those skilled in the computer arts”

• “the ‘distributed learning control module’ is claimed as a part of the 

definite structure ‘distributed learning server’”

• “A claimed expression cannot be said to be devoid of structure if it is 

used in common parlance or by persons of skill in the pertinent art to 

designate structure.”
25



WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• Judge Reyna dissent:

• “‘module’ is simply a generic description for 

software or hardware that performs a specified 

function.”

• “distributed,” “learning” and “control” do nothing to 

add structure to the claimed “module”

• There is no corresponding structure for the 

claimed “coordinating” function, so the claim is 

invalid 26



WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• En banc petition:

• The statute, 112(6), does not speak of “presumptions” 

let alone “strong” presumptions

• Lighting World created the “strong” presumption out of 

thin air

• Different panels treated the 112(6) analysis 

inconsistently, with some looking for sufficiently 

definite structure and others (such as the panel here) 

looking for any structure (e.g., looking for claims 

“devoid of structure”) 27



WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• En banc decision:

• “[M]erely because an element does not include the 

word ‘means’ does not automatically prevent that 

element from being construed as a means-plus-

function element”

• “The standard is whether the words of the claim 

are understood by persons of ordinary skill in the 

art to have a sufficiently definite meaning as the 

name for structure” 28



WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• En banc decision:

• “When a claim term lacks the word ‘means,’ the presumption 

can be overcome and § 112, para. 6 will apply if the 

challenger demonstrates that the claim term fails to ‘recite 

sufficiently definite structure’ or else recites ‘function without 

reciting sufficient structure for performing that function’”

• “[A] heightened burden is unjustified and that we should 

abandon characterizing as ‘strong’ the presumption that a 

limitation lacking the word ‘means’ is not subject to § 112, 

para. 6”
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WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• En banc decision:

• “‘Module’ is a well-known nonce word that can operate as a 

substitute for ‘means’ in the context of § 112, para. 6.  As the 

district court found, ‘module’ is simply a generic description 

for software or hardware that performs a specified function.”

• “The prefix ‘distributed learning control’ does not impart 

structure into the term ‘module.’  These words do not 

describe a sufficiently definite structure.”
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WILLIAMSON V. CITRIX ONLINE (FED. CIR. 2015)

• En banc decision:

• “[T]he claim does not describe how the ‘distributed 

learning control module’ interacts with other 

components in the distributed learning control 

server in a way that might inform the structural 

character of the limitation.”

• Lack of corresponding structure in the specification 

renders the limitation invalid
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POST-WILLIAMSON 

• Lack of “strong presumption” against applying 

112(6) makes it easier to argue indefiniteness at 

claim construction, but…

• Williamson-based 112(6) arguments are still 

frequently rejected by district courts

• No mass invalidation because of Williamson

• Impact on patent case volumes likely much lower 

than, e.g., Alice or IPR
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RECENT FEDERAL CIRCUIT DECISIONS

33



ZEROCLICK, LLC V. APPLE INC., 891 F.3D 1003, 126 U.S.P.Q.2D 
1765 (FED. CIR. 2018)
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ZEROCLICK, LLC V. APPLE INC., 891 F.3D 1003, 126 U.S.P.Q.2D 
1765 (FED. CIR. 2018)

• Plaintiff asserted two patents: 7,818,691 and 8,549,443

• District court found asserted claims invalid for indefiniteness in that 

means-plus-function terms not supported by structure in the specification

• Federal Circuit vacated and remanded finding that district court did not 

undertake relevant inquiry in this regard

• District court deemed means-plus-function treatment for: 

• “program that can operate the movement of the pointer”

• “user interface code being configured to detect one or more locations 

touched by a movement of the user's finger on the screen without 

requiring the exertion of pressure and determine therefrom a selected 

operation” 35



ZEROCLICK, LLC V. APPLE INC., 891 F.3D 1003, 126 U.S.P.Q.2D 
1765 (FED. CIR. 2018)

• District erred based on three reasons:

• Fact that disputed limitations incorporate functional language 

does not automatically convert the words into means for 

performing such functions

• District court's analysis removed terms from their context, 

which otherwise strongly suggests the plain and ordinary 

meaning of the terms

• District court made no pertinent finding that compels 

conclusion that graphical user interface program or code is 

used in common parlance as substitute for "means”
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FIBER, LLC V. CIENA CORP., 792 FED. APPX. 789, 2019 U.S.P.Q.2D 
448330 (FED. CIR. 2019)
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FIBER, LLC V. CIENA CORP., 792 FED. APPX. 789, 2019 U.S.P.Q.2D 
448330 (FED. CIR. 2019)

• “[T]he term ‘control,’ which is used in relation to the function of 

positioning the beam directing device, is a means-plus-function 

term.”

• “[T]he ‘control’ depicted in Figure 7A is a generic box with no 

indication of any structure.”

• Found “control” was not analogous to “circuit” which may 

connote structure

• Notes that material incorporated by reference cannot operate 

as the corresponding structure for 112(6)/(f)

• Found insufficient corresponding structure in the specification
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RAIN COMPUTING, INC. V. SAMSUNG ELECS. AM., INC., 989 F.3D 
1002 (FED. CIR. 2021)
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RAIN COMPUTING, INC. V. SAMSUNG ELECS. AM., INC., 989 F.3D 
1002 (FED. CIR. 2021)

• The Court’s findings:

• Section 112(6)/(f) terms can be nested in method claims where they 

are used to describe the structure that performs the claimed 

method

• “Module” is a well-known nonce word

• “User identification” does not add structure, it only describes the 

function of the module, to identify a user

• “User identification module” has no commonly understood meaning 

and is not used in the field to connote a particular structure

• The specification does not even mention the term, much less what 

its structure is 40



FEDERAL CIRCUIT TAKE-AWAYS

• Mostly a dutiful attempt to apply Williamson (no serious effort to return 

to the “strong” presumption)

• Remaining inconsistency in exactly what software claims/terms will 

trigger Section 112(f) and when

• Continued emphasis of sufficient algorithms in the specification to 

serve as corresponding structure
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RECENT DISTRICT COURT CASES
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K2M, Inc. v. OrthoPediatrics Corp. NO. 17-61-GMS, 2018 BL 
190775, 2018 WL 2426660 (D. Del. May 30, 2018)

43



K2M, INC. V. ORTHOPEDIATRICS CORP. (D. DEL. MAY 30, 2018)

• Claim construction order in D. Delaware in connection with two 

patents 9,532,816 and 9,655,664

• Court determined that inclusion of features “first and second’ or 

“grasping” does not convey sufficiently definite structure, material or 

acts to bring the claims out of purview of 112, par. 6

– Claim language does not provide a list of structure underlying 

grasping means or provide a detailed recitation of structure for 

performing function of grasping bone anchor

• Parties agreed that identified function is grasping a portion of bone 

anchor

• Court found that rod contact member is corresponding structure
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MICROCHIP TECH. INC. V. NUVOTON TECH. CORP. AM., NO. 19-
CV-01690-SI, 2020 BL 79111 (N.D. CAL. FEB. 28, 2020)
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MICROCHIP TECH. INC. V. NUVOTON TECH. CORP. AM., (N.D. 
CAL. FEB. 28, 2020)

• Claim construction order in N.D. Cal. in connection with six patents 

7,075,261, 7,126,515, 7,353,417, 7,930,576, 9,442,873, and 9,772,970

• For the ‘970 patent, Court separately analyzed each of the recited 

modules

– Determined that specification provides adequate structure for 

each “interface module”, “serial engine module”, and “port control 

module” to sustain presumption that §112(f) does not apply

– Plain and ordinary meaning of terms adopted
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MICROCHIP TECH. INC. V. NUVOTON TECH. CORP. AM., (N.D. 
CAL. FEB. 28, 2020)

• Parties agreed that “protocol 

module” subject to §112(f) and 

agreed on function of same

• Disputed whether ‘970 patent 

disclosed structure corresponding 

to claimed function of “providing 

configuration data for one of two or 

more serial communication 

protocols based on the protocol 

selection.“

• Court determined that specification 

did not support function and 

deemed claim 1 indefinite
47



T-JAT SYS. 2006 LTD. V. EXPEDIA, INC., NO. 16-CV-581-RGA, 2019 
BL 312718, 2019 US DIST LEXIS 142404 (D. DEL. AUG. 21, 2019)

48



T-JAT SYS. 2006 LTD. V. EXPEDIA, INC. (D. DEL. AUG. 21, 2019)

• Claim construction order in Delaware in connection with Pat. Nos. 

8,064,434 and 9,210,142

• Construction of “virtual client entity” in dispute; function of allowing 

communication between telephone device and Internet-based application

• Plaintiff proposed: “"an instance of executable software that emulates 

connectivity and/or resources of a computing device or software adapted 

to connect and request information from a server“

• Defendant argued 35 USC 112, ¶ 6 treatment

• Court deemed that plaintiff did not identify an algorithm and steps in flow 

chart does not explain how virtual client is created

• “Virtual client entity” deemed to be indefinite 
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UNILOC UNITED STATES V. SAMSUNG ELECS. AM., NO. 2:17-CV-
651-JRG, 2018 WL 5296046 (E.D. TEX. OCT. 24, 2018)
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UNILOC UNITED STATES V. SAMSUNG ELECS. AM. (E.D. TEX. 
OCT. 24, 2018)

• Claim construction order in E.D. Tex in front of Judge Gilstrap for U.S. Pat. No. 7,690,556

• Construction of “step calculation logic to utilize the motion detected by the accelerometer to 

detect and count steps” and “to utilize the motion detected by the accelerometer to make a 

calculation of an incline of a surface on which the user moved for one or more of the steps” 

at issue

• Court found that presumption against means-plus-function treatment overcome

• Parties agreed that function is "to utilize the motion detected by the accelerometer to detect 

and count steps"

• “step calculation logic” deemed to be indefinite due to lack of corresponding structure

• “incline logic” construed as plain and ordinary meaning in some claims due to claims 

themselves setting forth algorithms

• Other claims reciting “incline logic” do not have such detail and were deemed indefinite
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WEATHERFORD TECH. HOLDINGS, LLC V. TESCO CORP., NO. 
2:17-CV-456, 2018 BL 235971 (E.D. TEX. JULY 02, 2018)

52



WEATHERFORD TECH. HOLDINGS, LLC V. TESCO CORP. (E.D. 
TEX. JULY 02, 2018)

• Claim construction order in E.D. Tex in 

front of Judge Gilstrap for U.S. Pat. 

No. 7,249,637

• Defendants argued “mounting 

assembly” should be treated under 35 

§ USC 112, ¶ 6

• Court found that mount has a 

reasonably-well understood 

structural meaning and that claims 

do not recite functional language

• “mounting assembly” construed to 

mean “base”
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BEST MED. INT’L, INC. V. VARIAN MED. SYS., INC., NO. C.A. NO. 
18-1599, 2020 U.S. DIST. LEXIS 128221 (D. DEL. JULY 21, 2020)
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BEST MED. INT’L, INC. V. VARIAN MED. SYS., INC., NO. C.A. NO. 
18-1599, 2020 U.S. DIST. LEXIS 128221 (D. DEL. JULY 21, 2020)

• Plaintiff’s position: plain meaning, or a “computer” is “a 

programmable electronic device that can store, retrieve, and 

process data.”

• Defendant’s position: “computer…to” should be construed 

under 112(6)/(f)

• Court’s conclusion: The term is not subject to 112(6)/(f) and 

should receive it’s plain and ordinary meaning
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BEST MED. INT’L, INC. V. VARIAN MED. SYS., INC., NO. C.A. NO. 
18-1599, 2020 U.S. DIST. LEXIS 128221 (D. DEL. JULY 21, 2020)

• Court’s reasoning:

• Rebuttable presumption applies

• No case law finding “computer” subject to 112(6)/(f)

• Claims themselves describe the components communicating 

with or connected to the computer, which are structural 

limitations

• Specification describes computer as a general purpose

computer, which is a structure

• PTAB did not apply 112(6)/(f) in a co-pending IPR
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DYFAN, LLC V. TARGET CORP., NO. W-19-CV-00179-ADA, 2020 BL 
522938 (W.D. TEX. NOV. 24, 2020)
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DYFAN, LLC V. TARGET CORP., NO. W-19-CV-00179-ADA, 2020 BL 
522938 (W.D. TEX. NOV. 24, 2020)

• Target’s arguments:

• Code is a nonce word

• Code by itself cannot connote structure

• The claim does not recite an algorithm

• No corresponding structure in specification

• No off-the-shelf software could perform the recited 

function
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DYFAN, LLC V. TARGET CORP., NO. W-19-CV-00179-ADA, 2020 BL 
522938 (W.D. TEX. NOV. 24, 2020)

• Plaintiff’s argument:

• “Code” and “application” are not substitutes for “means”

• Court conclusions:

• Rebuttable presumption applies

• Claim recites only a function the code performs, plus some 

conditions on when it is performed

• Code is therefore defined only by function is performs

• Fact that claims also recited a “computer” did not change the 

outcome

• Claim is invalid because there is no corresponding structure
59



DYFAN, LLC V. TARGET CORP., NO. W-19-CV-00179-ADA, 2020 BL 
522938 (W.D. TEX. NOV. 24, 2020)

• “Application configured to” construed the same as “code 

configured to”

• Parties did not treat them differently

• Court conclusions for “system … configured” claims:

• Claims do not specify which part of the system performs the 

recited function

• Effectively makes the “system” a black box

• No corresponding structure in claim for performing the 

recited function
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GAMEVICE, INC. V. NINTENDO CO., NO. 18-CV-01942-RS, 2019 US 
DIST LEXIS 129803 (N.D. CAL. AUG. 02, 2019)
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GAMEVICE, INC. V. NINTENDO CO., NO. 18-CV-01942-RS, 2019 
U.S. DIST. LEXIS 129803 (N.D. CAL. AUG. 02, 2019)

• Court’s analysis:

• The claim language describes the term as a detachable part 

which attaches to the left and right-hand sides of the game 

controller and physically holds the electronic device in place 

by gripping the two sides of the electronic device

• This is not merely a functional description—rather it provides 

specific physical features of the "support," such as where the 

support attaches to, or grips, the various devices

• Because it describes structure, it is not subject to 112(6)
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XR COMMC’NS, LLC V. RUCKUS WIRELESS, INC., NO. 18-CV-
01992-WHO, 2021 BL 331816 (N.D. CAL. SEPT. 01, 2021)
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XR COMMC’NS, LLC V. RUCKUS WIRELESS, INC., NO. 18-CV-
01992-WHO, 2021 BL 331816 (N.D. CAL. SEPT. 01, 2021)

• The Court rejected plaintiff’s argument that “search receiver logic” 

connotes a known class of circuit structures

• Does not expressly say Williamson overrules Power Integrations and 

similar CAFC cases, but that may be an implication of the Court’s logic

• That terms may have been used in other fields (electronic warfare, GPS 

receivers) is not found relevant to this patent, which involves WiFi

• Notes patent defines “logic” broadly to mean “hardware, firmware, 

software, or any combination thereof …” which is not a specific structure

• Says being coupled to other structures does not make this limitation 

structural

• Found patent indefinite for failing to disclose sufficient structure 64



TAKE-AWAYS

• It can be hard to predict what district courts will do when faced with functional 

claim language

• Avoid use of “nonce words” that may trigger analysis under Section 112(f): 

"mechanism for," "module for," "device for," "unit for," "component for," 

"element for," "member for," "apparatus for," "machine for," or "system for.“

• Know that even technical terms may trigger 112(f), e.g., “code for,” “processor 

for,” “computer for”

• Be aware that many verbs can trigger 112(f): “adapted to,” “configured to,” 

“operable to,” etc.

• Best protection is to include clear structures (i.e., algorithms) in the 

specification to perform any recited functions
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IS AN “ALGORITHM” ALWAYS REQUIRED?
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QUALCOMM INC. V. INTEL CORP., 6 F.4TH 1256 (FED. CIR. 2021)

28. An apparatus comprising:

• means for determining a single power tracking signal based on a plurality of in-phase (I) and 

quadrature (Q) components of a plurality of carrier aggregated transmit signals being sent 

simultaneously, wherein a power tracker receives the plurality of I and Q components 

corresponding to the plu-rality of carrier aggregated transmit sig-nals and generates the single 

power tracking signal based on a combination of the plurality of I and Q components, wherein the 

plurality of carrier aggregated transmit signals comprise Orthogonal Frequency Division 

Multiplexing (OFDM) or Single Carrier Frequency Division Multiple Access (SC-FDMA) signals;

• means for generating a single power supply voltage based on the single power tracking signal; and

• means for receiving the single power supply voltage and the plurality of carrier aggregated transmit 

signals being sent simultaneously and producing a single output radio frequency (RF) signal.
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QUALCOMM INC. V. INTEL CORP., 6 F.4TH 1256 (FED. CIR. 2021)

• The Board determined the function to be, in short, "determining a single power 

tracking signal.”

• The Board identified power tracker 582, which it found to be a circuit rather than a 

computer, as the corresponding structure

• Qualcomm argues that the corresponding structure, in addition to the integrated circuit 

on which the power tracker may be implemented, must include algorithms for 

programming that circuit.

• Holding: “our case law does not require a specific algorithm when the identified 

structure is not a general-purpose computer or processor.”

• “electrical arts [can] rely on circuitry as the corresponding structure for their means-

plus-function claim limitations.”
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INTERPLAY WITH SECTION 101
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ALICE CORP. PTY. LTD. V. CLS BANK INT’L, 573 U.S. 208 (2014)

• Abstract ideas have long been held to be ineligible for 

patenting

• Alice established the two-step test currently used for patent 

eligibility of computer software inventions:

• Step 1: determine if the claims are directed to an abstract 

idea

• Step 2: determine whether the claims contain an “inventive 

concept” sufficient to transform the claimed abstract idea into 

a patent-eligible application.
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ALICE CORP. PTY. LTD. V. CLS BANK INT’L, 573 U.S. 208 (2014)

1. A data processing system to enable the exchange of an obligation between 

parties, the system comprising:

• a data storage unit having stored therein information about a shadow credit 

record and shadow debit record for a party, independent from a credit record 

and debit record maintained by an exchange institution; 

• and a computer, coupled to said data storage unit, that is configured to (a) 

receive a transaction; (b) electronically adjust said shadow credit record and/or 

said shadow debit record in order to effect an exchange obligation arising from 

said transaction, allowing only those transactions that do not result in a value 

of said shadow debit record being less than a value of said shadow credit 

record; and (c) generate an instruction to said exchange institution at the end 

of a period of time to adjust said credit record and/or said debit record in 

accordance with the adjustment of said shadow credit record and/or said 

shadow debit record, wherein said instruction being an irrevocable, time 

invariant obligation placed on said exchange institution.
71



ALICE CORP. PTY. LTD. V. CLS BANK INT’L, 573 U.S. 208 (2014)

• “Petitioner’s claims to a computer system and a computer-readable medium 

fail for substantially the same reasons [as its method claims].  … As to its 

system claims, petitioner emphasizes that those claims recite ‘specific 

hardware’ configured to perform ‘specific computerized functions.’  But what 

petitioner characterizes as specific hardware—a ‘data processing system’ with 

a ‘communications controller’ and ‘data storage unit’  … is purely functional 

and generic. Nearly every computer will include a ‘communications controller’ 

and ‘data storage unit’ capable of performing the basic calculation, storage, 

and transmission functions required by the method claims.  As a result, none 

of the hardware recited by the system claims offers a meaningful limitation 

beyond generally linking the use of the method to a particular technological 

environment, that is, implementation via computers.”
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INTERVAL LICENSING LLC V. AOL INC., 896 F.3D 1335 (FED. CIR. 
2018)

18. A computer readable medium, for use by a content display system, encoded with one or more computer programs for 

enabling acquisition of a set of content data and display of an image or images generated from the set of content data on a 

display device during operation of an attention manager, comprising:

[1] acquisition instructions for enabling acquisition of a set of content data from a specified information source;

[2] user interface installation instructions for enabling provision of a user interface that allows a person to request the 

set of content data from the specified information source;

[3] content data scheduling instructions for providing temporal constraints on the display of the image or images 

generated from the set of content data;

[4] display instructions for enabling display of the image or images generated from the set of content data;

[5] content data update instructions for enabling acquisition of an updated set of content data from an information source 

that corresponds to a previously acquired set of content data;

[6] operating instructions for beginning, managing and terminating the display on the display device of an image 

generated from a set of content data;

[7] content display system scheduling instructions for scheduling the display of the image or images on the display 

device;

[8] installation instructions for installing the operating instructions and content display  system scheduling instructions on 

the content display system; and

[9] audit instructions for monitoring usage of the content display system to selectively display an image or images 

generated from a set of content data.
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INTERVAL LICENSING LLC V. AOL INC., 896 F.3D 1335 (FED. CIR. 
2018)

• “The focus of the claims here is directed to ‘providing information to a person 

without interfering with the person’s primary activity,’ i.e., the result-centric 

construction of the claimed ‘attention manager.’”

• “[T]he act of providing someone an additional set of information without 

disrupting the ongoing provision of an initial set of information is an abstract 

idea … found in, for example, a television station’s use of a breaking news 

ticker across the bottom of the screen.”

• As part of Alice Step 1 analysis: “the content data update instructions, which 

enable updating the displayed information, are recited only at the broadest, 

functional level, without explaining how that is accomplished, let alone 

providing a technical means for performing that function.”

• Also no improvement at Alice Step 2, so claims were found invalid
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UNIV. OF FLA. RESEARCH FOUND., INC. V. GE CO., 916 F.3D 1363 
(FED CIR. 2019)

1. A method of integrating physiologic treatment data comprising the steps of:

• receiving physiologic treatment data from at least two bedside machines;

• converting said physiologic treatment data from a machine specific format into 

a machine independent format within a computing device remotely located 

from said bedside machines;

• performing at least one programmatic action involving said machine-

independent data; and

• presenting results from said programmatic actions upon a bedside graphical 

user interface.
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UNIV. OF FLA. RESEARCH FOUND., INC. V. GE CO., 916 F.3D 1363 
(FED CIR. 2019)

• The '251 patent "fails to provide any technical details for the tangible 

components, . . . instead predominately describ[ing] the system and 

methods in purely functional terms."

• Claim 1 is directed to the abstract idea of “collecting, analyzing, manipulating, 

and displaying data.”

• The claim merely recites the abstract idea along with the requirement to 

perform it on a computer

• Patent found invalid under Section 101
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SECTION 101 TAKE-AWAYS

• Need to be aware of Alice two-part test, and whether claims contain an 

inventive concept, but more importantly:

• Know that broadly functional language, in addition to raising Section 112 

concerns, will also potentially trigger heightened scrutiny under Section 101
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QUESTIONS?QUESTIONS?
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The current presentation should not be considered or construed as legal advice on any individual matter or circumstance by

either of the presenters. The contents of this document are intended for general information purposes only and may not be

quoted or referred to in any other presentation, publication or proceeding without the prior written consent of the presenters.

The distribution of this presentation or its content is not intended to create, and receipt of it does not constitute, an attorney-

client relationship. The views set forth herein are the personal views of the authors and do not necessarily reflect those of

respective firms of the presenters.
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