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Social Media Infringement Traps
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Social Media –
Relevance in Modern Society

• Facebook – nearly 3 billion active users with nearly 2 
billion daily active users

• Twitter – 330 million active users, 200 million daily active 
users

• Instagram – 1 billion active users, 500 million daily active 
users

• TikTok – over 1 billion daily active users 
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Social Media Marketing

• Vital for a business to have a social media 
presence

• Social media marketing – economical, fast, 
measurable

• Many companies forgo traditional marketing 
exclusively for social media marketing
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Beware!

• Blurred lines between personal social media and 
commercial social media 

• If you would not use it on a billboard in Times 
Square, it is probably not okay to use on social 
media

• Technology and medium is relatively new, but the 
same IP laws apply to social media marketing as 
apply to traditional marketing

• Don’t confuse personal social media and business 
social media
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If it’s on the Internet, does that mean 
it’s public domain or okay to use?

• Assume that all photographs, 
written materials, audio/visual 
materials on the Internet are 
protected by copyright and/or 
trademark laws

• Availability on the Internet 
does not mean a work is in the 
“public domain”

• Linking to other content or 
embedding is now legally 
unclear, but copying material 
from another website and 
using on brand’s social media 
page is clearly prohibited 

• Assume that anything created 
after 1926 is protected by 
copyright
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Copyright Considerations

• Photographs, written works, artwork, musical 
works, audio/visual works

• Copyright owner has exclusive rights in 
copyrighted works, such as right to reproduce, 
distribute copies, and display - 17 USC § 106

• Multiple copyrights can exist in one work, for 
example, a photograph of a piece of art
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Caution: Using Photographs

• The use of photographs in social media by 
companies is likely the biggest risk for 
infringement

• Photographers own rights in their photographs –
regardless of the subject matter

• Photographers and photography agencies enforce 
these rights
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Beware of Using Stock Photos 
From Digital Imaging Companies

• Stock photos are available for use under a license

• For example, Getty Images, Shutterfly, etc.

• Need to look at what uses the specific license 
covers – editorial vs. commercial use

• Consider underlying IP rights in photographs

– Photos of branded products

– Photos of celebrities
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“Server Rule” Questioned

• Historically, a company embedding another’s social 
media post in its own website or social media was 
found not to constitute copyright infringement as the 
copyrighted work remained housed on the original 
server

• Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146 
(9th Cir. 2007) 

• Courts in the 9th Circuit use “server rule” to apply to 
social media (Hunley v. Instagram, LLC, 3:21-cv-03778 
CRB (N.D. Cal. 2021))
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Split Between Circuits 
Developing

• New York courts have held the “server rule” is 
contrary to Copyright Law

• One example - Nicklen v. Sinclair Broadcast 
Group, Inc. 20-cv-10300 (SDNY 2020) – “The 
server rule is contrary to the text and legislative 
history of the Copyright Act.” Embedding violates 
copyright owner’s exclusive right to “display” the 
copyrighted work. 



3765465.1

Rise in Paparazzi Lawsuits

• Celebrities are being sued for posting photos of 
themselves on social media

• Dua Lipa, Naomi Watts, Jennifer Hudson, Blake 
Lively, Brian Wilson have all been sued recently 
for posting their own photos on social media

• No clear defense
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Celebrity Fights Back

• Many companies and celebrities pay rather than 
face lawsuits

• Backgrid USA, Inc. v. Lisa Rinna, 2:21-cv-04779-
MCS-E (C.D. Cal 2021)

• Photo agency, Backgrid, sued Rinna for $1.2 
million for 8 Instagram posts of herself that used 
photos of a photographer represented by 
Backgrid
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“Weaponize” the Copyright Act

• Rinna refused to settle, asserting that the suit, 
and others like it, “weaponize” the Copyright Act. 

• She also claims that: "Having taken and used 
[Rinna’s] images in this fashion, . . . an implied 
license was created between [Rinna] and the 
[photographers], whereby it was understood that 
Ms. Rinna would be permitted to use and 
comment on these photographs of her and her 
family without facing a claim of 'infringement.'"



3765465.1

False Endorsement

• Lanham Act, 15 U.S.C. § 1125(a)(1) 

“[I]n connection with any goods or services […] uses in commerce any word, 
term, name, symbol, or device […] which […] is likely to cause confusion […] 
or to deceive as to the affiliation, connection or association of such person 
with another person.”

• California Right of Publicity Statute, Cal Civ. Code § 3344

“[K]nowingly uses another’s name, voice, signature, photograph, or likeness 
in any manner […] or for purposes of advertising or selling […] without such 
person’s prior consent.”

• N.Y. CVR Law §§ 50 and 51

“Any person whose name, portrait, picture or voice is used within this state 
for advertising purposes or for the purposes of trade without the written 
consent first obtained as above provided may maintain an equitable action 
in the supreme court of this state
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• Katherine Heigl v. 
Duane Reade, Inc., No. 
25-2502 (S.D.N.Y. 2014).
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• Sofia Vergara posted a selfie of herself during a 
“Venus Concept Legacy” skin-tightening 
treatment

• Venus Concept then used the image on its own 
social media to advertise its products, claiming its 
treatment was “Loved by bombshell actress Sofia 
Vergara.”

• Vergara sued for $15 million and case settled
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• Amy Adams and Valentino

- “We are pleased to announce Amy Adams carrying the 
Valentino Garavani Rockstud Duble bag from the 
Spring/Summer 2014 collection on Feb. 6 in New York.”
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LOOK-ALIKES
• Ariana Grande recently sued Forever 21 for using 

“look-alike” model in its social media postings
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Trademarks

• Be careful if posting any content using any name, 
symbol or other indicia of another brand 

• Comparative advertising vs. passing off

• Use of competitor’s hashtags - Fraternity 
Collection, LLC v. Fargnoli, No. 3:13-CV-664-CWR-
FKB (S.D. Miss. 2013)

• Influencers can also be liable for trademark 
infringement Petunia Products, Inc. v. Rodan & 
Fields, No. 8:21-cv-00630 (C.D. Cal. 2021)
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When in Doubt . . . 

• Do not use any material you acquire from the 
Internet that does not belong to you or for which 
you have not obtained proper written approval to 
use

• Do not use photographs which are unlicensed

• Retweeting or reposting other social media 
content may still subject you to liability
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Co-Chair, Global IP & Technology Practice Group

Greenberg Traurig LLP
(650) 289-7881 (310) 586-6575        (202) 331-3138

Ballon@GTLaw.com
Facebook, Twitter, LinkedIn: Ian Ballon
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 Copyright – original and creative expression

 Multipart balancing test 

 Trademark – anything that identifies goods or services

 Use “other than as a mark” under 15 U.S.C. 1115(b)(4) 

 Dilution defenses

 Nominative fair use 

 First Amendment: The Rogers v. Grimaldi test

 Rights of publicity – commercial use of a person’s 
attributes – federal and state statutes and common law

 Lanham Act fair use

 First Amendment protections



 Multipart balancing test available when a work is used “for purposes such as criticism, comment, 
news reporting, teaching . . . Scholarship or research”
 Courts must consider:

 The purpose and character of the use, including whether it is of a commercial nature or is for 
nonprofit educational purposes;
 Commercial
 Transformative 

 The nature of the work (creative works are closer to the core of intended copyright protection 
than informational or functional works)

 The amount and substantiality of the portion used in related to the copyrighted work as a 
whole

 The effect of the use upon the potential market for or value of the copyrighted work 

 Courts may consider other criteria
 VCR recordings 

 Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417 (1984)
 For security research: Apple Inc. v. Corellium, LLC, 510 F. Supp. 3d 1269, 1285-92 (S.D. Fla. 2020)  
 Data mining/ Google books

 Author’s Guild, Inc. v. HathiTrust, 755 F.3d 87 (2d Cir. 2014)
 Author’s Guild, Inc. v. Google Inc., 804 F.3d 202 (2d Cir. 2015), cert. denied, 136 S. Ct. 1658 (2016)

 Use in connection with criticism

 Katz v. Google, Inc., 802 F.3d 1178 (11th Cir. 2015)






 Google LLC v. Oracle America, Inc., 141 S. Ct. 1183 (2021) (6-2) (Breyer)
 Google’s reimplementation of 37 of 166 of Java SE application programming interfaces (APIs) in the Android mobile 

operating system was a fair use
 Declined to address software copyrightability but provided some guidance

 Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 992 F.3d 99 (2d Cir. 2021) 
 Marano v. Metropolitan Museum of Art, 844 F. App’x 436 (2d Cir. 2021) 

 O’Neil v. Ratajkowski, 19 Civ. 9769 (AT), 2021 WL 4443259 (S.D.N.Y. Sept 28, 2021)





 Multipart balancing test available when a work is used “for purposes such as criticism, comment, 
news reporting, teaching . . . Scholarship or research”
 Courts must consider:

 The purpose and character of the use, including whether it is of a commercial nature or is for 
nonprofit educational purposes;
 Commercial
 Transformative 

 The nature of the work (creative works are closer to the core of intended copyright protection 
than informational or functional works)
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whole
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 Copyright Fair Use – all 4 factors supported fair use (6-3)

 Implementing code (original), method call (java.lng), 
declaring code (labels tasks (methods) and organizes them 
into packages and classes (file cabinets, drawers and files) 

 Google reimplemented Java SE APIs (writing original code, 
but copying about 1/3 of the APIs so easy for 
programmers)
 The nature of the work (creative works are closer to the core of intended 

copyright protection than informational or functional works)

 The purpose and character of the use, including whether it is of a commercial 
nature or is for nonprofit educational purposes;
 Commercial

 Transformative 

 The amount and substantiality of the portion used in related to the 
copyrighted work as a whole

 The effect of the use upon the potential market for or value of the 
copyrighted work

 Software is different from other literary works



 Trademark – anything that identifies goods or services

 Use “other than as a mark” under 15 U.S.C. 1115(b)(4) 
 KP Permanent Make-Up, Inc. v. Lasting Impressions I, Inc., 543 U.S. 111 (2004)
 A defendant is entitled to a fair use defense under this provision if it establishes that it used the 

allegedly infringing term (1) other than as a mark, (2) in a descriptive sense, and (3) in good faith
 Kelly-Brown v. Winfrey, 717 F.3d 295, 308 (2d Cir. 2013)
 Hard Candy, LLC v. Anastasia Beverly Hills, Inc., 921 F.3d 1343, 1363-64 (11th Cir. 2019)

 Dilution defenses
 “Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of a 

famous mark by another person other than as a designation of source for the persons own goods or 
services, including use in connection with” (i) comparative advertising or (ii) parody, criticism or 
commentary

 All forms of news reporting and commentary
 Noncommercial use of a mark

 Nominative fair use
 New Kids on the Block v. News America Publishing, Inc., 971 F.2d 302 (9th Cir. 1992)

 a use will be deemed fair if (1) the goods or services identified are not readily identifiable without 
use of the mark; (2) only so much of the mark or marks are used as is reasonably necessary to 
identify the product or service; and (3) the user does nothing that would, in conjunction with the 
mark, suggest sponsorship or endorsement by the trademark holder
- Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002)
- Volkswagenwerk Aktiengesellschaft v. Church, 411 F.2d 350, 352 (9th Cir. 1969)
- Sen v. Amazon.com, Inc., Case No.: 3:16-CV-01486-JAH-JLB, 2018 WL 4680018, at *4 (S.D. Cal. 

Sept. 28, 2018) (granting summary judgment for Amazon.com on claims for contributory and 
vicarious trademark infringement under the Lanham Act, where plaintiff's mark appeared in 
an online product review posted by a user on the defendant's platform)

 Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211 (3d Cir. 2005) 
 whether: (1) the use of plaintiff's mark is necessary to describe (a) plaintiff's product or service, 

and (b) defendant's product or service; (2) only so much of the plaintiff's mark used as is 
necessary to describe plaintiff's products or services; and (3) the defendant's conduct or language 
reflect the true and accurate relationship between the plaintiff and defendant's products or 
services



 Artistic, creative and expressive uses: 




 VIP Productions LLC v. Jack Daniel's Properties, Inc., 953 F.3d 1170, 
1174-76 (9th Cir. 2020) 

 Twentieth Century Fox Television v. Empire Distribution, Inc., 
875 F.3d 1192, 1196-1200 (9th Cir. 2017)

 Punchbowl, Inc. v. AJ Press LLC, _ F. Supp. 3d _, 2021 WL 
3356848 (C.D. Cal. July 16, 2021), appeal noticed, No. 21-
55881 (9th Cir.)











Is the plaintiff’s 
mark used as part 

of an expressive 
work protected by 

the First 
Amendment?

Does the 
secondary 

use have some 
artistic 

relevance

Is the use 
explicitly 

misleading? *

Apply traditional 
trademark/dilution/unfair 

competition analysis

The secondary use is 
protected by the First 

Amendment

Yes

Yes

Yes

No

No

No

Courts consider:

(a) The degree to which the junior user uses the mark in the same way as the senior user

(b) The degree to which the junior has added his or her own expressive content to the work beyond the mark itself

Dr. Seuss Enterprises, L.P. v. ComicMix LLC, 983 F.3d 443, 463 (9th Cir. 2020), cert. denied, 141 S. Ct. 2803 (2021)



 Rights of publicity – commercial use of a person’s attributes 

 State law statutes, state common law, Lanham Act

 Lanham Act fair use (fair use, nontrademark use,, false endorsement)

 State law - not just famous celebrities

 Callahan v. Ancestry.com, Inc., Case No. 20-cv-08437-LB, 2021 WL 783524, at *5-6 (N.D. Cal. Mar. 
1, 2021) 

 First Amendment protections

 Public interest / newsworthiness exceptions

 Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S. 562 (1977).

 Incidental use

 Creative uses 

 Comedy III Productions, Inc. v. Gary Saderup, Inc., 25 Cal. 4th 387 (2001)

 Winter v. DC Comics, 30 Cal. 4th 881 (2003) 

 Doe v. TCI Cablevision, 110 S.W.3d 363 (Mo. 2003), cert. denied, 540 U.S. 1106 (2004)

 Hamilton v. Speight, 827 F. App’x 238 (2d Cir. 2020)

 Communications Decency Act (47 U.S.C. § 230(c))
 Hepp v. Facebook, Inc., 14 F.4th 204 (3d Cir. 2021) (right of publicity claim not 

preempted)
 Perfect 10, Inc. v. Ccbill, 488 F.3d 1102 (9th Cir. 2007) (right of publicity preempted)
 Enigma Software Group, LLC v. Malwarebytes, Inc., 946 F.3d 1040 (9th Cir. 2019), cert. 

denied, 140 S. Ct. 2761 (2020) 
 Callahan v. Ancestry.com, Inc., 2021 WL 783524, at *5-6 (N.D. Cal. Mar. 1, 2021) 

 Deep Fakes

 Post-Mortem rights (and N.Y. Civil Rights L. § 50-f (effective May 29, 2021))





 Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146 (9th Cir. 2007)

 The server test: merely creating a link to another website does not create a copy within the meaning of MAI v. Peak and cannot result in direct liability for 
copyright infringement (although it plausibly could lead to secondary infringement based on the direct infringement of a user, if any)

 The case involved reproduction, distribution, and public display of photos 

 Flava Works, Inc. v. Gunter, 689 F.3d 754 (7th Cir. 2012)

 Granting summary judgment for the defendant where its video bookmarking service, which created in-line links to videos on third party websites via frames, 
could not support a claim for contributory infringement because merely creating links is not a material contribution (and stating in dicta that direct liability 
could not be imposed because creating an in-line link to videos via frames from the defendant's website did not amount to a public performance)

 Live Nation Motor Sports, Inc. v. Davis, 81 U.S.P.Q.2d 1826, 2007 WL 79311 (N.D. Tex. Jan. 9, 2007) (holding that a link to a stream of a live webcast of motor 
races that were shown in real time constituted a public performance or display because those terms encompass "each step in the process by which a protected work 
wends its way to the audience").  Definition of fixation is broader for public performances than for other copyright rights

 Recently, some district courts have held that a prima facie case for direct infringement may be made (subject to potentially applicable defenses) where 
in-line or embedded links create public displays of photographs

 Goldman v. Breitbart News Network, LLC, 302 F. Supp. 3d 585 (S.D.N.Y. 2018) (holding that that an image displayed via embedded links in various 
publications, from the Twitter feed where it had been posted, constituted a public display under the Copyright Act; granting partial summary 
judgment to the plaintiff)

 The Leader’s Institute, LLC v. Jackson, Civil Action No. 3:14-CV-3572-B, 2017 WL 5629514, at *10 (N.D. Tex. Nov. 22, 2017) (denying plaintiff’s 
motion for summary judgment on defendant’s counterclaim for copyright infringement, holding that plaintiff publicly displayed copyrighted 
content from defendant’s website by framing it on its own website; distinguishing framing from ordinary linking)

 Sinclair v. Ziff Davis, LLC, 2020 WL 3450136 (S.D.N.Y. June 24, 2020) (denying MTD on reconsideration; by agreeing to Instagram's Terms of Use, 
plaintiff authorized Instagram to grant API users, such as Mashable, a sublicense to embed her public Instagram content, but the complaint 
failed to establish that Instagram exercised that right)

 McGucken v. Newsweek LLC, 19-CV-9617, 2020 WL 2836427, at *4–5 (S.D.N.Y. June 1, 2020)

 Nicklen v. Sinclair Broadcast Group, Inc., _ F. Supp. 3d _, 2021 WL 3239510 (S.D.N.Y. July 30, 2021)

 Free Speech Systems, LLC v. Menzel, 390 F. Supp. 3d 1162, 1172 (N.D. Cal. 2019) (reading Perfect 10 as limited to search engines) 
(Orrick)

 Hunley v. Instagram, LLC, Case No. 21-cv-03778-CRB, 2021 WL 4243385 (N.D. Cal. Sept. 17, 2021) (Breyer) 

 Bell v. Wilmott Storage Services, LLC, 12 F.4th 1065 (9th Cir. 2021) (applying the server test to a public display of a photograph where the 
image wasn’t indexed)

 Defenses – DMCA, fair use, implied license, de minimis infringement, Sony safe harbor

 Boesen v. United Sports Publications, Ltd., 20-CV-1552 (ARR) (SIL), 2020 WL 6393010 (E.D.N.Y. Nov. 2, 2020) (dismissing a 
photographer’s claim against a sports news publisher, which had included an embedded link to an Instagram post by professional 
tennis player Caroline Wozniacki, announcing her retirements (which included a low-resolution, cropped version of a photograph 
taken by the plaintiff), in an article it published about Wozniacki’s career, which also quoted the text of the Instagram post)

 Walsh v. Townsquare Media, Inc., 464 F. Supp. 3d 570 (S.D.N.Y. 2020) (dismissing, as fair use, a Paparazzi photographer’s copyright 
infringement claim, brought against the publisher of XXL magazine, which had embedded a link to an Instagram post by hip hop 
artist Cardi B, which included a photograph taken by plaintiff of Cardi B at a Tom Ford fashion show, in an article entitled Cardi B 
Partners with Tom Ford for New Lipstick Shade, which was focused on the event and referenced the Cardi B Instagram post 
which featured the photograph). 







 Khaled v. Bordenave, 18 Civ. 5187 (PAE), 2019 WL 1894321, at *6 (S.D.N.Y.  Apr. 29, 2019) 
(allowing DJ Khaled and ATK Entertainment to amend their complaint to add allegations 
concerning uses by defendants of plaintiffs’ WE THE BEST mark, including #WETHEBEST 
and #WETHEBESTBRANDS, as hashtags to advertise products in social media; rejecting 
the argument that use of a mark in hashtags could not amount to trademark infringement)

 Chanel, Inc. v. WGACA, LLC, 18 Civ. 2253 (LLS), 2018 WL 4440507, at *2-3 (S.D.N.Y. Sept. 14, 
2018) (denying motion to dismiss and rejecting nominative fair use defense, holding that 
the owner of the CHANEL trademark plausibly alleged that WGACA’s use of the hashtag 
#WGACACHANEL infringed Chanel’s trademarks (and supported a claim for false 
advertising) by alleging that WGACA conjoined its acronym with the Chanel trademark to 
create the impression that WGACA was affiliated with Chanel or was an authorized Chanel 
retailer, where WGACA’s social media pages included quotations of Coco Chanel, 
photographs of Chanel-branded products, and photographs of models and public-opinion 
influencers wearing or carrying Chanel handbags, including previous Chanel ads)

 Juul Labs, Inc. v. 4X PODS, Civil Action No. 18-15444 (KM) (MAH), 2020 WL 2029327 (D.N.J. 
Apr. 28, 2020) (denying defendant’s motion to dismiss, holding that plaintiff plausibly 
stated a claim and that hashtags are not per se always fair use)
 Juul Labs, Inc. v. 4X PODS, 509 F. Supp. 3d 52, 63 (D.N.J. 2020) (finding the defendant unlikely to 

prevail on its nominative fair use defense, in connection with entering a TRO in favor of the plaintiff; 
“[o]ne post with Juul hashtags among many unoffending posts could be written off, but that is not 
the case here. Given how many Juul-related hashtags were used and in how many posts, Eonsmoke 
stretched its usage of the Juul wordmark beyond nominative fair use.”)

 Pasadena Tournament of Roses Association v. City of Pasadena, Case No. 2:21-CV-01051-AB-
JEMx, 2021 WL 3553499, at *5-6 (C.D. Cal. July 12, 2021) (dismissing claims of trademark 
infringement, unfair competition, false association, false endorsement, and false 
designation of origin under the Lanham Act and California unfair competition, holding that 
defendant’s use of ROSE BOWL on the Instagram account of the City of Pasadena, where 
the Rose Bowl typically is played, including as a hashtag, was a nominative fair use)
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First Place to Look: The Terms of Service

• Each platform has its own terms of service 

• Platforms will typically include a provision that allows the users to retain their IP rights 

• All platforms grant a license from the user to the platform for the platform to use and display the content 

• Will usually make the unauthorized posting of others’ content or trademarks a violation of the Terms of 
Service and reserves the option to suspend a user’s account for violations

• May include an indemnification from the user (esp. business users) to the platform, for actions that violate 
the TOU 
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Terms of Use: What do they say on Re-posting? 

3

By submitting, posting or displaying Content on or through the 

Services, you grant us a worldwide, non-exclusive, royalty-free 

license (with the right to sublicense) to use, copy, reproduce, 

process, adapt, modify, publish, transmit, display and distribute 

such Content … . This license authorizes us to make your 

Content available to the rest of the world and to let others do 

the same.

You agree that this license includes the right for Twitter to provide, promote, and 

improve the Services and to make Content submitted to or through the Services 

available to other companies, organizations or individuals for the syndication, 

broadcast, distribution, Retweet, promotion or publication of such Content on other 

media and services, subject to our terms and conditions for such Content use.

Such additional uses by Twitter, or other companies, organizations or individuals, 

is made with no compensation paid to you with respect to the Content that you 

submit, post, transmit or otherwise make available through the Services as the use 

of the Services by you is hereby agreed as being sufficient compensation for the 
Content and grant of rights herein.

You grant Pinterest and our users a non-exclusive, royalty-free, 

transferable, sublicensable, worldwide license to use, store, 

display, reproduce, save, modify, create derivative works, 

perform, and distribute your User Content on Pinterest solely 

for the purposes of operating, developing, providing, and using 

Pinterest.

Specifically, when you share, post, or upload 

content that is covered by intellectual property rights 

on or in connection with our Products, you grant us 

a non-exclusive, transferable, sub-licensable, 

royalty-free, and worldwide license to host, use, 

distribute, modify, run, copy, publicly perform or 

display, translate, and create derivative works of 

your content (consistent with your privacy and  

application settings).

This means, for example, that if you share a photo on Facebook, you 

give us permission to store, copy, and share it with others (again, 

consistent with your settings) such as service providers that support 

our service or other Meta Products you use. 

When you share information on our 

Services, others can see, copy and use 

that information.

Our Services allow messaging and sharing of information in many 

ways, such as your profile, articles, group posts, links to news 

articles, job postings, messages and InMails. Information and content 

that you share or post may be seen by other Members, Visitors or 

others (including off of the Services). 

https://www.facebook.com/help/1727608884153160?ref=tos
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But Beware … 

The Terms of Service don’t provide a total shield and businesses should 
still proceed cautiously to not overstep the boundaries provided by the TOS.

4
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Agence France Presse 
v. Morel - S.D.N.Y. 
(August 13, 2014)

• Morel took 8 photographs of the 
aftermath of the Haiti earthquake of Jan 
2010 and uploaded them to TwitPic and 
linked his Twitter page to the photos.

• Twitter user Lisandro Suero copied 
these photographs to Suero’s Twitter 
feed without consent. 

• AFP obtained the photographs from 
Suero’s Twitter feed and subsequently 
placed them on its platform for 
licensing and distribution.  

• AFP learned that Morel, not Suero, was 
the photographer, and updated its 
caption to identify Morel as the 
photographer. But it did not seek a 
license from Morel.

• Morel asserted copyright infringement. 

• AFP filed a DJ action. 

5
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Agence France Presse v. Morel - S.D.N.Y. (August 13, 2014)

6

• AFP argues it has a license from the 

Twitter  TOS 

“Indeed, this is the fatal flaw in AFP's 

argument: it fails to recognize that even if 

some re-uses of content posted on Twitter 

may be permissible, this does not 

necessarily require a general license to use 

this content as AFP has.”

“Moreover, the provision that Twitter 

‘encourage[s] and permit[s] broad re-use of 

Content’ does not clearly confer a right on 

other users to re-use copyrighted postings.”

• Twitter's terms may allow the retweeting 

of users' images, but do not grant a 

license for use off its platform.

• Jury awarded 1.2M in damages

Twitter TOS in relevant part: 
You retain your rights to any Content you submit, post or display on or 
through the Services. By submitting, posting or displaying Content on or 
through the Services, you grant us a worldwide, non-exclusive, royalty-
free license (with the right to sublicense) to use, copy, reproduce, 
process, adapt, modify, publish, transmit, display and distribute such 
Content in any and all media or distribution methods (now known or 
later developed).

Tip[:] This license is you authorizing us to make your Tweets available to 
the rest of the world and to let others do the same. But what's yours is 
yours—you own your content.

You agree that this license includes the right for Twitter to make such 
Content available to other companies, organizations or individuals who 
partner with Twitter for the syndication, broadcast, distribution or 
publication of such Content on other media and services, subject to our 
terms and conditions for such Content use.
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#What’s the #Deal 
with #Hashtags?

Is a hashtag protectable as a trademark?

• Can be difficult, but is possible. 

• Has to meet all the other requirements of a 
trademark, e.g. 

• distinctiveness 

• clearance 

• use as a trademark in a source identifying 
matter, etc. 

• Use solely on social media posts very unlikely 
to pass USPTO muster

7

#EVERYDAYMADEWELL ®

#THE ESTEE EDIT ®
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How About Using Others’ #Trademarks On Social Media? 

8

#itero
#iteroscanner
#invisalign

Fair Use?

Infringement? 

or

Align Technology, Inc. v. Strauss 

Diamond Instruments, Inc., 

No. 3:2018cv06663 (N.D. Cal. 2019)
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How About Using Others’ #Trademarks On Social Media? 

9

#itero
#iteroscanner
#iteroelement

Fair Use?

Infringement? 

or

Align Technology, Inc. v. Strauss 

Diamond Instruments, Inc., 

No. 3:2018cv06663 (N.D. Cal. 

2019)
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Trademark Fair Use or Trademark Infringement? 

10

Infringement 
1. Used the hashtags to refer to 

its own products and not to 

Align’s products. 

2. Used more than what was 

reasonably necessary to 

identify the product. 

3. Implied endorsement or 

authorization 
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Considerations to 
Avoid Infringement of 
Others’ Rights

• Generally speaking
• should not be taking another’s content 

from another source and posting to social 
media without permission 

• should not be taking content from social 
media and using it off the platform without 
permission 

• Review the Terms of Service – does it cover 
what you want to do? 

• Try to secure the license beforehand 
• Confirm your licensor’s license 

• Look for red flags – e.g. a paparazzi 
photo is probably not authorized 

• Add indemnification language 

• Button up and beef up your agreements 
• Update your standard agreements 
• Negotiate social media usage in contracts, 

especially if you have repeat interactions

• Can’t find the author? That’s not a defense.  

11
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MORE Considerations 
to Avoid Infringement 
of Others’ Rights

• Try to fit within the Fair Use 

• Include attribution, keep watermarks & 
author’s signature, etc. 

⎼ Seen commonly on social media 

⎼ This is not a defense to infringement, 
but can be helpful to appease some 
content creators by giving them credit

• “Sharing”/Retweeting through the platform’s 
functionality safer than copying content into 
a new post  

• Just because others post it on social media 
doesn’t mean that it’s authorized.  

12
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EVEN MORE
Considerations to 
Avoid Infringement of 
Others’ Rights

• Be mindful of your use of #hashtags  

• When sharing another’s content avoid 
adding content or commentary that could 
suggest endorsement, raise trademark 
infringement claims, or false advertising 
claims 

• Don’t create new content on top of others’ 
content (i.e. don’t create derivative works)  

13
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When Business Realities Set In  

• Businesses want to be quick and reactive 

• Social media posting for some companies is often times robust and frequent

• Marketing teams may avoid approval for fear of hearing “no” 

• Not pragmatic to have legal review each post  

• Cost-benefit analysis 

Things You Can Do To Prepare Your Client: 

• Engage with and educate your marketing teams

• Education on copyright, trademark, false advertising and what is “fair use”

• Create a tailored cheat sheet for your client of social media actions that are generally OK and give 
examples of actions that are not OK. Won’t be bulletproof. 

• Train them on when to specifically seek out review from legal 

• Can we achieve the same goal in a “safer” way? Small tweaks can make a big difference.

• Train often

14
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Protecting Your Own IP on Social Media: The Foundations 

15

 While copyright registration is not necessary for DMCA takedowns, it helps

 Trademark registration also helps with takedowns. On some platforms and in some countries, trademark registration is 
mandatory.

 Registration provides additional damages and presumptions in IP owner’s favor

 Periodically review your portfolio and update strategy filings

Secure Your 
IP 

 Do this early on in brand development as part of clearance -- registrability, domain names, and now, handles

 Disabling others’ handles can be tricky when there is no infringement

 Be careful of ownership of media handles when employees or ad firms create it for you. Ensure employment contracts spell 
out their obligations, and ownership rights in social media handles and content, centralize password information, etc. Create
business accounts.

 Don’t mix personal and business accounts

Secure Social 
Media 

Handles

 Add TM and copyright notice 

 Use your own marks correctly 

Put Others on 
Notice 
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Protecting Your Own IP on Social Media: Deciding When to Take Action 

16

 Monitor your brands on social media  

 Trademark and copyright monitoring services

 Check your hashtags

 Fans can help – have a mechanism for fans to report

Learning 
about 

infringements 

 Ensure that you have not agreed to certain uses of your work by engaging with the platform 
Check Terms 

of Use  

 Assume that information / works you post will be reposted, retweeted, shared, etc. 

 What is the potential upside / damage of taking action 

 What is the harm to taking no action

 Are you getting positive publicity? Fans, support, brand ambassadors, free advertising.  

 Fan pages – where to draw the line? 

 Backlash pages/Gripe sites

 Create your own fan websites or social media pages to give fans a place to go

 Give fans an interactive experience

 Would enforcement create unwanted negative publicity? 

 Those also get shared, reposted, retweeted etc.,  Anticipate damage control / apology posts. 

 You should only provide content that you are comfortable sharing with others

Cost/Benefit 
Analysis
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Tools for Quick Resolutions: Takedowns

• Copyright / DMCA Takedowns – All platforms should 
provide the option to do a copyright takedown via the 
DMCA. 

• Trademark – Major platforms also provide an option to do 
trademark takedowns 

⎼ Sometimes also separate counterfeit takedown form

17

“What to consider before submitting a 

copyright complaint”

Before submitting a copyright complaint to us, 

please consider whether or not the use could 

be considered fair use.

The Dancing Baby Wins Copyright 

Case on Fair Use 

Lenz v. Universal Music Corp., 

801 F.3d 1126 (9th Cir. 2015)

https://help.twitter.com/en/rules-and-policies/fair-use-policy.html
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Tools for Quick Resolutions: Cease and Desist Letters

18

• Be mindful to possible fan/infringer backlash
• Expect your letters to end up online
• Widen your audience  

• You are not writing just to the target 
anymore

• Consider tone of the letter 
• Take the time to explain company 

position
• Use “plain English” to set out what is at 

stake for the brand and why action is 
necessary

• Try to defuse negative publicity (as 
much as possible) at the outset

• Consider Reputational Impact before 
sending the letter
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Tools for Quick Resolutions: Cease and Desist Letters

19

• Be mindful to possible fan/infringer backlash
• Expect your letters to end up online
• Widen your audience  

• You are not writing just to the target 
anymore

• Consider tone of the letter 
• Take the time to explain company 

position
• Use “plain English” to set out what is at 

stake for the brand and why action is 
necessary

• Try to defuse negative publicity (as 
much as possible) at the outset

• Consider reputational impact before 
sending the letter
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Recap 

• Defensively: 
▪ Review TOS 
▪ Be mindful of copyright and trademark rights of others 
▪ Secure licenses 
▪ Review licensor’s licenses
▪ Button up / beef up agreements & seek indemnifications
▪ Try to fit within fair use – but could be risky if court does not agree 
▪ Include attribution, don’t remove watermarks 
▪ Can you do what you want to do in a “safer” way? 
▪ Watch your hashtags
▪ Don’t add language that could suggest endorsement or raise TM infringement/false advertising 

concerns
▪ Don’t create new content on top of others’ ‘content
▪ Engage with and educate the client 

• Offensively: 
▪ Secure your IP 
▪ Secure social media handles
▪ Monitor your IP / Learn about infringements
▪ Check terms of use 
▪ Cost Benefit Analysis on taking action 
▪ Takedowns
▪ Cease and desist letters

20



Thank you!

Charlene A. Azema, JD, MBA

Partner

Charlene.Azema@knobbe.com

949-721-5332

mailto:Charlene.Azema@knobbe.com
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